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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 4,629,660
Registered: October 28, 2014
For Mark: SHARKTANK (Stylized)

__________________________________________________________________ X
SONY PICTURES TELEVISION INC.,
Petitioner, : Cancellation No. 92060383
- against -
HOWARD H. BERGER a/k/a MARINA
CAPITAL PARTNERS,
Respondent.
_________________________________________________________________ X

PETITIONER’S MOTION TO MODIFY BOARD’S JULY 12,2016 ORDER

Petitioner Sony Pictures Television Inc. (“Petitioner”) hereby moves for an order,

pursuant to 37 C.F.R. § 2.127(b), modifying the Board’s order of July 12, 2016 so as to require
Respondent Howard H. Berger (“Respondent”) to provide substantive responses to Petitioner’s
First Set of Requests for Admission. The modification is necessary because the portion of the
Board’s order indicating that the previously served requests for admission could be deemed
admitted without further action by Petitioner was premised on the erroneous assumption that
Respondent had failed to respond to Petitioner’s earlier requests for admission. In fact,
Respondent had served a response, but improperly objected to each and every request for
admission, thereby necessitating Petitioner’s motion to compel giving rise to the July 12 order.
Because Respondent defaulted on the motion to compel, the motion should have been granted as
conceded and Respondent should have been required to serve substantive responses without

objection to the requests for admission.
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Ref. No. 13078-144

MEMORANDUM IN SUPPORT OF MOTION TO MODIFY

PROCEDURAL BACKGROUND

On November 17, 2014, Petitioner initiated this cancellation proceeding against
Respondent’s Registration No. 4,629,660 for the mark depicted below (“Respondent’s

SharkTank Mark”) for various financial related services in Classes 35 and 36:

SHARKTANK

1 TTABVUE. The Cancellation Petition alleges claims for likelihood of confusion, likelihood
of dilution and false suggestion of an association based on Petitioner’s SHARK TANK mark,
which it has used since 2009 in connection with its hit reality television show about the efforts of
entrepreneurs to secure capital investments in their start-up business. Id.

On Monday, July 27, 2015, the last day of the discovery period (with the date listed in the
Board’s order, July 26, falling on a Sunday), Petitioner served a set of interrogatories, document
demands and requests for admission on Respondent by mail. 7 TTABVUE 22, 40-68 (Mandel
Decl. § 8 & Ex. E). On August 31, 2015, the date Respondent’s responses were due, Respondent
served written responses to the discovery requests that refused to answer a single interrogatory,
document request or request for admission. 7 TTABVUE 23-24, 75-109 (Mandel Decl. 13 &
Ex. H). Supported primarily by Respondent’s speculation about how long mail should take to
arrive, Respondent objected to the requests as untimely and allegedly served after the deadline
with a falsified date of service. Respondent also asserted various other contentions about
Petitioner’s alleged lack of prosecution of the case or supposed unfairness as an apparent excuse
allowing Respondent to avoid responding to the requests, including Petitioner’s failure to serve

initial disclosures (which both sides had had voluntarily waived) and Petitioner’s failure to
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contact Respondent after March 2015 (despite the fact that Petitioner had repeatedly sought to
engage Respondent in discussions without any success over a two month period preceding that).
Id. Finally, Respondent included in its general objections a list of boilerplate objections to all
document requests, interrogatories and requests for admission and then simply incorporated
those general objections into each specific response, without any effort to distinguish among the
various requests or treat them on an individualized basis. Id.

Based on Respondent’s blatantly improper objections, Petitioner filed a motion to compel
on September 7, 2015 seeking an order compelling Respondent to respond to Petitioner’s First
Set of Interrogatories and Request for Production of Documents and Things and Petitioner’s First
Set of Requests for Admission. 7 TTABVUE. Proceedings were thereafter delayed due to the
withdrawal of Respondent’s counsel (9 TTABVUE) and Respondent’s requests for extensions of
time in order to obtain new counsel. Although Petitioner consented to two separate 60 day
extensions of the initial deadline for Respondent to appoint counsel (12 and 14 TTABVUE),
Petitioner believed that further extensions were unwarranted given the time Respondent had
already been afforded to obtain counsel. On May 16, 2016, following a telephone conference
with the parties held at Petitioner’s request, the Board resumed proceedings “to the extent that
briefing of Petitioner’s motion to compel is recommenced.” 29 TTABVUE. The Board reset the
time for Respondent to file a response to the pending motion to compel until June 30, 2016 and
otherwise suspended proceedings. Id.

Although Respondent filed a motion for summary judgment in June 2016 (31
TTABVUE) in violation of the Board’s clear direction not to file any papers which were not
germane to the motion to compel, Respondent failed to respond to the motion to compel by the

June 30, 2016 deadline set in the Board’s May 16, 2016 order. Accordingly, on July 12, 2016,
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the Board granted Petitioner’s motion to compel as conceded. 32 TTABVUE.! The Board’s
order directed Respondent to serve its responses to Petitioner’s interrogatories and document
requests, along with responsive documents, within thirty days.? Id. However, with respect to
that portion of the motion that was directed at the requests for admission served by Petitioner, the
Board stated in a footnote that “it is not necessary to file a motion to deem requests for
admissions admitted when no response is served, since the admissions are deemed admitted by
operation of Fed. R. Civ. P. 36(a).” Id. at n. 2. Petitioner seeks to modify the order insofar as it
refused to order Respondent to serve substantive responses to the requests for admission, since
the Board’s order was based on the erroneous assumption that no response had been served to the
requests for admission when in fact objections had been made (albeit improperly) in a timely
served response.
ARGUMENT

Trademark Rule 2.127(b) provides that “[a]ny request for reconsideration or modification
of an order or decision issued on a motion must be filed within one month from the date thereof.”
See also TBMP § 518. Accordingly, Petitioner’s motion to modify the Board’s July 12, 2016

order is timely.

'The Board’s July 12, 2016 order also held that Respondent’s summary judgment motion
would be given no consideration in view of the fact that it was improperly filed in violation of
the Board’s direction in its May 16, 2016 order, consistent with Trademark Rule 2.120(e)(2), that
the parties should not file any papers which were not germane to the pending motion to compel.

Respondent served its responses to Petitioner’s interrogatories and document requests on
July 27, 2016. Because such responses contained numerous deficiencies, Petitioner has written
to Respondent in a good faith effort to avoid the need for a further motion to compel and the
parties are currently engaged in the process of seeking to resolve that discovery dispute.
However, Petitioner reserves the right to file a motion to compel if the parties are unable to
resolve their dispute regarding Respondent’s responses.
4
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The Board’s order should be modified with respect to that portion that did not compel
Respondent to file substantive responses, without objection, to Petitioner’s requests for
admission. In footnote 2 of the Board’s order, the Board treated Petitioner’s motion as a motion
to deem the requests for admission to be admitted, stating that it was not necessary to file such a
motion because requests are deemed admitted automatically under Fed. R. Civ. P. 36(a) when no
response is served. However, Petitioner’s motion did not seek to have the requests for admission
deemed admitted, but simply to compel substantive responses to the requests for admission in
light of the unfounded objections asserted to such requests by Respondent. The Board’s July 12,
2016 order overlooked the fact that Respondent did serve a response to the requests for
admissions (attached as part of exhibit H to the Mandel declaration in support of the motion to
compel, 7 TTABVUE 95-109). Because such response consisted of improper boilerplate
objections, which were asserted across-the-board as general objections and then incorporated as
the response to each specific request for admission, Petitioner moved to compel appropriate
substantive responses to the requests for admission.

Given that Respondent defaulted in response to Petitioner’s motion to compel, the motion
should have been granted in its entirety as conceded. See Trademark Rule 2.127(a). Inasmuch as
a timely (albeit a deficient) response was technically served to the requests for admission
asserting various objections, it would not appear that such requests can be deemed admitted
under Rule 36. See Fed. R. Civ. P. 36(a)(3) (“A matter is admitted unless, within 30 days after
being served, the party to whom the request is directed serves on the requesting party a written
answer or objection addressed to the matter ...”") (emphasis added). Rather, the improper
objections (which Respondent did not even attempt to justify by responding to Petitioner’s

motion to compel) should be rejected and Respondent should be required to answer the requests
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for admission. Petitioner respectfully requests that the Board modify its July 12, 2016 order in
this limited respect so as to require proper responses to the requests for admission. The Board
should also stay this proceeding pending disposition of the motion in view of the imminent trial
deadline.

CONCLUSION

For the foregoing reasons, Petitioner’s motion to modify the Board’s July 12, 2016 order
(32 TTABVUE) should be granted and Respondent should be ordered to serve substantive
responses to Petitioner’s requests for admission.

Dated: New York, New York
August 11, 2016 COWAN, LIEBOWITZ & LATMAN, P.C.

Attorneys, for Petitioner _
/ 2 "é -Ts‘{# ,é — #/ /

By:
Rlchard S. Mandel
Erika S. Krystian
114 West 47th Street
New York, New York 10036-1525
(212) 790-9200
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that, on August 11, 2016, I caused a true and correct copy of the
foregoing Petitioner’s Motion to Modify Board’s July 12, 2016 Order to be sent via First Class

Mail, postage prepaid, to:

Howard H. Berger a/k/a Marina Capital Partners
4640 Admiralty Way, Suite 800

Marina Towers North

Marina Del Rey, CA 90292

e . N

Erfka’S. Krystian
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