Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA632249
Filing date: 10/10/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name SKF USA Inc.
Entity Corporation Citizenship Delaware
Address 890 Forty Foot Road, P.O. Box 352

Lansdale, PA 19446
UNITED STATES

Attorney informa- | Jennifer Fraser

tion Novak Druce Connolly Bove + Quigg LLP

1875 Eye Street, NW, 11th Floor

Washington, DC 20006

UNITED STATES

trademarks@novakdruce.com, jennifer.fraser@novakdruce.com,
christina.hillson@novakdruce.com, TM@novakdruce.com

Registrations Subject to Cancellation

Registration No 3889676 | Registration date | 12/14/2010

Registrant McJunkin Red Man Corporation
835 Hillcrest Drive

Charleston, WV 25311
UNITED STATES

Goods/Services Subject to Cancellation

Class 035. First Use: 2009/12/15 First Use In Commerce: 2009/12/15

All goods and services in the class are cancelled, namely: Distributorship services of industrial and
energy-related pipes, valves, fittings and valve automation, and specialty-related oil field equipment
and supplies

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Priority and likelihood of confusion Trademark Act section 2(d)

Registration No 3889677 Registration date | 12/14/2010

Registrant McJunkin Red Man Corporation

835 Hillcrest Drive
Charleston, WV 25311
UNITED STATES

Goods/Services Subject to Cancellation

Class 035. First Use: 2009/12/15 First Use In Commerce: 2009/12/15

All goods and services in the class are cancelled, namely: Distributorship services of industrial and
energy-related pipes, valves, fittings and valve automation, and specialty-related oil field equipment
and supplies



http://estta.uspto.gov

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud

808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion

Trademark Act section 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 3053109 Application Date 12/16/2003

No.

Registration Date | 01/31/2006 Foreign Priority NONE
Date

Word Mark MRC

Design Mark

Description of
Mark

NONE

Goods/Services

Class 007. First use: First Use: 1977/07/01 First Use In Commerce: 1977/07/01
machine parts; namely, ball bearings and roller bearings

Class 040. First use: First Use: 1977/07/01 First Use In Commerce: 1977/07/01
manufacture of anti-friction bearings to the order and specification of others
Class 042. First use: First Use: 1977/07/01 First Use In Commerce: 1977/07/01
design, engineering and product consultation in the field of antifriction bearings

Mark

for others
U.S. Application 85850072 Application Date 02/14/2013
No.
Registration Date | NONE Foreign Priority NONE
Date
Word Mark MRC
Design Mark
Description of NONE

Goods/Services

Class 007. First use: First Use: 1977/07/01 First Use In Commerce: 1977/07/01




machine parts, namely, ball bearings and roller bearings

Class 040. First use: First Use: 1977/07/01 First Use In Commerce: 1977/07/01
technical consultation related to the manufacturing of products in the field ofanti-
friction bearings for others

Class 041. First use: First Use: 2000/00/00 First Use In Commerce: 2000/00/00
educational services, namely, arrangingand conducting seminars in the field of-
maintenance of machinery and course materials in the nature of printed instruc-
tional materials, computer software, videos and CDs in the same field distrib-
utedin connection therewith

Class 042. First use: First Use: 1977/07/01 First Use In Commerce: 1977/07/01

design, engineering and product development consultation in the field of antifric-
tion bearings for others

U.S. Registration | 620549 Application Date 11/28/1952

No.

Registration Date | 01/31/1956 Foreign Priority NONE
Date

Word Mark M-R-C STROM GURNEY SRB BALL BEARINGS

Design Mark

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 1940/12/00 First Use In Commerce: 1940/12/00

ENGINEERING SERVICE ENCOMPASSING ANTI-FRICTION BEARINGS-
NAMELY, DETERMINING, DESIGNING, AND RECOMMENDING THE PROP-
ER BEARINGS REQUIRED FOR SPECIFIC INSTALLATIONS OF VARIOUS
TYPES AND SIZES OF SUCH BEARINGS

Attachments

78341554#TMSN.png( bytes )
85850072#TMSN.png( bytes )
71638039#TMSN.png( bytes )
Exhibit A.pdf(55015 bytes )
Exhibit B.pdf(60191 bytes )
Exhibit C.pdf(61086 bytes )
Exhibit D.pdf(124035 bytes )




Exhibit E.pdf(85235 bytes )

Exhibit F.pdf(1043579 bytes )

Exhibit G.pdf(4312517 bytes)

Consolidated Petition to Cancel.pdf(102675 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature fifl
Name Jennifer Fraser
Date 10/10/2014




EXHIBIT A



Trademark Electronic Searclys$em (TESS)

Page 1 of 2

United States Patent and Trademark Office

Home| Site Index| Search| FAQ| Glossary| Guides| Contacts| eBusiness| eBiz alerts| News| Help

Trademarks >Trademark Electronic Search System (TESS)

TESS was last updated on Thu Oct 9 03:21:02 EDT 2014

ress Howe | New Usen | sraucruned [ e Formf erows: o JSEARCH OG | Borrow | HeLP |

MEXT LIST Prev Doc LasT Doc

Please logout when you are done to release system resources allocated for you.

List At:

OR | Jump | to record: Record 2 out of 2

m m (Use the "Back" button of the Internet Browser to

return to TESS)

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition

Registration
Number

MRC

IC 007. US 013 019 021 023 031 034 035. G & S: machine parts; namely, ball bearings and
roller bearings. FIRST USE: 19770701. FIRST USE IN COMMERCE: 19770701

IC 040. US 100 103 106. G & S: manufacture of anti-friction bearings to the order and
specification of others. FIRST USE: 19770701. FIRST USE IN COMMERCE: 19770701

IC 042. US 100 101. G & S: design, engineering and product consultation in the field of
antifriction bearings for others. FIRST USE: 19770701. FIRST USE IN COMMERCE: 19770701

(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

78341554
December 16, 2003
1A

1A
November 8, 2005

3053109

Registration Date January 31, 2006

Owner

http://tmsearch.usto.gov/bin/showfield?f=doc&state=4804:4mdkrR.2

(REGISTRANT) SKF USA Inc. CORPORATION DELAWARE 890 Forty Foot Road, PO Box 352
Lansdale PENNSYLVANIA 19446

10/9/2014



Trademark Electronic Searclys$em (TESS) Page 2 of 2

Attorney of Jennifer Fraser

Record

Type of Mark TRADEMARK. SERVICE MARK
Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
heoesd e

ress Howe | New Usen | sraucrured [ e Formf erowse 0 JSEARCHOG | Tor | HELP |

MEXT LisT PREV Doc || NexT Doc | Last Doc

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.usto.gov/bin/showfield?f=doc&state=4804:4mdkrR.2 10/9/2014



USPTO Asggnments on the Web Page 1 of 1

United States Patent and Trademark Office

Home| Site Index| Search| Guides| Contacts| eBusiness| eBiz alerts| News| Help

Assignments on the Web >Trademark Query

No assignment has been recorded at the USPTO

For Serial Number: 78341554

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.4
Web interface last modified: Mar 15, 2014 v.2.4

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US| PRIVACY STATEMENT

http://assgnments.upto.gov/assgnmentsf?db=tm&gt=sno&reel=&frame=&sno0=7834155410/9/2014



EXHIBIT B



Trademark Electronic Searclys$em (TESS) Page 1 of 2

United States Patent and Trademark Office

Home| Site Index| Search| FAQ| Glossary| Guides| Contacts| eBusiness| eBiz alerts| News| Help

Trademarks >Trademark Electronic Search System (TESS)

TESS was last updated on Thu Oct 9 03:21:02 EDT 2014

| NewUser | sraucunen
MNEXT LisT jFirsT DOC

Please logout when you are done to release system resources allocated for you.

List At: OR [ Jump | to record: Record 1 out of 2

m m (Use the "Back" button of the Internet Browser to

return to TESS)

MRC

Word Mark MRC
Goods and IC 007. US 013 019 021 023 031 034 035. G & S: machine parts, namely, ball bearings and roller
Services bearings. FIRST USE: 19770701. FIRST USE IN COMMERCE: 19770701

IC 040. US 100 103 106. G & S: technical consultation related to the manufacturing of products in
the field of antifriction bearings for others. FIRST USE: 19770701. FIRST USE IN COMMERCE:
19770701

IC 041. US 100 101 107. G & S: educational services, namely, arranging and conducting seminars
in the field of maintenance of machinery and course materials in the nature of printed instructional
materials, computer software, videos and CDs in the same field distributed in connection
therewith. FIRST USE: 20000000. FIRST USE IN COMMERCE: 20000000

IC 042. US 100 101. G & S: design, engineering and product development consultation in the field
of antifriction bearings for others. FIRST USE: 19770701. FIRST USE IN COMMERCE: 19770701

Standard
Characters
Claimed

Mark Drawing
Code

Serial Number 85850072
Filing Date February 14, 2013
Current Basis 1A

(4) STANDARD CHARACTER MARK

http://tmsearch.usto.gov/bin/showfield?f=doc&state=4804:4mdkr.1 10/9/2014



Trademark Electronic Searclys$em (TESS) Page 2 of 2

Original Filing
Basis
Published for
Opposition
Owner

Attorney of
Record

Prior
Registrations

Type of Mark
Register

Live/Dead
Indicator

1A

February 4, 2014

(APPLICANT) SKF USA Inc. CORPORATION DELAWARE Corporate Headquarters, N.A. 890
Forty Foot Road, PO Box 352 Lansdale PENNSYLVANIA 19446

Jennifer Fraser

0620549;3053109

TRADEMARK. SERVICE MARK
PRINCIPAL

LIVE

NEXT LisT JFIrRsT DOC

| .HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.usto.gov/bin/showfield?f=doc&state=4804:4mdkr.1 10/9/2014



USPTO Asggnments on the Web Page 1 of 1

United States Patent and Trademark Office

Home| Site Index| Search| Guides| Contacts| eBusiness| eBiz alerts| News| Help

Assignments on the Web >Trademark Query

No assignment has been recorded at the USPTO

For Serial Number: 85850072

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.4
Web interface last modified: Mar 15, 2014 v.2.4

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US| PRIVACY STATEMENT

http://assgnments.upto.gov/assgnmentsf?db=tm&gt=sno&reel=&frame=&sno0o=85850072.0/9/2014



EXHIBIT C



Trademark Electronic Searclys$em (TESS) Page 1 of 2

United States Patent and Trademark Office

Home| Site Index| Search| FAQ| Glossary| Guides| Contacts| eBusiness| eBiz alerts| News| Help

Trademarks >Trademark Electronic Search System (TESS)

TESS was last updated on Thu Oct 9 03:21:02 EDT 2014

ress Howe | New Usen | sraucruned [ e Formf erows: o JSEARCH OG | Borrow | HeLP |

MEXT LIST Prev Doc || NexT Doc | Last Doc

Please logout when you are done to release system resources allocated for you.

List At:

OR [ Jump | to record: Record 4 out of 4

m m (Use the "Back" button of the Internet Browser to

return to TESS)

Word Mark

Goods and
Services

Mark Drawing
Code

Design Search
Code

Serial Number
Filing Date
Current Basis

Original Filing
Basis

Registration
Number

Registration
Date

Owner

M-R-C STROM GURNEY SRB BALL BEARINGS

IC 042. US 100. G & S: ENGINEERING SERVICE ENCOMPASSING ANTI-FRICTION BEARINGS-
NAMELY, DETERMINING, DESIGNING, AND RECOMMENDING THE PROPER BEARINGS
REQUIRED FOR SPECIFIC INSTALLATIONS OF VARIOUS TYPES AND SIZES OF SUCH
BEARINGS. FIRST USE: 19401200. FIRST USE IN COMMERCE: 19401200

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

24.05.01 - Circular or elliptical seals; Seals, circular or elliptical
26.01.21 - Circles that are totally or partially shaded.
26.07.01 - Diamonds with plain multiple line border; Diamonds with plain single line border

71638039
November 28, 1952
1A

1A
0620549

January 31, 1956

(REGISTRANT) MARLIN-ROCKWELL CORPORATION CORPORATION DELAWARE 402
CHANDLER ST. JAMESTOWN NEW YORK

(LAST LISTED OWNER) SKF USA INC. CORPORATION ASSIGNEE OF DELAWARE 1111 Adams

http://tmsearch.usto.gov/bin/showfield?f=doc&state=4804:4mdkrB3.4 10/9/2014



Trademark Electronic Searclys$em (TESS) Page 2 of 2

Avenue Norristown PENNSYLVANIA 194032403

Assignment  \ oo GNMENT RECORDED

Recorded
Prior
Registrations
Disclaimer THE WORDS "BALL BEARINGS" ARE DISCLAIMED APART FROM THE MARK AS SHOWN.
Type of Mark  SERVICE MARK

0528062;0528064,0539537;AND OTHERS

Register PRINCIPAL

Affidavit Text SECTION 8(10-YR) 20061015.
Renewal 3RD RENEWAL 20061015
Live/Dead

Indicator LIVE

MEXT LIST MEXT Doc | LasT Doc

| .HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.usto.gov/bin/showfield?f=doc&state=4804:4mdkrB3.4 10/9/2014



USPTO Asggnments on the Web

United States Patent and Trademark Office

Assignments on the Web >Trademark Query

Home| Site Index| Search| Guides| Contacts| eBusiness| eBiz alerts| News| Help

Trademark Assignment Abstract of Title

Total Assignments: 4

Serial #: 71638039

Filing Dt: 11/28/1952

Registrant: MARLIN-ROCKWELL CORPORATION
Mark: M-R-C STROM GURNEY SRB BALL BEARINGS

Assighment:

Reel/ Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

Assignment:

Reel/ Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

Assighment:

Reel/ Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

Assignment:

Reel/ Frame:

Conveyance:

1

0116/0093 Recorded: 08/05/1964

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL
MARLIN-ROCKWELL CORPORATION

THOMPSON RAMO WOOLDRIDGE INC.
23555 EUCLID AVE.
EUCLID, OHIO
HILL, SHERMAN, ET AL.
1414 MONADNOCK BLDG.
53 WEST JACKSON BLVD.
CHICAGO, IL 60604

2
0128/0251

Recorded: 08/10/1965

CHANGE OF NAME 19650430

THOMPSON RAMO WOOLDRIDGE INC. INCORPORATED JUNE 17

1916

TRW INC.

HILL, SHERMAN ET AL.
53 W. JACKSON BLVD.
CHICAGO, IL 60604
3

0535/0428 Recorded: 08/15/1986

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL
TRW INC.

MRC BEARINGS INC.
Formerly: FORMERLY M R ACQUISITION CORP.
1100 FIRST AVENUE
KING OF PRUSSIA, PENNSYLVANIA 19406
EUGENE E. RENZ, JR.
229 NORTH OLIVE ST.
MEDIA, PA 19063

4
0629/0458

Recorded: 12/22/1988

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

620549

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Page 1 of 2

Reg. Dt: 01/31/1956

Pages: 3

06/16/1964
CORPORATION
DELAWARE
CORPORATION
OHIO

Pages: 1

08/06/1965
UNKNOWN
NONE
UNKNOWN
NONE

Pages: 3

07/25/1986
CORPORATION
OHIO
CORPORATION
DELAWARE

Pages: 4

http://assgnments.upto.gov/assgnmentsf?db=tm&gt=sno&reel=&frame=&sno=71638039.0/9/2014



USPTO Asggnments on the Web

Assignor: MRC BEARINGS INC. Exec Dt:
Entity Type:
Citizenship:
Assignee: SKF USA INC. Entity Type:

1100 FIRST AVENUE Citizenship
KING OF PRUSSIA, PENNSYLVANIA 19406

Correspondent: EUGENE E. RENZ, JR., ESQUIRE
P.O. BOX 2056
MEDIA, PA 19063-9056

Page 2 of 2

11/30/1988
CORPORATION
DELAWARE

CORPORATION

: DELAWARE

Search Results as of: 10/09/2014 05:14 PM
If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.4

Web interface last modified: Mar 15, 2014 v.2.4

| .\HOME | INDEX| SEARCH | eBUSINESS | CONTACT US| PRIVACY STATEMENT

http://assgnments.upto.gov/assgnmentsf?db=tm&gt=sno&reel=&frame=&sno=71638039.0/9/2014
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PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

Serial Number: 85019876
Filing Date: 04/21/2010

The table below presents the data as entered.

SERIAL NUMBER 85019876
MARK INFORMATION
\TICRS\EXPORT10MMAGEOQUT

“MARK 10\850\198\85019876\xmi1\ APP0002.JPC
SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT MRC MIDFIELD

COLOR MARK NO

The mark consists of the letters MRC
followed by a vertical line followed by the
word MIDFIELD.

*DESCRIPTION OF THE MARK
(and Color Location, if applicable)

PIXEL COUNT ACCEPTABLE NO
PIXEL COUNT 280 x 92
REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK McJunkin Red Man Corporation
*STREET 835 Hillcrest Drive
*CITY Charleston
*STATE L
(Required for U.S. applicants) Sl
*COUNTRY United States
ZIP/POSTAL CODE 25311

(Required for U.S. applicants only)
LEGAL ENTITY INFORMATION

TYPE corporation


../APP0002.JPG
../APP0002.JPG

STATE/COUNTRY OF INCORPORATION West Virginia

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 035

Distributorship services of industrial and
energy-related pipes, valves, fittings and
valve automation, and specialty-related oll
field equipment and supplies

*IDENTIFICATION

FILING BASIS SECTION 1(a)
FIRST USE ANYWHERE DATE At least as early as 12/15/2009
FIRST USE IN COMMERCE DATE At least as early as 12/15/2009
SPECIMEN \TICRS\EXPORT10\MIMAGEQUT
FILE NAME(S) 10\8501198\85019876\xmI1\ APP0003.JPG
SPECIMEN DESCRIPTION a copy of a web page

ATTORNEY INFORMATION

NAME Victoria J. B. Doyle

ATTORNEY DOCKET NUMBER 32163-12

FIRM NAME Fried, Frank, Harris, Shriver & Jacobson LLP
STREET One New York Plaza

CITY New York

STATE New York

COUNTRY United States

ZIP/POSTAL CODE 10004-1980

PHONE 212-859-8000

EMAIL ADDRESS teas@friedfrank.com

AUTHORIZED TO COMMUNICATE VIAEMAIL  Yes
OTHER APPOINTED ATTORNEY Henry C. Lebowitz

CORRESPONDENCE INFORMATION

NAME Victoria J. B. Doyle

FIRM NAME Fried, Frank, Harris, Shriver & Jacobson LLP
STREET One New York Plaza

CITY New York

STATE New York


../APP0003.JPG
../APP0003.JPG

COUNTRY
ZIP/POSTAL CODE

PHONE

EMAIL ADDRESS

AUTHORIZED TO COMMUNICATE VIA EMAIL
FEE INFORMATION

NUMBER OF CLASSES

FEE PER CLASS

*TOTAL FEE DUE

*TOTAL FEE PAID

SIGNATURE INFORMATION
SIGNATURE

SIGNATORY'S NAME
SIGNATORY'S POSITION

DATE SIGNED

United States
10004-1980
212-859-8000
teas@friedfrank.com

Yes

325
325
325

Ivibd/

Victoria J. B. Doyle
Attorney for Applicant
04/21/2010



Trademark/Service Mark Application, Principal Register

Serial Number: 85019876
Filing Date: 04/21/2010

To the Commissioner for Trademarks:
MARK: MRC MIDFIELD (stylized and/or with design, se&rk)

The literal element of the mark consists of MRC MIDFIELD.
The applicant is not claiming color as a feature of the mark. The mark consists of the letters MRC
followed by a vertical line followed by the word MIDFIELD.
The applicant, McJunkin Red Man Corporation, a corporation of West Virginia, having an address
835 Hillcrest Drive
Charleston, West Virginia 25311
United States
requests registration of the trademark/service mark identified above in the United States Patent ar
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Secti
et seq.), as amended, for the following:

International Class 035: Distributorship services of industrial and energy-related pipes, valves
fittings and valve automation, and specialty-related oil field equipment and supplies

In International Class 035, the mark was first used at least as early as 12/15/2009, and first used ii
commerce at least as early as 12/15/2009, and is now in use in such commerce. The applicant is
submitting one specimen(s) showing the mark as used in commerce on or in connection with any i
the class of listed goods and/or services, consisting of a(n) a copy of a web page.

Specimen Filel

The applicant's current Attorney Information:

Victoria J. B. Doyle and Henry C. Lebowitz of Fried, Frank, Harris, Shriver & Jacobson LLP
One New York Plaza
New York, New York 10004-1980
United States

The attorney docket/reference number is 32163-12.

The applicant's current Correspondence Information:
Victoria J. B. Doyle
Fried, Frank, Harris, Shriver & Jacobson LLP
One New York Plaza
New York, New York 10004-1980
212-859-8000(phone)


../APP0002.JPG
../APP0003.JPG

teas@friedfrank.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payme
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punis
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements
the like, may jeopardize the validity of the application or any resulting registration, declares that he
properly authorized to execute this application on behalf of the applicant; he/she believes the appli
be the owner of the trademark/service mark sought to be registered, or, if the application is being f
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in conr
to the best of his/her knowledge and belief no other person, firm, corporation, or association has tt
to use the mark in commerce, either in the identical form thereof or in such near resemblance ther
be likely, when used on or in connection with the goods/services of such other person, to cause cc
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are trut
that all statements made on information and belief are believed to be true.

Signature: /vjbd/ Date Signed: 04/21/2010
Signatory's Name: Victoria J. B. Doyle
Signatory's Position: Attorney for Applicant

RAM Sale Number: 3814
RAM Accounting Date: 04/22/2010

Serial Number: 85019876

Internet Transmission Date: Wed Apr 21 17:36:55 EDT 2010
TEAS Stamp: USPTO/BAS-209.51.184.8-20100421173655247
938-85019876-46019b2c4bad4f7d8e29adbl1b2
6c4cd-DA-3814-20100421173005789872
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EXHIBIT E



PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

Serial Number: 85019851
Filing Date: 04/21/2010

The table below presents the data as entered.

SERIAL NUMBER
MARK INFORMATION

*MARK

SPECIAL FORM
USPTO-GENERATED IMAGE
LITERAL ELEMENT

COLOR MARK

*DESCRIPTION OF THE MARK
(and Color Location, if applicable)

PIXEL COUNT ACCEPTABLE

PIXEL COUNT

REGISTER

APPLICANT INFORMATION
*OWNER OF MARK

*STREET

*CITY

*STATE
(Required for U.S. applicants)

*COUNTRY

*ZIP/POSTAL CODE
(Required for U.S. applicants only)

LEGAL ENTITY INFORMATION

85019851

\TICRS\EXPORT10MMAGEOQUT
10\850\198\85019851\xmli1\ APP0002.JPCG

YES

NO

MRC TRANSMARK
NO

The mark consists of the letters MRC
followed by a vertical line followed by the
word TRANSMARK followed by a 3-circle
design.

NO
280 x 92

Principal

McJunkin Red Man Corporation
835 Hillcrest Drive

Charleston
West Virginia
United States

25311


../APP0002.JPG
../APP0002.JPG

TYPE corporation

STATE/COUNTRY OF INCORPORATION West Virginia

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 035

Distributorship services of industrial and
energy-related pipes, valves, fittings and
valve automation, and specialty-related oil
field equipment and supplies

*IDENTIFICATION

FILING BASIS SECTION 1(a)
FIRST USE ANYWHERE DATE At least as early as 12/15/2009
FIRST USE IN COMMERCE DATE At least as early as 12/15/2009
SPECIMEN \TICRS\EXPORT10\IMAGEOUT
FILE NAME(S) 10\8501198\85019851\xmI1\ APP0003.JPG
SPECIMEN DESCRIPTION a copy of a web page

ATTORNEY INFORMATION

NAME Victoria J. B. Doyle

ATTORNEY DOCKET NUMBER 32163-12

FIRM NAME Fried, Frank, Harris, Shriver & Jacobson LLP
STREET One New York Plaza

CITY New York

STATE New York

COUNTRY United States

ZIP/POSTAL CODE 10004-1980

PHONE 212-859-8000

EMAIL ADDRESS teas@friedfrank.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY Henry C. Lebowitz

CORRESPONDENCE INFORMATION

NAME Victoria J. B. Doyle
FIRM NAME Fried, Frank, Harris, Shriver & Jacobson LLP
STREET One New York Plaza

CITY New York


../APP0003.JPG
../APP0003.JPG

STATE
COUNTRY

ZIP/POSTAL CODE

PHONE

EMAIL ADDRESS

AUTHORIZED TO COMMUNICATE VIA EMAIL
FEE INFORMATION

NUMBER OF CLASSES

FEE PER CLASS

*TOTAL FEE DUE

*TOTAL FEE PAID

SIGNATURE INFORMATION
SIGNATURE

SIGNATORY'S NAME
SIGNATORY'S POSITION

DATE SIGNED

New York

United States
10004-1980
212-859-8000
teas@friedfrank.com

Yes

325
325
325

Ivibd/

Victoria J. B. Doyle
Attorney for Applicant
04/21/2010



Trademark/Service Mark Application, Principal Register

Serial Number: 85019851
Filing Date: 04/21/2010

To the Commissioner for Trademarks:
MARK: MRC TRANSMARK (stylized and/or with design, se®rk)

The literal element of the mark consists of MRC TRANSMARK.
The applicant is not claiming color as a feature of the mark. The mark consists of the letters MRC
followed by a vertical line followed by the word TRANSMARK followed by a 3-circle design.
The applicant, McJunkin Red Man Corporation, a corporation of West Virginia, having an address
835 Hillcrest Drive
Charleston, West Virginia 25311
United States
requests registration of the trademark/service mark identified above in the United States Patent ar
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Secti
et seq.), as amended, for the following:

International Class 035: Distributorship services of industrial and energy-related pipes, valves
fittings and valve automation, and specialty-related oil field equipment and supplies

In International Class 035, the mark was first used at least as early as 12/15/2009, and first used ii
commerce at least as early as 12/15/2009, and is now in use in such commerce. The applicant is
submitting one specimen(s) showing the mark as used in commerce on or in connection with any i
the class of listed goods and/or services, consisting of a(n) a copy of a web page.

Specimen Filel

The applicant's current Attorney Information:

Victoria J. B. Doyle and Henry C. Lebowitz of Fried, Frank, Harris, Shriver & Jacobson LLP
One New York Plaza
New York, New York 10004-1980
United States

The attorney docket/reference number is 32163-12.

The applicant's current Correspondence Information:
Victoria J. B. Doyle
Fried, Frank, Harris, Shriver & Jacobson LLP
One New York Plaza
New York, New York 10004-1980
212-859-8000(phone)


../APP0002.JPG
../APP0003.JPG

teas@friedfrank.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payme
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punis
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements
the like, may jeopardize the validity of the application or any resulting registration, declares that he
properly authorized to execute this application on behalf of the applicant; he/she believes the appli
be the owner of the trademark/service mark sought to be registered, or, if the application is being f
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in conr
to the best of his/her knowledge and belief no other person, firm, corporation, or association has tt
to use the mark in commerce, either in the identical form thereof or in such near resemblance ther
be likely, when used on or in connection with the goods/services of such other person, to cause cc
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are trut
that all statements made on information and belief are believed to be true.

Signature: /vjbd/ Date Signed: 04/21/2010
Signatory's Name: Victoria J. B. Doyle
Signatory's Position: Attorney for Applicant

RAM Sale Number: 3686
RAM Accounting Date: 04/22/2010

Serial Number: 85019851

Internet Transmission Date: Wed Apr 21 17:27:32 EDT 2010
TEAS Stamp: USPTO/BAS-209.51.184.8-20100421172732932
687-85019851-460fe31ef398a393beb47adf847
6cfb6c7-DA-3686-20100421172021982911
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10/5/2014 MRC Global Brands

Contact  Search @‘ Find a Location +

MRC Global

PRODUCTS / SOLUTIONS / INDUSTRIES / COMPANY / CAREERS / NEWS / INVESTOR RELATIONS

Global Reach With a Local Touch

iZ EMAIL )y PRINT

" Download Logo
INVESTOR RELATIONS D a

CORPORATE BIOS Headquartered in Houston, Texas, MRC Global, a Fortune 500 company, is the largest global
distributor of pipe, valve, and fittings (PVF) and related products and services to the energy
industry, based on sales, and supplies these products and services across each of the

CONTACT MRC GLOBAL upstream, midstream and downstream sectors.

.
CORPORATE RESPONSIBILITY M n ' Download Logo

McJunkin Red Man Corporation

Sales Information
Request Quote

P Request Literature

MISSION & VISION
Our flagship company was formed in 2007 by the merger of McJunkin Corporation and Red
Man Pipe & Supply Company, which included 51% of Midfield Supply, creating an unrivaled
OUR HISTORY leader in the PVF distribution industry.

LOCATIONS M n c'| Transmark dp Download Logo

Acquired in 2009, MRC Transmark is the leading distributor of specialty valves and flow
control equipment in the eastern hemisphere. The company operates a network of locations
across the United Kingdom, Europe, Middle East, Australia, New Zealand and Southeast Asia.

GLOBAL PRESENCE

MRC GLOBAL BRANDS Our flagship company was formed in 2007 by the merger of McJunkin Corporation and Red

Man Pipe & Supply Company, which included 51% of Midfield Supply, creating an unrivaled
leader in the PVF distribution industry.

=] SOLBERG Download Logo
ANDERSEN

Acquired in 2014, MRC Solberg & Andersen is the premier valve distributor in Norway. The
company, founded in 1932 and headquartered in Bergen, provides valves and services to both
offshore installations and onshore terminals.

Mn * Wy ENERGY Download Logo
# PIPING

Acquired in 2014, MRC Energy Piping, established in 1933 and headquartered in Stavanger,
is a global provider of pipe, fittings and flanges in all material grades sourced from NORSOK
M-650 qualified manufacturers.

MRC teamtrade

Acquired in 2014, MRC Teamtrade is Norway’s leading supplier of instrument tubing, fittings,
instrument valves, manifolds, actuators and related accessories to the oil and gas industry.
The company provides instrumentation, electro / automation and fluid control products and
services to customers in the Norwegian Continental Shelf.

M n c‘ [ Y Download Logo

Acquired in 2013, MRC Flangefitt provides pipe, fittings and flange products to the Norwegian
Continental Shelf. The company brings onshore, offshore and subsea capabilities as well as
capital projects expertise to MRC Global.

M n c. MSDE"Q“‘EBH"Q Download Logo

Acquired in 2014, MRC MSD Engineering is a major distributor of valve and valve automations
solutions to Southeast Asia.

Mnc' hypteCK Download Logo

Acquired in 2014, MRC Hypteck is a natural complement to our MRC Teamtrade business in
and around the North Sea. Established in 1903, MRC Hypteck is a Norwegian provider of
instrumentation and process control products to the offshore, marine and onshore industries.

Global Presence Company Customer Tools Supplier Tools Connect with us

http://www.mrcglobal.com/Company/MRC-Global-Brands 1/2
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http://www.mrcglobal.com/Legal-Notice
http://www.mrcglobal.com/Terms-and-Conditions
http://www.mrcglobal.com/feeds/Press-Release-RSS-Feed
http://www.linkedin.com/company/513226
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http://www.mrcglobal.com/Company/Global-Presence/Europe
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Heritage of Success

Integrity and customer service - these
core values have been the foundation of
MRC's success for more than 90 years.
By building upon this foundation, MRC
Global has become the largest distributar
of pipe, valves and fitting products to the
energy and industrial sectors. The 2007
merger of McdJdunkin Corporation and
Red Man Pipe & Supply Company created
a clear frontrunner in PVF distribution
in North America. Since then the MRC
family of companies has continued to
grow in order to meet the needs of its
customers around the world. VWe remain
committed to growing both organically
and through selective acquisitions of
best-in-class companies with similar
cultures. This approach allows us to offer
global solutions to our customers while
maintaining our local touch.
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MARCH APRIL MAY
MRC acquires MRC begins MRC recognized in
OneSteel Piping trading on FORTUNE 500 ranking
Systems Australia the NYSE & signs industry first
global valve contract
with Shell
JUNE JULY
MRC acquires MRC acquires VSC
SPF
JANUARY MAY AUGUST
Re-branded MRC acquires MRC acquires
company South Texas Supply Dresser Oil Tools
logos to MRC & Supply
FEBRUARY OCTOBER DECEMBER
MRC opens MRC acquires Andrew Lane
Houston, Texas Transmark Fcx appointed
headquarters Chairman of
the Board
JULY SEPTEMBER OCTOBER
Purchased Andrew Lane Mcdunkin Red Man
remaining appointed as acquires LaBarge

49% interest in
Midfield

President and CEO

JANUARY
Goldman Sachs
Capital Partners
makes strategic
investment in
Mcdunkin

APRIL
Mcdunkin acquires
Midway Tristate

OCTOBER
Merger of Mcdunkin
and Red Man

JUNE

Red Man acquires
51% of Midfield
Supply in Canada

JANUARY
McdJunkin merges

its Oil & Gas Division

with Appalachian
Pipe & Supply

MARCH
Red Man Pipe &
Supply Company
Founded

FEBRUARY
McdJunkin

Corporation
Founded



Our Vision is to be the world’s premier
distribution company of PVF products and services
to the energy and industrial markets.



A PROMISING
FUTURE BUILT ON A
SUCCESSFUL PAST

MRC is the largest global distributor of pipe,
valves, fittings and related products and services
to the energy industry. We operate more than 410
global service locations, including key locations in
the most active oil and natural gas regions.



WE SERVE A
FUNDAMENTAL
GLOBAL NEED

Every day industrialization and urbanization spreads to new areas
across the map, resulting in a projected increase in global energy
demand of 30% by 2040. This increase drives our customers’
business plans. MRC provides products and services to the
companies who find, transport, refine and deliver energy to the
world. As they commit to supplying the growing need, we have
committed to supporting their plans. MRC will continue to
serve the energy industry as it develops new ways to meet the

world’s requirements.

- POSITIVE VALUE FACTOR

The increasing demand for energy
worldwide will fuel MRC'’s success and
growth well into the future.




FOCUSED ON
OUR CORE

MRC has specialized in PVF distribution to the energy industry
since 1921. With such a rich history of excellence, our processes
and procedures have become best practices for the entire
industry. This concentrated expertise has resulted in streamlined
operations that enable us to anticipate customer needs and tailor
solutions for them anywhere in the world. Our expertise allows
our customers to focus on their core business while we focus on
ours. Through unwavering quality, industry experience and assured
efficiency, we are able to deliver real value to our customers and

suppliers at every stage in the supply chain.

”.
g
=
=

POSITIVE VALUE FACTOR

90% of MRC’s 2011 revenue was generated
from the energy industry.

- gud s




GLOBAL SUPPLIER
OF CHOICE

MRC connects more than 12,000 customers with 12,000 suppliers
through our 410 global locations in 18 countries. VWe manage more
than 150,000 SKUs and specialize in making these products readily
available for our customers’ requirements. They rely on MRC to
connect them with only the best suppliers, and we constantly

search the world for qualified and innovative new sources to meet

their needs.

POSITIVE VALUE FACTOR

MRC'’s Certified ISO Auditors conduct an average
of 40 supplier on-site assessments around the
world annually to ensure that the products we
distribute meet our customers’ specifications.




every detail of the PVF distribution industry. Together we are
committed to continued growth and expansion, while maintaining

the strong family values on which this company is built.

On behalf of this dedicated team, | would like to thank our
employees, suppliers, customers, and now our shareholders
for your continued support and confidence in MRC. We have a

promising future ahead of us.

Sincerely,

2L

Andrew R. Lane
Chairman, President & CEO

OUR MISSION

We will be the Global Supplier of Choice® in the markets we serve

by building strong relationships with our customers and suppliers.
\We create superior value for our stakeholders by working as a team
to efficiently buy, sell and deliver PVF products to the energy and
industrial markets.

OUR VISION
Be the world’s premier distribution company of PVF products and
services to the energy and industrial markets.




MRC

Global Supplier of Choice’

MRC

McdJunkin Red Man Corporation
Our flagship company was formed in 2007 by the merger of McdJdunkin
Corporation and Red Man Pipe & Supply Company, which included
91% of Midfield Supply, creating an unrivaled leader in the PVF
distribution industry.

M nc(@‘ MIDFIELD

Acquired remaining 49% in 2008, Midfield is the largest oilfield
supply company in Canada, operating more than 40 locations across
the country.

M R c®‘ Transmark &p

Acquired in 2008, Transmark is the leading distributor of specialty valves
and flow control equipment in the eastern hemisphere. The company
operates a network of locations across the United Kingdom, Europe,
Middle East, Australia, New Zealand and Southeast Asia.

MRC

Acquired in 2011, SPF is the largest distributor of stainless steel piping
products in the southern hemisphere. The company is headquartered in
Australia and has seven locations in the country, as well as in South Korea,
United Kingdom and United Arab Emirates.

Piping Systems
Australia

MRC

Acquired in 2012, Piping Systems Australia formerly operated as
OneSteel Piping Systems. This addition made MRC the largest PVF
distributor in Australia, adding customers in oil and gas, mining and
mineral processing industries.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration Nos. 3,889,676 and 3,889,677
For the Marks: MRC TRANSMARK and MRC MIDFIELD
Registration Date: December 14, 2010 and December 14, 2010

SKF USA Inc.,

Petitioner,

\'2
Cancellation No.

MclJunkin Red Man Corporation

Respondent.

CONSOLIDATED PETITION TO CANCEL

Petitioner, SKF USA Inc., a corporation of Delaware having a place of business at §90
Forty Foot Road, P.O. Box 352, Lansdale, Pennsylvania, 19446, believes that it will be damaged
by registration of the above-identified marks and hereby petitions to cancel said registrations.

As grounds for this Petition, it is alleged that:

1. SKF USA Inc., including its related and predecessor companies (collectively
referred to as “Petitioner”), has been engaged for many years in, infer alia, the business of
manufacturing and selling plain, rolling element, and magnetic bearings, bearing housings, seals,
actuators, lubrication devices and systems, and condition monitoring equipment and services,
and providing training, consultation and engineering design services, and related products and

services.




2. Petitioner is the owner of registrations and application for marks that include the

term MRC including the following:

Registration No. 3,053,109 for the mark MRC for “machine parts; namely, ball bearings
and roller bearings,” in class 7; “manufacture of anti-friction bearings to the order and
specification of others,” in class 40; and “design, engineering and product consultation in
the field of antifriction bearings for others,” in class 42 (““109 Registration”). A copy of
the ‘109 Registration is attached at Exhibit A.

Application No. 85/850,072 for the mark MRC for “machine parts; namely, ball bearings
and roller bearings,” in class 7; “technical consultation related to the manufacturing of
products in the field of antifriction bearings for others,” in class 40; “educational
services, namely, arranging and conducting seminars in the field of maintenance of
machinery and course materials in the nature of printed instructional materials, computer
software, videos and CDs in the same field distributed in connection therewith” in class
41; and “design, engineering and product development consultation in the field of
antifriction bearings for others,” in class 42 (““072 Application”). A copy of the ‘072
Application is attached at Exhibit B.

Petitioner has also used other MRC variant marks including M-R-C STROM GURNEY
SRB BALL BEARINGS & Design, as depicted in Registration No. 620,549 for services
such as “engineering service encompassing anti-friction bearings, namely, determining,
designing, and recommending the proper bearings required for specific installations of
various types and sizes of such bearings,” in class 42 (“‘549 Registration”). A copy of
the ‘549 Registration is attached at Exhibit C.

3. The marks of the ‘109 Registration and the ‘072 Application are collectively
referred to as the “MRC Mark” and the goods/services of the ‘109 Registration and ‘072
Application are collectively referred to as the “MRC Goods/Services.” The ‘109 Registration is
in full force and effect, and is now incontestable, as evidenced by the attached printout from the
electronic database records of the United States Patent and Trademark Office. The ‘109
Registration and the ‘072 Application claim use in commerce in classes 7, 40 and 42 at least as
early as July 1, 1977 and in class 41 at least as early as 2000. The 549 Registration claims use

in commerce at least as early as December 1940.




4. As aresult of Petitioner’s longstanding use of the MRC Mark, and in view of
Petitioner’s advertising, promotion, and/or sale of the goods/services in association with the
MRC Mark, the MRC Mark has a distinctive quality and is well-known to the relevant trade and

public.

5. McJunkin Red Man Corporation (“Respondent”) is a Delaware corporation
having an address at 2 Houston Center, 909 Fannin, Suite 3100, Houston, TX, 77010. On April
21,2010, Respondent filed an application for a mark consisting of the letters MRC and the term
MIDFIELD & Design (“MRC MIDFIELD Mark™), for “distributorship services of industrial and
energy-related pipes, valves, fittings and valve automation, and specialty-related oil field
equipment and supplies,” in class 35 (“Respondent’s Goods/Services”). Such application was
filed with the United States Patent and Trademark Office (“PTO”) based on use in commerce
under Section 1(a) and was assigned Application Serial No. 85/019,876 (the “‘876 Application™).
A copy of the ‘876 Application is attached as Exhibit D.

6. The ‘876 Application contains the statement that “the mark was first used at least
as early as 12/15/2009, and first used in commerce at least as early as 12/15/2009, and is now in
use in such commerce.”

7. On April 21, 2010, Respondent filed an application for a mark consisting of the
letters MRC and the term TRANSMARK & Design (“MRC TRANSMARK Mark™), for
“distributorship services of industrial and energy-related pipes, valves, fittings and valve
automation, and specialty-related oil field equipment and supplies,” in class 35. Such application
was filed with the PTO based on use in commerce under Section 1(a) and was assigned
Application Serial No. 85/019,851 (the ““851 Application”). A copy of the ‘851 Application is

attached as Exhibit E.




8. The 851 Application contains the statement that “the mark was first used at least
as early as 12/15/2009, and first used in commerce at least as early as 12/15/2009, and is now in
use in such commerce.”

9. In the ‘876 Application and the ‘851 Application, the Respondent, through its
Attorney, Victoria Doyle, signed a statement declaring to the PTO, among other things, that “all
statements made of his’her own knowledge are true” and with the knowledge that “willful false
statements, and the like, may jeopardize the validity of the application or any resulting
registration” under 18 U.S.C. Section 1001.

10.  Relying on Respondent’s statements regarding use of the mark in commerce, the
PTO issued Registration No. 3,889,677 (the “’677 Registration”) on December 14, 2010 for the
MRC MIDFIELD Mark.

11.  Relying on Respondent’s statements regarding use of the mark, the PTO issued
Registration No. 3,889,676 (the “676 Registration”) on December 14, 2010 for the MRC
TRANSMARK Mark

12.  Oninformation and belief, Respondent has only used “MRC MIDFIELD” in
relation to a Canadian subsidiary which operates only in Canada and primarily in Western
Canada. On information and belief, such subsidiary associated with “MRC MIDFIELD” does
not operate in the United States. On information and belief, Respondent has not used the MRC
MIDFIELD Mark in the United States, and has no intent to use the MRC MIDFIELD Mark in
the United States and Respondent has never used the MRC MIDFIELD Mark for Respondent’s
Goods/Services in the United States.

13.  On information and belief, Respondent has only used “MRC TRANSMARK” in

relation to a non-U.S. subsidiary which operates in the United Kingdom, Europe, the Middle




East, Australia, New Zealand and/or Southeast Asia. The operations of MRC Transmark are
described on the website page at Exhibit F and page 10 of Exhibit G. On information and belief,
such subsidiary associated with “MRC TRANSMARK?” does not operate in the United States.
On information and belief, Respondent has not used the MRC TRANSMARK Mark in the
United States, and has no intent to use the MRC TRANSMARK Mark in the United States and
Respondent has never used the MRC TRANSMARK Mark for Respondent’s Goods/Services in
the United States.

14. On information and belief, Respondent has only used “MRC MIDFIELD” in
relation to a non-U.S. subsidiary which operates in Canada. MRC Midfield is listed in
Respondent’s affiliate, MRC Global’s, 2011 Annual Report as having been acquired in 2008 and
as “the largest oilfield supply company in Canada, operating more than 40 locations across the
country[,]” as shown on page 10 of Exhibit G. On information and belief, such subsidiary
associated with “MRC MIDFIELD” does not operate in the United States. On information and
belief, Respondent has not used the MRC MIDFIELD Mark in the United States, and has no
intent to use the MRC MIDFIELD Mark in the United States and Respondent has never used the
MRC MIDFIELD Mark for Respondent’s Goods/Services in the United States. Additionally,
“MRC MIDFIELD” is not listed as a brand on the website page at Exhibit F.

15.  On information and belief, Petitioner asserts that Respondent fraudulently
obtained registration of the marks because Respondent had not used the marks in commerce as of
the dates claimed in the ‘677 and ‘676 Applications and the specimens of use provided to the

PTO for the ‘677 and ‘676 Applications do not show use of the marks in commerce in the United

States.




16.  Oninformation and belief, Respondent was not using the MRC MIDFIELD Mark
or the MRC TRANSMARK Mark in commerce as defined by the Lanham Act as of April 21,
2010.

17. On information and belief, Respondent was not using the MRC MIDFIELD Mark
or the MRC TRANSMARK Mark for Respondent’s Goods/Services in commerce as defined by
the Lanham Act as of April 21, 2010.

18.  On information and belief, Respondent is not using the MRC MIDFIELD Mark or
the MRC TRANSMARK Mark in commerce as defined by the Lanham Act.

19.  On information and belief, Respondent is not using the MRC MIDFIELD Mark or
the MRC TRANSMARK Mark for Respondent’s Goods/Services in commerce as defined by the
Lanham Act.

20. On information and belief, Respondent made false statements to the PTO as to the
use of the MRC MIDFIELD Mark and the MRC TRANSMARK Mark in commerce, with an
intent to deceive the PTO to obtain registrations to which it was not entitled and the PTO acted in
reliance on such false statements. On information and belief, such false statements to the PTO
were made knowingly.

21.  Petitioner has used the MRC Mark for goods distributed and services rendered in
the United States since at least as early as July 1, 1977.

22.  On December 16, 2003, before the April 21, 2010 filing dates of the ‘876
Application and the ‘877 Application or the December 15, 2009 first use in commerce dates
claimed in the applications, Petitioner filed the application that matured into the ‘109

Registration.




23.  There is no issue as to priority. Respondent acquired no rights in MRC
MIDFIELD or MRC TRANSMARK in the United States before Petitioner acquired rights in the

MRC Mark.

24, Upon information and belief, Applicant acquired no rights in MRC

TRANSMARK in the United States before April 21, 2010.

25.  Upon information and belief, Applicant acquired no rights in MRC

TRANSMARK in the United States before December 15, 2009.

26.  Upon information and belief, Applicant acquired no rights in MRC MIDFIELD in

the United States before April 21, 2010.

27.  Upon information and belief, Applicant acquired no rights in MRC MIDFIELD in

the United States before December 15, 2009.

28.  Petitioner has used the MRC Mark for many years in connection with the MRC
Goods/Services in the United States. Inter alia, Petitioner provides the MRC Goods/Services to
original equipment manufacturers and authorized distributors, and those distributors also sell to
other distributors, and Petitioner and the distributors also provide the MRC Goods/Services to
end users. These end users include those in plant operations and maintenance, purchasing
departments, and individuals seeking replacement ball bearings for a machine, for example. The
sales for the MRC Goods/Services are made online, by facsimile orders, over the phone and/or in

person, for example, at retail/distributor locations.

29.  As aresult of Petitioner’s long use of the MRC Mark, and in view of Petitioner’s

extensive advertising, promotion, and sale of the goods and services in association with the MRC




Mark, the MRC Mark is distinctive and well known to the relevant trade and public. Petitioner
has federally registered the MRC Mark and uses the federal registration symbol. The MRC
Mark is used as a trademark and/or the federal registration symbol is visible to purchasers of the
MRC Goods/Services and, on information and belief, Respondent adopted the mark with

knowledge of the MRC Mark.

30.  On information and belief, Respondent’s Goods/Services include bearings, and
the pipes, valves and fittings identified by Respondent are overlapping and/or related and/or
complementary to the MRC Goods/Services. Respondent’s Goods/Services are overlapping

and/or related and/or complementary to the MRC Goods/Services.

31.  Oninformation and belief, Respondent distributes pipes, valves, fittings, and
bearings to end users. These end users include individuals in plant operations and maintenance,
purchasing departments, and individuals seeking replacement bearings for a machine, for
example. The sales for the products distributed by Respondent are made online, by facsimile
orders, over the phone and/or in person, for example, at branch locations. Respondent offers
and has offered at least some of the MRC Goods/Services including bearings to end users

through these means.

32.  On information and belief, Respondent’s Goods/Services are offered to at least
some of the same classes of consumers and through at least some of the same channels of trade
as the MRC Goods/Services offered under the MRC Mark. As applied to Respondent’s
Goods/Services, MRC TRANSMARK and MRC MIDFIELD so resemble the MRC Mark as to
be likely to cause confusion, or to cause mistake, or to deceive as to the source of the

goods/services.




33.  Petitioner has also opposed Respondent’s companion Application No.
85/739,225, Opposition No. 91210042 based on priority and a likelihood of confusion prior to
Petitioner learning of the fraud and non-use of MRC TRANSMARK. Petitioner will be
damaged by Respondent’s continued registration of the MRC TRANSMARK Mark and the
MRC MIDFIELD Mark for Respondent’s Goods/Services as a result of the aforementioned
likelihood of confusion, mistake, deception and/or fraud and non-use.

WHEREFORE, Petitioner respectfully requests that this Consolidated Petition to Cancel

be sustained and Registration Numbers 3,889,676 and 3,889,677 be cancelled.
Respectfully submitted,

SKF USA Inc.

Dated: October 10,2014 By: _/s/Jennifer Fraser
Jennifer Fraser, Esq.
Christina M. Hillson, Esq.
Novak Druce Connolly Bove + Quigg LLP
1875 Eye St., N.W.
Eleventh Floor
Washington, DC 20006
trademarks@novakdruce.com

Attorneys for Petitioner




CERTIFICATE OF SERVICE

I hereby certify that on this 10th day of October 2014 a true and correct copy

of the foregoing document was served on the following parties as indicated:

VIA FIRST CLASS MAIL (with
Courtesy Copy via E-Mail to
teas@friedfrank.com)

McJunkin Red Man Corporation
2 Houston Center

909 Fannin, Suite 3100
Houston, Texas 77010

Victoria J. B. Doyle, Esquire

FRIED, FRANK, HARRIS, SHRIVER
& JACOBSON

1 New York Plaza; Floor 25

New York, New York 10004-1980
teas@friecffrank.com

/s/Christina M. Hillson .
Christina M. Hillson, Esquire
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