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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

FRESHCOAT SERVICES, LLC,    | 

|  Cancellation No. 92059780 

Petitioner,     | 

| 

v.       |  Mark:  FRESH COAT PAINTING 

|   DONE RIGHT 

F.C. FRANCHISING SYSTEMS, INC.    | 

|  Registration No. 4,581,589 

Respondent.     | 

        | 

 

 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, Virginia 22313-1451 

PETITION FOR CANCELLATION 

 

 

PETITIONER’S RESPONSE TO RESPONDENT’S MOTION TO DISMISS AND MOTION TO 

AMEND PETITION FOR CANCELLATION 

 

Petitioner Freshcoat Services, LLC (hereinafter “Petitioner”), through its attorneys The Law Firm 

of Sausser & Spurr, LLC, hereby responds to Respondent’s Motion to Dismiss by submitting an 

Amended Complaint.  

As provided by Trademark Rule § 2.116(a), amendments to pleadings in proceedings before the 

Trademark Trial and Appeal Board are governed by Federal Rule of Civil Procedure (“FRCP”) § 15. 

Pursuant FRCP § 15, “[a] party may amend its pleading once as a matter of course” if (A) it is filed 

within 21 days of the filing of the pleading or (B) “if the pleading is one to which a responsive pleading is 

required, 21 days after service of a responsive pleading or 21 days after service of a motion under Rule 

12(b), (e), or (f), whichever is earlier.” FRCP § 15(a)(1) (bold emphasis added). In all other cases, a party 

may amend its pleading only with written consent from the respondent and/or by leave of the Board. 

FRCP § 15(a)(2). 

In this cancellation proceeding, there has not been service of a responsive pleading. Rather, 

Respondent has responded by way of a Motion to Dismiss pursuant to FRCP § 12(b)(6). Therefore, 



because Petitioner’s Amended Complaint has been filed within 21 days of service of the Respondent’s 

Motion to Dismiss, it has the right to amend its pleading once as a matter of course.  The Respondent’s 

Motion to Dismiss is now moot. 

Respectfully submitted, 

 
Brent D. Sausser, Esq. 

 

The Law Firm of Sausser & Spurr, LLC 

      2 Rosedale Dr.  

      Charleston, SC 29407 

      

     Phone:  (843) 654-0078 ext. 2 

     Email:  bsausser@sausserspurrlaw.com 

     Website: https://onlinetrademarkattorneys.com 

 

     Attorney for Petitioner 

     Freshcoat Services, LLC 

 

     

 

       

 

 

  



CERTIFICATE OF SERVICE 

 

 I confirm that on September 29, 2014, I served a copy of the above PETITIONER’S RESPONSE 

TO RESPONDENT’S MOTION TO DISMISS AND MOTION TO AMEND PETITION FOR 

CANCELLATION to Registrant’s Attorney of Record to the following by U.S. Mail, postage prepaid: 

 

 THOMAS M. WILLIAMS 

ULMER & BERNE LLP 

500 WEST MADISON STREET, SUITE 3600  

CHICAGO, IL 60661 

UNITED STATES  

       

 

            

     ____________________________ 

Brent D. Sausser, Esq. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

FRESHCOAT SERVICES, LLC,  | 

   | Cancellation No. 92059780 

  Petitioner,   |  

    |   

v.      | Mark:  FRESH COAT PAINTING  

   |  DONE RIGHT 

F.C. FRANCHISING SYSTEMS, INC.  |  

   | Registration No. 4,581,589 

  Registrant.   |   

_______________________________________ | 

 

Commissioner for Trademarks  

P.O. Box 1451 

Alexandria, Virginia 22313-1451 

 

 

AMENDED PETITION FOR CANCELLATION 

 

Freshcoat Services, LLC (“Petitioner”), a South Carolina Limited Liability Company 

located and doing business at 706 C White Avenue West Columbia, South Carolina 29169, 

believes that it is and will continue to be damaged by F.C. Franchising Systems, Inc.’s 

(“Registrant”) U.S. Registration No. 4,581,589 for the mark FRESH COAT PAINTING DONE 

RIGHT and hereby petitions to cancel said registration based on the following grounds. 

1. Petitioner is the owner of U.S. Trademark Registration No. 2,404,359 for the mark DR. 

FRESHCOAT for “professional painting services, namely, providing residential building 

painting services for others” in International Class 37.  This mark is hereinafter referred 

to as “Petitioner’s DR. FRESHCOAT Mark” and the professional painting services are 

hereinafter referred to as “Petitioner’s Services”.  The Petitioner’s DR. FRESHCOAT 

Mark is incontestable; therefore, priority of use favors Petitioner. A copy of the United 

States Patent & Trademark Office (“USPTO”) database record for this registration as 

well as a copy of the registration certificate is attached as Exhibit “A”. 

2. Petitioner has used and advertised Petitioner’s DR. FRESHCOAT Mark in interstate 

commerce in the United States for Petitioner’s Services since at least as early as 1998. 
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3. Consumers have come to know and recognize Petitioner’s DR. FRESHCOAT Mark and 

to associate Petitioner’s DR. FRESHCOAT Mark with Petitioner and Petitioner’s 

Services. 

4. Upon information and belief, Registrant is an Ohio Corporation located and doing 

business at 10700 Montgomery Rd., Ste. 300, Cincinnati, Ohio 45242. 

5. Registrant is the owner of U.S. Registration No. 4,581,589 for the mark FRESH COAT 

PAINTING DONE RIGHT for “consultation relating to painting of buildings” 

(Registrant’s Services”) in International Class 37 (hereinafter “FRESH COAT 

PAINTING DONE RIGHT Mark”). A copy of the USPTO trademark database record of 

said registration is attached as Exhibit “B”.  

6. Registrant’s FRESH COAT PAINTING DONE RIGHT Mark was filed on July 5, 2013 

pursuant to Section 1(a) of the Trademark Act, as an actual use application. 

7. Pursuant to an amendment filed on November 20, 2013, Registrant changed that status 

pursuant to Section 1(b) of the Trademark Act, as an intent-to-use application. 

8. Registrant filed a Statement of Use on May 8, 2014 alleging a date of first use on 

February 10, 2014 and date of first use in commerce on February 10, 2014. 

9. Registrant’s filed specimen for FRESH COAT PAINTING DONE RIGHT Mark contains 

seven separate references to “FRESH COAT”, while only making one reference to 

“PAINTING DONE RIGHT”.  A copy of the USPTO trademark database record 

showing the submitted specimen is attached as Exhibit “C”. 

10. Registrant is also the owner of U.S. Serial No. 78/513,694 for the mark FRESH COAT 

for “house painting” in International Class 37 (hereinafter “FRESH COAT Mark”). A 

copy of the printout of the USPTO database record for this application is attached as 

Exhibit “D” and made part of the record.  

11. Registrant’s Abandoned FRESH COAT Mark received an Office action on June 14, 

2005, whereby the Examiner denied registration based on Trademark Act section 2(d) 
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likelihood of confusion because the applied for mark was likely to be confused with 

Petitioner’s DR. FRESHCOAT Mark.  A copy of the USPTO database record is attached 

as Exhibit “E”. 

12. Registrant’s Abandoned FRESH COAT Mark was filed on November 9, 2004 with a first 

use date of April 29, 2004 and a first use in commerce date of April 29, 2004.   

13. Registrant’s Abandoned FRESH COAT Mark was abandoned on December 15, 2005. 

 

Count I: Likelihood of Confusion—12 U.S.C. § 1052(d) 

14.  Petitioner realleges and incorporates by reference the preceding allegations of its 

Petition for Cancellation. 

15. Since more than fourteen (14) years prior to the July 5, 2013 filing date and the February 

2, 2014 date of first use alleged in the U.S. Registration No. 4,581,589 for Registrant’s 

FRESH COAT PAINTING DONE RIGHT Mark, Petitioner has continuously used and is 

currently using in commerce Petitioner’s DR. FRESHCOAT Mark for professional 

painting services. 

16. Registrant’s FRESH COAT PAINTING DONE RIGHT Mark is virtually identical to 

Petitioner’s DR. FRESHCOAT Mark. 

17. Both Registrant and Petitioner are using their respective marks in identical International 

Classes. 

18. Both Registrant and Petitioner are using their respective marks for identical services; 

painting services. 

19. Petitioner’s Services and Registrant’s Services are sold to identical or similar consumers 

through identical or similar channels of trade. 

20. Registrant refers to itself as “Fresh Coat” or “FreshCoat”. 

21. Registrant’s use of “Fresh Coat” or “FreshCoat” further exacerbates the likelihood of 

confusion with Petitioner’s DR. FRESHCOAT Mark.  An image of the Registrant’s 
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website showing references to itself as “Fresh Coat” as well as “FreshCoat” is attached as 

Exhibit “F”. 

22. Registrant’s FRESH COAT PAINTING DONE RIGHT Mark so resembles Petitioner’s 

previously used and registered DR. FRESHCOAT Mark as to be likely, when applied to 

Registrant’s Services, to cause confusion or mistake or to deceive by creating the 

erroneous impression Registrant’s Services originate with, or are associated with 

Petitioner, or that Registrant’s Services are authorized, endorsed, or sponsored by 

Petitioner. 

23. Registrant’s FRESH COAT PAINTING DONE RIGHT Mark would dilute the 

distinctive quality of Petitioner’s DR. FRESHCOAT Mark, which is famous in the 

painting services market. 

24. U.S. Registration No. 4,581,589 for Registrant’s FRESH COAT PAINTING DONE 

RIGHT Mark was obtained without license, authorization, or permission from Petitioner. 

25. The continued use of U.S. Registration No. 4,581,589 is contrary to 15 U.S.C. § 1052(d) 

and is violating and diminishing the prior and superior rights of Petitioner’s DR. 

FRESHCOAT Mark. 

26. Petitioner has been and will continue to be damaged by the existence of Registration No. 

4,581,589 because Registrant has obtained statutory rights in Registrant’s FRESH COAT 

PAINTING DONE RIGHT Mark in violation and derogation of the established prior 

rights of Petitioner’s DR. FRESHCOAT Mark, in violation of 15 U.S.C. § 1052(d). 

Count II: Fraud 

27. Petitioner realleges and incorporates by reference the preceding allegations of its Petition 

for Cancellation. 

28. On or about June 14, 2005, Registrant was denied registration of the FRESH COAT mark 

based on it being cited as confusingly similar to the DR. FRESHCOAT mark by the 
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Examiner. Registrant, through one or more of its representatives, had knowledge of this 

denial and the DR. FRESHCOAT Mark at all times relevant herein. 

29. In an effort to knowingly mislead the USPTO and acquire federal trademark registration, 

Applicant, through one or more of its representatives, willfully applied for the FRESH 

COAT PAINTING DONE RIGHT Mark on or about July 5, 2013 with the knowledge 

that their original trademark application for the FRESH COAT Mark was rejected based 

on the DR. FRESHCOAT Mark. 

30. At the time of submitting the application for the FRESH COAT PAINTING DONE 

RIGHT Mark, Registrant, through one or more of its representatives, willfully deceived 

the USPTO as it has always had and continues to have the intent to refer to itself as 

“Fresh Coat” and/or “FreshCoat”, not “Fresh Coat Painting Done Right”.  See Exhibit F. 

31. In submitting its application on or about July 5, 2013 for U.S. Registration No. 

4,581,589, Registrant, through one or more of its representatives, signed and 

acknowledged a declaration that stated they did not know of any “other person, firm, 

corporation, or association [that] has the right to use the mark in commerce, either in the 

identical form thereof or in such near resemblance thereto as to be likely, when used on 

or in connection with the goods/services of such other person, to cause confusion, or to 

cause mistake, or to deceive.” (the “Declaration”). 

32. At the time of signing the Declaration for the FRESH COAT PAINTING DONE RIGHT 

Mark, Registrant, through one or more of its representatives, knew of and was aware of 

the Petitioner’s registered mark for DR. FRESHCOAT and that the DR. FRESHCOAT 

Mark precluded it from registering the FRESH COAT Mark. 

33. In so signing the Declaration, Registrant, through one or more of its representatives, 

made a false representation to the USPTO that it had no knowledge of Petitioner’s 

conflicting mark despite having knowledge.  
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34. On or about May 8, 2014, Registrant, through one or more of its representatives, again 

agreed to the same Declaration when it submitted its Statement of Use with the USPTO 

to finalize and procure its trademark registration. 

35. At all times relevant herein, Registrant, through one or more of its representatives, knew 

that the Petitioner has the right to use the DR. FRESHCOAT Mark and that the DR. 

FRESHCOAT Mark was such a near resemblance to both the FRESH COAT Mark and 

the FRESH COAT PAINTING DONE RIGHT Mark that it is likely to create confusion 

in the mind of the consumer. 

36. The false representations that were willfully made by one or more of Registrant’s 

representatives were material to the registrability of the mark. 

37. One or more of Registrant’s representatives had knowledge of the falsity of the 

representation at the time it was made. 

38. One or more of Registrant’s representatives made the representation with the willful 

intent to deceive the USPTO. 

 

 

 

 

 

{This space intentionally left blank} 
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WHEREFORE, Petitioner prays that this Petition for Cancellation be granted, that U.S. 

Registration No. 4,581,589 be cancelled, and for any and all other relief the Trademark Trial and 

Appeal Board may deem just and proper.  

 

      Respectfully submitted, 

 
Brent D. Sausser, Esq. 

 

The Law Firm of Sausser & Spurr, LLC 

      2 Rosedale Dr.  

      Charleston, SC 29407 

      

     Phone:  (843) 654-0078 ext. 2 

     Email:  bsausser@sausserspurrlaw.com 

     https://onlinetrademarkattorneys.com 

 

     Attorney for Petitioner 

     Freshcoat Services, LLC 
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CERTIFICATE OF SERVICE 

 

 I confirm that on September 29, 2014, I served a copy of the above AMENDED 

PETITION FOR CANCELLATION to Registrant’s Attorney of Record to the following by U.S. 

Mail, postage prepaid: 

 

 THOMAS M. WILLIAMS 

ULMER & BERNE LLP 

500 WEST MADISON STREET, SUITE 3600  

CHICAGO, IL 60661 

UNITED STATES       

 

           

      ____________________________ 

Brent D. Sausser, Esq. 
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Date Generated: August 07, 2014 

 

Client Reference: FRE-114-2 

 

 

Date Generated: August 07, 2014 

Exhibit A 

 
 
 

DR. FRESHCOAT (Stylized) 
US Federal 

 

Status: Renewed, November 14, 2010 

 

Affidavit(s): 8 & 15 

Goods/Services:  
Int'l Class 37 (U.S. Class: 100, 103, 106) 
Professional painting services, namely, providing residential building painting services for others 

First Use: July 15, 1998 

In Commerce: July 15, 1998 

Most Recent Owner:  
Freshcoat Services, LLC (South Carolina Limited Liability Company) 

 

APPLICATION / REGISTRATION INFO. 
 
 

Serial No.:75-885867 

Registration No.:2,404,359 
 

 

Filed:January 3, 2000 

Published:August 22, 2000 

Registered:November 14, 2000 

Renewed:November 14, 2010 
 

 

ADDITIONAL INFO. 
 
 

Correspondent: 
Thomas W. Epting 

Smith Moore Leatherwood LLP 

300 East Mcbee Avenue, Suite 500 

Greenville SC 29601 

 

Events: 
May 28, 2014 - AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP 

November 4, 2010 - REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 
November 4, 2010 - Registered - Sec. 8 (10-Yr) Accepted/Sec. 9 Granted 

November 2, 2010 - TEAS Section 8 & 9 Received 

September 8, 2006 - Registered - Sec.8 (6-Yr) Accepted & Sec.15 ACK. 
September 6, 2006 - Assigned to Paralegal 
August 1, 2006 - Case File in TICRS 

June 16, 2006 - Registered - Sec. 8 (6-Yr) & Sec. 15 Filed 

June 16, 2006 - Paper Received 

November 14, 2000 - Registered-Principal Register 
August 22, 2000 - Published For Opposition 
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July 21, 2000 - Notice of Publication 

June 14, 2000 - Approved for Pub - Principal Register 
June 9, 2000 - Examiner's Amendment Mailed 

June 6, 2000 - Assigned to Examiner 
 

 
 

OWNER INFORMATION 

 

1st New Owner After Registration 

Freshcoat Services, LLC (South Carolina Limited Liability Company) 
706 C White Avenue 

West Columbia, South Carolina 29169 

 

Registrant/ Applicant 
Kerry Customs Inc. (South Carolina Corp.) 
706 C White Avenue 

West Columbia, South Carolina 29169 

 

Owner At Publication 

Kerry Customs Inc. (South Carolina Corp.) 
706 C White House 

West Columbia, South Carolina 29169 

 
 

ASSIGNMENT HISTORY 

 
 

Assignee 

FRESHCOAT SERVICES, LLC (SOUTH CAROLINA LIMITED LIABILITY 
COMPANY) 
706 C White Avenue 

West Columbia, South Carolina 29169 

 

Assignor 

KERRY CUSTOMS, INC. (SOUTH CAROLINA CORP.) 
 

 

 

Recorded:May 16, 2014 

Assigned:May 1, 2014 

Reel/Frame:5282/0041 

Action:Assigns the entire interest and 
goodwill 
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Date Generated: August 07, 2014 

 

Client Reference: FRE-114-2 

 

 

Date Generated: August 07, 2014 

Exhibit B 

 
 
 

FRESH COAT PAINTING DONE RIGHT 
US Federal 

 

Status: Registered, August 5, 2014 

 

Goods/Services:  
Int'l Class 37 (U.S. Class: 100, 103, 106) 
Consultation relating to painting of buildings 

First Use: February 10, 2014 

In Commerce: February 10, 2014 

Most Recent Owner:  
F.C. Franchising Systems, Inc. (Ohio Corp.) 
 

APPLICATION / REGISTRATION INFO. 
 

 

Serial No.:86-003217 

Registration No.:4,581,589 
 

 

Filed:July 5, 2013 

Published:February 11, 2014 

Allowed:April 8, 2014 

Registered:August 5, 2014 
 

 

ADDITIONAL INFO. 
 
 

Correspondent: 
Jeffrey D. Siehl 
10700 Montgomery Rd Ste 300 

Cincinnati, OH 45242-3296 

 

Disclaimer:"PAINTING" 

Events: 
August 5, 2014 - Registered-Principal Register 
July 4, 2014 - NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED 

July 3, 2014 - Allowed Principal Register - SOU Accepted 

June 6, 2014 - Statement of Use Processing Complete 

May 8, 2014 - Use Amendment Filed 

June 4, 2014 - CASE ASSIGNED TO INTENT TO USE PARALEGAL 

May 8, 2014 - TEAS Statement of Use Received 

April 8, 2014 - NOA E-MAILED - SOU REQUIRED FROM APPLICANT 

February 11, 2014 - OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED 

February 11, 2014 - Published For Opposition 

January 22, 2014 - NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED 

January 6, 2014 - Law office Publication Review Completed 

December 31, 2013 - Approved for Pub - Principal Register 
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December 30, 2013 - NOTIFICATION OF NON-FINAL ACTION E-MAILED 

December 30, 2013 - Non-Final Action E-Mailed 

December 30, 2013 - Non-Final Action Written - Sec.2 (e) 
December 9, 2013 - TEAS/Email Correspondence Received 

December 9, 2013 - Correspondence Received in law office 

December 2, 2013 - Assigned to LIE 

November 20, 2013 - TEAS Response to office Action Received 

October 21, 2013 - NOTIFICATION OF NON-FINAL ACTION E-MAILED 

October 21, 2013 - Non-Final Action E-Mailed 

October 21, 2013 - Non-Final Action Written - Sec.2 (e) 
October 17, 2013 - Assigned to Examiner 
July 16, 2013 - NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM 

July 9, 2013 - New Application Entered In Tram 
 

 
 

OWNER INFORMATION 

 

Registrant/ Applicant 
F.C. Franchising Systems, Inc. (Ohio Corp.) 
Ste. 300 

10700 Montgomery Rd. 
Cincinnati, Ohio 45242 

 

Owner At Publication 

F.C. Franchising Systems, Inc. (Ohio Corp.) 
Ste. 300 

10700 Montgomery Rd. 
Cincinnati, Ohio 45242 
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Date Generated: August 07, 2014 

 

Client Reference: FRE-114-2 

 

 

Date Generated: August 07, 2014 

Exhibit D 

 

 

FRESH COAT 
US Federal 

 

Status: Abandoned - Failure to Respond, January 10, 2006 

 

Goods/Services:  
Int'l Class 37 (U.S. Class: 100, 103, 106) 
House painting 

First Use: April 29, 2004 

In Commerce: April 29, 2004 

Most Recent Owner:  
F.C. Franchising Systems, Inc. (Ohio Corp.) 
 

APPLICATION / REGISTRATION INFO. 
 
 

Serial No.:78-513694 
 

 

Filed:November 9, 2004 

Abandonment Date:December 15, 2005 
 

 

ADDITIONAL INFO. 
 

 

Correspondent: 
Barry E. Nelson 

Barry E Nelson LLC 

575 Chamber Drive 

Milford, OH 45150-1498 

 

Events: 
January 10, 2006 - Abandoment Notice Mailed - Failure to Respond 

January 10, 2006 - Abandonment - Failure to Respond or Late Response 

June 14, 2005 - Non-Final Action E-Mailed 

June 14, 2005 - Non-Final Action Written - Sec.2 (d) 
June 14, 2005 - Assigned to Examiner 
November 15, 2004 - New Application Entered In Tram 

 

 

 

OWNER INFORMATION 

 

New Owner Before Publication 

F.C. Franchising Systems, Inc. (Ohio Corp.) 
10700 Montgomery Road 

Suite 300 

Cincinnati, Ohio 45242 

 

Applicant 
Rem Painting, Inc. (Ohio Corp.) 
Suite 300 

10700 Montgomery Road 

Cincinnati, Ohio 45242 

 

 

ASSIGNMENT HISTORY 



© 2014 Corsearch 2/6 

 

 
 

Assignee 

F.C. FRANCHISING SYSTEMS, INC. (OHIO CORP.) 
10700 Montgomery Road 

Suite 300 

Cincinnati, Ohio 45242 

 

Assignor 

REM PAINTING, INC. (OHIO CORP.) 
 

 

 

Recorded:January 6, 2005 

Assigned:January 6, 2005 

Reel/Frame:3004/0106 

Action:Assigns the entire interest and goodwill 
 

 

 

MARKS WITH SIMILAR OWNERSHIP 

 

F.C. FRANCHISING SYSTEMS, INC. (OHIO CORP.) (or related entities) 
FRESH COAT   
FRESH COAT PAINTING DONE RIGHT   
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