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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,056,183 issued on November 15, 2011.

NEW JERSEY TURNPIKE
AUTHORITY,

Petitioner,

BOARDWALK PIZZA, INC.
Cancellation No. 92059657

Registrant/Respondent.

BOX TTAB NO FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

PETITIONER’S ANSWER TO REGISTRANT’S COUNTERCLAIM

Petitioner, the New Jersey Turnpike Authority (hereinafter “NJTA” or “Petitioner”),
by its attorneys, Wolff & Samson PC, hereby answers the allegations set forth in
Registrant/Respondent Boardwalk Pizza, Inc.'s (‘Boardwalk” or “Registrant’)
Counterclaim as follows:

THE PARTIES

1. Petitioner admits that it is a New Jersey quasi-governmental agency that
exists under the laws of the State of New Jersey with its principal place of business

located at 581 Main Street, Woodbridge, New Jersey 07095. Petitioner admits that it is
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the owner of incontestable United States Service Mark Registration No. 2,452,349.
Petitioner denies the remaining allegations in Paragraph 1 of the Counterclaim.

2. Petitioner admits that, pursuant to the information set forth in the United
States Patent and Trademark Office’s (“USPTQ”) online database, Boardwalk Pizza,
Inc. is a corporation organized under the laws of the State of Florida with an address in
Tavernier, Florida. Petitioner denies knowledge or information sufficient to form a belief
as to the truth of the remaining allegations of Paragraph 2 of the Counterclaim.

8l Admitted.

4. Petitioner admits that in its Petition to Cancel, it alleges that Registrant’s
Mark so resembles Petitioner's Mark as to be likely to cause confusion, mistake and/or
to deceive as well as cause damage to Petitioner and the consuming public.

51 The allegations in Paragraph 5 of the Counterclaim, in part, set forth legal
conclusions for which no response is necessary. Petitioner denies the remaining
allegations in Paragraph 5 of the Counterclaim.

NATURE OF RELIEF SOUGHT

6. Petitioner admits that it states in its Petition to Cancel that Petitioner will
be damaged by the continued registration of Registrant's Mark. Petitioner denies the
remaining allegations of Paragraph 6 of the Counterclaim.

7. Denied.

8. Petitioner denies all of the allegations of Paragraph 8 of the Counterclaim,
and respectfully notes that the Trademark Trial and Appeal Board is not authorized to

award money damages or attorney’s fees.
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9. Denied. Petitioner is the owner of an incontestable federal registration for
a mark that is not generic and is not in the public domain.

BACKGROUND FACTS

10.  Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 10 of the Counterclaim.

11.  Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 11 of the Counterclaim.

12. Petitioner admits that, pursuant to the information set forth in the USPTO’s
online database, Registrant is listed as the owner of United States Service Mark
Registration No. 4,056,183, which was registered on November 15, 2011. Petitioner
denies the remaining allegations in Paragraph 12 of the Counterclaim.

13.  Petitioner admits that it is the owner of United States Service Mark
Registration No. 2,452,349. The remaining allegations in Paragraph 13 of the
Counterclaim, in part, set forth legal conclusions for which no response is necessary.
To the extent a response is required, Petitioner denies knowledge or information
sufficient to form a belief as to the truth of the remaining allegations of Paragraph 13 of
the Counterclaim, except to state that, to the extent the allegations in Paragraph 13 of
the Counterclaim refer to specific documents, the documents speak for themselves.

14.  Admitted.

15.  Petitioner admits that color is not claimed as a feature of United States
Service Mark Registration No. 2,452,349. Petitioner denies the remaining allegations of
Paragraph 15 of the Counterclaim. In particular, Petitioner notes that the fact that color

is (or is not) claimed as a feature of a mark has no bearing on the distinctive nature of
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the design element of a mark and the insinuation that it does represents a blatant
misunderstanding of the basic principles of trademark law.

16.  Petitioner admits that it is a New Jersey quasi-governmental agency which
exists under the laws of the State of New Jersey. Petitioner respectfully refers the
Board to the text of the referenced statute for its contents.

17.  Petitioner respectfully refers the Board to the text of the enabling statute
for its contents. To the extent that Registrant is attempting to argue that this statute
precludes Petitioner from owning, protecting or registering trademarks and service
marks, Petitioner denies the allegations in Paragraph 17 of the Counterclaim.

18.  Petitioner admits that it was consolidated with the New Jersey Highway
Authority in 2003. Petitioner respectfully refers the Board to the text of the referenced
statute for its contents.

19.  Denied.

20. Denied. Petitioner respectfully refers the Board to the text of the
referenced statute for its contents.

21. The allegations in Paragraph 21 of the Counterclaim, in part, set forth
legal conclusions for which no response is necessary. Petitioner denies the remaining
allegations of Paragraph 21 of the Counterclaim, except to state that, to the extent the
allegations in Paragraph 21 of the Counterclaim refer to a specific statute, Petitioner
respectfully refers the Board to the text of the referenced statute for its contents.

22. The allegations in Paragraph 22 of the Counterclaim, in part, set forth
legal conclusions for which no response is necessary. Petitioner denies the remaining

allegations of Paragraph 22 of the Counterclaim, except to state that, to the extent the
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allegations in Paragraph 22 of the Counterclaim refer to a specific statute, Petitioner
respectfully refers the Board to the text of the referenced statute for its contents.

23. Denied.

24. The allegations in Paragraph 24 of the Counterclaim, in part, set forth
legal conclusions for which no response is necessary. To the extent a response is
required, Petitioner denies the allegations of Paragraph 24 of the Counterclaim.

25. Admitted.

26. Petitioner admits that the Garden State Parkway Logo was created in
1956. Petitioner denies the remaining allegations of Paragraph 26 of the Counterclaim.

27. Denied.

28. Denied.

29.  Petitioner admits that it filed Application Serial No. 75/575,699 directed to
the Garden State Parkway Logo mark in 1998, which mark was ultimately registered in
2001 under Registration No. 2,452,349, which Registration has become incontestable
and speaks for itself. Petitioner denies the remaining allegations of Paragraph 29.

30. Denied.

31.  Denied.

32.  Petitioner admits that Registration No. 2,452,349 is based, in part, upon a
claim of acquired distinctiveness. Petitioner denies the remaining allegations of

Paragraph 32 of the Counterclaim.

33. Denied.
34. Denied.
35. Denied.
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36. Petitioner admits that certain third parties have copied or misappropriated
the Garden State Parkway Logo or used modified versions thereof. Petitioner denies
the remaining allegations of Paragraph 36 of the Counterclaim.

37.  Petitioner admits that it has actively and successfully policed against third-
party uses of its Garden State Parkway Logo mark. Petitioner denies knowledge or
information sufficient to form a belief as to the truth of the remaining allegations of
Paragraph 37 of the Counterclaim.

38.  Petitioner respectfully refers the Board to the text of the referenced
decision, attached as Exhibit A to Registrant's Counterclaim for its contents. To the
extent a response is required, Petitioner denies the allegations of Paragraph 38 of the
Counterclaim.

39. Denied.

40. The allegations in Paragraph 40 of the Counterclaim set forth legal
conclusions for which no response is necessary.

41.  Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 41 of the Counterclaim, except to state that, to
the extent the allegations in Paragraph 41 of the Counterclaim refer to a specific statute,
Petitioner respectfully refers the Board to the text of the referenced statute for its
contents.

42.  Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 42 of the Counterclaim, except to state that, to
the extent the allegations in Paragraph 42 of the Counterclaim refer to specific

documents, the documents speak for themselves.
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43.  Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 43 of the Counterclaim, except to state that, to
the extent the allegations in Paragraph 43 of the Counterclaim refer to a specific statute
or regulation, Petitioner respectfully refers the Board to the text of the referenced statute
or regulation for its contents.

44. The allegations in Paragraph 44 of the Counterclaim, in part, set forth
legal conclusions for which no response is necessary. Petitioner denies knowledge or
information sufficient to form a belief as to the truth of the remaining allegations of
Paragraph 44 of the Counterclaim, except to state that, to the extent the allegations in
Paragraph 44 of the Counterclaim refer to a specific statute or regulation, Petitioner
respectfully refers the Board to the text of the referenced statute or regulation for its
contents.

45. Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 45 of the Counterclaim, except to state that, to
the extent the allegations in Paragraph 45 of the Counterclaim refer to a specific statute,

Petitioner respectfully refers the Board to the text of the referenced statute for its

contents.
46. Denied.
47. Denied.

48. Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 48 of the Counterclaim, except to state that, to

the extent the allegations in Paragraph 48 of the Counterclaim refer to a specific code,
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Petitioner respectfully refers the Board to the text of the referenced code for its
contents.

49. Petitioner denies knowledge or information sufficient to form a belief as to
the truth of the allegations of Paragraph 49 of the Counterclaim, except to state that, to
the extent the allegations in Paragraph 49 of the Counterclaim refer to a specific statute,
Petitioner respectfully refers the Board to the text of the referenced statute for its
contents.

50. Petitioner admits that the MUTCD provides that “any traffic control device

design or application provision contained in this Manual shall be considered to be in

the public domain. Traffic control devices contained in this Manual shall not be

protected by a patent, trademark, or copyright, except for the Interstate Shield and any
items owned by FHWA.” (emphasis added). Petitioner denies the remaining

allegations of Paragraph 50 of the Counterclaim.

51. Denied.
52. Denied.
53. Denied.

FIRST AFFIRMATIVE DEFENSE

Petitioner's United States Service Mark Registration No. 2,452,349 for the
Garden State Parkway logo mark has become incontestable.

SECOND AFFIRMATIVE DEFENSE

Petitioner's Garden State Parkway Logo mark is inherently distinctive and/or has

acquired distinctiveness.
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THIRD AFFIRMATIVE DEFENSE

Upon information and belief, Registrant has discontinued use of its “Boardwalk
Pizza Logo,” as that term is defined in Registrant’s Counterclaim, that is the subject of
Registration No. 2,452,349, and has no intent to resume use of same, and as such, the
mark has been abandoned in accordance with 15 U.S.C.A. § 1127.

FOURTH AFFIRMATIVE DEFENSE

The Counterclaim is barred by the doctrine of unclean hands based upon
Boardwalk’s conduct, which includes intentionally copying the NJTA's Garden State
Parkway logo, as well as improperly using exact replicas of NJTA’s federally registered
service marks on the exterior and interior signage of Boardwalk’s establishments.

FIFTH AFFIRMATIVE DEFENSE

The Counterclaim is barred by the doctrines of laches, waiver and/or estoppel.

SIXTH AFFIRMATIVE DEFENSE

The Counterclaim is barred by the doctrine of acquiescence.

SEVENTH AFFIRMATIVE DEFENSE

Petitioner reserves the right, pending the completion of discovery, to assert such

additional defenses as may exist.

WHEREFORE, NJTA requests that the Board enter an order:
(a)  denying Registrant’'s Counterclaim to cancel Registration No. 2,452,349;
(b) sustaining NJTA's Petition to Cancel Registration No. 4,056,183;

(c) denying each and every demand sought in the Counterclaim; and
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(d) such other and further relief as the Board deems just and proper.

This Answer to Counterclaim is being filed electronically.

Respectfully submitted,

NEW JERSEY TURNPIKE AUTHORITY

o WA —

Peter E. Nussbaum

WOLFF & SAMSON, PC

One Boland Drive

West Orange, New Jersey 07052
(973) 530-2025

(973) 530-2225

Attorneys for Petitioner

Dated: November 10, 2014
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CERTIFICATE OF SERVICE

It is hereby certified that a true and correct copy of the foregoing Answer to
Counterclaim was served via first class mail on the attorney for Registrant/Respondent,
Justin M. Klein, Marks & Klein, LLP, 63 Riverside Avenue, Red Bank, New Jersey

07701 on this 10" day of November, 2014.

W2~

PETER E. NUSSBAUM
WOLFF & SAMSON, PC
Attorneys for Petitioner
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