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THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,056,183 issued on November 15,2011

NEW JERSEY TURNPIKE AUTHORITY,
Petitioner,

V. Cancellation No. 92059657

BOARDWALK PiZZA, INC,,

Registrant/Respondent.

BOX TTAB NO FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

REGISTRANT’S OPPOSITION TO MOTION FOR LEAVE
TO AMEND PETITION FOR CANCELLATION

Registrant/Respondent Boardwalk Pizza, Inc. (“Registrant/Respondent,” “Boardwalk
Pizza”), by and through its counsel, opposes the motion for leave to amend the petition for
cancellation as set forth by Petitioner New Jersey Turnpike Authority (“Petitioner”). For the
reasons set forth herein, such leave should be denied.

I.  INTRODUCTION

Petitioner’s motion for leave to amend should be denied because the amendment is futile.
The purported new count of abandonment is made against the wrong party and, in any event, is
not supported by the facts known to the parties,

Registrant/Respondent began using the trademark “Boardwalk Pizza” in May 2005 in
connection with the operation of a pizza restaurant in southern Florida offering delicious, New

Jersey-style pizza to its Florida customers. In or around 2007, Boardwalk Pizza commenced use



- of the logo that is the subject of Trademark Registration No, 4,056,183 to identify the Florida
pizza restaurant. On April 1, 2011, Boardwalk Pizza submitted a trademark registration
application to register the logo on the Principal Register of the United States Patent and
Trademark Office (“USPTO”). On November 15, 2011 the USPTO granted the registration at
Registration No. 4,056,183 (“Registered Boardwalk Pizza Mark™). See Exhibit A, Certification
of Paul DiMatteo § 2. The Registered Boardwalk Pizza Mark was subsequently assigned and is
presently owned by Boardwalk Pizza’s affiliate, Jersey Boardwalk Franchising Co., Inc. (“JBF”).
See Exhibit A § 3. Until approximately March 2013, Boardwalk Pizza continuously used the
registered mark in the ordinary course of business. See Exhibit A § 3. In or around April, 2014,
Boardwalk Pizza began using the tradename Jersey Boardwalk Co. to identify the pizza
restaurant, and on April 30, 2014, its affiliate, JBF, applied to register a modified version of the
Registered Boardwalk Pizza Mark reflecting the trade name “Jersey Boardwalk Co.” on the
Principal Register of the USPTO, Service Mark Application Serial No. 86/268,185 (*Subsequent
Pizza Mark”). See Exhibit A § 5. The Subsequent Pizza Mark is currently the subject of
Opposition Proceeding No. 91219067. See Exhibit A § 7.

Neither Boardwalk Pizza nor JBF have affirmatively abandoned the Registered
Boardwalk Mark, despite Petitioner’s bald conclusions. See Exhibit A § 8. Moreover, they may
very well resume its use, which they have every right to do. See Exhibit A § 8-11, 17.

For this reason, as expanded upon below, Petitioner’s motion to amend the Cancellation

Petition should be denied.



II. ARGUMENT
A. Standard
Although amendments to pleadings shall be freely granted “when justice so requires,”
this decision is not automatic. See Fed. R. Civ. P. 15(a)(2); see also TBMP § 507.02. In fact,
applications for Ieave to amend may be denied when the amendment would be futile. See Dragon

Bleu (SARL) v. VENM, LLC, 112 USPQ2d 1925, 1929 n.10 (TTAB 2014) (refusing grant leave

to replead due to futility); see also Institut National des Appellations d’Origine v. Brown-Forman

Corp., 47 USPQ2d 1875, 1896 (TTAB 1998) (denying amendment for futility because movant
cannot prevail on claim as a matter of law).

In this matter, it would be futile to allow the proposed amendment as the claim of
abandonment is undercut by the undisputed facts, and therefore any such amendment would be
futile.

B. Legal Argument

Petitioner’s motion to amend should be denied, as the claim it seeks to add cannot be

supported by the facts known to all parties and thus is futile. See DLR Licensing, LLC v,

Carnival Corp., 2014 TTAB LEXIS 451, *5 (Trademark Trial & App. Bd. Oct, 22, 2014); see

also Foman v. Davis, 371 U.S. 178, 182, 83 S.Ct. 227, 9 L.Ed.2d 222 (1962); see also Alvin v.

Suzuki, 227 F.3d 107, 121 (3d Cir, 2000).

As an initial matter, subsequent to the registration of the Registered Boardwalk Pizza
Mark, the mark was assigned to its affiliate, JBF. See Exhibit A § 3. As such, the proposed
amended pleading seeks affirmative relief against the wrong party in interest. Moreover, even if
the proper parties were identified, there are no facts to support a finding of abandonment, and

thus, any such amendment would be futile for that reason as well.



Notably, neither Boardwalk Pizza nor JBF have affirmed that the Registered Boardwalk
Pizza Mark has been abandoned. Conversely, one of the principals of Boardwalk Pizza and JBF,
Paul DiMatteo has outwardly stated that he may use the mark again, when circumstances warrant
its use, or at its discretion. For example, once the Opposition Proceeding has been decided,
Boardwalk Pizza and/or JBF may then determine to use the Registered Boardwalk Pizza Mark or
continue to use the Subsequent Boardwalk Pizza Mark or use both. See Exhibit A § 9, 11, 14.
Further, to be successful on a claim for abandonment, a petitioner must prove an “intent not to
resume” use of the mark. See 15 U.S.C. § 1127, The facts as to intent to use the mark at issue
here do not support a finding of abandonment, and therefore, there is no reason for the Amended
Petition,

III. CONCLUSION

Petitioner’s request for leave to file the proposed Amended Petition must be denied

because any such amendment would be futile.

Respectfully submitted,

M & KLEIN, LLP

Justin M. Klein, Esq.

63 Riverside Avenue

Red Bank, New Jersey 07701
Attorneys for Registrant/Respondent

Dated: January 6, 2016



CERTIFICATE OF SERVICE

It is hereby certified that a true and correct copy of the foregoing Opposition to Motion
for Leave to Amend Petition for Cancellation was served via e-mail and first-class mail on the
Attorney for Petitioner, Ronald L. Israel, Chiesa Shahinian & Giantomasi, P.C., One Boland

Drive, West Orange, New Jersey 07052.

MARKS & KLEIN, LLP

Scott D. Salmon, Esq.
Attorneys for Registrant/Respondent

Dated: January 6, 2016
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THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,056,183 issued on November 15, 2011

NEW JERSEY TURNPIKE AUTHORITY,
Petitioner,

V.

BOARDWALK PIZZA, INC.,

Registrant/Respondent.

BOX TTAB NO FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria. VA 22313-1451

Cancellation No. 92059657

CERTIFICATION OF PAUL DIMATTEO

I, Paul DiMatteo, of full legal age, hereby certifies and says:

1 I, along with my sister Laureen Parratt, are the sole owners of Boardwalk Pizza,

Inc. (“Registrant/Respondent”) in the above-referenced matter. I make this statement with personal

knowledge of the facts set forth herein.

2. Boardwalk Pizza began operations in May 2005 and started to use what is now
Trademark Registration No. 4,056,183 in or around 2007. On April 1, 2011, we applied for the

trademark and were granted registration on November 15, 2011 (“Registered Boardwalk Pizza

Mark”).




3 On or about July 23, 2012, Boardwalk Pizza assigned the Registered Boardwalk
Pizza Mark to its affiliate, Jersey Boardwalk Franchising Co., Inc. (“JBF”). See Exhibit 1.

4, Notwithstanding this assignment, Boardwalk Pizza used the Registered Boardwalk
Pizza Mark in the ordinary course of its business until approximately March 2013.

3 In or around April, 2014, Boardwalk Pizza, Inc. began using the tradename Jersey
Boardwalk Co., and on April 30, 2014, its affiliate, JBF applied for a trademark, Service Mark

Application Serial No. 86/268,185 (“Subsequent Boardwalk Pizza Mark™).

6. I, along with my sister Laureen Parratt, still remain as the sole owners of Boardwalk
Pizza, Inc. and its affiliate, JBF.

7. The Subsequent Jersey Boardwalk Mark is currently the subject of Opposition
Proceeding No. 91219067, which was also filed by Petitioner New Jersey Turnpike Authority.

8. Neither Boardwalk Pizza nor JBF has purposefully abandoned the Registered
Boardwalk Pizza Mark.

9. For example, we may use the Registered Boardwalk Pizza Mark in the event that
the Subsequent Boardwalk Pizza Mark is rejected.

10.  Moreover, while we may not currently be using the Registered Boardwalk Pizza
Mark and were not actively using it as of the dates of our deposition, we have not outright
determined that we will never use it again.

11.  Infact, we may very well use it in connection with the marketing and sale of certain

products in our restaurants,




12.  Thave reviewed Petitioner’s Motion for Summary Judgment and the testimony they
rely on in support of their motion.

13.  As of this date, we have not outright abandoned the Registered Boardwalk Pizza
Mark and have no intention of doing so in the near future.

14.  Likewise, there is nothing precluding us from continuing to use the Registered
Boardwalk Pizza Mark in connection with our business, and we may very well begin using it again.

15.  Accordingly, we have not undertaken any steps to affirmatively abandon the
Registered Boardwalk Pizza Mark, which I understand requires a filing with the United States
Patent Trademark Office.

16.  The proceedings related to Registered Boardwalk Pizza Mark and the Subsequent
Boardwalk Pizza Mark have been a devastating financial drain on our business and it has been
difficult to market our business and expand our product based as a result of the huge financial
burden placed on us as a result of these disputes.

17.  Once these matters are resolved, we have every intention of using either the
Registered Boardwalk Pizza Mark, Subsequent Boardwalk Pizza Mark or both in connection with
the offering of our product base.

[ hereby certify that the foregoing statements made by me are true. [ am aware that if any
of the foregoing statements made by me are willfully false, I am subject to punishment.

T2/ Zorn—

Paul DiMatteo

Dated: January 6, 2016
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TRADEMARK ASSIGNMENT

This Trademark Assignment is effective as of July 23, 2012 and is entered
into by and between Boardwalk Franchising Company (“ASSIGNOR”); and Jersey
Boardwalk Franchising Co., Inc., a Florida corporation with an address at 701 South
Homestead Blvd., Homestead, FL 33030 (“ASSIGNEE”).

WHEREAS, ASSIGNOR owns the mark Jersey Boardwalk Co. (the “Mark”);

WHEREAS, ASSIGNOR applied for registration of the Mark on the Principal
Register of the United States Patent and Trademark Office at Serial No. 85648737
(the “Registration”);

WHEREAS, effective as of J uly 23, 2012, ASSIGNOR agreed to transfer, sell and
assign all of its right, title and interest in, to and under the Mark and the then-
pending application for registration of the Mark, together with the goodwill of the
business symbolized by the Mark, to ASSIGNEE, and ASSIGNEE agreed to purchase
the same from ASSIGNOR; and

WHEREAS, ASSIGNEE and ASSIGNOR wish to confirm and memorialize
ASSIGNEE’S acquisition of all of ASSIGNOR’S right, title and interest in, to and under
the Mark, together with the goodwill of the business symbolized by the Mark.

Now, THEREFORE, for good and valuable consideration, the receipt and
sufficiency of which is acknowledged, ASSIGNOR confirms that it has assigned, sold,
transferred, conveyed and delivered to ASSIGNEE its entire right, title and interest in
and to the Mark and the Registration, together with the goodwill of the business
symbolized by the Mark and the portion of the business of the ASSIGNOR to which
the Mark pertains, including the right to sue and recover for any past infringement
thereof.

IN WITNESS WHEREOF, ASSIGNOR and ASSIGNEE have caused this Trademark
Assignment to be duly executed by an authorized officer.

ASSIGNOR: BOARDWALK FRANCHISING COMPANY

@
By: %A’ /
Print Name: 3 g 1 ol
Title: € &< Q

ASSIGNEE: JERSEY BOARDWALK FRANCHISING Co., INcC.

y (Haaty
Print Name:

Title:

—

Boardwalk Pizza 000002




