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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,056,183 issued on November 15, 2011.

NEW JERSEY TURNPIKE
AUTHORITY,

Petitioner,

v. : Cancellation No. 92059657
BOARDWALK PIZZA. INC.

Registrant.

BOX TTAB NO FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

PETITIONER’S MOTION FOR SUMMARY JUDGMENT
AND MEMORANDUM IN SUPPORT THEREOF

Petitioner, New Jersey Turnpike Authority (hereinafter “NJTA” or “Petitioner”),
organized and existing under the laws of the State of New Jersey with its principal place
of business located at 581 Main Street, Woodbridge, New Jersey 07095, pursuant to
FED. R. Civ. P. 56 and TBMP §528 (2015) hereby moves the Trademark Trial and
Appeal Board (the “Board”) for an order granting summary judgment cancelling
Registration No. 4,056,183 on the ground of abandonment and dismissing Registrant’s

counterclaim as moot and based upon Registrant's lack of standing. Petitioner is
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simultaneously submitting a Motion for Leave to Amend its Petition for Cancellation to
add an abandonment claim pursuant to TBMP §528.07(a) (2015).

In support of this motion, Petitioner relies on this memorandum of law, the
accompanying Declaration of Ronald L. Israel (“Israel Decl.”) and Exhibits 1-7 attached
thereto.

PRELIMINARY STATEMENT

The undisputed facts demonstrate — indeed, Registrant has admitted on the
record — that Registrant has discontinued use of the mark that is the subject of
Registration No. 4,056,183 in connection with any services prior to the filing of this
Petition for Cancellation, and Registrant has no intent to resume use of the mark. Quite
simply, in 2012 or 2013, Registrant changed the name of its restaurant from Boardwalk
Pizza to Jersey Boardwalk Pizza, and thus no longer uses the name Boardwalk Pizza to
identify its goods and services. Moreover, Boardwalk Pizza, Inc. is in the process of
formally dissolving. Further, Registrant's abandonment and complete cessation of
business destroys Registrant's presumed standing to assert its counterclaim and
renders said counterclaim moot. Petitioner therefore respectfully submits that this case
is appropriate for disposition on summary judgment.

BACKGROUND

Petitioner is the owner of the iconic Garden State Parkway Logo, which mark it
has used in connection with its highway management and maintenance services and
travel information services since at least as early as 1956. (First Amended Petition for
Cancellation (hereinafter “Petition”) at {[1). Petitioner is also the owner of United States

Service Mark Registration No. 2,452,349 for the Garden State Parkway Logo in
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International Classes 37 and 39, which mark achieved incontestable status on March 9,
2007. (Petition at §3). As a result of Plaintiff's substantial advertising, marketing and
promotional efforts, the Garden State Parkway Logo mark has acquired substantial
consumer recognition and goodwill and has achieved the status of being a famous
mark. The Garden State Parkway Logo mark has become an important source
indicator identifying Plaintiff's services to consumers and motorists, both in the State of
New Jersey and elsewhere throughout the United States. (Petition at 5).

In April of 2014, Petitioner learned that Registrant and/or Registrant’s affiliate,
was using an infringing logo, set forth below, in connection with their restaurants, in
adverting franchising opportunities and on merchandise (hereinafter the “Jersey

Boardwalk Logo”):

Petitioner sent a cease and desist letter on April 16, 2014. (Declaration of Ronald L.
Israel, dated November 10, 2015 (“Israel Decl.”) at Ex. 1). In response, counsel for
Registrant sent a letter dated April 26, 2014 denying the allegations set forth in
Petitioner's cease and desist letter and advising of Registrant's ownership of Federal
Registration No. 4,056,183 for the mark set forth below (hereinafter the “Boardwalk

Pizza Logo”). (Israel Decl. at Ex. 2).
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After additional correspondence with Registrant’s counsel, Petitioner commenced the
instant proceeding for cancellation of Registration No. 4,056,183." Registrant filed a
counterclaim seeking cancellation of Petitioner's mark.

The parties have exchanged written discovery and taken depositions.
Registrant’'s responses to written discovery requests and its admissions at deposition
show that the Boardwalk Pizza Logo is no longer in use and that Registrant has no
intention to resume use of the mark. Accordingly, Petitioner has, in accordance with
TBMP §528.07(a) (2015), simultaneously submitted a Motion for Leave to Amend its
Petition for Cancellation to add an abandonment claim, and herein seeks summary
judgment on the grounds of abandonment.? Petitioner further seeks summary
judgment dismissing Registrant's counterclaim, as — given Registrant's abandonment of
its mark, and the fact that it is in the process of formally dissolving — Registrant has no
standing to assert them.

THE UNDISPUTED FACTS

A. Registrant is no longer using the Boardwalk Pizza Logo.
Discovery in this matter has established that at some point in 2012 or 2013, prior

to the commencement of this Cancellation Proceeding, Registrant and/or its affiliates

! petitioner also filed Opposition Proceeding No. 91219067, opposing the Registration of Registrant's
affiliate’s Service Mark Application Serial No. 86/268,185 for the Jersey Boardwalk Logo.

2 Petitioner understands that, for the purpose of this summary judgment motion, the Board will deem
Petitioner's new allegations to be denied in accordance with TBMP 528.07(a) (2015).
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changed the name of their business from Boardwalk Pizza to Jersey Boardwalk Pizza.
Along with that change, Registrant and/or its affiliates adopted a new logo that reflects
the new name of the business. Registrant and its affiliates now use the new logo
exclusively, and have ceased use of the Boardwalk Pizza Logo in its entirety.

1. Written discovery in this case has established that Registrant no longer
uses the Boardwalk Pizza Logo in any way.

In response to Petitioner's First Set of Requests for Admission, Registrant

responded as follows:

REQUEST FOR ADMISSION NO. 20:

Admit that Registrant is not currently using Registrant’s
Mark® in connection with the sale of goods or the provision of
services.

RESPONSE:
Admitted.

(Israel Decl. at Ex. 3).
In response to Petitioner's First Set of Interrogatories, Registrant responded as
follows:
INTERROGATORY NO. 16:
Identify any periods of non-use of Registrant’'s Mark, and for

each period so identified, set forth in detail the reasons for
such non-use.

RESPONSE:

Registrant ceased use of Registrant's Mark on or about
March 2013. Registrant began using a modified version of
the mark incorporating the new word mark “Jersey
Boardwalk Co.”

% “Registrant’s Mark” is defined in all of Petitioner’s discovery requests to Registrant in this proceeding as
“the mark BOARDWALK PIZZA SUBS - CHEESESTEAKS - PASTA and design, which mark is depicted
below, as identified in the Petition for Cancellation and which is the subject of United States Service Mark
Registration No. 4,056,183:
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(Israel Decl. at Ex. 4).

Likewise, Registrant has not produced any documents showing current use of
the Boardwalk Pizza Logo, nor has Petitioner been able to uncover any current use of
the mark in its own investigation. (Israel Decl. at §[7). Thus, in addition to admitting that
the Boardwalk Pizza Logo is no longer in use, Registrant has not established — and
cannot establish — by documentary evidence, that the mark is currently in use.

2. Registrant’s principals admitted at their depositions that Registrant no
longer uses the Boardwalk Pizza Logo in any way.

Both of Registrant’s principals admitted during their discovery depositions in this
matter that the mark is no longer in use. Paul DiMatteo, the President of Registrant,
admitted to the lack of use at multiple points during his deposition. By way of example,
the following exchange took place during Mr. DiMatteo’s deposition:
Q: You no longer use this mark, right?
A: No.
(Israel Decl. at Ex. 5 at 70:3-4).

Another telling response by Mr. DiMatteo was as follows:

Q: When do you believe you stopped using the
Boardwalk Pizza Logo?

Which logo, Boardwalk Pizza?
Boardwalk Pizza.

| believe in 2011.

Do you know what month?

No.

o >0 > 9 >

So do you see on the document -- strike that. Well,
let’'s go back to PD12, the registration. This says it
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was registered on November 15, 2011. Do you see
that?

Okay. Then the Jersey Boardwalk was 2013.
Okay. Let’s go back to Boardwalk Pizza.
Okay.

g & 85 &

When did you stop using that mark?
2013.

(Israel Decl. at Ex. 5 at 85:7-23).
Finally, Mr. DiMatteo admitted that none of the restaurants opened after its first
restaurant, in Tavernier, have ever used the Boardwalk Pizza Logo:

Q: Did the Florida City pizza place ever go by Boardwalk
Pizza?

No.

What about Homestead?

No.

They have always been Jersey Boardwalk Pizza?
Yes.

So it’s only the Tavernier one?

Yes

2 2 B & 0 & O =&

Has Jersey Boardwalk Franchising Co., Inc. as a
corporate entity ever used the Boardwalk Pizza logo?

A: Used it on a shirt or something, no, not that |
remember.

Q: Again, | know | asked this. ~When was Jersey
Boardwalk Franchising created, what year?

| don’t know.
Q: Was it before or after you stopped using Boardwalk

Pizza?
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| think after. | don’t know.

Q: Are there any shirts or other uses that you still use
Boardwalk Pizza on?

A: Not that | recall.
(Israel Decl. at Ex. 5 at 88:1-22).
Similarly, during her deposition, Laureen Parratt, the Vice President of
Registrant, testified:

Q: Is the Boardwalk Pizza logo still being used
anywhere?

No.

Q: When was the last time Boardwalk Pizza, the logo or
the name was used?

A: The name and business was being used because
Jersey Boardwalk Pizza was supposed to be an entity
of Boardwalk Pizza. That’s what | had said to you
before the confusion happened. That’s what we are
trying to fix at the moment. And the question was
when was that? So it's actually the corporation was
still being used up until 2014?

Q: Putting aside the corporation name either the logo or
the name of the pizza place, when was the last time
Boardwalk Pizza was used in that?

A: When they switched it over to Jersey, which would be
2012.

(Israel Decl. at Ex. 6 at 39:24-40:16).
Thus, despite the fact that Mr. DiMatteo and Ms. Parratt may disagree on the
exact date Registrant stopped using the Boardwalk Pizza Logo, it is undisputed that

Registrant is no longer using the mark in commerce or in any other way.
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B. Registrant has no intention of resuming use of the Boardwalk Pizza Logo.

1. Written discovery in this case has established that Registrant does not
intend to resume use of the Boardwalk Pizza Logo.

In response to Petitioner's First Set of Requests for Admission, Registrant
responded as follows:

REQUEST FOR ADMISSION NO. 21:

Admit that Registrant has no current plans to use
Registrant’'s Mark in connection with the sale of goods or the
provision of services.

RESPONSE:
Admitted.

REQUEST FOR ADMISSION NO. 22:

Admit that Registrant has no documents in its possession
that concern any plans for Registrant to use Registrant’s
Mark in connection with the sale of goods or the provision of
services.

RESPONSE:
Denied to the extent that the Boardwalk Pizza word mark is
still being used but otherwise Admitted.

(Israel Decl. at Ex. 3).
Similarly, in response to Petitioner's First Set of Interrogatories, Registrant
responded as follows:
INTERROGATORY NO. 17:
Describe in detail any and all plans Registrant has for future

use of Registrant's Mark in connection with any goods and
services.

RESPONSE:

Registrant has no current plans for future use of Registrant’s
Mark in connection with any goods and services.

(Israel Decl. at Ex. 4).

In addition, when asked about plans Registrant has to expand its use of Registrant’s

Mark beyond the restaurants it or its franchisees currently operate, Registrant again
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responded “Registrant has no current plans for future use of Registrant’'s Mark in
connection with any goods or services.” (Israel Decl. at Ex. 4 at No. 18).

Similarly, Registrant has not produced any documents showing evidence of
future plans to use the Boardwalk Pizza Logo. (Israel Decl. at {10). In response to
Petitioner's First Set of Requests for Production of Documents and Things, Registrant
responded:

REQUEST FOR PRODUCTION NO. 23:
All documents relating to any plans or proposals to expand

Registrant’s use of Registrant's Mark in connection with any
goods or services.

RESPONSE:
Registrant has no responsive documents.

REQUEST FOR PRODUCTION NO. 30:
Any and all documents relating to any proposed,
contemplated or future use of Registrant’s Mark.

RESPONSE:
Registrant has no responsive documents.

(Israel Decl. at Ex. 7).
Thus, in addition to admitting that Registrant has no intent to resume use of the
Boardwalk Pizza Logo, Registrant cannot establish, by documentary evidence, that it
has any future plans to use the mark.

2. Registrant’s deposition testimony indicates that Registrant does not
intend to resume use of the Boardwalk Pizza Logo.

The following portion of Mr. DiMatteo’s deposition further illustrates the lack of
intent to resume use of the Boardwalk Pizza Logo:

Q: As far as you’re concerned, you're done with that
mark?

A: Yes.
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(Israel Decl. at Ex. 5 at 88:23-25).

Thus, it is undisputed — even by Registrant itself — that Registrant has no intent to
resume use of the Boardwalk Pizza Logo.

C. Registrant no longer engages in business activities.

Through its written discovery responses and deposition testimony, Registrant
admitted that it no longer engages in business activities and is in the process of being
formally dissolved. In response to Petitioner's Interrogatory No. 2(f), Registrant
responded, in part, “Registrant no longer operates the Restaurant, nor does it engage in
any other business activities.” (Israel Decl. at Ex. 4). Similarly, during her deposition,
Ms. Parratt testified as follows:

Q: Do you own any part of any other company today?

A: No. We sold the Tavernier. And they are still
corporations, Jersey Boardwalk and Boardwalk and
we are resolving -- dissolving, I'm sorry, Boardwalk,
My accountant’s taking care of that.

Which entity specifically are you dissolving?
Boardwalk.
Do you know the full corporate formal name?

Boardwalk Pizza, Incorporated.

o 2 B > D

Okay. As far as you know, that is still technically an
existing company?

A: For tax purposes, yes. So as soon as the taxes and
all that is taken care of, that will be dissolved.

(Israel Decl. at Ex. 6 at 6:24-7:13).

Mr. DiMatteo also represented in his deposition that Registrant was no longer doing

business:

5589626. 1 11



Q: Do you know if you currently have an ownership
interest in Boardwalk Pizza, Inc. as an entity?

Ownership in Boardwalk Pizza, Inc. right now?

Yes.

g ¥

It's closed.
(Israel Decl. at Ex. 5 at 27:18-23).
The following portion of Mr. DiMatteo’s deposition further illustrates that Boardwalk

Pizza is no longer operating as a business:

Q: Is Boardwalk Pizza, Inc. still in existence as a
company?

A: On file?

Q: Yes.

A: I don’t know.

Q: When, if at all, did Boardwalk Pizza, Inc. cease

operating as a going concern?
When did Boardwalk Pizza stop?
Yes.

When we switched to Jersey Boardwalk | thought.

2 & 8 &

Like 2012, 2013 time period?
Somewhere in that maybe.
(Israel Decl. at Ex. 5 at 107:18-108:4).

Thus it is undisputed that Registrant is no longer actively conducting business and is in

the process of formally dissolving.
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ARGUMENT

Summary judgment is appropriate where there are no genuine issues of material
fact in dispute, thus allowing the case to be resolved as a matter of law. FED. R. Civ. P.
56(c), TBMP 528.01 (2015). The party seeking summary judgment bears the initial
burden of demonstrating “the absence of any genuine issue of material fact and that it is
entitled to judgment as a matter of law.” TBMP 528.01 (2015). “The burden of the
moving party may be met by showing ‘that there is an absence of evidence to support
the nonmoving party’s case.” Id. The nonmoving party must be given the benefit of all
reasonable doubt as to whether genuine disputes of material fact exist, and the
evidentiary record and all inferences to be drawn from the undisputed facts must be
viewed in the light most favorable to the nonmoving party. /d.

Once the moving party meets its burden, as it has in this case, the burden shifts
to the nonmoving party to demonstrate the existence of specific genuinely-disputed
facts that must be resolved at trial. Fram Trak Industries, Inc. v. Wiretracks LLC, 77
U.S.P.Q.2d 2000, 2006 WL 236416 at *4 (Trademark Tr. & App. Bd. 2006). “The
nonmoving party may not rest on the mere allegations of its pleadings and assertions of
counsel, but must designate specific portions of the record or produce additional
evidence showing the existence of a genuine issue of material fact for trial.” /d.
Registrant cannot meet this burden, and summary judgment must be granted in favor of
Petitioner.

Summary judgment is appropriate in this case because there is no dispute
regarding the relevant material facts. Rather, Registrant has admitted, more than once,

that it is no longer using the mark that is the subject of Registration No. 4,056,183 in
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connection with any goods or services and that it does not intend to resume use of the
mark. Moreover, Registrant has admitted that it is no longer actively conducting
business. No additional factual development is necessary to allow the Board to dispose
of this action in its entirety. Therefore, in the interest of judicial economy, summary
judgment should be entered cancelling the Registration on the ground of abandonment.
Moreover, because Registrant no longer has standing to pursue its counterclaim, the
counterclaim should be dismissed.

A. The undisputed facts demonstrate that the Boardwalk Pizza Logo has been
abandoned.

The Lanham Act provides for cancellation when a registered mark is abandoned.
15. U.S.C. §1064. Pursuant to 15 U.S.C. §1127, a mark is deemed to be abandoned
“Iwlhen its use has been discontinued with intent not to resume such use.” It is actual
usage of a mark as a “trademark” that creates and builds up rights in a mark. Lack of
actual use can result in a loss of legal rights. 3 J. THOMAS MCCARTHY, MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION §17:9 (4" Ed. 2014). The undisputed facts set
forth above make clear, beyond a shadow of a doubt, that Registrant has discontinued
use of the Boardwalk Pizza Logo.

The Lanham Act requires only proof of an “intent not to resume” use of the mark,
rather than an intent to abandon the mark. “There is a difference between intent not to
abandon or relinquish and intent to resume use in that an owner may not wish to
abandon its mark but may have no intent to resume its use. ... An ‘intent to resume’
requires the trademark owner to have plans to resume commercial use of the mark.”
Exxon Corp. v. Humble Exploration Co., 217 U.S.P.Q. 1200, 695 F.2d 96, 102 (5" Cir.

1983). In this instance, whether or not the Registrant wishes to abandon its mark, the
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undisputed facts show that it has no plans to resume commercial use of the Boardwalk
Pizza Logo.

In addition, if — as here — the good will of a business or product comes to an end,
there is nothing left for a mark to symbolize, and the mark should be declared
abandoned. 3 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION §17:14 (citing Lawyers title Ins. Co. v. Lawyers Title Ins. Corp., 109 F.2d
35,43 U.S.P.Q. 166 (D.C. Cir. 1939)). If there is no good will or a reasonable prospect
of it, as in the case of Registrant, a service mark “symbolizes nothing.” /d. Registrant’s
continued existence for tax and winding down purposes is insufficient to overcome
Registrant’s abandonment of its mark. /d. Accordingly, the undisputed facts show that
Registrant has abandoned the Boardwalk Pizza Logo, and summary judgment should
be entered cancelling Registration No. 4,056,183.

B. The undisputed facts show that Registrant does not have standing to assert
its counterclaim against Petitioner and its counterclaim is moot.

Because Registrant has abandoned the mark that is the subject of the instant
proceeding, Registrant does not have standing to pursue its counterclaim against
Petitioner. Indeed, Registrant’s principals admitted on the record that, for all intents and
purposes, Registrant is no longer even in business. “The purpose in requiring standing
is to prevent litigation where there is no real controversy between the parties, where a
plaintiff, petitioner or opposer, is no more than an intermeddler.” Lipton Industries, Inc.
v. Ralston Purina Co., 213 U.S.P.Q. 185, 670 F.2d 1024, 1028-9 (C.C.P.A. 1982).

Though any person who believes that it will be damaged by a registration may
file a petition for cancellation in accordance with 37 C.F.R. §2.111(b), in this case,

Registrant can no longer prove that it will be damaged by the continued registration of
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Petitioner's mark. “A party may establish its standing to... petition to cancel by showing
that it has a ‘real interest’ in the case, that is a legitimate personal interest in the
outcome of the proceeding and a reasonable basis for its belief in damage.” TBMP
§303.03 (2015).

The undisputed facts show that Registrant does not have a legitimate personal
interest in the outcome of this proceeding and cannot and will not be damaged by the
continued registration of the Garden State Parkway Logo. “Even under the liberal
standing rules, there is no right to assert the rights of other parties.” 3 J. THOMAS
McCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §20:46. Registrant’s
current or former association with a business or businesses which may be using a mark
similar to that which it has abandoned is not sufficient to confer standing on Registrant
as a vicarious enforcer of someone else’s rights. /d.

Registrant asserts in its Counterclaim that “[c]ontinued registration of the GSP
mark is also a source of injury to [Registrant] and to numerous third parties...”
(Respondent/Registrant’s Answer and Affirmative Defenses to Petition for Cancellation
and Counterclaim for Cancellation and Other Declaratory Relief (hereinafter
“Counterclaim”) at §153). Given the undisputed facts set forth above, that statement is
insufficient to continue to confer standing on Registrant. As set forth in detail above,
Registrant has abandoned the mark that is the subject of the Petition for Cancellation. It
is no longer using the mark and has no plans to use the mark in the future. Moreover,
Registrant is no longer actively conducting business and is in the process of formally

dissolving. Accordingly, it has no direct or personal stake in the outcome of the
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proceeding, specifically whether Petitioner has a registration for its Garden State
Parkway Logo.

The cancellation of Petitioner's mark will not reverse Registrant’'s abandonment,
nor will it affect Registrant’s intention to formally dissolve and cease doing business.
Thus, not only does Registrant lack standing, but its counterclaim is moot.

CONCLUSION

The undisputed facts demonstrate that Registrant is no longer using the mark
that is the subject of Registration No. 4,056,183 and that Registrant has no intention of
resuming use of said mark. Accordingly, the subject mark has been abandoned, and
Petitioner respectfully requests that the Board enter summary judgment on the ground
of abandonment and that Registration No. 4,056,183 be cancelled. Further, Petitioner
respectfully requests that Registrant’s counterclaim in this proceeding be dismissed as

Registrant no longer has standing to maintain it and it is moot.

Respectfully submitted,

NEW JERWE
By: 7
Ronald L. Israel —
CHIESA SHAHINIAN & GIANTOMASI PC
One Boland Drive
West Orange, New Jersey 07052
(973) 530-2045

(973) 530-2245
Attorneys for Petitioner

/O/R:TY

Dated: November 12, 2015
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CERTIFICATE OF SERVICE

It is hereby certified that a true and correct copy of the foregoing Motion for
Summary Judgment was served via e-mail and first class mail on the Attorney for
Registrant, Justin M. Klein, Marks & Klein, LLP, 63 Riverside Avenue, Red Bank, New

Jersey 07701.

(Wi < [Pomon
ABIGAIL J/REMORE | ' Qx
CHIESA(SHAHINIAN & GIANTOMASI PC
Attorneys for Petitioner

Dated:November 12, 2015

5589626.1 18



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE

TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,056,183 issued on November 15, 2011.

NEW JERSEY TURNPIKE
AUTHORITY,

Petitioner,

V. Cancellation No. 92059657
BOARDWALK PIZZA, INC.

Registrant.

DECLARATION OF RONALD L. ISRAEL
IN SUPPORT OF PETITIONER’S MOTION FOR SUMMARY JUDGMENT

I, RONALD L. ISRAEL, of full age, hereby declare and state as follows:

1. | am an attorney at law, licensed to practice in the State of New Jersey, and a

member of Chiesa Shahinian & Giantomasi PC, counsel for Petitioner, New Jersey

Turnpike Authority (“Petitioner”). | submit this Declaration in support of Petitioner’s

Motion for Summary Judgment.

2. | have personal knowledge of the facts set forth in this Declaration.

3. Attached hereto as Exhibit 1 is a true and correct copy of a letter sent by

Petitioner's counsel to Paul DiMatteo of Jersey Boardwalk Franchising Company on

April 16, 2014.
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4. Attached hereto as Exhibit 2 is a true and correct copy of a letter sent by counsel
for Paul DiMatteo and Jersey Boardwalk Franchising Company to Petitioner's counsel
dated April 24, 2015.

5. Attached hereto as Exhibit 3 is a true and correct copy of Registrant’'s General
Objections and Specific Objections and Responses to New Jersey Turnpike Authority’s
Request for Admissions.

6. Attached hereto as Exhibit 4 is a true and correct copy of Registrant’s Objections
and Answers to New Jersey Turnpike Authority’s First Set of Interrogatories.

7. Registrant has not produced any documents in the instant proceeding showing
current use of the mark which is the subject of Registration No. 4,056,183. Further, this
office was unable to uncover evidence of current use of the mark which is the subject of
Registration No. 4,056,183 through an internet search.

8. Attached hereto as Exhibit 5 is a true and correct copy of pages 1-2, 27-28, 70,
85-86, 88 and 107-108 of the court reporter's transcript of the Deposition of Paul
DiMatteo, the President of Boardwalk Pizza, Inc. (“Registrant”).

9. Attached hereto as Exhibit 6 is a true and correct copy of pages 1-2, 6-7, 12 and
39-40 of the court reporter’s transcript of the Deposition of Laureen Parratt, the Vice
President of Registrant.

10.Registrant has not produced any documents in the instant proceeding showing
evidence of future plans to use the mark which is the subject of Registration No.

4,056,183.
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11. Attached hereto as Exhibit 7 is a true and correct copy of Registrant’s Objections
and Responses to New Jersey Turnpike Authority’s First Request for Production of

Documents and Things.

| declare under penalty of perjury that the foregoing is true and correct.

Executed on November 12, 2015. 7

RONALD L. ISRAEL
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EXHIBIT 1



WOLEE « SAMSON!

DAVID SAMSON
ARTHUR S, GOLDSTEIN®

ARMEN SHAHI

JEFFREY §, CHIESA
GAGE ANDRETTA*
DANIEL A, SCHWART2!
JOHN J, 8CALLY, JR*
KENNETH N, LAPTOOK®
FREDRIG P, LAVINTHAL
DAVID M. HYMAN'

DAVID L, 8SCHLOSSBERG
ROGER J, BREENE
BERNARD 8, DAVIS
HOWARD J, SCHWARTZ®
PAUL M, COLWELL
ROBERTE, NIES
MORRIS BIENENFELD®
DENNIS M. TOFT
JEFFREY M, GUSSOFF*

LORI GRIFA!

ADAM K, DERMAN
JEFFREY M, WEINICK*®
A, ROSE PEARLSON®
MICHAEL J, NAUGHTON®
GECRGE A, SPADORO®
JOHNF, CASEY

* MEMBER NJ AND NY BARS
AMEMBER NY BAR ONLY
* MEMBER MA BAR ONLY

Ji § D, FERRUCC!
JOHN A, MCKINNEY JR,
DARRYL WEISSMAN®
MICHELLE A, SCHAAP
ADAM P, FRIEDMAN"
MITCHELL §, BERKEY*
CATHERINE P,WELLS
JONATHAN BONDY*
SEAN M. AYLWARD
JOHN 8, VALERI JR,
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April 16, 2014

VIA FIRST CLASS MAIL and EMAIL
(info@jerseyboardwalkpizza.com/info@boardwalkfranchising.com}
Mr. Paul DiMatteo
Jersey Boardwalk Franchising Company

701 S. Homestead Bivd.

Homestead FL, 33030

Re:

PATRICK O'RERLY’
LINDSAY A, DISCHLEY*
JOBEPH 6, FENSKE®
MARISA A, RAUCHWAY*
MICHAEL K, PLUMB®
MICHAEL G, GORDON*
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BRIAN P, O'NEILL®
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MELISSA |, FALK WERNICK®
REBECCA VALENCIA®
RICHARD A, CHENG**
BRIGITTE M, GLADIY
BARRY §, SOBEL,

CASEY /A MLIANTA
DAVIDFALK ~ ~ 7

PATENT AGENT

BRYMER H, CHIN
KINZA HECHT

Our File: 15154.0033
NJTA v. Jersey Boardwalk Pizza

Dear Mr. DiMatteo:

intellectual property matters.

PETER E. NUSSBAUM

One Boland Drive

West Orange, NJ 07052

(973) 530-2025
Fax: (973) 530-2225

pnussbaum@wolffsamson.com

This firm represents the New Jersey Turnpike Authority (“NJTA") in connection with its

NJTA is the owner of the iconic Garden State Parkway Logo, which mark it has been

using in connection with its highway management and maintenance services and travel
information services, since at least as early as 1956. Our client's Garden State Parkway Logo
is depicted below:

WOLFF & SAMSON PC

One Boland Drive, West Orange, NJ 07052 - (973) 325-1500 - Fax: (873) 325-1501
140 Broadway, 46™ Floor, New York, NY 10005 - (212) 973-0572
128 West State Street, Sulte 3, Trenton, NJ 08608 - (609) 386-6645

www.wolffsamson.com
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Mr. Paul DiMatteo

April 16, 2014
Page 2

NJTA is the owner of United States Trademark and Service Mark Registration No.
2,452,349 for its Garden State Parkway Logo in International Class 37 for highway management
and maintenance services; and in Class 39 for travel information services. A printout from the
United States Patent & Trademark Office’s Online Database of our client's registration is
attached hereto as Tab A. In addition, our client sells a wide variety of merchandise bearing its
Garden State Parkway Logo mark and is the owner of several pending United States Trademark
applications covering these categories of goods,

As we are sure you can appreciate, NJTA has invested a substantial amount of time,
money and other resources advertising, promoting, marketing and publicizing its services
provided under the Garden State Parkway Logo mark. As a result of NJTA's substantial
advertising, marketing and promotional efforts, the Garden State Parkway Logo mark has
acquired substantial consumer recognition and good will. The Garden State Parkway Logo
mark has become an important source indicator which identifies NJTA's services to consumers
and motorists both in the State of New Jersey, and elsewhere throughout the United States.
For all of the foregoing reasons, the Garden State Parkway Logo mark is an exceedingly
valuable asset of NJTA.

It has been brought to our attention that you are utilizing a logo mark that incorporates
our client's Garden State Parkway Logo mark in connection with a pizza restaurant (where the
food is marketed as "Authentic ltalian Food from Jersey”) lacated in Tavernier, Florida. Your
logo mark is depicted below:

In addition, you are selling merchandise bearing this logo and advertising the sale of these
goods on your website. Moreover, you are offering third parties the opportunity to open
franchises of your restaurant where this mark will be utilized. Attached hereto at Tab B are
screen shots from your website and Facebook page demonstrating your use of the
aforementioned logo.

Our client has a duty to protect its valuable mark against unauthorized third party uses it
does not control and must therefore insist that you discontinue any and all use of the above-
referenced fogo in connection with your goods and services.

We sincerely hope that you will understand our client's position and obligation to protect
its mark and will cooperate with this request. If you confirm in writing that no further uses of the
complained of logo will be made and immediately remove the logo from your website, all social
media sites as well as all of your advertising and promotional materials, and agree to

45603231



WOLFF » SAMSON
Mr. Paul DiMatteo

April 16, 2014
Page 3

immediately discontinue selling any merchandise bearing this logo via your restaurant, website
or any other outlet, we can resolve this matter without resort to litigation. If you do not
cooperate and comply with these requests, our client will have no other choice but to commence
legal action against you for Federal service mark infringement, unfair competition and dilution.

We will anticipate your immediate compliance and cooperation.

‘Sincerely,

Peter E. Nussbaum

4560323.1
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4/14/2014 Tradermark Electronie Search System {(TESSE)

United States Patent and Tradomark Office

Honse] Site Index [ Search]rag] cossary | Guides] Contacts| sfusiness | a8z alevts | News | telp

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Mon Apr 14 03;10:38 EDT 2014

Please logout when you are done to release system resources allocated for you.

List At: OR to record: Record 14 out of 16

: m ' ( Use the "Back” button of the Internet Browser to

return to TESS)

Word Mark GARDEN STATE PARKWAY

Goods and Services IC 037. US 100 103 106, G & S: HIGHWAY MANAGEMENT AND MAINTENANCE SERVICES,
FIRST USE: 19560000. FIRST USE IN COMMERCE: 19560000

IC 039. US 100 105. G & S: TRAVEL INFORMATION SERVICES. FIRST USE: 18560000.
FIRST USE IN COMMERCE: 19560000

Mark Drawing Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 01.17.11 - Maps of states of the United States, excluding Texas

Code 26.01.04 - Circles with two breaks or divided In the middle
26.01.18 - Circles, three or more concentric; Concentric circles, three or more; Three or more
concentric clrcles

Serial Number 75575699

Filing Date October 22, 1998

Current Basis 1A

Original Filing

Basis 1A

Published for

Opposition February 27, 2001

Registration

Number 2452349

Registration Date = May 22, 2001

Owner (REGISTRANT) NEW JERSEY HIGHWAY AUTHORITY STATE AGENCY NEW JERSEY The

http:/imsearch.uspto.govbin/showfield?f=doc&state=481018qrju.2.14 12



414/2014 Trademark Electronlc Search System (TESS)
Garden State Arts Center P.O. Box 5050 Woodbridge NEW JERSEY 070955050

(LAST LISTED OWNER) NEW JERSEY TURNPIKE AUTHORITY STATE AGENCY NEW
JERSEY P.O. BOX 5042 WOODBRIDGE NEW JERSEY 07095

Assignment

Recorded ASSIGNMENT RECORDED

Attorney of Record PETER NUSSBAUM

Type of Mark SERVICE MARK

Register PRINCIPAL-2(F)}IN PART

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20110728.
Renewal 1ST RENEWAL 20110728

Live/Dead Indicator LIVE
Distinctiveness

Limitation as to "GARDEN STATE PARKWAY"
Statement

st Doc JPrev Doc I NExT Doc

NECT LisT

|.HOME | SITE INDEX]| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

hitp/itmsearch.uspto.govbir/showlleld?f=doc8slate=4810:16qr|u.2.14

22
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I MARkSs & KLEIN, LLP

April 24,2014 63 Riverside Avenue
Red Bank, NJ 07701

VIA FIRST CLASS MAIL & T: (732) 747-7100

EMAIL F: (732) 219-0625

WOLF SAMSON www.marksklein.com

attn: Peter E. Nussbaum

One Boland Drive

West Orange, New Jersey 07052

Re:  Your File; 15154.0033 ;NJTA v. Jersey Boardwalk Pizza

Dear Mr, Nussbaum:

The undersigned and the law firm of Marks & Klein, LLP represents Mr. Paul
DiMatteo and Jersey Boardwalk Franchising Company (“Jersey Boardwalk”). This
correspondence is in response to your letter of April 16, 2014 on behalf of your client, the
New Jersey Turnpike Authority (“NJTA”) in which you allege that Jersey Boardwalk’s
use of its logo constitutes trademark and service mark infringement, trademark dilution
and unfair competition. We respectfully disagree.

We do not dispute that the New Jersey Turnpike Authority, the entity responsible
for maintaining and repairing New Jersey’s Garden State Parkway, owns the registration
for the Garden State Parkway logo at Registration No. 2,452,349 in connection with
highway management and maintenance services and travel information services (the
“NJTA Mark”). We do, however, dispute that Jersey Boardwalk’s use of its logo, which
is distinct from the NJTA Mark, constitutes trademark or service mark infringement,
trademark dilution or unfair competition and are prepared to defend and protect our
client’s rights.

As your letter accurately states, Jersey Boardwalk is in the pizza business. The
company offers franchise opportunities to third party licensees for the right to open and
operate pizza restaurants under the mark “Jersey Boardwalk Co.” and the logo identified
below, containing the words “Jersey Boardwalk Co. PIZZA, SUBS CHEESTEAKS
PASTA.” Jersey Boardwalk conducts its business over 1,300 miles away in the State of
Florida.

New Jersey New York Chicago Boca Raton



Likelihood of Confusion: Source of Pizza Restaurants = Source of Pothole Repairs

Given the very distinct difference in the goods and services offered by our
respective clients (yours being a governmental agency providing highway maintenance
and travel related services exclusively in the state of New Jersey — ours being a franchisor
of pizza restaurants providing the opportunity to provide delicious pizza and Italian food
to patrons of its licensed restaurants), there is no plausible likelihood of confusion.
Clearly the relevant consuming public, patrons of our clients’ restaurants (which are
currently only in the state of Florida) or prospective franchisees of the Jersey Boardwalk
Co. ® franchise system, are not likely to be confused and assume there is an association
between the New Jersey Turnpike Authority and Jersey Boardwalk Franchising Company
or the pizza restaurants operated under the franchise system.

The United States Patent and Trademark Office apparently agrees, as it issued a
registration on the Principal Register for the Boardwalk Pizza® logo (also owned by our
clients) over three years ago at registration number: 4056183 (the “Boardwalk Pizza
Mark™), in connection with restaurant services, This federally registered logo, which is
displayed below for your reference, is essentially identical to the current Jersey
Boardwalk logo, the only difference being the addition of the word “Jersey” and “Co.” to
the symbol, and has been continuously used in commerce for over three years - since as
early as April 1,2011. A copy of the registration certificate is enclosed.

Furthermore, the NJTA Mark is entirely un-policed as third-party use of the mark,
in its exact form as well as variations of the mark, is rampant throughout the United
States. A simple Google® search reveals hundreds of examples of such uses in
connection with various different types of goods and services ranging anywhere from T-
shirts and bumper stickers, to dentist offices and belly dancing (a large number of which
are New Jersey businesses). Notably, there are no reported instances of the NJTA taking
any action against any third party for use of the Garden State Parkway sign, or the NJ
Turnpike sign for that matter. We are curious as to why the NJTA has directed its focus
on our clients, whose operations are currently confined to the state of Florida.

As the agency that promotes itself as “Serving Drivers of the New Jersey Turnpike
and Garden State Parkway” and as being dedicated to the “safe, efficient movement of
people and goods over two of the busiest toll roads in America”, the New Jersey
Turnpike Authority’s pursuit of this matter is an unnecessary, [ruitless and unwarranted
waste of public resources.



Please direct any and all future communications with Mr. DiMatteo and/or Jersey
Boardwalk Co. to the undersigned and Marks & Klein, LLP, If NITA decides to take any
litigious action, we demand that NJTA include a copy of this letter, in its entirety, and
exhibits, In addition, we further demand that if NJTA takes any litigious steps that NJITA
provide proper service or a copy of such correspondence.

Very truly yours,

(h,,/;w“ i .J(-/»ﬂ.,., XTI e
J6yAnn Kenny /

¢¢: Paul DiMatteo
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THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NEW JERSEY TURNPIKE

AUTHORITY, )
Cancellation No. 92059657

Petitioner,
REGISTRANT’S GENERAL OBJECTIONS

V. AND SPECIFC OBJECTIONS AND
RESPONSES TO NEW JERSEY
TURNPIKE AUTHORITY’S REQUEST
Respondent. FOR ADMISSIONS

BOARDWAILK PIZZA, INC.,

TO: Ronald Israel, Esq.
Wolff & Samson PC
The Offices at Crystal Lake
One Boland Drive
West Orange, New Jersey 07052
Phone: (973) 530-2045
Fax: (973) 530-2245

Pursuant to Fed. R. Civ. P. 36, Registrant Boardwalk Pizza, Inc.
(“Registrant™) hereby responds to Petitioner New Jersey Turnpike Authority’s
(“Petitioner””) Request for Admissions under Rule 36 (“Requests™) as follows:

GENERAL OBJECTIONS

Each of Registrant’s responses, in addition to any specifically stated
objections, is subject to and incorporates the following General Objections. The
assertion of the same, similar, or additional objections, or a partial response to an

individual Request does not waive any of Registrant’s General Objections.



1. Registrant objects to these Requests to the extent that they are
overbroad and unduly burdensome and impose obligations in excess of those
imposed by the Federal Rules of Civil Procedure.

2. Registrant objects to these Requests to the extent that they seek to
impose burdens or obligations inconsistent with, or in excess of, those imposed by
the Federal Rules of Civil Procedure, or any other applicable rules and statutes.
Registrant will respond to each of the Requests in accordance with the
requirements of the Federal Rules.

3. Registrant objects to these Requests to the extent that they seek
information that is neither relevant to the claims or defenses of any party to this
litigation, nor reasonably calculated to lead to the discovery of admissible
evidence.

4. Registrant objects to these Requests to the extent that they seek
information protected from disclosure by the attorney-client privilege, the attorney
work product doctrine, or any other applicable privilege, protection, or immunity.
No information subject to such privilege, protection, or immunity will be provided.

5. The inadvertent disclosure by Registrant of information protected by
the attorney-client privilege, the attorney work product doctrine, or any other
applicable privilege, protection, or immunity, shall not constitute a waiver by

Registrant of such protection.










































































































































































































































