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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

iDevices, LLC,
Cancellation No.: 92059412
Petitioner,

Registration No.: 3,927,731
v. Mark: I-GRILL

Pro-Iroda Industries, Inc.,

Registrant.

REPLY IN SUPPORT OF PETITIONER’S MOTION TO COMPEL

Petitioner iDevices, LLC (“Petitioner”) hereby submits this Reply in Support of its
Motion to Compel to address the arguments raised by Registrant Pro-Iroda Industries, Inc.
(“Registrant”) in its Response brief served on March 6, 2015." As discussed below, Registrant
provides no valid basis to excuse its failures to fully respond to Petitioner’s Requests for
Production (“RFPs”) or to cure other deficiencies in the form of its existing document

production. Accordingly, Petitioner’s Motion should be granted.

L. Registrant’s Interrogatory Responses Are Not ‘“Responsive Documents.”

Registrant argues, with respect to Petitioner’s Requests for Production (“RFP”) Nos. 4, 5,
12, and 18-23, that “[Registrant’s] interrogatory responses do constitute documents responsive to
these areas of inquiry.” Response, p. 2. Not only is Registrant’s position incorrect under the law,
and notably, Registrant cites no authority to support its position, Registrant also seems to miss

the point.

! Citations to Registrant’s Response to Petitioner’s Motion to Compel [D.E. # 7] shall be in the
form “Response, p. __".
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Petitioner sought, as is the right of any party propounding discovery under the Trademark
Rules of Practice and the Federal Rules of Civil Procedure, existing documents in Registrant’s
possession, custody or control. See Fed. R. Civ. P. 34; 37 CF.R. § 2.120. In contrast,
Registrant’s Interrogatory Responses is a paper crafted by Registrant or its counsel specifically
for this proceeding in response to Petitioner’s Interrogatory Requests. Registrant’s Interrogatory
Responses are no more a “document” responsive to Petitioner’s RFP’s pursuant to Federal Rule
of Civil Procedure 34 or Trademark Rule 2.120 than is Registrant’s brief in response to
Petitioner’s present motion. Likewise, Registrant’s statements and assertions in its Interrogatory
Responses are not “documents” responsive to Petitioner’s RFP’s, but merely Registrant’s
statements and assertions. Contrary to Registrant’s assertion, for example, that “Pro-Iroda [sic]
interrogatory responses are evidence of the basis of each affirmative defense” (the subject of
RFP Nos. 18-23), such responses are not “evidence” or documents, but only a statement of
Registrant’s litigation position and what Registrant considers to be facts. Under the discovery
rules, Petitioner is entitled to receive documents in Registrant’s possession, custody or control
relevant to its case or to Registrant’s alleged facts or contentions in this case, not merely
interrogatory responses.

Seemingly implicit in Registrant’s argument is that its Interrogatory Responses somehow
obviate Petitioner’s RFPs. However, the discovery rules permit Petitioner to promulgate both
interrogatories and RFPs. Moreover, as discussed above and in Petitioner’s opening motion
papers, Registrant’s Interrogatory Responses do not meet its obligations to produce documents in
response to Petitioner’s RFPs.

For at least these reasons, Registrant’s position that its Response to Petitioner’s

Interrogatories is a “responsive document” is improper. Accordingly, Petitioner requests that the
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Board issue an order requiring Registrant to amend its responses to RFP Nos. 4, 5, 12, and 18-23
by (1) removing references to its interrogatory responses; and (2) specifying what non-
privileged, responsive documents, if any, it has produced to date, or stating that no such

documents exist.

II. Registrant Must Fully Respond To RFP Nos. 24-30, Consistent With Its
Statements in Its Response Brief.

As discussed in Petitioner’s Motion to Compel, Registrant’s responses to RFP Nos. 24-30
contain no statement as to whether documents have been or will be produced. However, in
Section B of the Response, Registrant implies that it has produced responsive documents, stating
that “it is not aware of any other non-privileged, relevant documents responsive to [these
Requests].” Response, p. 3. Registrant’s responses to the RFPs and its Response to the present
Motion are in conflict with each other. At the very least, Registrant’s position as to whether
responsive documents exist and whether they have been produced is unclear. In light of
Registrant’s conflicting statements, Petitioner requests that the Board issue an order requiring
Registrant to amend its responses to RFP Nos. 24-30 to clearly specify whether non-privileged,
responsive documents exist or not, and if they do exist, whether all such documents have been
produced to date. In addition, to avoid further ambiguity, Petitioner requests that the Board’s
order require, if Respondent has produced documents, to identify the documents that are

responsive to each RFP.

III. Registrant Must Produce Legible Copies of Documents for Its Document
Production.

Registrant claims that documents PII000003 and PIO00006, which are illegible as

produced, “were produced as they are maintained in the ordinary course of business.” Response,
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p- 3. A review of Registrant’s production nos. PII000001-08, of which the complained-of
documents are a part, makes clear otherwise, and that Registrant has in its possession, custody or
control other documents that have not been produced.

Registrant’s Document Nos. PII000001-08 are plainly a compilation of images, website
screenshots, and photographs, etc., gathered from different sources, i.e., multiple separate
documents, and combined in a single document (hereafter, the “Compilation”). See Petitioner’s
Motion to Compel [D.E. # 5] at Exhibit F. Indeed, the Compilation appears to have been a
document prepared specifically for the purpose of responding to Petitioner’s RFPs. For example,
within the Compilation, Document PII000003 contains a screenshot of Registrant’s web page
that has been placed onto a small portion of the page (less than half the size of the page), with the
heading “Website” added to the page. Document PII000006 depicts another screenshot of a web
page, again placed into an area that is less than half the size of the page, with the heading

“William Sonoma E-Catalogue” added to the page. The remainder of that page has a portion of

an invoice on it. Id. Registrant clearly created the Compilation from different, separate
documents, making Registrant’s contention that the Compilation, and in particular, PII000003
and PIIO00006, are documents that “were produced as maintained in the ordinary course of
business” highly suspect. Registrant’s contention is further belied by the fact that, after the
parties’ “meet and confer,” Registrant produced documents Registrant used to create the
Compilation, e.g., the product catalogs shown on PII000001 and PII000002, the invoices shown
on PI1000004, PII000005 and PII000006, and the product owner’s guide shown on PII000007.
Id. at 5. Registrant offers no reason why it cannot do the same for the illegible documents.

To be clear, Petitioner is not asking the Board to order Registrant to make duplicative

document production. However, as between Registrant producing the illegible documents
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contained in the Compilation and the legible documents used to create the Compilation,
Registrant should do the latter. Accordingly, Registrant should be compelled to produce legible
copies of the web page screenshots used to prepare these Document Nos. PII000003 and

PII000006.

IV. Registrant’s Designation of ‘“Trade Secret/Commercially Sensitive’’ Documents.

Finally, Registrant contends that Petitioner’s request for relief regarding Registrant’s
improper designation of its document production is groundless because it was (allegedly)
resolved during the parties’ meet-and-confer phone conference. This is not correct. Registrant’s
recounting of the parties’ meet-and-confer on this point is, at best, incomplete. While Registrant
did concede then (and does again in its Response) that the complained-of documents were
improperly designated, Registrant also agreed to re-produce the documents with the correct
designations, i.e., without the designation stamps on such documents. Although Registrant re-
produced several documents, it nevertheless again improperly designated them as ‘““Trade
Secret/Commercially Sensitive. See Petitioner’s Motion to Compel [D.E. #5] at 5 and Exhibit G.
Accordingly, Petitioner requests an order compelling Registrant to properly produce Documents
PI1000003, PII000006, PII000011-15 and PII000023-24 without the improper designations on

them.

V. REQUEST FOR RELIEF.

Petitioner respectfully requests that the Board grant it the relief specified in its Motion to

Compel.
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McCARTER & ENGLISH, LLP

Dated: March 26, 2015 By: /s/ Mark D. Giarratana
Mark D. Giarratana
David Ewen
CityPlace I, 185 Asylum Street
Hartford, CT 06103-3495
(860) 275-6700 (Tel.)
(860) 724-3397 (Fax)
mgiarratana@mccarter.com
dewen@mccarter.com

Attorneys for Petitioner iDevices, LLC.
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CERTIFICATE OF FILING AND SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing REPLY IN
SUPPORT OF PETITIONER’S MOTION TO COMPEL was filed with the Trademark Trial &
Appeal Board via the ESTTA electronic filing system, and has been served by first class mail,
postage pre-paid, with a courtesy copy by email, this 26th day of March, 2015, upon the attorney
for Registrant at the following address:

Alan Kamrath, Esq.

Kamrath & Associates PA

4825 Olson Memorial Highway
No. 68, 32™ Rd., Suite 245
Golden Valley, MN 55422-5156
alan @thelawfirm.cc

/s/ David Ewen
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