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1. Registrant filed a motion with The Trademark Trial and Appeal Board ("Board" or 

“TTAB”) to suspend the present cancellation proceeding pending a determination by the 

United States District Court for the Southern District of Texas in the civil action between 

the Petitioner and the Registrant. (Civil Action No. 7:13-cv-664). Petitioner replies that 

the Board should not suspend the cancellation proceeding. 

2. The Petitioner asked the Board to cancel the Registrant’s registration on the basis that the 

mark is descriptive. The Civil Action will not consider the issue of descriptiveness. The 

Board may find independent grounds to cancel the mark, regardless of the District 

Court’s rulings with regard to the issues pending in the Civil Action.  
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3. While the District Court may rule on the likelihood of confusion or the extent of 

Registrant's rights in the mark, the District Court cannot cancel the Registrant's 

registration. Even if the District Court rules in favor of the Petitioner on the validity of 

the Registrant's mark, the petitioner would still have to come before this Board to cancel 

the registration. In contrast, if the Board rules in favor of the Petitioner, Registrant's mark 

will be cancelled. Such an outcome from the Board would resolve the dispute in the civil 

action and would promote judicial efficiency. 

4. Although a federal District Court is not bound by the findings of the TTAB, the Fifth 

Circuit has employed the “thorough conviction” standard, which is also used in many 

other jurisdictions. See, e.g., Am. Heritage Life Ins. Co. v. Heritage Life Ins. Co., 494 

F.2d 3, 9-10 (5th Cir. 1974); Aloe Creme Labs., Inc. v. Tex. Pharm. Co., 335 F.2d 7274 

(5th Cir.1964). In American Heritage the Fifth Circuit explained that USPTO 

determinations are entitled to great weight. 494 F.3d at 9-10. The findings of the USPTO 

are accepted by the federal court unless the contrary is established by evidence which 

carries “thorough conviction.” Id. at 10.  

5. The status of the precedential force of a ruling by the Board on a federal District Court is 

in flux, with a split in the Circuit Courts that has yet to be resolved. However, this 

uncertainty appears to be limited to questions of likelihood of confusion. See, B&B 

Hardware, Inc. v. Hargis Indus., Inc., 736 F. Supp. 2d 1212 (E.D. Ark. 2010); B&B 

Hardware, Inc. v. Hargis Indus., Inc., 716 F.3d 1020 (8th Cir. 2013); Cert. granted, July 

1, 2014.  

6. The basis for Petitioner’s Petition is descriptiveness, and on this question the Board’s 

ruling will carry substantial weight in the District Court, for the reasons set forth in 



paragraph 3. Likelihood of confusion is a heavily fact dependent determination and thus 

more susceptible to influence by new facts that might be presented in a District Court. 

Descriptiveness, in contrast, is a determination at law and the Board’s decision on a 

question of trademark law will be given great deference by a District Court. 

7. The Board has the requisite expertise to evaluate whether the registration should be 

cancelled, and has the authority to carry out cancellation. Additionally, proceedings 

before the Board are expeditious, which leads Petitioner to believe that the Board will 

resolve the matter more quickly than the District Court. The civil action, in turn, will then 

be efficiently disposed of.  

8. For all of the forgoing reasons, above, Petitioner requests that the Board deny the 

Registrant’s Motion to Suspend. 
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CERTIFICATE OF SERVICE 

 

The undersigned hereby certifies that a true and complete copy of the Memorandum In Support 

Of Petitioner’s Motion for Leave to File an Amended Petition, together with The First Amended 

Petition to Cancel, was served upon Petitioner’s counsel by emailing copies thereof to the 

following:  

 

 

Mackenzie D. Rodriguez, Reg. No. 61,739 

Email: MackenzieRodriguez@gsnn.us 

Charles C. Garvey, Jr., Reg. No. 27,889 

Gregory C. Smith, Reg. No. 29,441 

Seth M. Nehrbass, Reg. No. 31,281 

Brett A. North, Reg. No. 42,040 

Vanessa M. D’Souza, Reg. No. 65,113 

Julia M. FitzPatrick, Reg. No. 61,494 

GARVEY, SMITH, NEHRBASS & NORTH, L.L.C. 

PTO Customer No. 22920 

3838 N. Causeway Blvd., Suite 3290 

Metairie, LA 70002 

Tel.: (504) 835-2000 

Fax: (504) 835-2070 
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