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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GAUS ANODES INTERNATIONAL LLC,
a Texas limited liability company,

Cancellation No. 92059405
Petitioner,
Registration No. 3,710,948

V.

GALVOTEC ALLOYS, INC., a Texas
corporation,
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Registrant.
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STATUS REPORT

Registrant Galvotec Alloys, Inc. (“Registrant”), through its undersigned counsel,
GARVEY, SMITH & NEHRBASS, PATENT ATTORNEYS, L.L.C., hereby provides the following
Status Report of the co-pending civil action Galvotec Alloys, Inc. v. GaUS Anodes International,
LLC, Civil Action No. 7:13-cv-664, previously pending in the United States District Court for the
Southern District of Texas (the “Civil Action”):

1. The Civil Action has reached a final disposition. The following Orders of the
District Court in the Civil Action are relevant to this Cancellation Proceeding.

2. On 27 March 2018, the US District Court for the Southern District of Texas
McAllen Division issued a Final Judgment ordering that Defendant, GAUS ANODES
INTERNATIONAL, LLC is liable on Plaintiff’s, GALVOTEC ALLOYS, INC., claims for
trademark infringement under the federal Lanham Act and Texas common law, unfair competition
under the Lanham Act and Texas common law, trademark dilution under the federal Trademark

Dilution Revision Act and Texas’s anti-dilution statute, and false advertising under the Lanham



Registrant’s Status Report
Cancellation No. 92059405
Registration No. 3710948

Act. The Order permanently enjoins Defendant from using Plaintiff’s “GA” trademark, and from
advertising or promoting its products by claiming that Defendant and/or Juan Antonio Galvan
founded, sold, and/or owned “Galvotec”. Under this Final Judgment, Plaintiff is entitled to
recovery of profits attributed to Defendant’s infringing conduct, all costs of court, and attorney’s
fees, and post-judgment interest. However, the Defendant was not found liable to Plaintiff on state-
law claims for unjust enrichment, business disparagement, product disparagement, and
defamation. This Order is attached hereto as Exhibit D.

3. On 27 March 2018, the United States District Court for the Southern District of
Texas McAllen Division expanded on the above-referenced Final Judgment with the Findings of
fact and Conclusions of Law on Damages, attached hereto as Exhibit E.

4. Finally, on 28 March 2018, the District Court issued an Order Denying Without
Prejudice Plaintiff’s Motion for Contempt and Sanctions and Mooting Plaintiff’s Requests for
Status Conference, attached hereto as Exhibit F.

Based on the foregoing, Registrant respectfully submits that suspension of this proceeding

be lifted at this time.

DATED this 19th day of April 2018.

Respectfully submitted,

/Mackenzie D. Rodriguez, #61739/

Mackenzie D. Rodriguez, Reg. No. 61,739
Email: MackenzieRodriguez@patents.gs

Charles C. Garvey, Jr., Reg. No. 27,889

Gregory C. Smith, Reg. No. 29,441

Seth M. Nehrbass, Reg. No. 31,281
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Cancellation No. 92059405
Registration No. 3710948

Vanessa M. D’Souza, Reg. No. 65,113
Julia M. FitzPatrick, Reg. No. 61,494
Julie R. Chauvin, Reg. No. 68,936
GARVEY, SMITH & NEHRBASS,
PATENT ATTORNEYS, L.L.C.
PTO Customer No. 22920

3838 N. Causeway Blvd., Suite 3290
Metairie, LA 70002

Tel.: (504) 835-2000

Fax: (504) 835-2070

CERTIFICATE OF FILING

I hereby certify that REGISTRANT’S STATUS REPORT is being filed with the
Trademark Trial and Appeal Board using the ESTTA filing system of the U.S. Patent and
Trademark Office on the below date.

Date: April 19, 2018 /Mackenzie D. Rodriguez/

CERTIFICATE OF SERVICE

I hereby certify that REGISTRANT’S STATUS REPORT is being duly served upon on
Petitioner’s counsel by e-mailing copies thereof to the following:

Matthew E. Burr, Esq.

Intellectual Property Counsel

MWR Legal

620 Congress Avenue, Suite 320

Austin, TX 78701

mburr@mwrlegal.com, mwradministration@mwrlegal.com

Date: April 19, 2018 /Mackenzie D. Rodriguez/

Page 3 of 3



Case 7:13-cv-00664 Document 171 Filed in TXSD on 03/27/18 Page 1 of 2
United States District Court
Southern District of Texas

ENTERED
UNITED STATES DISTRICT COURT March 27, 2018
SOUTHERN DISTRICT OF TEXAS David J. Bradley, Clerk
MCALLEN DIVISION

GALVOTEC ALLOYS, INC., §
§
Plaintiff, §

VS. § CIVIL ACTION NO. 7:13-CV-664
§
GAUS ANODES INTERNATIONAL, §
LLC, §
§
Defendant. §

FINAL JUDGMENT

In accordance with the Court’s Findings of Fact and Conclusions of Law on Liability and
Damages (Dkt. Nos. 76, 170), and the Court’s Orders on Plaintiff’s Motion for Injunctive Relief
and Motion to Enforce Permanent Injunction (Dkt. Nos. 120, 166), it is hereby ORDERED,
ADJUDGED, and DECREED that:

Defendant is liable on Plaintiff’s claims for trademark infringement under the federal
Lanham Act and Texas common law, unfair competition under the Lanham Act and Texas
common law, trademark dilution under the federal Trademark Dilution Revision Act and Texas’s
anti-dilution statute, and false advertising under the Lanham Act;

Defendant is permanently enjoined from using Plaintiff’s “GA” trademark, as set forth in
the Court’s Orders (Dkt. Nos. 120, 166);

Defendant is permanently enjoined from advertising or promoting its products by

claiming that Defendant and/or Juan Antonio Galvan founded, sold, and/or owned “Galvotec”;1

" The Court has not yet had occasion to extend its preliminary injunction against this use of Plaintiff’s
“Galvotec” trademark, see (Dkt. No. 37), chiefly because no evidence has been presented that Defendant
violated the preliminary injunction during the pendency of the case. The Court now finds it appropriate to
extend the injunction into a permanent one, given that the Court’s Findings of Fact and Conclusions of
Law on Liability confirmed the falsity and infringing nature of this conduct.
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and

Plaintiff shall have and recover from Defendant:

$87,702.20 in profits attributed to Defendant’s infringing conduct, plus pre-judgment
interest on this amount from January 18, 2010 until the date of judgment, calculated at the
average monthly prime rate;

all costs of court, in the amount of $35,320.60;

attorney’s fees, in the amount of $150,000.00; and

post-judgment interest on the total amount awarded, calculated at the rate set by 28
U.S.C. § 1961.

Also in accordance with the Court’s prior rulings, it is hereby ORDERED,
ADJUDGED, and DECREED that Defendant is not liable on Plaintiff’s state-law claims for
unjust enrichment, business disparagement, product disparagement, and defamation, and
therefore these claims are DISMISSED with prejudice.

SO ORDERED this 27th day of March, 2018, at McAllen, Texas.

Randy Crane
United States District Judge
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Case 7:13-cv-00664 Document 170 Filed in TXSD on 03/27/18 Page 1 of 10
United States District Court
Southern District of Texas

ENTERED
UNITED STATES DISTRICT COURT March 27, 2018
SOUTHERN DISTRICT OF TEXAS David J. Bradley, Clerk
MCALLEN DIVISION
GALVOTEC ALLOYS, INC., §
§
Plaintiff, §
VS. § CIVIL ACTION NO. 7:13-CV-664
§
GAUS ANODES INTERNATIONAL, §
LLC, §
§
Defendant. §
FINDINGS OF FACT AND CONCLUSIONS OF LAW ON DAMAGES
L Factual and Procedural Background

On December 19, 2013, Plaintiff Galvotec Alloys, Inc. filed its Original Complaint
against its competitor in the sacrificial anode business, Defendant GaUS Anodes International,
LLC, alleging that Defendant’s use of two of Plaintiff’s federally registered trademarks,
“Galvotec” and “GA,” constituted trademark infringement under the federal Lanham Act and
Texas common law, unfair competition under the Lanham Act and Texas common law, and false
advertising under the Act. (Dkt. No. 1). Simultaneously, Plaintiff moved for a preliminary
injunction against Defendant’s use of Plaintiff’s trademarks. (Dkt. No. 2). After holding an
evidentiary hearing on the motion on June 20, 2014, the Court set the case for an expedited trial
on issues of liability only, and in the interim enjoined Defendant “from advertising or promoting
its products by claiming that Defendant [ ] and/or Juan Antonio Galvan founded, sold, and/or
owned ‘Galvotec.”” (Dkt. Nos. 36, 37). The Court did not enjoin Defendant’s use of the “GA”
trademark, finding that Plaintiff’s delay in requesting this relief counseled against a finding of
irreparable injury to Plaintiff in the absence of an injunction. (Dkt. No. 37).

On July 10, 2014, the Court allowed Plaintiff to amend its complaint to add federal and
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state-law causes of action for trademark dilution and state-law claims for unjust enrichment,
business disparagement, product disparagement, and defamation. (Dkt. Nos. 41, 42). On
September 11, 2014, the case proceeded to a two-day bench trial on issues of liability. After
hearing testimony and reviewing all of the evidence of record, the Court entered its “Findings of
Fact and Conclusion of Law on Liability,” concluding in summary that: Defendant is liable on
Plaintiff’s claims for trademark infringement, unfair competition, trademark dilution, and false
advertising,' and not liable on Plaintiffs claims for business disparagement, product
disparagement, and defamation;” Defendant is not entitled to the affirmative defenses raised in its
First Amended Answer;’ and Plaintiff is entitled to an award of attorney’s fees for Defendant’s
violations of the Lanham Act. (Dkt. No. 76 at § X).

On November 16, 2015, upon Plaintiff’s motion and pursuant to § 1116 of the Lanham
Act and § 16.103 of Texas’s anti-dilution statute, the Court entered a permanent injunction

99 ¢¢ 2

against Defendant’s use of its name (specifically, any ordered combination of the letters “g,” “a,

(Y21
S

“u,” and “s”) in its company logo and in marketing its company and products, and set forth terms
for effectuating Defendant’s name change. (Dkt. No. 120). With respect to Plaintiff’s additional
motion for summary judgment on its request for an accounting of Defendant’s profits under §

1117 of the Lanham Act, the Court ruled that it would allow the parties to present evidence on

this request at a bench trial on damages. Id.

' Since Plaintiff did not produce evidence that a substantial number of customers were actually misled,
the Court ruled that Plaintiff was entitled to injunctive relief, but not monetary damages, on its false
advertising claim. (Dkt. No. 76 at § VI).

* The Court also concluded that Plaintiff “has not established Defendant’s liability on [Plaintiff’s claim
for unjust enrichment], but to the extent that Plaintiff’s recovery on its trademark claims does not account
for a benefit received by Defendant through its advantageous use of Plaintiff’s trademarks in violation of
the law, Plaintiff may pursue restitution under the theory of unjust enrichment during the damages phase
of this case.” (Dkt. No. 76 at § X). The Court now finds that the sums awarded herein account for the
benefit received by Defendant through its unlawful use of Plaintiff’s trademarks, and will dismiss
Plaintiff’s claim for unjust enrichment.

? Defendant’s First Amended Answer remains its live pleading.

2/10

EXHIBIT E



Case 7:13-cv-00664 Document 170 Filed in TXSD on 03/27/18 Page 3 of 10

On April 5, 2016, the case proceeded to a two-day bench trial on the issue of Plaintiff’s
damages. Upon careful consideration of the testimony and evidence presented, the Court makes
the following findings of fact and conclusions of law.

IL. Damages

The Court recognizes that an injunction under 15 U.S.C. § 1116, “under appropriate
circumstances, fully satisfies the equities of a given case.” Seatrax, Inc. v. Sonbeck Int’l, Inc.,
200 F.3d 358, 369 (Sth Cir. 2000). Here, however, the Court has found that Defendant
intentionally used Plaintiff’s “Galvotec” and “GA” trademarks with the bad faith intent to
capitalize on Plaintiff’s good will, and for the reasons set forth infra, the evidence presented at
the damages phase of this case supports a finding that Defendant’s infringing conduct resulted in
some actual customer confusion and the diversion of sales from Plaintiff to Defendant. See (Dkt.
No. 76 at §§ II, III, VIII, IX). Therefore, the Court finds that an injunction alone is not
appropriate.

In addition to its request for injunctive relief, Plaintiff’s pleading seeks an accounting of
“all profits resulting from [Defendant’s] infringement and unfair competition and realized by its
wrongful acts,” and asks that “the profits be paid over to [Plaintiff], increased as the court
determines is appropriate to the circumstances of this case.” (Dkt. No. 42 at § S). Plaintiff also
requests “all damages it has sustained as a result of Defendant’s infringement and unfair
competition,” as well as costs and pre- and post-judgment interest. Id.* Section 1117(a) of the
Lanham Act entitles Plaintiff, “subject to the principles of equity, to recover (1) defendant’s

profits, (2) any damages sustained by the plaintiff, and (3) the costs of the action,” or if an award

* Plaintiff further seeks treble damages under § 1117(b), but this subsection applies to the use of

counterfeit marks, and as noted infra, no basis exists to award damages (or, therefore, to treble them)
under § 1117(a). See (Dkt. No. 42 at § S); 15 U.S.C. § 1117(a), (b). Plaintiff’s remaining request for
attorney’s fees is discussed separately herein.
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of profits is inadequate or excessive, “such sum as the court shall find to be just, according to the
circumstances of the case.” Seatrax, 200 F.3d at 369; 15 U.S.C. § 1117(a). “The goal behind §§
1116 and 1117 remedies is to achieve equity between...the parties.” Seatrax, 200 F.3d at 369.
“An award of the defendant’s profits is not automatic,” and the Fifth Circuit has formulated a
non-exhaustive list of factors to guide the factfinder in determining whether the plaintiff is
entitled to such an award:

(1) whether the defendant intended to confuse or deceive;

(2) whether sales have been diverted;

(3) the adequacy of other remedies;

(4) any unreasonable delay by the plaintiff in asserting its rights;

(5) the public interest in making the conduct unprofitable; and

(6) whether it is a case of palming off.
Id. Again, the Court has already found that the intended purpose of Defendant’s infringing
conduct was to confuse or deceive customers, and for the reasons explained herein, the evidence
supports the finding that this conduct resulted in some diversion of sales. Injunctive relief alone
is inadequate to compensate Plaintiff for Defendant’s intentional conduct, and the evidence
presented at trial does not support an award of damages other than profits. Therefore, other
available remedies are inadequate. Although Plaintiff did delay in asserting its rights until
January 18, 2010, when it sent its initial “cease and desist” letter, the Court finds that any such
delay merely counsels against the disgorgement of profits prior to 2010. The Court additionally
finds that the disgorgement of profits resulting from bad faith infringement is in the public
interest, and that Defendant’s intent to palm off its products as those of Plaintiff is evidenced by

Defendant’s promotional materials and presentations falsely suggesting that it was a part of
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“Galvotec,” and by its use of a confusingly similar logo and virtually identical website metatags
which included the names of products that Defendant does not manufacture. See (Dkt. No. 76 at
§§ 11, TII).

“In assessing profits” under § 1117(a), “the plaintiff shall be required to prove
defendant’s sales only; defendant must prove all elements of cost or deduction claimed.” 15

U.S.C. § 1117(a). Plaintiff has proven Defendant’s gross sales by year as follows:

2007 $ 437,973.35
2008 $1,255,040.47
2009 $1,232,369.52
2010 $2,552,950.85
2011 $5,494,249.81
2012 $6,603,332.09
2013 $6,305,574.37
2014 $2,689,661.25

“The plaintiff of course is not entitled to profits demonstrably not attributable to the
unlawful use of his mark,” but “the burden is the infringer’s to prove that his infringement had
no cash value in sales made by him.” Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co.,
316 U.S. 203, 206-07 (1942); Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 554-55 (5th Cir.
1998) (citing Mishawaka, 316 U.S. at 206-07) (“Once an award [of profits] is found to be
appropriate, a markholder is only entitled to those profits attributable to the unlawful use of its
mark,” but “the burden is upon the defendant to show that he made no profit from the infringing
use of the mark™), abrogated on other grounds by Traffix Devices, Inc. v. Mktg. Displays, Inc.,
532 U.S. 23 (2001).

Defendant has proven that its sales to the following purchasers were not due to any
confusion by the customer resulting from the infringing conduct, but because of long-standing
personal relationships (or in a few instances, more recent personal relationships) between those

purchasers and Defendant’s principals:
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Advanced Joining Technologies
Bredero-Shaw

Broadwater Enterprises, Inc.
CESCO

Chevron c/o FloaTEC

COMMSA

Condumex Incorporated

Corrpro Companies Inc.
Deepwater Manufacturing, Inc.
DMGP Servicios De Integridad
Dragados Offshore de Mexico
Enbridge U.S. Inc.

Evya S.A.de S.V.

Global Cathodic Protection, Inc.
Global Offshore

Gulf Island, L.L.C.

HOC Offshore, S. De R.L. De C.V.
ICA Fluor

J Ray McDermott de Mexico, S.A. de C.V.
New Industries, Inc.

Operadora CICSA, SA de CV
Sercel, Inc.

Silka Ingenieria SA de CV

Spitzer Industries

Subsea 7 Mexico S DE RL DE CV
Swiber Offshore

Technip USA, Inc.

T-Rex Engineering

Williams Discovery Producer Services, LLC.

Thus, Defendant has failed to prove that the following gross sales were not caused by

confusion:
2007 $ 396.00
2008 $ 29,088.36
2009 $ 40,203.33
2010 $ 353,162.34
2011 $1,031,817.76
2012 $ 748,877.27
2013 $ 469,959.76
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2014

$

665,720.24

The Court also finds from the virtually uncontested evidence that the Defendant’s profit

or loss by year is as follows:

2007
2008
2009
2010
2011
2012

2013
2014

$
$
$
$
$
$
$
$

(195,102.65)
(296,234.38)
37,807.19
107,073.61
192,469.97
204,678.03

46,502.64
40,699.48

Accordingly, the Court calculates the percentage of Defendant’s gross sales caused by

customer confusion as follows:

2007
2008
2009
2010
2011
2012

2013
2014

0.0009
0.0231
0.0326
0.1383
0.1878
0.1134

0.0745
0.2475

In applying these percentages of sales to Defendant’s gross profits, the Court calculates

the profits attributed to customer confusion as follows:

2007
2008
2009
2010
2011
2012
2013
2014

7/10
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Profit/Loss
(195,102.65)
(296,234.38)

37,807.19

107,073.61

192,469.97

204,678.03

46,502.64
40,699.48

% Confused
0.0009
0.0231
0.0326
0.1383
0.1878
0.1134
0.0745
0.2475

Total Profit Confused

Profit Confused
$ -
$ -
$ 1,232.51
$ 14,808.28
$ 36,145.86
$ 23,210.49
$ 3,464.45
$ 10,073.12
$ 88,934.71
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As Plaintiff delayed until January 2010 to assert its rights, the Court finds it equitable to

disgorge only those profits attributed to customer confusion from 2010 through 2014, calculated

as follows:

Profit/Loss % Confused Profit Confused

2010 $ 107,073.61 0.1383 $ 14,808.28
2011 $ 192,469.97 0.1878 $ 36,145.86
2012 $ 204,678.03 0.1134 $ 23,210.49
2013 $ 46,502.64 0.0745 $ 3,464 .45
2014 $ 40,699.48 0.2475 $ 10,073.12
Total Profit Confused $ 87,702.20

No evidentiary basis exists to support Plaintiff’s recovery of additional damages, but the
Court also finds it equitable to award the requested $35,320.60 in costs under § 1117(a),” as well
as pre-judgment interest on the award of profits from January 18, 2010, the date of Plaintiff’s
initial cease-and-desist letter, until the date of judgment. See ClearChoice Holdings, LLC v.
Clear Choice Dental, PLLC, 2016 WL 8136622, at *9-10 (S.D. Tex. Dec. 23, 2016), report and
recommendation adopted, 2017 WL 416962 (S.D. Tex. Jan. 30, 2017) (following courts within
Fifth Circuit which have found award of pre-judgment interest proper in trademark cases, and
which have awarded interest at prime rate). Plaintiff is also entitled to post-judgment interest
under 28 U.S.C. § 1961.
III.  Attorney’s Fees

In its Findings of Fact and Conclusions of Law on Liability, the Court concluded that
“[c]lear and convincing evidence exists that Defendant’s infringing use of the ‘Galvotec’ and
‘GA’ trademarks was deliberate and willful, ...that Defendant acted with bad faith intent to

capitalize on Plaintiff’s good will[,]” and that “this case presents no extenuating facts or

> Defendant has not contested this amount.
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circumstances that would offset such evidence.” (Dkt. No. 76 at § IX). Therefore, Plaintiff is
entitled to an award of attorney’s fees for Defendant’s violations of the Lanham Act. Id.; see 15
U.S.C. § 1117(a) (“The court in exceptional cases may award reasonable attorney fees to the
prevailing party.”).

At the bench trial, Defendant objected to Plaintiff’s attorney’s fees evidence as untimely.
However, the Court recognizes that “[iJn most instances...attorney’s fees are decided by the
court on motion filed after the entry of judgment,” see FED. R. C1v. P. 54(d), and that “[a]ttorneys
who represent parties against whom such fees are sought are not surprised by expert testimony
because they can usually expect that opposing counsel will attempt to prove his attorney’s fees
and because they are themselves experts on the subject.” Wright v. Blythe-Nelson, 2001 WL
804529, at *6 (N.D. Tex. July 10, 2001); accord Serna v. Law Office of Joseph Onwuteaka, PC,
2014 WL 3749652, at *2 (S.D. Tex. July 29, 2014), aff’d sub nom. Serna v. Law Olffice of Joseph
Onwuteaka, P.C., 614 F. App’x 146 (5" Cir. 2015). Defendant also objected to the requested fee
award of $241,763.75, representing 1,028.50 hours of attorney/paralegal time at rates varying
from $200 to $350 per hour for attorneys and $75 per hour for paralegals, as excessive, and the
Court agrees. Upon review of the time records, the Court finds that multiple entries—for
example, those pertaining to depositions attended by more than one attorney—represent
duplicative work, and that others reflect an excessive number of hours devoted to the same or
similar tasks. Since these hours are charged at varying rates by multiple attorneys, the Court
concludes that on balance, an award of $150,000.00 represents the “lodestar” calculation of the
reasonable attorney’s fees incurred by Plaintiff in this case.

IV.  Summary

For the foregoing reasons, the Court concludes that Plaintiff is entitled to recover from
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Defendant:

$87,702.20 in profits attributed to Defendant’s infringing conduct, plus pre-judgment
interest on this amount from January 18, 2010 until the date of judgment, calculated at the
average monthly prime rate;

all costs of court, in the amount of $35,320.60;

attorney’s fees, in the amount of $150,000.00; and

post-judgment interest on the total amount awarded, calculated at the rate set by 28
U.S.C. § 1961.

SO ORDERED this 27th day of March, 2018, at McAllen, Texas.

Rand‘y Crane
United States District Judge
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United States District Court
Southern District of Texas

ENTERED
UNITED STATES DISTRICT COURT March 28, 2018
SOUTHERN DISTRICT OF TEXAS David J. Bradley, Clerk
MCALLEN DIVISION

GALVOTEC ALLOYS, INC., §
§
Plaintiff, §

VS. § CIVIL ACTION NO. 7:13-CV-664
§
GAUS ANODES INTERNATIONAL, §
LLC, §
§
Defendant. §

ORDER DENYING WITHOUT PREJUDICE PLAINTIFF’S MOTION FOR
CONTEMPT AND SANCTIONS AND MOOTING PLAINTIFF’S REQUESTS
FOR STATUS CONFERENCE

Upon consideration of Plaintiff’s “Motion for Contempt and Sanctions and Request for
Status Conference” (Dkt. No. 167), Defendant’s response to the Motion (Dkt. No. 168), and
Plaintiff’s “Renewed Motion for Status Conference” (Dkt. No. 169), and in light of the Court’s
entry of Final Judgment in this case, the Court hereby ORDERS that the Motion for Contempt
and Sanctions is DENIED without prejudice, and that Plaintiff’s requests for a status conference
are MOOT.

SO ORDERED this 28th day of March, 2018, at McAllen, Texas.

Randy Crane
United States District Judge
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