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Cancellation No. 92059405

Gaus Anodes

Galvotec Alloys, Inc.

Benjamin U. Okeke, Interlocutory Attorney:

Now before the Board is Galvotec Alloys, Inc.’s (“respondent”) motion, filed
July 11, 2014, to suspend the current proceeding pending disposition of a civil
action! filed by respondent in the U.S. District Court for the Southern
District of Texas, against Gaus Anodes International, LLC (“petitioner”),
(hereinafter “the civil action”).2 In support of its motion, respondent attached
a copy of the complaint filed in the civil action, and a copy of the answer filed

by petitioner.3 Additionally, on August 5, 2014, petitioner filed a motion for

1 The parties’ stipulation to service by email in this proceeding is also noted.

2 The civil action is styled as Galvotec Alloys, Inc. v. Gaus Anodes International, LLC, Civil
Action No. 7:13-cv-664 (S.D. Tex. 2013). Gaus Anodes has filed its answer in the case,
asserting two affirmative defenses.

3 Respondent (plaintiff in the civil action) alleges federal trademark infringement, federal
unfair competition, common law unfair competition, common law trademark infringement,
and false advertising.

Petitioner’s answer denies all the salient allegations of the complaint. Petitioner also
asserts the affirmative defenses of: 1) fair use; and 2) laches.
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leave to file an amended petition for cancellation, accompanied by its
proposed amended petition for cancellation.
Motion for Leave to Amend

A party may amend its pleading once as a matter of course within 21 days
after service of a responsive pleading. Fed. R. Civ. P. 15(a)(1)(B). Inasmuch as
petitioner filed its motion one day after respondent filed its answer, and
because respondent has not contested petitioner’s motion, the motion is
GRANTED.4 See Fed. R. Civ. P. 15(a). See also, Trademark Rule 2.127(a).
Petitioner’s amended petition for cancellation is accepted, and is now
petitioner’s operative pleading in this proceeding.

Motion to Suspend

The Board has considered the parties’ submissions and presumes the
parties’ familiarity with the factual bases for the motion, and does not
recount the facts or arguments here, except as necessary to explain the
decision.

Respondent avers that “[ijn the Civil Action, Petitioner alleges that
Registrant does not possess a valid mark and references its intent to file this
challenge to the wvalidity of Registrant’s ‘GA’ mark, Registration No.
3,710,948, as support for its allegation that the mark is not wvalid.”

Respondent’s Motion, p.1-2. Respondent specifically asserts that “resolution

4 The proposed amended petition does not materially alter the originally filed petition; it
simply corrects the paragraph numbering, minor typographical errors, and removes an
unsupported reference to likelihood of confusion.

9.
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of the Civil Action will necessarily address Registrant’s rights in the
challenged mark.” Id., p.2.

Petitioner contests suspension of this proceeding, arguing that “[t]he Civil
Action will not consider the issue of descriptiveness,” and that, “[w]hile the
District Court may rule on the likelihood of confusion or the extent of
Registrant's rights in the mark, the District Court cannot cancel the
Registrant's registration.” Petitioner’s Response Br., p.1.

It is the policy of the Board to suspend proceedings when the parties are
involved in a civil action, which may be dispositive of or may have a bearing
on the Board case. See Trademark Rule 2.117(a). The Board may suspend
proceedings whenever it comes to the attention of the Board that a party or
parties to a case pending before it are involved in a civil action which may
have a bearing on the Board case (emphasis added). Trademark Rule
2.117(a). See General Motors Corp. v. Cadillac Club Fashions Inc., 22
USPQ2d 1933 (TTAB 1992). Suspension of a Board proceeding pending the
final determination of another proceeding is solely within the discretion of
the Board. See Opticians Ass'n of Am. v. Indep. Opticians of Am. Inc., 734 F.
Supp. 1171, 14 USPQ2d 2021 (D.N.J. 1990).

Respondent’s submission of the complaint filed in the civil action is
sufficient to bring the civil action involving the parties to the Board’s

attention.®

5 The Board may suspend proceedings for the disposition of a civil action without any motion
at all. A civil action need only be brought to the Board’s attention. The Board will normally
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While the present proceeding concerns questions of descriptiveness and
genericness, in contrast to the infringement, unfair competition, and false
advertising questions presented in the civil action, this does not necessarily
lead to the conclusion that the civil action will not have a bearing on this
proceeding. Indeed, a discussion of the strength of the mark in an
infringement analysis may include a discussion of descriptiveness by the
district court, which discussion may inform the Board’s decision in the
instant proceeding. Further, and as petitioner itself notes, the district court
“may rule on ... the extent of Registrant’s rights in the mark.” Finally,
paragraph 10 in the body of the amended petition for cancellation asserts
that “Petitioner is damaged by the Registrant’s registration because the
registration exposes the Petitioner to allegations of trademark infringement,”
a claim clearly asserted in the civil action (emphasis added).

The Board must consider the entirety of the pleading, not just the portions
which suit petitioner’s present need. Therefore, petitioner’s argument is not
well taken and is erroneous. Indeed, after reviewing the pleadings in the civil
action, the Board finds that a resolution of the issues raised in that case may
have a bearing on this proceeding as the civil action involves the same parties
and the registration involved in the present proceeding, and at least one issue

that may have a bearing on our determination of this matter, namely, the

require a copy of the operative pleadings from the civil action be submitted, so that the Board
can ascertain whether the final determination of the civil action may have a bearing on the
issues before the Board. See New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99
USPQ2d 1550, 1552 (TTAB 2011).
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strength of respondent’s mark, i.e. the extent of respondent’s rights in the
mark. Whether a mark is descriptive or generic weighs heavily in the
determination of the mark’s conceptual or inherent strength in regard to a
likelihood of confusion or infringement analysis. See Palm Bay Imps., Inc. v.
Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1373, 73
USPQ2d 1689, 1693 (Fed. Cir. 2005), Couch/Braunsdorf Affinity, Inc. v. 12
Interactive, LLC, 110 USPQ2d 1458, 1477 (TTAB 2014). Thus, there is a
threshold issue underlying respondent’s claims in the civil action that is also
implicated by petitioner’s pleading in this proceeding. As such, the civil
action “may have a bearing” on this one.

Contrary to petitioner’s contentions, the district court can certainly, under
appropriate circumstances, order the involved registration cancelled, and the
Board would be bound by that decision. The Other Telephone Co. v.
Connecticut National Telephone Co., Inc., 181 USPQ 779 (Comr. 1974);
Whopper-Burger, Inc. v. Burger King Corp., 171 USPQ 805 (TTAB 1971). In
such a case, the civil action would indeed be dispositive of this proceeding.
Further, the standard is not that the determination of the civil action be
dispositive of the Board proceeding, but that it may have a bearing on the
Board’s proceeding. See Trademark Rule 2.117(a); TBMP § 510.02(a) (2014).
This, of course, is a lower standard.

In light of the forgoing, petitioner’s motion to suspend is GRANTED and

this proceeding is SUSPENDED pending final disposition of the civil action.
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Within TWENTY DAYS after the final determination of the civil action,
the parties shall so notify the Board, including copies of the court’s final
orders, and call this case up for any appropriate action.

During the suspension period, the Board shall be notified of any address

changes for the parties or their attorneys.



