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I INTRODUCTION

Respondent’s Request for Reconsideration of the Final Board Decision does not provide any
basis for the Board to alter its Final Decision. Respondent takes an “everything and the kitchen
sink” approach and makes arguments relating to choice of law, fair use, implied license, summary
judgment, and burdens of proof. Some of these arguments are entirely new, while others are the
same arguments Respondent made in its Trial Brief. None of them are a proper basis for a request
for reconsideration.

Even if the Board chooses to address Respondent’s Request for Reconsideration on the
merits, the Board should deny Respondent’s request because of one simple fact: Respondent still has
not proven and cannot prove that it used the CORAL GARDENS mark. Accordingly, the Board
should deny Respondent’s Request for Reconsideration of the Final Board Decision.

II. ARGUMENT

A. Respondent’s Request For Reconsideration Is An Improper Second Bite At The
Apple.

None of Respondent’s admittedly’

new arguments” and rehashes of old arguments are the
proper subject of a request for reconsideration. (See 67 TTABVUE at 1.) Requests for
reconsideration prohibit both new and repeat arguments; rather they simply permit the Board to
correct an error based on the prevailing law and record evidence. TBMP § 543 and 804. In the
Board’s own words:
It has often been stated that the premise underlying a request for rehearing,
reconsideration, or modification under Trademark Rule 2.129(c) is that, based on the
evidence of record and the prevailing authorities, the Board erred in reaching the

decision it issued. See TBMP §543 (3d ed. rev. 2 2013) and authorities cited therein.
The request may not be used to introduce additional evidence, nor should it be

! Notably, Respondent admits that it is asking the Board to reconsider its Decision “in light of the
new arguments and cases Respondent presents.” (67 TTABVUE at 1.) The Board should not waste
its resources reconsidering its Decision based on Respondent’s admission that it is presenting new
arguments in its request for reconsideration.



devoted simply to a reargument of the points presented in the requesting party's brief
on the case. See Amoco Oil Co. v. Amerco, Inc., 201 USPQ 126 (TTAB 1978).
Rather, the request should be limited to a demonstration that based on the evidence
properly of record and the applicable law, the Board's ruling is in error and requires

appropriate change. See, for example, Steiger Tractor Inc. v. Steiner Corp., 221
USPQ 165 (TTAB 1984), different results reached on reh'g, 3 USPQ2d 1708 (TTAB
1984). Cf. In re Kroger Co., 177 USPQ 715, 717 (TTAB 1973).

U.S. Postal Serv. V. RPost Int’l Ltd., Consolidated Opp. Nos. 91/158,431 and 91/158,514 and
Consolidated Cancellation Nos. 92/044,260 and 92/043,665, 2014 WL 788339, at *2 (TTAB Feb.
7, 2014); see also, e.g., Jules Jurgensen/Rhapsody, Inc. v. Peter Baumberger, Cancellation No.
92048667,2010 WL 9924826, at *2 (TTAB Jan. 25, 2010) (““A motion or request for reconsideration
under Trademark Rule 2.127(b) allows a party to point out any error which the Board may have
made in considering the matter initially. A request for reconsideration is not to be utilized for
reargument of points previously raised or for introduction of new evidence or arguments. See TBMP
Section 518 (2d ed. rev. 2004.).”); Bassani Mfg. v. Campbell, Opposition No. 91166939, 2009 WL
4073523, at *1 (TTAB May 27, 2009) (“All of this argument is improper as applicant is rearguing
points previously made, or advancing new issues or arguments or evidence that could have been
offered at the time the motion for summary judgment was briefed. Accordingly, the motion for
reconsideration is denied on this basis.”); Scientific Solutions, Inc. v. Scientific Solutions, LLC,
Cancellation No. 92051031, 2012 WL 3875747, at *2 (TTAB Aug. 15, 2012) (“As we noted, it is
inappropriate to use a request for reconsideration as an opportunity to present new arguments, and
petitioner has submitted what essentially amounts to an entirely new brief in support of its case with
an entirely new set of ‘facts.” The Board cannot possibly have erred in failing to consider facts that
were not before us.”) Cf. Keebler Co. v. Murray Bakery Products, 866 F.2d 1386, 9 USPQ2d 1736,
1737 (Fed. Cir. 1989) (‘Prescience is not a required characteristic of the board. Thus the board need
not divine all possible afterthoughts of counsel that might be asserted for the first time on appeal.”).”

(footnote omitted)); Central Mfg., Inc. v. Astec Indus., Inc., Opposition No. 91/116,821, 2004 WL
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250257, at *2 (TTAB July 23, 2003) (“A request for reconsideration cannot be used to raise new
arguments.”).

All of Respondent’s arguments are either new arguments or rehashes of old arguments
disguised as alleged Board errors. First, Respondent argues that its incontestable rights to the
CORAL GARDENS mark lead to the conclusion that it licensed Seagate to use that mark. (67
TTABVUE at 3-9, 11-12.) Part of this argument is a rehash, part of it is new. Respondent already
relied on its incontestability and its purported license to Seagate to attempt to establish use of the
CORAL GARDENS mark in its Final Brief. (See 63 TTABVUE at 20, (9 25 and 26), 21 (9 30),
23 (9 38),26-29.) Now Respondent offers a new twist to the same argument: the nature of the license
between Respondent and Seagate was an implied license. Second, Respondent argues that the Board
ignored testimony that allegedly corroborates Mr. Rayment’s belief that Respondent used the
CORAL GARDENS mark. (67 TTABVUE at 3.) Despite Respondent’s clever framing of this
issue, it is nothing more than a rehash of its argument from its Final Brief asking the Board to ignore
Mr. Lakhani’s declaration. (63 TTABVUE 7-9, 13.) Third, Respondent argues that Respondent’s
evidence of intent to use the mark satisfies its use requirement. (67 TTABVUE at 11-12.) That
argument is also a rehash from Respondent’s Final Brief. (63 TTABVUE at 25.) The Board should
not permit Respondent to repeat old arguments that the Board has already considered and rejected
or raise new arguments at this late stage. The Board should deny Respondent’s Request for
Reconsideration for this reason alone.

B. The Board Did Not Dismiss Respondent’s “Valid And Incontestable” Rights In
The CORAL GARDENS Mark.

Respondent argues that the Board violated the presumption of validity by making a “casual
assumption” that “respondent did not have a right to license or use the CORAL GARDEN mark for

the services set forth in the Registration.” (67 TTABVUE at 2.) The Board did not make any such



assumption.> The Board explicitly acknowledged the presumption of validity before concluding that
the evidence of record rebuts that presumption. (66 TTABVUE at 14 (“Because registrations are
presumed valid under the law, Petitioner bears the burden of proving a prima facie case of
abandonment by a preponderance of the evidence.” (emphasis added).)

Respondent also mischaracterizes 15 U.S.C. 1115(b) to mean that Respondent has a
“statutory right in the mark” that cannot be challenged. But the statute clearly states that an
incontestable registration can be challenged, specifically on the grounds of fraud and abandonment:

Such conclusive evidence of the right to use the registered mark shall be subject to

proof of infringement as defined in section 1114 of this title, and shall be subject to

the following defenses or defects:

(1) That the registration or the incontestable right to use the mark
was obtained fraudulently; or

(2) That the mark has been abandoned by the registrant;
15 U.S.C. 1115(b). Consistent with the statute, the Board explicitly found that Respondent has
abandoned the mark:

Because the Petition for Cancellation of Respondent’s Registration was filed more
than five years after the date the Registration issued, the Trademark Act provides
limited grounds for cancellation. Imperial Tobacco Ltd. v. Philip Morris Inc., 899
F.2d 1575, 14 USPQ2d 1390, 1392 (Fed. Cir. 1990); Wallpaper Mfrs., Ltd. v.
Crown Wallcovering Corp., 680 F.2d 755, 214 USPQ 327, 332 (CCPA 1982). One
basis that continues after the five-year period is abandonment of the registered
mark. As provided in § 14(3) of the Trademark Act, 15 U.S.C. § 1064(3),

2 The Board has no need to assume anything regarding Respondent’s right to use the CORAL
GARDENS mark. “[T]he question in this, and any other Board proceeding, is not whether
[Respondent] has a right to use a disputed term, but whether [Respondent] has a right to register it.
While it is sometimes said that the right to register follows the right to use, such statements are
generalizations at best; in fact, there are many cases in which one may have a right to use matter
which is nonetheless unregistrable.” Autozone Parts, Inc. v. MS Motorsports, LLC, 2012 WL
6654112, at *13 (TTAB Dec. 11, 2012). Respondent’s argument reveals its misunderstanding of
the nature of a cancellation proceeding. The Board here is not concerned with whether Respondent
has the right to use the CORAL GARDENS mark. What the Board is concerned with, and what its
Decision addresses, is whether Respondent abandoned the mark such that it does not have a right to
continued registration.



abandonment is a basis for cancellation “at any time.” Thus, a § 44(e) registration,
like any other registration, may be cancelled on the ground of abandonment of
the mark at any time. Imperial Tobacco Ltd. v. Philip Morris Inc., 14 USPQ2d at
1392. ... The vague and indefinite testimony of Mr. Rayment that since the time
the CORAL GARDENS mark was registered Respondent “has used and continues
to use its CORAL GARDENS mark in commerce” falls short of showing that it
used the mark for the services identified in the Registration during the five year
period from the December 16, 2008 registration date through the December 21,
2013 filing date of the §§ 8 & 15 Declaration. Respondent’s reliance on Seagate’s
use of the CORAL GARDENS mark to satisfy the use requirement is misplaced.
Although nonuse of Respondent’s mark for 3 consecutive years is prima facie
evidence of abandonment, there is no proof of Respondent’s use of the mark in
connection with the services recited in the Registration during the first five years
from its registration date. Nor has Respondent established specific activities
undertaken during this period of nonuse or special circumstances which negate an
intent not to resume use or excuse nonuse as to the services identified in its
Registration. Thus, Respondent has abandoned the CORAL GARDENS mark.

(66 TTABVUE at 13, 28 (emphases added).)

C. Respondent Did Not License The CORAL GARDENS Mark To Seagate.

Respondent reargues its case by arguing it had an “implied license” with Seagate and that
this “implied license” is evidence of its U.S. trademark rights. Respondent is simply re-arguing the
“use” question under a new legal theory “implied license.” But the “implied license” doctrine is not
used to prove use of a mark. See, e.g., Dept. of Parks and Recreation for State of California v.
Bazaar Del Mundo Inc., 448 F.3d 1118, 1130 (9th Cir. 2006). Nor has Respondent presented any
evidence support the existence of an “implied license.”

1. The “Implied License” Doctrine Does Not Apply to Proving Use.

An “implied license” is a defense to a charge of infringement — it is not a doctrine for proving
the existence of trademark rights. The Bazaar Del Mundo case is instructive, as it shares with this
case unusual circumstances in which a claim for implied license is made. “Unlike the typical implied
licensing case, here the State asserts the doctrine of implied license as evidence of its ownership of
the marks, as opposed to as a defense to an infringement action.” Id. at 1129. Unsurprisingly, the
9th Circuit rejected this “implied license” argument and found that this agreement did not prove the
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existence of trademark rights. /d. at 1129-33. Of particular importance to the Bazaar Del Mundo
Court was the absence of any contractual provisions that reflected an intent to enter into an implied
license:

The clear intent of the parties as evidenced by the Concession Agreement itself was
solely to lease premises—not to license trademarks. The Agreement’s terms are at
odds with the State’s contorted effort to remake it as a trademark licensing agreement.
The Agreement describes its purpose as “grant[ing] to Concessionaire the right,
privilege and duty to construct or modify, equip, operate, and maintain a Mexican-
style Shopping Arcade.” None of the terms typical of a trademark licensing
agreement, such as payment of royalties, are present. To the contrary: the only
payments to be made are labeled and structured as rental payments. The termination
clauses do not provide for the surrender of intellectual property at the expiration of
the contract, but rather state only that the concessionaire should quit the premises,
surrender real property improvements, and execute a quitclaim deed. Similarly, the
Agreement does not provide that the State retains title to any intellectual property
developed during its term; the only provision for title requires Bazaar del Mundo to
acknowledge the State’s title to the premises described in the contract and to any
improvements made to the real property.

Id. at 1130.
Respondents also cite Villanova for the proposition that “statements made by a party that the

99 ¢

use of a mark is within the sole authorization of a party” “evidences an implied license.” (67
TTABVUE at 4 (citing Villanova Univ., 123 F.Supp.2d at 308).) But Villanova dealt with the
question of whether an implied license existed as a defense to a charge of infringement. It did not
deal with the idea of using “implied license” doctrine to prove that U.S. trademark rights existed in
the first place. Respondent has not identified any case where the “implied license” doctrine was
used to prove the existence of trademark rights in the United States, and the Board should reject this

novel legal theory outright.

2. There is no “Implied License.”

Even if the “implied license” doctrine were a method of proving the existence of trademark
rights, no such “implied license” exists in this case. The Management Agreement between
Respondent and Seagate shares many characteristics with the agreement at issue in Bazaar Del
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Mundo. The Management Agreement describes its purpose as “[Respondent] desires to employ
[Seagate] to Manage the Common Property.” (49 TTABVUE at Ex. 2.) The purpose does not
mention any trademark or other intellectual property licenses. None of the terms of a typical
trademark licensing agreement are included in the Management Agreement — no royalty payments,
no quality control provisions, no audit provisions, and no license grant. The only payment addressed
in the Management Agreement is Seagate’s compensation for managing the common property. (/d.)
The termination clauses do not provide for the surrender of any trademarks or files at the expiration
of the contract. (/d.) The Management Agreement does not provide that Respondent retains title to
any trademarks developed during the term of the Management Agreement. There is simply nothing
in the Management Agreement which suggests that the parties intended to enter a trademark
licensing relationship.

The Management Agreement also does not contain anything implicating U.S. trademark
rights. The agreement is between two TCI entities and is governed by TCI law. (67 TTABVUE at
7-8; 66 TTABVUE at 22; 53 TTABVUE, Ex. H.) The management of the common property took
place solely in TCI. Respondent argues the Management Agreement is not limited to TCI trademark
rights because “at the time of contracting ... Seagate would be renting the properties located at Coral
Gardens to consumers worldwide.” (66 TTABVUE at 8.) But Respondent continues to ignore that
the Management Agreement relates only to management of the Common Property and has nothing
to do with the rental of units.

The only reference to trademarks in the entire Management Agreement actually confirms
that the parties never intended to enter into a trademark license (written or implied). Section 12 of
the Management Agreement is clear that Seagate should not use any of Respondent’s trademarks

without prior written approval. Through Respondent’s own words in the Management Agreement,



this precludes the possibility of any license existing, implied or otherwise, without Respondent’s
written approval, which Respondent never produced. Accordingly, even to the extent the
Management Agreement is relevant, it shows that Respondent did not license (or “impliedly”
license) its purported trademark rights to Seagate.

Respondent further argues that unit owners “authorized” Respondent to “use” Seagate to
promote their properties under the CORAL GARDENS mark through the Executive Committee.
(67 TTABVUE at 5.) But the evidence of records shows that individual unit owners contracted
directly with Seagate, and that these agreements had nothing to do with Respondent or its Executive
Committee. (66 TTABVUE at 23 (citing R. Lakhani Decl. 8 (49 TTABVUE 4)).)

Respondent next argues that Respondent “controlled continuously” Seagate’s actions
throughout the term of the Management Agreement. (/d.) However, Respondent’s control over
Seagate, if any, relates to Seagate’s management of the Common Property and had nothing to do
with the CORAL GARDENS mark or adequate quality control or policing of that mark.

Respondent later tries to explain its lack of control over Seagate by arguing it had a “special
relationship” with Seagate such that “Respondent could reasonably rely on the licensee to exercise
quality control over licensor’s mark, to prevent abandonment.” (67 TTABVUE at 6-7 (citing
Doeblers’ PA Hybrids, Inc. v. Doebler, 442 F.3d 812, 823-24 (3d Cir. 2006)).) Respondent never
explains the nature of this “special relationship.”

Respondent then points to Seagate’s use of the <coralgardensongracebay.com> domain,

(13

purportedly with Respondent’s “authorization,” as evidence of an “implied license” and therefore
“use” of the marks. (/d. at 5-7.) But Mr. Lakhani testified that Seagate owned and operated the

domain and website at <coralgardensongracebay.com>, and that Respondent somehow effected a

transfer of the domain to itself without his knowledge. (49 TTABVUE at 9 14 and 16.) Notably,



Mr. Rayment unsuccessfully attempted to purchase Seagate’s website from Seagate before
unilaterally transferring the domain to Respondent. (/d.) And even if Respondent did own the
domain, the domain is separable from the website content itself, which Seagate owned. (/d.) As
Petitioner noted in its Final Brief, the website at <coralgrdensongracebay.com> was never controlled
by, or used for the benefit of, Respondent. The website was always used by Seagate for the benefit
of the individual unit owners. (62 TTABVUE at 11-13, 21-22.)

Finally, even if Respondent did own the CORAL GARDENS mark at the time it entered into
the Management Agreement with Seagate, its subsequent conduct confirms that it abandoned any
rights that it had because it failed to exert any control over Seagate’s use of CORAL GARDENS.
See Barcamerica Int’l USA Trust v. Tyfield Importers, Inc., 289 F.3d 589, 596-97) (9th Cir. 2002);
(67 TTABVUE at 28.)

D. The Board Did Not Ignore Any Evidence Corroborating Mr. Rayment’s

Conclusory Testimony That Respondent Used The CORAL GARDENS Mark
Because No Such Evidence Exists.

Respondent admits that the Board expressly stated that it “considered all of the evidence of
record ... and have accorded whatever probative value the subject testimony and exhibits merit.”
(67 TTABVUE at 9 (quoting 66 TTABVUE at 2).) Respondent’s disagreement with the Board’s
weighing of the evidence and credibility determinations of Mr. Rayment and Mr. Lakhani is not a
basis for reconsideration. Suthern v. Federal Ideas, Inc., Opposition No. 88,475, 2000 WL 684298,
at *4 (T.T.A.B. May 22, 2000) (“Applicant argues that the Board erred by believing the testimony

of opposer. However, it is for the Board to determine the credibility and probative value of the

3 Respondent cites cases noting that ownership of a domain incorporating a trademark is not
tantamount to ownership of that trademark. (See 67 TTABVUE at 6-7.) True enough, but that cuts
against Respondent’s own argument. Even if Respondent had shown that it owned the
<coralgardensongracebay.com> domain, that would not prove that Respondent owns the CORAL
GARDENS trademark.



testimony of witnesses. Applicant’s disagreement with the Board’s assessment of the credibility and
probative value of opposer’s testimony is no basis reconsideration of the Board’s decision.”).
Respondent argues that the Board should weigh the evidence differently. Respondent argues
that the Seagate Management Agreement and Mr. Lakhani’s deposition testimony corroborate Mr.
Rayment’s unsupported declaration testimony that Respondent used the CORAL GARDENS mark.
But Respondent does not cite to any portions of the Management Agreement or Mr. Lakhani’s
deposition that support Mr. Rayment. The Seagate Management Agreement does not reference
rentals or “temporary lodging services,” and clearly states that it relates only to managing the
“Common Property.” (49 TTABVUE, R. Lakhani Decl., Ex. 2.) Nothing in Management
Agreement indicates that Respondent has any control or involvement with the rental or management
of individual units. Nor does the cited portion of Mr. Lakhani’s deposition support Mr. Rayment:

Q. Okay. And so what are Seagate management's annual revenues with respect
to the Coral Gardens units?

A. Which period of time are we discussing?

Seagate Management has been managing these units and assisting in -- or
managing the property assisting in renting these units since 2011, right?

A. That's correct.

So for my initial question, I'm just trying to get a ballpark average over the
course of that period.

An average?
Yeah.

Give or take a million dollars.

oo Z

Okay. And is that roughly million dollars of annual revenue primarily income
from the rental of...

(67 TTABVUE at 11 (citing 52 TTABVUE, Ex. B, Dep. R. Lakhani 50:9-24.) Mr. Lakhani’s

testimony does not in any way support Mr. Rayment’s position that Respondent used the CORAL
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GARDENS mark. As discussed in Petitioner’s Reply Brief, both Mr. Rayment and Mr. Lakhani
have testified consistently that Seagate provides its rental management services on behalf of
individual unit owners, not Respondent. (49 TTABVUE, R. Lakhani Decl., qq 8, 14, 16; 51
TTABVUE, Ex. 1, B. Rayment Depo., 118:23-119:5; See 53 TTABVUE, Ex. B, R. Lakhani Depo.,
64:7-23, 67:14-71:23, 84:3-85:5 (explaining that the whole purposes of Seagate’s marketing and
advertising was to rent units.).)

Respondent also cites to the interchangeable Wheeler, Revell, and Jones declarations as
“supporting evidence showing Respondent’s management of unit rentals on behalf of owners and
providing temporary lodging services” even though those declarations are silent on the topic of unit
rentals and providing temporary lodging services. (See 67 TTABVUE at 11 (citing 55 TTABVUE,
Wheeler Decl., at q 1-2; 56 TTABVUE, Revell Decl., at § 1-2; 57 TTABVUE Jones Decl., at 9 1-
2))

The testimony from Ms. Athy that Respondent cites also does not support Respondent’s
position that Respondent managed unit rentals on behalf of owners and provided temporary lodging
services. (See 67 TTABVUE at 11 (citing 51 TTABVUE, Ex. 2, Athy Dep., at 30:4-8).) Ms. Athy
testified as follows:

Q. So at the time you purchased a unit in 2002, White House Management owned

the domain name[<coralgardens.com>], operated the website, and managed
the rental business, correct?

A. I assume that.

(51 TTABVUE, Ex. 2, Athy Dep., at 30:4-8.) Aside from the fact that Ms. Athy did not know the
answer to counsel’s question, White House Management is Petitioner, not Respondent. This
testimony simply has nothing to do with Respondent’s position.

Respondent then claims for a second time that Mr. Lakhani’s declaration contradicts his
earlier deposition testimony and should be stricken. But Respondent simply repeats the same

11



argument from its Final Brief (notably with even less support now), once again without identifying
any portion of Mr. Lakhani’s declaration that conflicts with his deposition testimony.*

Respondent also argues that the Board’s alleged disregard of Mr. Lakhani’s deposition
testimony in favor of his declaration constitutes legal error. In support, Respondent cites
Freemantlemedia N.A., Inv. V. Schrum et al., 2016 WL 2939095, at *5 (not reported) (TTAB Apr.
12, 2016), for the familiar rule in which a court has the discretion to disregard a declaration that
contradicts previously-given deposition testimony at summary judgment. (67 TTABVUE at 10.)
But the Board did not commit legal error by not giving Mr. Lakhani’s deposition testimony the
weight Respondent believes it deserves because (i) the rule is discretionary, (ii) the rule may not
even apply at trial, and (iii) the Freemantlemedia Board considered but then rejected the rule that
Respondent urges this Board to adopt.

First, Respondent’s own quotation from the Fremantlemedia decision confirms that the rule
is discretionary, and nothing in the Freemantlemedia decision requires the Board to credit any
particular record evidence. Fremantlemedia N.A., 2016 WL 2939095, at *5 (“...a tribunal may
disregard a declaration...” (emphasis added)). Respondent argues that because Mr. Lakhani’s
declaration contradicts his deposition testimony (it does not for the reasons discussed above and in
Petitioner’s Reply Brief), the Board must give precedence to Mr. Lakhani’s testimony. But the
Board is free to give Mr. Lakhani’s deposition testimony whatever weight it deems appropriate.
Second, the rule applies at summary judgment, and Respondent has not cited any TTAB authority
adopting this rule at trial. Indeed, the only reason that the Fremantlemedia Board appears to have

considered this rule is because the Board accepted the parties’ stipulation to convert their deficient

4 Petitioner directs the Board to its Reply Brief, (64 TTABVUE at Appendix A, C,) which confirms
that Mr. Lakhani’s Declaration is consistent with his deposition testimony.

12



summary judgment briefs to final briefs under the TTAB’s Accelerated Case Resolution procedure.
Id. at *2.° Third, the Fremantlemedia Board, in its discretion, opted to simply “give decreased or
no weight to any evidence that lacks credibility” rather than strike the declaration at issue.
Fremantlemedia N.A., 2016 WL 2939095, at *5. The Board here took the same approach as the
Freemantlemedia Board and “accorded whatever probative value the subject testimony and exhibits
merit.” (66 TTABVUE at 2.) Respondent never reconciles how it can rely on Freemantlemedia
when the Freemantlemedia Board rejected the very approach that Respondent asks this Board to
adopt.

The Board did not disregard any record evidence that corroborates Mr. Rayment’s
unsupported, conclusory testimony that Respondent used the CORAL GARDENS mark. No such
corroborating evidence exists.

E. The Board Did Not Shift The Burden Of Proving Use To Respondent And Did

Not Ignore Petitioner’s Alleged Evidence Of Intent To Use The CORAL
GARDENS Mark.

Respondent’s final alleged error is a repeat of its first argument about the Board not
recognizing Respondent’s (non-existent) trademark rights. Respondent simply dressed up the same
argument in new language about burdens of proof. The Board applied the correct legal standard on
Petitioner’s abandonment claim and gave Respondent’s purported evidence in support of its intent
to use the CORAL GARDENS mark its due weight—none.

1. The Board Applied The Correct Burdens Of Persuasion And Production
To Petitioner’s Abandonment Claim.

> The Frenmantlemedia Board cited to a series of circuit court decisions that Respondent refers to in
its reconsideration request, but each of those cases were summary judgment decisions too. See e.g.,
Delaware Valley Floral Group, Inc. v. Shaw Rose Nets, LLC, 597 F.3d 1374, 94 USPQ2d 1064,
1070 (Fed. Cir. 2010); McCormick v. City of Fort Lauderdale, 333 F.3d 1234 (11" Cir. 2003);
Gemmy Indus. Corp. v. Chrisha Creations Ltd., 452 F.3d 1353, 79 USPQ2d 1172 (Fed. Cir. 2006);
Sinskey v. Pharmacia Opthalmics Inc., 982 F.2d 494, 25 USPQ2d 1290, 1293 (Fed. Cir. 1992).
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The Board accurately set forth the parties’ burdens in its Decision:

Because registrations are presumed valid under the law, Petitioner bears the burden
of proving a prima facie case of abandonment by a preponderance of the evidence.
See On-Line Inc. v. Am. Online Inc., 229 F.3d 1080, 56 USPQ2d 1471, 1476 (Fed.
Cir. 2000); Cerveceria Centroamericana S.A. v. Cerveceria India Inc., 892 F.2d
1021, 13 USPQ2d 1175, 1180-81 (TTAB 2016). Introduction of evidence of nonuse
of a mark for three consecutive years constitutes a prima facie showing of
abandonment and triggers a rebuttable presumption that a mark was abandoned
without intent to resume use. Rivard v. Linville, 133 F.3d 1446, 45 USPQ2d 1374,
1376 (Fed. Cir. 1998); 15 U.S.C. § 1127. If Petitioner presents a prima facie case of
abandonment, the burden of production, ie., going forward, then shifts to
Respondent, the party contesting the abandonment, to produce evidence of either (1)
use of the mark during the statutory period, or (2) an intent to resume use. Cerveceria
Centroamericana S.A. v. Cerveceria India Inc., 13 USPQ2d at 1312. The burden or
persuasion, however, always remains with Petitioner, the party asserting
abandonment, to prove it by a preponderance of the evidence. Id. at 1309; Exec.
Coach Builders, Inc. v. SPV Coach Co., 123 USPQ2d at 1180.

(66 TTABVUE at 14-15 (emphases added).) The Board acknowledged mwice that Petitioner bears
the burden of proving abandonment by a preponderance of the evidence. The Board never stated or
suggested that it would “shift the burden to Respondent to prove that it owned the mark and that
there was a license between Seagate and Respondent” as Respondent argues. (67 TTABVUE at 11.)
Respondent does not cite to any portion of the Board’s Decision in which the Board expressly or
implicitly shifted the burden of persuasion onto Respondent. The only portion of the Board’s
Decision to which Respondent refers notes that the Board “correctly recit[ed] the burden of proof”
on Petitioner’s abandonment claim. (67 TTABVUE at 11 (emphasis added).)

2. The Board Considered (And Rejected) Respondent’s Alleged Evidence
Of Intent To Resume Use.

After correctly stating the legal standard for abandonment, the Board correctly applied the
burdens of persuasion and production. First, the Board considered Petitioner’s evidence of
abandonment, citing directly to Petitioner’s argument in its Final Brief. (66 TTABVUE at 15 n.27

(citing “Petitioner’s Trial Brief p. 18-20 (62 TTABVUE 24-26)”).) The Board then considered
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Respondent’s alleged evidence of use® and intent to resume use. Respondent claims that the Board
ignored its evidence of its intent to resume use of the CORAL GARDENS mark, but the Board
explicitly stated “[n]or has Respondent established specific activities undertaken during this period
of nonuse or special circumstances which negate an intent not to resume use or excuse nonuse as to
the services identified in its Registration.” (66 TTABVUE at 28-29.) Respondent does not cite to
any specific record evidence of its intent to resume use other than generally referring to Messrs.

Rayment’s and Lakhani’s testimony. (67 TTABVUE at 12.) The Board has already concluded that

99 ¢¢ 29 ¢¢

Mr. Rayment’s testimony was “vague,” “conclusory,” “unsupported,” and “lacking in factual detail.”
(66 TTABVUE at 27.) In any event, Mr. Rayment’s declaration mentions Respondent’s alleged
intent to use the CORAL GARDENS mark only with respect to Mr. Rayment’s verifications
provided to the PTO. (See 53, 54 TTABVUE at 9 17, 19.) As with the rest of Mr. Rayment’s
declaration, he does not provide any actual testimonial or documentary evidence supporting
Respondent’s intent to use or resume use of the CORAL GARDENS mark other than his
unsupported and self-serving say-so. And so the Board accepted Mr. Lakhani’s credible testimony
that Seagate never provided rental management services on behalf of Respondent. (66 TTABVUE

at 24 (citing Lakhani Decl. 9 8, 13, 21 (49 TTABVUE 4-5, 8) (“At no time did Seagate provide

rental management services to Strata 36. Seagate always provided rental management services to

® According to Respondent, “there is sufficient evidence of use of the mark in commerce for the first
five years after it was registered in the U.S. such that Petitioner has not met its burden by a
preponderance of the evidence to prove non-use. Examples of the sufficient evidence includes the
evidence cited above regarding the license from Respondent to Seagate to manage the rental
properties of individual units and use of the CORAL GARDENS mark in performing those services.
All such use by Seagate inured to Respondent during the term of the license and Petitioner has failed
to show otherwise.” (67 TTABVUE at 11-12.) For the reasons noted in Petitioner’s Final Brief and
Reply Brief (62, 64 TTABVUE,) and above in Section I1.B.2., supra, the Board correctly concluded
that Respondent never licensed Seagate to use the CORAL GARDENS mark in association with the
covered services.
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individual unit owners.”)).)

Ultimately, the Board correctly found that Respondent never used the CORAL GARDENS
mark and never intended to use or resume use of that mark. The Board considered all of Petitioner’s
evidence and arguments and appropriately concluded that Respondent failed to overcome the
rebuttable presumption that it had abandoned the CORAL GARDENS mark.

III. CONCLUSION

For the foregoing reasons, Petitioner respectfully requests that the Board deny Respondent’s
Request for Reconsideration of the Board’s Final Decision.
Respectfully submitted,

Dated: November 2, 2018 /s/ Marc H. Trachtenberg
Marc H. Trachtenberg
Cameron M. Nelson
GREENBERG TRAURIG, LLP
77 West Wacker Drive Chicago, IL 60601
Phone: (312) 456-1020
Email: trachtenbergm(@gtlaw.com

Attorneys for Petitioner
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing has been served by
Electronic Mail, this 2nd day of November 2018 upon Respondent at the following correspondence
address of record:

SHAWN M. DELLEGAR
HEAD, JOHNSON & KACHIGAN, P.C.
228 West 7th Place
Tulsa, Oklahoma 74119
Shawn.dellegar@crowedunlevy.com, intellectual.property@crowdunlevy.com,
ipmail@browdunlevy.com

/Marc H. Trachtenberg/
Marc H. Trachtenberg
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