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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re U.S. Trademark Registration N&y546,49bf The Proprietors, Strata Plan No. 36 for the
mark CORAL GARDENS

REEF RESIDENCES RESORT MANAGEMENT Cancellation No. 92059352

LTD :
Petitioner,
V.
THE PROPRIETORS, STRATA PLAN NO. 36,

Respondent.

OPPOSITION TO MOTION TO SU SPEND CANCELLATION PROCEEDING

Petitioner Reef Residences Resort Manag@ Ltd opposes the motion (the “Motion”)
submitted by e Proprietors, Strata Plan N&6 (“Respondent”) to Susper@@hncellation No.
92059352, which seeks cancellation of U.S. Trademark Registration No. 3,546,491 for CORAL
GARDENS (the “Registration”)and respectfully requestsaththe Board deny the Motion
because the Federal Action cannotlispositive of, and has no bewy upon, the issues raised in
the Cancellation and does not promotegialieconomy or @nserve resources.

The Defendant domain name has filed atiblo to Stay the pwling Federal Action
pending the outcome of this CancellatforiThe Court presiding ovethe Federal Action has

indicated that it intends to rutn the Motion to Stay by July 31, 2014.

1 A copy of the Motion to Stay, which explains why the Defendant domain name cannot seektmmoélla



INTRODUCTION

Respondent filed its second amended complaitiierinited States District Court for the
Northern District oflllinois, captionedr'he Proprietors of Strata Plan No. 36. v.
Coralgardens.comCivil Action No. 13-cv-8669 (RWG) (the “Federal Action”) asserting
violation of 15 U.S.C § 1125(d), the Anticyberstjureg Consumer Protection Act (“ACPA”) in
connection with the registrati@nd use of the coralgardens.cdomain name (the “Domain
Name”) by Petitioner. The Federal Action was filed onnarembasis against the Domain
Name only and not Petition&rThe sole remedy available Respondent in the Federal Action
is transfer of the Domain Name and the sseéeie before the Court in the Federal Action is
whether Respondent has rightdlte Domain Name based Bretitioner’s purported bad faith
use of the Domain Name.

Despite overwhelming evidence of Responteinaud on the USPTO in obtaining and
maintaining the Registration and non-us¢éhef CORAL GARDENS trademark in the United
States, because the defendarthanFederal Action is a domamame and not a “person,” it does
not have standing file a counterclaim for catat&n of Respondent’s Registration that forms
the basis of the Federal Action, and is limitednierely asserting this fraud and non-use in its
affirmative defenses. As a result, even if Begitioner is able to successfully assert its
affirmative defenses that Registrant’s tradenmmagistration is invalid and the mark in question

is not currently, nor has it evbeen, used by the Registrantte United States for interstate

Respondent’s registration, is attached as Exhibit 1.

215 U.S.C. § 1125(d)(2) allows the owner of a mark to file an in rem civil action against a domain name in the
judicial district in which the domain name registrar, domain name registry, or other domain nanitydhgio
registered or assigned the domain name is located if the domain name violates any right of the owass of a m
registered in the Patent and Trademark Office the €iodit that the owner is not able to obtain in personam
jurisdiction over a person
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commerce in connection with any goods or s&sj the Court presiding over the Federal Action
may notorder cancellation of RespondaniRegistration. In that evereither (1) Petitioner must
continue to litigate this Cancellation before tBoard; or (2) a trademark registration that a
federal court determined was fraudulently obtained and/or for a mark that was not used in the
United States, would remain on the PrincipafjiRir. Neither of these outcomes promotes
judicial economy or conservessmirces. Furthermore, contrdaoyRespondent’s assertion, it is
clear that the resolution of the Federal Action is in fedtdispositive of, nor has a bearing on,
the issue in this proceedinge., whether the Registration shdlde cancelled. On the other
hand, the outcome of this proceeding may bedditipe of the Federal Action since a threshold
issue in that proceeding is whether Respontastany trademark rights. Accordingly, the
Board should deny Registrant’s Mai to Suspend this Proceeding.
ARGUMENT
The Board has the power to suspend @edkings in favor of a pending civil
action pursuant to 37 C.F.R. § 2.117. Howeseaspension of a Board proceeding is solely
within the discretion of the Boardlhe Other Tel. Co. v. Connecticut Nat'l Tel. Co., |d81
USPQ 779, 782 (Comm’r Pat. 1974). The Boailtldeny a motion to suspend despite the
existence of a civil court actiomhen then the civil court action does not have a bearing on the
proceeding before the Boar@ramil S.R.L. v. Michel FarghiProceeding No. 92032341,
TTABVUE Docket No. 10, Julyl6, 2012. (denying Motion to suspend Opposition based on
civil court action involving the trademark at issue denied because whether or not the district
court found a likelihood of confien between the two marksowld not affect whether the

Board finds a likelihood of coasion between opposer’s and applicant’s respective marks).



Furthermore, “[a]ll motions to suspend, regardi&ssircumstances . . . are subject to the ‘good
cause’ standardNational Football League v. DNH Mgmt. L1.85 USPQ2d 1852, 1855, n.8
(TTAB 2008) (citing Trademark Rule 2.117(c)). éfBoard is also cognizant of the potential
for abuse in the filing of motions to suspendgtiag civil actions by parties seeking to avoid
dispositive mattersPramil S.R.L. v. Michel FaralProceeding No. 92032341, TTABVUE
Docket No. 10, July 16, 201Accordingly, the Board will deny a motion to suspend a
proceeding despite the existence of a @wilrt action if no good cause is shown for
suspensionJodi Kristopher Inc. v. Int'| Seaway Trading Carpl U.S.P.Q.2d 1957 (T.T.A.B.
2009).

Here, the Federal Action is not dispositieé any issue before the Board in this
proceeding, nor does it have any bearing on this proceedihg. Federal Action is am rem
action in which the rights to the domain namestinfringement or consumer confusion—are at
issue. Seel5 U.S.C. § 1125(d)(2)(D)(i)ititing the remedies in am rem action such as the
present one to “a court order foetforfeiture or cancellation of ¢hdomain name or the transfer
of the domain name to the owner of the mark$ge( alsathe Amended Complaint attached as
Exhibit 2 (requesting in the prayer for relief prd transfer of the Defendant domain name to
Plaintiff)).

Furthermore, Petitioner is not a party in #ederal Action and, thefore, it cannot seek
the remedy that it seeks in this proceeding -cebation of the Registration. Usually, when a
plaintiff in a civil court action asserts tradark rights against a defendant based on a federal
trademark registration and the feledant disputes the plainti§f’ rights, the defendant will

counterclaim for cancellatioof the plaintiff's trademark registtion. However, in this unique



situation, where the defendant in the Federal Action is the Domain Name itself, and not
Petitioner, the Defendant domain name is unabfieta file a counterclaim seeking cancellation

of the Registration, just as itusmable to file a Petition for Caallation of the Registration before

the Board.

“A petition to cancel a regtration of a mark, statintpe grounds relied upon, may, upon
payment of the prescribed femg filed as follows by angersonwho belies that he is or will be
damaged...by the registration of a mark on theqgyal register.” 15 U.S.C. § 1064 (emphasis
added). The Lanham Act defines a “person” &giastic person as welhs a natural person.
The term ‘juristic person’ includes a firm, rporation, union, associati, or other organization
capable of suing and being sued in a court of law.” 15 U.S.C. § 1127. The term “person” also
includes the United States and the States, as well as their respective officers and emigloyees.
The Domain Name is not a natlperson, and it is not a “juristiperson” insofar as it is not a
firm, corporation, union, assoti@n or organization of any kindTherefore, the Domain Name
cannot file a Petition for Cancellation of the Regation, which is the reason that Petitioner
initiated this proceedingSeeMotion to Stay the Federal fion attached as Exhibit 1.

Similarly, while the Lanham Act provides theucts with the power to address trademark
registrations, this power only exigs to the rights ad “party” to the action. 15 U.S.C. § 11109.
However, the definition of “person” set forth aleoalso applies to “any other word or term used
to designate the applicant or other entitled tmenefit or privilege or rendered liable under the
provisions of [the Lanham Act]....” 15 U.S.C. § 1127. Thus, the “party” that may seek
cancellation of a trademark registration withire tbontext of a lawsuit is limited to juristic

persons and individuals, neither of which in@dadhe Domain Name. Therefore, the defendant



Domain Name cannot file a counterclaim for @afation in the Federalction, and also cannot
file a Petition for Cancellation before the Boarthis proceeding filed bfetitioner is the only
available process for completedyldressing the issues wigespondent’s fraudulently-obtained
and maintained Registration. Therefore, itves no purpose for the Board to suspend this
proceeding pending the outcometloé Federal Action because théssues will not be resolved
by the Federal Action.

In this uncommon situation, if the Petitioner is able to sssfodly assert its affirmative
defense in the Federal Action that the Registrats invalid and the mark in question is not
currently in use, and has nevsren used, by Respondent in Uni&dtes or interstate commerce
in connection with any goods or services, Rmigr will have to continue litigating this
Cancellation action before the Board or the Board may be left with the perverse result where a
trademark registration which a federal couketermined was fraudulently obtained and
maintained, and/or for a mark that was noedusn the United States, would remain on the
Principal Register.

On the other hand, the outcome of this prooegchay be dispositive, and at a minimum
will bear on, the Federal Action. This is because a threshold issue in the Federal Action is
whether Respondent hasyaprotectable rightsSeel5 U.S.C. § 1125(d)(2)(A)(i) (“The owner
of a mark may file an in remwal action against a domain namef. (i) the domain name violates
any right of the owner of a mar..”). The protectable rightasserted by Resndent in the
Federal Action are based upon Respent’'s Registration. If the Bod cancels thRegistration
as a result of Respondent’s fraud in praogirand maintaining the Registration, and/or

Respondent’s failure to use thmark that is the ubject of the Registration in interstate



commerce, such a determinatiorilwe dispositive of the Federal Action as Respondent will not
meet the threshold requirement to maintailA@PA action. This uncommon situation is unlike
the typical cases where a defendant accusedadérnmnark infringement in a civil court action
counterclaims for cancellation the civil action while simultaneolysfiling a petition to cancel
the registration before the TTAB, because heot only will the civil court action not be
dispositive of the TTAB proceeding, but the TTARcision will be relevant and useful to the

Federal Action if it proceedafter the TTAB decision.

CONCLUSION

Simply put, there is no good cause to suspend this proceeding, but many reasons that it
should continue before the Board. BecauseRéderal Action only resolves ownership of the
Domain Name — and does not fully address #isags raised in this Cancellation, the Federal
Action is not dispositive of, nor does it bear on, this proceeding. Similarly, suspending this
proceeding would not promote judicial economyconserve any resources. Indeed, suspension
of this proceeding will have the opposite result — duplicative proceedings and the unnecessary
expenditure of resources by the Board, the Court presiding over the Federal Action and the
parties in this proceeding, as the Board will eventually have to decide this proceeding regardless
of the outcome of the Federal Action. Accordingly, Petitioner respectfully requests the Board to

deny Respondent’s Motion to Suspend this proceeding.



Respectfully submitted,
REEF RESIDENCES MANAGEMENT LTD

Dated: July 22, 2014 ByMarc H. Trachtenberg/
Marc H. Trachtenberg
Daniel I. Schloss
Kevin J. O’'Shea
Petitioner’s Attorneys
GREENBERG TRAURIG, LLP
77 West Wacker Drive
Chicago, IL 60601
(312) 456-1020
trachtenbergm@gtlaw.com




CERTIFICATE OF SERVICE

Date: July 22, 2014

The undersigned hereby certifies that a &iné correct copy of the foregoing has been
served by first class mail, postage prepai, 22nd day of July 2014 upon Respondent at the
following correspondence addeof record in TTABVue

BRIAN J RAYMENT

KIVELL RAYMENT & FRANCIS PC
7666 E 61ST STREET, SUITE 550
TULSA, OK 74133-1138

/MarcH. Trachtenberg/
Marc H. Trachtenberg
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IN THE UNITED STATE®ISTRICT COURT
FOR THE NORTHERN DIRRICT OF ILLINOIS
EASTERN DIVISION

THE PROPRIETORS OF STRATA
PLAN NO. 36, a Turks and Caicos

Corporation,

Plaintiff Case: 1:13cv-8669

CORALGARDENS.COM (Internet
Domain Name),

)
)
)
)
)
)
V. )
)
) Judge Robert Gettleman
)

)
Defendant—In Rem. )

DEFENDANT'SMOTIONTO STAY
PENDINGCANCELLATIOMCTIONFILEDIN THETTAB

Defendant domain name <coralgardens.com> respectfully moves the Court thistay t
action pending the outcome of arallation proceeding filed in the Trademark Trial and
Appeal Board of the U.S. Patent and Trademark Office. The TTAB will addressshdld
issue in this litigationj.e., whether Plaintiff has any valid federal trademark rights that would
support itsclaim that the Defendant domain name should be transferred to Plaintiff. $aisca
in its earliest stages, with the parties having served written discovery. dsthygraction will
provide the Court the benefit of the TTAB’s ruling in the Cancellation, while pmieggjudicial
resources that would otherwise be expended addressing this case. Moreoverittéine wr
discovery taken to date in this action can be used in the Cancellation, and the disceveny tak
the Cancellation can be used in this case, in the unlikely event that this cesedgrafter the
TTAB'’s ruling.

The complete bases for Defendant's Motion are set forth in the accompanying

Memorandum in Support of Defendant’s Motion to Stay Pending the Cancellation Action.
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WHEREFORE, Defendant <coralgardens.com> respectfully asks the Court to stay this
action pending the outcome of the Cancellation.

Dated: June 16, 2014 Respectfully submitted,

/s/Kevin J. O’'Shea

Marc H. Trachtenberg

Kevin J. O’'Shea
GREENBERG TRAURIG, LLP
77 WestWacker Drive

Suite 3100

Chicago, 1L60601

Phone (312) 456-3400

Attorneys for Defendant CORALGARDENS.COM
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CERTIFICATE OF SERVICE

| hereby certify that on June 16, 2014, the foregoing was served on Plaintiff's counsel of
record via the Court’s ECF system:

Dana L. Kurtz, Esq.

KURTZ LAW OFFICES, LTD.
32 Blaine Street

Hinsdale, lllinois 60521
Phone: (630) 323-9444

Fax: (630) 604-9444

E-mail: dkurtz@kurtzlaw.us

Brian J. Rayment, Esq.

KIVELL, RAYMENT & FRANCIS, P.C.
7666 East 61St., Suite 550

Tulsa, OK 74133

Phone: (918) 294-0047

Fax: (918) 254-7915

Email: brayment@kivell.com

/s/ Kevin J. O'Shea
Kevin J. O'Shea
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IN THE UNITED STATE®ISTRICT COURT
FOR THE NORTHERN DIRRICT OF ILLINOIS
EASTERN DIVISION

THE PROPRIETORS OF STRATA
PLAN NO. 36, a Turks and Caicos

Corporation,

Plaintiff Case: 1:13cv-8669

CORALGARDENS.COM (Internet
Domain Name),

)
)
)
)
)
)
V. )
)
) Judge Robert W. Gettleman
)

)
Defendant—In Rem. )

DEFENDANT'SMEMORANDUMOFLAW IN SUPPORTOF
ITSMOTIONTO STAYPENDINGCANCELLATIOMCTIONFILEDIN THETTAB

Plaintiff fraudulently obtained, and continues to maintain, the U.S. tradewswgistration
that it asserts in this action. Plaintiff has repeatedly submitted declaraticrecton with its
U.S. trademark registration that contain factual assertions which ®lamtivs are false, and
the U.S. Patent and Trademark Office helged on these false statements to initially grant, and
to continue allowing Plaintiff to maintain, the trademark registration that Plaintéftadsere.
Moreover, Plaintiff has not used the mark that is the subject of its registratibtve idnited
States for at least three years, leading to abandonment of the mark. Thelafoté, oes not
have any valid federal trademark rights that would support its claim in this.action

However, the Lanham Act does not allow the Defendant domain name to féehe
counterclaim seeking cancellation of Plaintiff's federal trademark refystria this action or to
file a Petition for Cancellation of Plaintiff's registration in the Trademark Trial Appeal
Board of the U.S. Patent and Trademark Office (“BI’A Therefore, the thirgbarty owner of
the Defendant domain name filed a Petition for Cancellation in order tosadihe threshold

issue of Plaintiff's rights, or lack thereof, in the registration that Plairggéds as the basis for
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its claim in tis action. Due to thim remnature of this case, the Cancellation proceeding is the
only available process for addressing the issues with Plaintiff's frantutebtained and
maintained trademark registration.

The Court should stay this action pending the outcome of the Cancellation so that the
TTAB may bring its expertise to bear on the threshold questions of whetherfPanatilemark
registration was fraudulently obtained, is being fraudulently maintasredi, whether Plaintiff
has abandoned its U.S. trademark registration due to its failure to use the maddasmark in
the United States. This action is in its earliest stages, with the parties havied geitten
discovery. Moreover, the written discovery taken to date in this action can be used in the
Cancellation, and the discovery taken in the Cancellation can be used in this case, ikehe unli
event that this case proceeds after the TTAB’s ruling. The TTAB has issuedialscherder,
pursguant to whichall discovery, including expert discovery, will be completed by February 16,
2015. Staying this action will provide the Court the benefit of the TTAB'’s rulinghen t
Cancellation, while preserving the Court’s and the parties’ resolirces.

BACKGROUND

Registration Of The Defendant Domain Name And Development And Use Of The
Associated Website

This is the latest in a longstanding and complex set of actions in jurisdictmnsdahe
world, including in the courts and Trademark Office of the Turks & Caicos Islands, tHd Wor
Intellectual Property Organization (“WIPQ”) (Case No. D2@1®0), and the U.S. District
Court for the Eastern District of Virginia (Case No. 1639550 (AJTTRJ)).

Plaintiff is a “statutory body corporate” with its principplace of business in
Providenciales, Turks and Caicos Islands, British West Indies. (Dkt. No. 33, 2d Am. Cdmpl., 1

3, 5.) Plaintiff is essentially a homeowners association comprised of thesavfrmendominium

! Plaintiff has indicated that it will oppose this motion.
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units in a Turks and Caicos resort nami€bral Gardens Resort” and its sole business is to
manage the property on behalf of the individual owndds, { 5.)

Reef Residences Resort Management Ltd (‘RRRM”), a Turks and Caicos corporat
owns and controls the Defendant domain name <coralgardens.com>. (Dkt. No. 37, Answer to 2d
Am. Compl., T 4.) RRRM is owned by the Karnehm family, whose members aracitze
Canada and Turks and Caicodd. (explaining that certain members of the Karnehm family are
citizens of Canada and others are eitig of Turks and Caico$).

Karnehm developed and built a condominium resort on Grace Bay Beach, adjacent to a
reef knows as the coral gardens, in the Turks and Caicos Islands in the 1990s. (%11, 2/
Decision of the World Intellectual Property Orgaation denying Plaintiff's claim for the
Defendant domain name (“WIPO Decision”), atsge alsoDkt. No. 37, Answer to 2d Am.
Compl, 1 6.) In connection with the development of the resort, Karnehm registered Bimata P
No. 36 in Turks and Caicos, bringing Plaintiff into existence. (Ex. 1, WIPO Decisi¢h) at
Units in the resort were sold to the public, and owners became shareholders df.PIgidt)
Karnehm developed and managed the resort through White House Condominium Management
Ltd. (“White House”), a Turks and Caicos corporation owned by Karnehad:,. sée alsaDkt.

No. 37, Answer to 2d Am. Compl., {1 6.) From the inception of Plaintiff through 2006, White
House was the resort’s property management company. (Ex. 1, WIPQobgats2;see also

Ex. 2, 1/11/11 Declaration of Leanne Karnehm submitted to WIPO in Case No.-R28020
(“Karnehm Dec.”), 11 3,4.) As the property management company, White House pdrtheme
typical duties of a condominium association, such as maintaining the commonlaraddition

to serving as the property manager for the resort, White House alsatephandled sales of

2 For convenience, the Karnehm family members are referred to collectivelyaasettn.”
3 Karnehm continues to own a number of condominium units in the Coral Gardens Resort.
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condominium units in the resort and promoted and administered rentals of units irothenmes
behalf of the unit owners.Id;; see ado Ex. 2, Karnehm Dec., 1 3,4.)

In 1998, Karnehm retained Ion Design, a design firm located in Vancouver, Camada
register the Defendant domain name on behalf of White House, and to develop theeassociat
website, including creating various logos toused on the website. (Ex. 2, Karnehm Dec.,-1 5
7; see alsEx. 3, 1/11/11 Declaration of David Coates submitted to WIPO in Case No. D2010
2180.) Karnehm, through White House and its succeamsed the Defendant domain name
and the associated websiteat they had developed to promote rentals of units in the Coral
Gardens Resort owned by Karnehm and other condominium owners. (Ex. 1, WIPO Decision, at
2; Ex. 2, Karnehm Dec., 1 4.) A successor of White House, Coral Gardens Resoreriamag
Ltd. (“CGRM"), received Turks and Caicos Trademark Registration No. 14,854 for tike mar
CORAL GARDENS AN INTIMATE ISLAND RETREAT ON GRACE BAY and Design, on

February 14, 2007:

=
((or-a e

(l!‘f ens
imale dillindl
(Ex. 4.)

In 2006, disputes arose between certain unit owners, including Plaintiff’ seloBnan
Rayment, on the one hand, and Karnehm and White House on the other hand. (Ex. 1, WIPO
Decision, at 2; Ex. 2, Karnehm Dec., § 8.) In March, 2005, Plaintiff applied to registeatke m
“Coral Gardens” in Turks and Caicos. (Ex. 1, WIPO Decisir8.) White House opposed the

registration the following month. Id.) In August, 2007, six months after granting the above

* In May, 2005, White House changed its name to Coral Gardens Resort Managesent Lt
which was changed to Reef Residences Resort Management Ltd in 2009.
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trademark registration to CGRM, the Turks and Caicos Trademark @#ited the opposition
and granted Plaintiff a registratidior the mark “Coral Gardens” solely for “condominium
complex services.” (Ex. 5, Plaintiff's Turks and Caicos Trademark Regsira

During this time, Karnehm began developing another resort prefReef Residences
Resort—in Turks and Caicos, and retained White House to manage rental of the units at Reef
Residences Resort. (Ex. 1, WIPO Decision, at 2.) In connection with these efforishida
registered the domain name “reefresidence.com” in 2007, and retained White Houws®age m
rental of the ung at Reef Residencedd( see alsdEx. 6, Registration Confirmation.)

While the opposition was pending, in 2006, the owners of Plaintiff voted to replace
CGRM as the resort’s property management company. (Ex. 1, WIPO Decision, GGBRM
was replacedy a property management and rental company named Coral Destinations Ltd.
(“Coral Destinations”), which was subsequently replaced by Seagate &taeag Co. Ltd.
(“Seagate”), which is a property management and rental company operateihtiff' Blcounsel
Mr. Rayment, and in which Defendant understands that Mr. Rayment has a financest.inter
Coral Destinations and, subsequently, Seagate demanded that Karnehm tinenBfefendant
domain name from CGRM to Plaintiff. (Ex. 1, WIPO Decision, at 3; EKaPnehm Dec., { 8.)
Karnehm has consistently refused all such demandsg. (

In 2007, after Karnehm rebuffed Coral Destinations’ and Seagate’s demandssfertra
the Defendant domain name to Plaintiff, Seagate registered the confusmitly domainname
<coralgardensongracebay.com> and began operating a website that used logosiahtost i
to those on Karnehm’s website, as well as photographic materials owned hghitarto
promote rentals of condominium units at the Coral Gardens resort. (Ex. 2, Karnehnf[®ec.,

10.) Thus, Seagate has placed itself into direct competition with Karnehm, includragrape
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competing website with a confusingly similar domain name and marketing materi@d ftom
Karnehm.
I. Previous Proceedings

Plaintiff sued CGRM and individual members of the Karnehm family on May 15, 2009 in
the U.S. District Court for the Eastern District of Virginia. (Ex. 7, Amendeah@aint in Case
No. 1:09¢cv-00550AJT-TRJ, E.D. Va.) Plaintiff alleged various violations of the ham Act
and, separately, trademark infringementd.)( The defendants moved to dismiss for lack of
personal jurisdiction, which the court granted on October 16, 2009. (Ex. 8, Memorandum
Opinion.)

Plaintiff then filed a complaint against the Defendant domain name with the WIPO
Arbitration and Mediation Center pursuant to the Uniform Domain Name Dispute Resoluti
Policy, on December 14, 2010. (Ex. 1, WIPO Decision, at 1.) Plaintiff was required to prove
that (i) the Defendant domain name “is identical or confusingly similar to a traklemservice
mark in which [Plaintiff] has rights[,]” (i) Karnehm “has no rights or legitimaiterests in
respect of” the Defendant domain name, and (ii) that the Defendant domain name “was
registered in bad faith arfféas] being used in bad faith.”ld( at 3°) The WIPO Panel found
that Karnehm had not registered the Defendant domain name in bad faith and, thexjefcies
Plaintiff's complaint. [d. at 7.)

Finally, Plaintiff filed the present lawsuit ddecember 4, 2013. (Dkt. No. 1.) After
various procedural matters were resolved, Plaintiff filed its Second Amenoegbl&nt on

March 25, 2014. (Dkt. No. 33.) Since then, Plaintiff has served, and Defendant has responded

®> The WIPO action was originally filed against Gift2Gift Corp. becahseDefendant domain
name had been accidentally transferred to that company. (Ex. 2, Karnehm Deel6Y))] 4
view of the unintentional nature of the transfer, the WIPO Panel also addkssezhm’s
relevant interests. (Ex. 1, WIPO Decision, at 4-5.)
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to, written discovery, and Defendant has served written discovery in the forreqok&s for
Production and Interrogatoriés.Defendant has begun producing documents and Plaintiff has
served a 30(b)(6) deposition notice.
[I. Plaintiff's U.S. Trademark Registration

Plaintiff filed anapplication to register the mark “Coral Gardens” in the U.S. Patent and
Trademark Office on April 25, 2008. (Ex. 9, Plaintiff's Application.) Plaintifieelon its
Turks and Caicos trademark registration to file its U.S. application pursuanttionSete) of
the Lanham Act, 15 U.S.C. 8§ 1126(e), which provides that “[a] mark duly registered in the
country of origin of the foreign applicant may be registered on the princigatae if
eligible...” (Id. at 2.) Plaintiff was required to submit swoné@irmation that (a) Plaintiff was
the owner of a mark which was duly registered in its country of oragid,that its country of
origin is a party to any convention or treaty relating to trademadde tor commercial names,
or the repression of unfair competition, to which the United States is also aqraetxtends
reciprocal rights to; (b) to the best of his/her knowledge and belief no other person, fir
corporation, or association has the right to use the mark in commerce, either imticaliftem
thereof or in such near resemblance thereto as to be likely, when used on or in connection with
the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive;
and (c) Plaintiff had a bona fide intent to use the n@&@RAL GARDENS in commerce for all
of the following services:

Real estate management of condominium complexes in International Class
36; and

Providing temporary lodging services in the nature of a condominium
hotel complex in International Class 43.

(“Plaintiff's Alleged Services”; Ex. 9, Plaintiff's Applicatiof.

® Plaintiff's Responses are due on June 23, 2014.
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However, Turks/Caicos Islands it a party to any convention or treaty relating to
trademarks, trade or commercial names, or the repression of unfair campétitwhich the
United St#es is also a party, or extends reciprocal rights to. (Ex. 10, list of treatesded to
Turks and Caicos Islands.) Indeed, Plaintiff's Turks and Caicos tradematkaton states on
its face that it “is not for use in legal proceedings or for obtaining registrabroad.” (EXx. 5,
Plaintiffs Turks and Caicos Registration, at 2.) Moreover, as set forth abowetifPlaas
certainly aware of the use of the Defendant domain name and associated “Coral"Gaadesis
and logos, including the trademark covered by CGRM'’s registration, since 19@therf-the
application appears to have been filed without the approval of Plaintiff's Executiveni@e&)
in violation of Plaintiff's Bylaws.

Based on Plaintiff's false statements, the USPTO grantedtiflalr5. Registration No.
3,546,491 for the mark “Coral Gardens” on December 16, 2008. (Ex. 11, Plaintiffs U.S.
Registration.) On December 16, 2013, Plaintiff filed with the USPTO a Combinedr&rxia
of Use and Incontestability under Sections 8 &it%he Lanham Act (“DOU”), alleging that it
was then using in commerce the mark “Coral Gardens” for all of the Class 36 asd4Blas
services identified in its application. (Ex. 12, DOU.) Plaintiff submitted a s@ecof use with
its DOU, as required to show that the mark is being used, along with a sworn staternére
specimen was “a(n) Website maintained by the registrant using the mark f@dtant goods
and services.” I¢., at Specimen.) However, the specimen is a screenshot of the ewvebsit
displayed on the domain name coralgardensongracebay.com, which is owned and operated by
Seagatenot Plaintiff. Indeed, Plaintiff is not using the mark “Coral Gardens” in the United

States in any manner, and specifically not in connection with “reateeshanagement of

" The Application as filed initially claimed “Real estate marketing services in the dield
condominiums” in Class 035 and “real estate management” in Class 036, which wgedctman
the services listed above by an Examiner's Amendment dated August 22, 2008.
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condominium complexes” and “providing temporary lodging services in the nature of a
condominium hotel complex,” which are the services identified on the registration. 11Ex
Plaintiff's U.S. Registration.)

Karnehm, through RRRM, filed on June 11, 2014 a Petition to Cancel Plaintiff's U.S.
registration on the bases that the registration was fraudulently obtained #ralektent that the
registration was ever proper, Plaintiff has abandoned the registraticesdtaof noruse of tle
mark. (Ex. 13, Cancellation Petition.) The TTAB has issued a scheduling order, puosuant
which all discovery, including expert discovery, is to be completed by February 16, 2015. (Ex.
14, TTAB Order, at 2.)

ARGUMENT

LEGAL STANDARDS

A. Cancellation Proceeding

“A petition to cancel a registration of a mark, stating the grounds reliedl, npay, upon
payment of the prescribed fee, be filed as follows bypmrgonwho belies that he is or will be
damaged...by the registration of a mark on the principal register.” 15 U.S.C. 8elfiphasis
added). The Lanham Act defines a “person” as a “juristic person as well asra patson.

The term ‘juristic person’ includes a firm, corporation, union, association, or othernzatyen
capable of suing and being sued in a court of law.” 15 U.S.C. § 1127. The term “person” also
includes the United States and the States, as well as their respective officenspdoykes.|d.

The Defendant domain name is not a natural person, and it is not a “juristic person”assbfar

is not a firm, corporation, union, association or organization of any kind. Therefore, the
Defendant domain nameannot file a Petition for Cancellation of Plaintiff's trademark

registration, which is the reason that RRRM filed the @atit
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There also does not appear to be any basis for the Defendant domain name to file a
counterclaim in thisn remaction for cancellation of Plaintiff's registration. While the Lanham
Act provides the courts with the power to address trademark registrations, this qadwer
extends to the rights of a “party” to the action. 15 U.S.C. § 1119. However, the definition of
“person” set forth above also applies to “any other word or term used to deslgnaggplicant
or other entitled to a benefit or privije or rendered liable under the provisions of [the Lanham
Act]....” 15 U.S.C. § 1127. Thus, the “party” that may seek cancellation of a trademark
registration within the context of a lawsuit is limited to juristic persons and indigidneither
of which includes the Defendant domain name. Therefore, the Defendant domain name cannot
file a counterclaim for cancellation in this action, and also cannot file a RdbticCancellation
in the TTAB, leaving the TTAB cancellation proceeding filed by the Defehdomain name’s
owners as the only available process for addressing the issues with Rafrdiftfiulently
obtained and maintained trademark registration.

B. Motion to Stay

The Court “has broad discretion to stay proceedings as an incident to é@stpaentrol
its own docket.” Select Retrieval, LLC v. ABT Elechlo. 1tcv-03752, 2013 WL 6576861, *3
(N.D. lll. Dec. 13, 2013)duoting Clinton v. Jone$20 U.S. 681, 706 (1997)). “The power to
order that proceedings be stayed to abide proceediragsther court is not limited to situations
where the parties in the two causes are the same and the issues ideltticq@uoting Radio
Corp. of Am. v. Igge217 F.2d 218, 220 (7th Cir. 1955) (explaining that “[tihe power to stay
proceedings is incidental to the power inherent in every court to control the tdspasithe
causes on its docket with economy of time and effort for itself, for counsel antgants.”)).

In deciding whether to stay an action, courts consider: “(i) whether avgtaynduly prejudice

or tactically disadvantage the namoving party, (i) whether a stay will simplify the issues in

10
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guestion and streamline the trial, and (iii) whether a stay will reduce tderbof litigation on
the parties and on the courtld. (quoing Pfizer, Inc. v. Apotex, Inc640 F.Supp.2d 1006, 1007
(N.D. lll. 2009)).

Defendant recognizes that “[c]ourts differ on whether trademark infringeagions
should be stayed pending TTAB proceedingddlan, LLC v. EZ Moving & Storage West, Inc.
No. 0570982, 2005 WL 2063949, *2 (E.D. Mich. Aug. 24, 2005) (collecting and discussing
cases from multiple jurisdictions). Molan, the court agreed with the reasoning of courts that
had denied a stay pending TTAB proceedingk.at *3. In particular, the court was persuaded
by the reasoning that “[a] stay is not proper as, ‘[t|he particular areaiathsse—the likelihood
of consumer confusieris one within the conventional competence of the courtsl.”(quoting
The Spring Air Co. v. Englander Licensing LUgo. 01 C 7140, 2001 WL 1543510, *2 (N.D.

lll. Nov. 29, 2001)). The court also considered that “[w]lhen a case involves infriamgeftine
interest in prompt adjudication far outweighs the value of having the views of thé8[T'TAd.
(quoting Spring Air2001 WL 1543510 at *3 (internal quotations omitted)).

However, this is am remaction in which the rights to the Defendant domain ramet
infringement or consumer confusierare at issue.Seel5 U.S.C. § 1125(d)(2)(D)(i) (limiting
the remedies in aim remaction such as the present one to “a court order for the forfeiture or
cancellation of the domain name or the transfer of the domain name to the owner of thg mark.”
(see alsdkt. No. 33, 2d Am. Compl, at 12 (requesting in the pragerdlief only a transfer of
the Defendant domain name to Plaintiff)). The threshold issue in this action is miblatingff
has any protectable right§eel5 U.S.C. § 1125(d)(2)(A)(i) (“The owner of a mark may file an
in rem civil action against a dmin name...if (i) the domain name violates any right of the
owner of a mark....”). The TTAB is particularly wellited to determine whether Plaintiff

obtained, and continues to maintain, its U.S. trademark registration by frauduletd, raed

11
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whether Plaitiff has abandoned any rights that it may have had in the mark as a result of non
use. Therefore, unlike cases where a defendant accused of trademark infringkexsieat f
cancellation action in the TTAB and seeks a stay of the district court action] AsTruling

in the Cancellation will be relevant and useful if this case proceeds afteulthgt r

I1. The Court Should Stay This Action Pending The Outcome Of The Cancellation So

That The Parties Can Fully Address The Threshold Issue Of Whetheprlaintiff Has
Any Trademark Rights

A. A Stay Will Neither Unduly Prejudice Nor Tactically Disadvantage Plaintff

Plaintiff will not be prejudiced or disadvantaged by a stay of this action pending the
outcome of the Cancellation. Karnehm registered theridleint domain name sixteen years ago,
in 1998, and has used it continuously since then. Plaintiff began demanding a transfer of the
domain name in 2006eight years agoand has filed multiple actions trying to take the
Defendant domain name from Karnehm. In all that time, however, Plainsifhbaused the
mark covered by its U.S. registration in the United States for the servigetfiedein the
registration, namely “real estate management of condominium complexes” anddiimgy
temporary lodging services in the nature of a condominium hotel complex.” IndeediffPlai
does not have any presence in the United States and engagesommerce in the United
States. $ee generallyDkt. No. 33, 2d Am. Compl.) Thus, the only prejudice or tactical
disadwantage to Plaintiff will be that it will have to address the fraudulent nature of its
registration and maintenance of the registration, as well as itas®of the registered mark in
the Cancellation, neither of which would Plaintiff have to address in thisnabgcause the
Defendant domain name cannot file a counterclaim for cancellation. However, laeandyéss
issues that foreclose Plaintiff’'s claims in this action is not the type of prejodi¢actical

disadvantage that this factor is intended to prevent.

12
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On the other hand, by staying this action pending the outcome of the Cancellation, the
parties will expend fewer resources, and the Court will not have to address isshe=irby the
Cancellation proceeding. Moreover, the TTAB follows Federal Rule of Civilddoe 26 in
connection with discovery and allows depositions, requests for production and se¢quasnit.

See generalh 87 C.F.R. 2.120(a)(1);sée alsoTrademark Trial and Appeal Board Manual of
Procedure, Rev. 2, June 2013, Chapter 400 (“Discovery”), available at
uspto.gov/trademarks/process/appeal/Preface_ TBMP.jsp). Therefore, ties palt conduct
discovery and they will have an opportunity teseaall relevant issues before the TTAB.

Rather than prejudicing Plaintiff or placing Plaintiff at a tactical disadvantégejirey
the Cancellation to proceed while staying this litigation provides the parties axfpsssiwe
procedure for addressing tissues, and provides the Court the benefit of the TTAB'’s ruling in
connection with the threshold issue in this matter, namely whether Plaintiinyasghts in a
U.S. trademark that would support transferring the Defendant domain name tofPlaintif

B. A Stay Will Simplify The Issues Considerably And Streamline Any Trial In
This Action

As noted above, the question of whether Plaintiff has any rights that would support its
claim under the ACPA is the threshold issue in this caSeel5 U.S.C. § 1125(d)jRA)(i)
(“The owner of a mark may file an in rem civil action against a domain nafh{g.the domain
name violates any right of the owner of a mark....”). The Petition for €llation addresses this
issue directly, raising significant questions regarding whether Plaintdfradat, and continues to
maintain, its U.S. registration by means of false statements, as well as whetheif Rés
abandoned its use, if there ever was any, of the registered mark. If theCEh&&s Plaintiff’s

registration bask on one or both of these bases, Plaintiff will no longer be able to assert the

13
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registration as the basis for its ACPA claim in this acfiomdeed, even if the TTAB rejects
both bases for cancelling Plaintiffs mark, the discovery that the parties diakng the
Cancellation and the TTAB’s ruling will streamline this matter. Therefore, tlti®rfalso
supports staying this action pending the outcome of the Cancellation.

C. A Stay Will Lessen The Burden On The Parties And The Court

By staying this action while the Cancellation proceeds, the Court will allow all of the
interested parties to participate in addressing the relevant issues, whiieaijyireducing the
parties’ expenses and the burden on the Court. For example, the Court will ntat daakwith
discovery disputes that will be addressed by the TTAB, and the Court will be alie jodial
notice of the TTAB’s relevant rulings.

Further, the expense of a Cancellation proceeding is significantly leggefparties than
a federal cart lawsuit. The American Intellectual Property Law Associationnbgceeported in
its birannual survey that the average cost for trademark litigation in Chicago is $485,000.00 fo
each party. (Ex. 15, AIPLA Survey all61°%) By contrast, the averag®st for a cancellation
proceeding is $227,000.00 for each partid. &t F169.) Even considering that this action may
cost less than a typical trademark infringement suit because it iis i@m action against a
domain name, the differences in costsdach party are very substantialThus, this factor, like

the others, supports staying this action pending the outcome of the Cancellatiodipgocee

8 After its registration is cancelled, Plaintiff might be able to assert that it has colamaights
in the mark sufficient to support an ACPA claim. However, if Plaintiff abandoned ttie aza
appears to be the case, Plaintiff will also not have any common law rightg tpoa.

® Courts have routinely relied on this surve$ee, e.g., Hickory Farms, Inc. v. Snackmasters,
Inc., No. 05 C 4541, 2008 WL 4542961, *12 (N.D. lll. Apr. 2, 2007) (relying on AIPLA survey
in the context of determining the appropriateness of attorneys’ fee petition rademark
infringement case)Mathis v. Spears857 F.2d 749, 7556 (Fed. Cir. 1988) (relying on the
AIPLA survey in the context of an appeal of a patent infringement lawsuit).

19 Notably, Plaintiff's initial wave of written discovery included 25 Requests fodiction, 16
Interrogatories, and 15 Requests to Admit. Therefore, Plaintiff is noingehis action as if it

14
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CONCLUSION

A threshold issue in this actieawhether Plaintiff has any valid federal trademark rights
that would support its claim that the Defendant domain name should be transferredti-Plai
will be addressed by the TTAB in the Cancellation, which will be conducted msearpartes
proceeding, with discovery pursuant to Federal Rule of Civil Procedure 26 and oppartonitie
full discovery. The Cancellation will be less expensive for the parties, wWinlerzg the Court
to consider the TTAB’s ultimate ruling regarding Plaintiffs fraudulent regisin and
maintenance of its registration, as well as Plaintiff's lack of use of the registark that it is
asserting in this litigation. Simply put, there is no reason not to stay this actidmgéehe
outcome of the Cancellation, and every reason to stay this action.

Dated: June 16, 2014 Regpectfully submitted,
[s/Kevin J. O’'Shea
Marc H. Trachtenberg
Kevin J. O’'Shea
GREENBERG TRAURIG, LLP
77 West Wacker Drive
Suite 3100

Chicago, 1L60601
Phone (312) 456-3400

Attorneys for Defendant CORALGARDENS.COM

is a lowcost litigation.
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CERTIFICATE OF SERVICE

| hereby certify that on June 16, 2014, the foregoing was served on Plaintiff's counsel of
record via the Court’s ECF system:

Dana L. Kurtz, Esq.

KURTZ LAW OFFICES, LTD.
32 Blaine Street

Hinsdale, lllinois 60521
Phone: (630) 323-9444

Fax: (630) 604-9444

E-mail: dkurtz@kurtzlaw.us

Brian J. Rayment, Esq.

KIVELL, RAYMENT & FRANCIS, P.C.
7666 East 61St., Suite 550

Tulsa, OK 74133

Phone: (918) 294-0047

Fax: (918) 254-7915

Email: brayment@kivell.com

/s/ Kevin J. O'Shea
Kevin J. O'Shea
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WIPO

ARBITRATION WORLD
AND INTELLECTUAL PROPERTY
MEDIATION CENTER ORGANIZATION

ADMINISTRATIVE PANEL DECISION

The Proprietors of Strata Plan No. 36, A Turks and Caicos Corporation v.
Gift2Gift Corp.

Case No. D2010-2180

1. The Parties

The Complainant is The Proprietors of Strata Plan No. 36, A Turks and Caicos Corporation, Turks & Caicos
Islands, Overseas Territory of the United Kingdom of Great Britain and Northern Ireland, represented by
Jenkins Marzban Logan LLP, Canada.

The Respondent is Gift2Gift Corp., Vancouver, British Columbia, Canada, represented by John Berryhill,
United States of America.

2. The Domain Name and Registrar

The disputed domain name <coralgardens.com> is registered with DomainPeople, Inc. (the "Registrar”).

3. Procedural History

The Complaint was filed with the WIPO Arbitration and Mediation Center (the “Center”) on

December 14, 2010. On December 15 and 17, 2010, the Center transmitted by email to DomainPeople, Inc.
a request for registrar verification in connection with the disputed domain name. On December 17, 2010, the
Registrar transmitted by email to the Center its verification response confirming that:

(a) the disputed domain name is registered with it;

(b) the Respondent is listed as the registrant and providing the contact details; and

(¢)  English is the language of the registration agreement.

The Center verified that the Complaint satisfied the formal requirements of the Uniform Domain Name
Dispute Resolution Policy (the “Policy” or “UDRP"), the Rules for Uniform Domain Name Dispute Resolution
Policy (the “Rules”), and the WIPO Supplemental Rules for Uniform Domain Name Dispute Resolution Policy

(the “Supplemental Rules").

In accordance with the Rules, paragraphs 2(a) and 4(a), the Center formally notified the Respondent of the
CHI 64791956v1
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Complaint, and the proceedings commenced December 22, 2010. In accordance with the Rules, paragraph
5(a), the due date for Response January 11, 2011. The Response was received by the Center on
January 12, 2011, '

The Center appointed Warwick A. Rothnie, Antony Gold and Frederick M. Abbott as panelists in this matter
on February 11, 2011. The Panel finds that it was properly constituted. Each member of the Panel has
submitted the Statement of Acceptance and Declaration of Impartiality and Independence, as required by the
Center to ensure compliance with the Rules, paragraph 7.

On January 18, 2011, the Complainant submitted an unsolicited supplemental filing.
On February 12, 2011, the Respondent submitted an unsolicited supplemental filing.

On February 18, 2011, the Complainant submitted a second unsolicited supplemental filing.

4. Factual Background

The Complainant is a body corporate administering the strata plan for a condominium (which appears to be
largely a holiday resort in the exotic, tropical West Indies) known as "Coral Gardens" or “Coral Gardens
Resort”.

The disputed domain name was originally registered on June 30, 1998 by “Coral Gardens”. The precise
legal entity which registered the disputed domain name is unclear, but it is clear that it was registered by
either a member of the Karnehm family or one of their corporate vehicles.

Around the same time as the disputed domain name was first registered, the Karnehm family began
developing a tract of land on Grace Bay Beach in the Turks and Caicos Islands, as a condominium resort
adjacent to a reef known as the coral gardens. At that time, the Karnehms subdivided land comprising the
resort by registration of Strata Plan No. 36 and the Complainant came into existence to administer that.

Following registration of the strata plan, units were sold to the public and the purchasers became
shareholders or members of the Complainant. The Karnehm family maintain ownership of some units in the
resort, apparently being the largest owner, but not a majority owner.

In 2001, the Karnehm family incorporated White House Condominium Management Ltd as the holiday and
rental manager for the resort.

From registration of the disputed domain name until 2005, the disputed domain name resolved to a website
promoting the Coral Gardens resort only.

Disputes developed between the Karnehms and White House Condominium Management Ltd, on the one
hand, and the other shareholders in the Complainant in 2005.

The precise chronological order is not entirely clear from the documents, but there appear to have been two
key developments.

The Karnehms began developing and promoting a new resort, initially described as “Coral Gardens Villas —
Phase 3 Development” adjacent to the Coral Gardens resort. It was a separate development from and not
part of Strata Plan No. 36. Very early on it became known as the "Reef Residences Resort”. White House
Condominium Management Ltd was also engaged to manage rental of units at the Reef Residences.

Around this time, the use of the disputed domain name changed to promote, or promote also,
accommodation at the Reef Residences Resort.

CHI 64791956v1
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In March 2005, the Complainant's "predecessor" applied to register the Turks and Caicos Islands trade mark.
White House Condominium Management Ltd opposed registration of that trademark in April 2005. In May
2005, White House Condominium Management Ltd changed its name to Coral Gardens Resort Management
Ltd. Ultimately, the Court of Appeal for the Turks and Caicos Islands rejected the opposition and upheld
registration of "Coral Gardens” in respect of condominium complex services in the Complainant's name in
August 2007. This registered trademark, No. 13,879 is still valid and subsisting.

In 20086, the members of the Complainant, by majority, voted to terminate the appointment of White House
Condominium Management Ltd (now known as Coral Gardens Resort Management Ltd) as manager of the
Complainant's resort. This is said to have occurred in February 2006, on 90 days' notice; although actual
transfer did not take place until September 2006.

On December 16, 2008, the Complainant secured registration in the United States of America ("USA”) of
Trademark No. 3,546,491 “Coral Gardens” in respect of real estate management services in International
Class 36 and providing temporary lodging services in International Class 43.

Requests had been made for the transfer of the disputed domain name to the Complainant in 2005 and 2006
and following the Court of Appeal decision. These were rejected. Following registration of the trademark in
the USA, a formal letter of demand seeking transfer was sent on January 13, 2009. That demand was also
unsuccessful.

On May 3, 2009, the registration of the disputed domain name was transferred to the Respondent using a
different, non-US based registrar. It is not contentious between the parties that this was done, on legal
advice, to avoid the courts in the USA having jurisdiction. The administrative contact for the disputed domain
name following transfer is a member of the Karnehm family. Her husband is the Chief Operating Officer of
the Respondent.

On May 15, 2009, the Complainant brought proceedings in the US Federal Court, amongst other things,
seeking transfer of the disputed domain name. These proceedings were summarily dismissed for want of

personal jurisdiction over the named respondents.

On October 1, 2010, the Complainant applied to register its trademark in Canada. That application is still
pending.

The disputed domain name continues to resolve to a website which promotes holiday and rental
accommodation at both the Coral Gardens Resort and the Reef Residences Resort.

5. Discussion and Findings

For the Complaint to succeed, under paragraph 4(a) of the Policy, the Complainant must prove that:

0] the disputed domain name is identical or confusingly similar to a trademark or service mark in which
the Complainant has rights; and

(i)  the Respondent has no rights or legitimate interests in respect of the disputed domain name; and

(i)  the disputed domain name was registered in bad faith and is being used in bad faith.

Paragraph 15(a) of the Rules directs the Panel to decide the complaint on the basis of the statements and
documents submitted and in accordance with the Policy, these Rules and any rules and principles of law that

it deems applicable.

Before turning to the substantive issues, however, there are a number of procedural issues that must be
CHI 64791956v1
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resolved.
Supplemental filings

First, both parties have sought to file unsolicited supplemental filings.

The Rules provide for a Complaint and a Response. By paragraph 12 of the Rules, the Panel may request
in its sole discretion further statements or documents from either party. Otherwise, the admission of
unsolicited filings is in the discretion of the Panel, bearing in mind its obligation to treat the parties equally
and to give them a fair opportunity to present their respective cases. It is also important to bear in mind that
as a matter of practice proceedings are conducted on the papers and an important object of the Policy is to
ensure that proceedings are conducted with due expedition.

The Complainant’s first supplemental filing essentially draws attention to factual errors made in the
Response. Having regard to that nature of this material and the objects of the Policy, the Panel admits this
filing.

The Respondent’s supplemental filing falls into two broad parts. The first part addresses the factual errors
pointed out in the Complainant’s first supplemental filing and consistently with the Panel's approach to the
Complainant’s first supplemental filing is also admitted. The second part seeks to put in issue the
Complainant’s standing to bring the Complaint. The detail of this part is not by way of reply and should have
been dealt with in the Response. Accordingly, the Panel would ordinarily not admit it. For the reasons
discussed below, however, it would not have altered the Panel's views if it were admitted.

The Presiding Panelist has read the Complainant's second supplemental filing. Its content is fairly
characterized in its second paragraph:

“This matter was addressed in the Complaint, and the Complainant in this submission seeks only to
bring to the panel’s attention the relevant parts of the Complaint.”

Having regard to the nature of this second supplemental filing, it is excluded.
Complainant’s standing

In its supplemental filing, the Respondent seeks to challenge the Complainant’s standing to bring the
Complaint. In support of that challenge, it has filed (1) an opinion of a Mr Brian Trowbridge who is described
as “an attorney licensed in Turks and Caicos” and (2) a copy of the Turks and Caicos Strata Title Ordinance.

The Panel notes that, in the trademark opposition proceedings referred to above, the Court of Appeal ruled
that it was perfectly proper for the Complainant to be registered as the owner of the trademark under Turks
and Caicos law. The Panel is not prepared to go behind the ruling of the Court of Appeal. Accordingly, this
challenge to the Complainant’s standing is rejected.

Joinder of additional respondents

The Response seeks to join various members of the Karnehm family and one of their companies, the
unsuccessful opponent to the registration of the Complainant’s trademark in the Turks and Caicos Islands, to
the proceeding.

As noted above, it was originally registered to “Coral Gardens” through Network Solutions Inc. in 1998 when
domain names in the .com gTLD could be registered only through Network Solutions Inc. Following receipt
of the Complainant’s letter of demand in January 2009, the Karnehm family received advice that the domain
name should be transferred to a registrar located outside the United States of America so that they would not
be exposed to personal jurisdiction in US federal courts.

Following that advice, Leanne Karnehm instructed her husband to arrange the transfer. Ms Karnehm'’s
CHI 64791956v1
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husband is the Chief Operating Officer of the Respondent Gift2Gift Ltd. Apparently, he used that company's
account with the domain name registrar it uses to effect the transfer. The transfer was effected on May 3,
2009, slightly less than two weeks before the Complainant commenced its ultimately unsuccessful
proceedings in a US Federal Court. (The Response inaccurately states that transfer occurred after dismissal
of the proceedings in the US Federal Court). According to the Response, the registration in the
Respondent’'s name was an accident of convenience. Even so, Ms Karnehm was designated as the
administrative, technical and billing contacts. The way in which the disputed domain name has been used
since the transfer has not changed from the way it was used immediately before the transfer.

The Response contends that the "Karnehm interests” are the true, beneficial “owners” of the disputed
domain name or, alternatively, that Gift2Gift Ltd is the licensor of the disputed domain name to the “Karnehm
interests” within the meaning of paragraph 3.7.7.3 of the ICANN Registrar Accreditation Agreement.

Paragraph 1 of the Rules defines the respondent to a complaint as “the holder of a domain-name registration
against which a complaint is initiated.”

No other rules formally permit joinder of additional respondents. The Panel notes, however, that paragraphs
3(c) and 10(e) of the Rules have been interpreted by panels as permitting in some cases the joinder of
disputes about multiple domain names registered in the names of different formal respondents. See e.g.
Speedo Holdings B.V. v. Programmer, Miss Kathy Beckerson, John Smitt, Matthew Simmons, WIPO Case
No. D2010-0281 and PHE, Inc. v. Aisha Haider, WIPO Case No. D2007-0992.

The Panel also notes that other panels have been able to address the substantive arguments that the
Respondent(s) wish to run in this case under considerations of registration and use in bad faith. See e.g.
ehotel AG v. Network Technologies Polska Jasinski Lutoborski Sp.J., WIPO Case No. D2009-0785 at [6.22]-
[6.23], Eastman Sporto Group LLC v. Jim and Kenny, WIPO Case No. D2009-1688 and Intelligen LLC v.
Converg Media LLC, WIPQ Case No. D2010-0246.

The rule laid down in paragraph 1 of the Rules provides a generally clear and testable standard.

The Registrar has confirmed that Gift2Gift is the Registrant of the disputed domain name. Thus, itis
correctly identifed as the Respondent in this proceeding. Normally, the Panel would only take into account
the position of the Registrant when considering (in particular) the question of whether the disputed domain
name has been registered and used in bad faith. However, in the light of the facts and matters outlined
below, the Panel has concluded that it is also appropriate to have regard to what the Respondent has termed
"the Karnehm interests" when it considers this issue.

A. Identical or Confusingly Similar

There are two parts to this inquiry: the Complainant must demonstrate that it has rights in a trademark and,
if so, the disputed domain name must be shown to be identical or confusingly similar to the trademark.

The Complainant has clearly established ownership of registered trademarks (1) in Turks and Caicos Islands
and (2) the USA. The former was registered on August 14, 2007 and the latter on December 16, 2008.

As it is merely an inchoate right, however, the Panel does not take into account the pending Canadian
trademark application filed on October 1, 2010.

The addition of the gTLD to the disputed domain name can be disregarded for the purposes of this inquiry as
it is a functional requirement of the domain name system. See for example, Telsfra Corporation Limited v.
Ozurls, WIPO Case No. D2001-0046; Ticketmaster Corporation v. DiscoverNet, Inc., WIPO Case No.
D2001-0252; Microsoft Corporation v. J. Holiday Co., WIPO Case No. D2000-1493.

The disputed domain name is (disregarding the gTLD) therefore identical to the Complainant’s proved rights.
Moreover, there is evidence of confusion in fact. The Complainant has submitted evidence of several
CHI 64791956v1
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complaints from consumers who booked accommodation through the website at the disputed domain name
thinking they would be staying at the Coral Gardens Resort when their rooms were in fact at the Reef
Residences resort. In addition, the publisher of the Fodor guide has rejected the Complainant’s listing as a
result of the confusion.

Accordingly, the Panel finds the first ground proved.
B. Rights or Legitimate Interests

The second requirement that the Complainant must prove is that the Respondent has no rights or legitimate
interests in the disputed domain name.

In view of the Panel’s determination in favor of Respondent on the element of bad faith, as indicated under
the following heading,the Panel need not and therefore does not address the element of rights or legitimate
interests.

C. Registered and Used in Bad Faith

Under the third requirement of the Policy, the Complainant must establish that the disputed domain name
has been both registered and used in bad faith by the Respondent.

The Complainant contends that the transfer of the disputed domain name to Gift2Gift Ltd in May 2009
constituted a re-registration which was in bad faith as it was in defiance of, and with knowledge of, the
Complainant’s rights. Broadly, the Response seeks to counter this argument by joinder of the persons it
says are the true owners of the disputed domain name or its contention that the transfer is akin to changes in
the register to correct typographical errors or deal with matters such as a change of address or formal
corporate name.

The Panel notes that earlier panels have recognized some qualifications on the usual rule that a transfer of
registration counts as a re-registration as a result of which it may be appropriate to assess whether or not
there has been a registration in bad faith earlier than the date of transfer. There has been, or may have
been, different reasons advanced by different panels to reach this conclusion. So for example, the learned
panelist (and member of the present Panel) in Intelligen LLC v. Converg Media LLC, WIPO Case No.
D2010-0246 considered that a transfer between commonly controlled entities might be a case for
qualification. The learned panelist in ehotel AG v. Network Technologies Polska Jasinski Lutoborski Sp.J.,
WIPO Case No. D2009-0785 considered that a transfer between commonly controlled entities could still give
rise to a finding of bad faith, but appears to have considered that at least some cases where the use after
transfer continued as it had been before transfer would not attract the usual rule. In both cases, the
panelists found bad faith.

In this proceeding, it is clear on the record that use of the disputed domain name following transfer to
Gift2Gift Ltd continued in the same way as it had for several years before the transfer. Also, Ms Leanne
Karnehm was the administrative, technical and billing contact. In these circumstances, the Panel finds that
the transfer was simply a continuation of the prior user. Accordingly, in the circumstances of this case, the
characterization of the registration of the disputed domain name falls to be determined when the Karnehm
family’s interests originally registered the disputed domain name.

When the Karnehm family's interests registered the disputed domain name, it could not be said it was in bad
faith. In fact, it appears from the record in this case that there was no use that might be considered in bad
faith for something in the order of seven years after registration when the Karnehm family’s company began
using the disputed domain name to promote their (then) new, unrelated development, the Reef Residences
Resort.

Some panels have found that a registration which was initially in good faith could be deemed to have been in
bad faith by reason of subsequent conduct. Examples where that has been found to occur include cases
CHI 64791956v1
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where distributors were able to register a domain name incorporating their supplier’s trademark but have
refused to relinquish it when their distributorship terminated or where web designers or hosts have registered
domain names on behalf of customers. The learned panelist in Greyson International, Inc. v. William Loncar,
WIPO Case No. D2003-0805 explained the rationale of those cases as:

“the rationale of the panel decisions cited in the preceding paragraph appears to be as follows: The
domain name was registered by the distributor/web designer for the distributor/web designer's use
under certain conditions or for certain discrete purposes. If the conditions no longer obtain or the use
exceeds the specified purposes, registration in bad faith may be inferred, because the complained-of
use (e. g., use after the distributor has been terminated or after the web designer has completed its
specified tasks), if contemplated by the parties at the time of the registration[13] would have been bad
faith.”

See e.g. UVA Solar GmbH & Co Kg v. Mads Kragh, WIPO Case No. D2001-0373; R&M ltalia SpA, Tycon
Technoglass Sri v. EnQuip Technologies Group, Inc., WIPO Case No. D2007-1477.

In the end, however, consistent with decisions of the learned panelists in Greyson International above,
Finlandia-Uistin Oy v. Juha P. Raatikainen, WIPO Case No. D2007-0570 and SPECS Surface Nano Analysis
GmbH v. Rickmer Kose / Domain Name Administrator, PrivacyProtect.org, WIPO Case No. D2010-1173, for
the reasons they give, what must be tested is the registrant’s intentions at the time of actual registration.
Given the sharpness of the debate when the Policy was adopted over whether paragraph 4(a)(iii) should be
expressed to operate conjunctively or disjunctively, allowing subsequent conduct to override actual intentions
at the time of registration, as opposed to providing an inference about what those intentions were, would
appear impermissible.

Accordingly, the Panel finds that the disputed domain name was not registered in bad faith.

6. Decision

For all the foregoing reasons, the Complaint is denied.

Warwick A. Rothnie
Presiding Panelist

Antony Gold
Panelist

Frederick M. Abbott
Panelist
Dated. February 25, 2011

CHI 64791956v1
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Before the
World Intellectual Property Association

The Proprietors of Strata Plan No, 36 Case No. D2010-2180

v,
CoralGardens.com
GifR2Gift Corp.

Coral Gardens Resort Mgt. 1.1d.

Ron Karnchm

Leanne Karnelim

(d/b/a Coral Gardens, The “Karnehm
Interests)

)
)
)
)
)
)
)
and )
)
)
)
)
)
)

DECLARATION OF LEANNE KARNEHM
1, Leanne Karnchm, declare as follows:

1. I am the daughter of Ron and Beverly Karnehm. T am a Canadian citizen and a resident
of Vancouver, British Columbia, Canada.

2. My father was the principal of White House Lid. LLC, a Turks and Caicos company
which developed and built a resort which he named Coral Gardens, located on Grace Bay in
Turks and Caicos.

3. When the resort was buill, my parents formed White House Condominium Management
I4d., a Turks and Caicos company, to conduct sales of condominium units and to provide
property and rental management services, White House Condominium Management 1td. has
subsequently been re-named as Coral Gardens Resort Management Limited,

4, I have at all relevant times been engaged by my parents to oversee and manage operation
of a website to promote the Coral Gardens resort, and to provide rental booking services for
owners of units at the resort in addition to units owned by my family,

5. In 1998, we engaged fon Design, a Vancouver web design company, to register the
domain name CoralGardens.com on behalf of our family business in connection with
development and management of the resort, which business we collectively identified as “Coral
Gardens”,  Ton Design registered the domain name to “Coral Gardens™ and set up an initial
website.



6. The initial website included our own photographs of the resort, and a brightly colored
“Coral Gardens” logo, appe

This logo was used on our website from late 1998 and into the first half of 2001.

7. In 2001, our company, White House Condominium Management Ltd. requested that lon
Design, redesign the website to include a more subdued color schieme and a compatible graphic
logo with the new color scheme and interactive features of the site. The logo which Ton Design
created and assigned to us has been continuously used since 2001, and appears as:

This logo, with the interlocking script “C” and *“G” and an arrangement of tropical fish has been
continuously used on our website in connection with promotion of the resort and rental booking
services, since at least as early as May 2001.

8. In 2006, a dispute arose over aspects of facility management at the resort. Some of the
unit owners favored a reorganization of facility management, and some of the unit owners did
not. These disagreements, and subsequent attempts to resolve the dispute, remain in contention.
At that time, we were requested Lo transfer the domain name to the Complainant in this
Proceeding, and we declined to do so, as the Complainant was not then, and is not now, entitled
to the demain name as a consequence of any of the attempts to resolve the dispute over facility
management,

9. It is our understanding that, subsequent to the declined request to transfer the domain
name, that the Complainant proceeded 1o register a confusingly similar domain name -
CoralGardensOnGraceBay.com. The Complainant further set up a website incorporating similar
features to the site we had been using for several years, and produced a modification of our own
logo, which the Complainant continues to display on its website:

ég(é wf L
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The Complainant’s logo incorporates the identical interlocking “C” and “G” in the identical
seript as ours, a modified arrangement of the same species of tropical fish, and adds the words
“on Grace Bay”. Additionally, the Complainant has used our original photographic materials in
its marketing brochures and other media,

10. We never granted permission to the Complainant to copy or modify the logo which we
commissioned and own, or to use our original photographic materials,

{1 Our family and the companies we own, remain the majority owner of commercial
property in the Coral Gardens resort, notwithstanding the Complainant’s claim of authorization
to provide certain facility management responsibilities,

12, Tunderstand that subsequent to 2006, the Complainant has obtained certain registration
documents which the Complainant has asserted against us in litigation, notably in Proprictors of
Strata Plan No. 36 v, Coral Gardens Resort Mgmi., Lid., et al., case no. 1:09-cv-550, 2009 U.S.
Dist, LEXIS 97704 (1.D. Va. Oct. 16, 2009), the “Virginia litigation”,

13, Inthe Virginia litigation, the Complainant claimed that we were subject to jutisdiction in
Virginia, despite our continuous operation of our business in Vancouver, Canada and in Turks
and Caicos. Subscquent to the case being dismissed on the basis of lack of jurisdiction, we were
advised that it would be preferable to utilize a Canadian domain registrar, since we arc located
and do business in Canada,

14, 1In 2009, my husband was Chief Operating Officer of Gift2Gift Corp., a Canadian
corporation for which, among other things, he maintained a domain name registration account
with a Canadian registrar, Since he already maintained the account, I requested that he transfer
the domain name to the Canadian registrar,

15, After my husband transferred the domain name to his registration account, the domain
name continued to operate properly, and we continued to use the domain name as we had since
1998, to promote the resort and to continue to provide rental booking services for units owned by
us and by other owners of units at the resort, We have since developed other property in Turks
and Caicos which we promote using the domain name ReefResidence.com. We also cross-
promote these propertics, which are clearly identified and distinguished on cach of the respective
domain names.



16, Tunderstand that my husband encountered difficulty in correctly designating registration
data for the domain name coralgardens.com after the transfer to the new registrar. Since the
website was properly functioning, correcting this detail was not a high priority for us, and 1
understand that the Complaint in this proceeding was filed to take advantage of this unintentional
error, At all times since 1998, my family and our companies have been the sole beneficiaries of
operation of the website and have never permitted anyone else to claim actual ownership of the
domain name.

[ further declare that all statement herein are true to the best of my knowledge, and that all
stalements made on information and belief are believed to be true, and that 1 am competent to
testify to the matiers set forth herein.

C)

)
Leantte K arnchm

. i i
i .,
s

Janvary 11,2011
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Before the
World Intellectual Property Association

The Proprietors of Strata Plan No. 36 Case No. D2010-2180

V.

CoralGardens.com
Gift2Gift Corp.

and

Coral Gardens Resort Mgt. Ltd.

Ron Karnehm

Leanne Karnehm

(d/b/a Coral Gardens, The “Karnehm
Interests)

N S N S S N N N N N N N N N

DECLARATION AND CONFIRMATORY ASSIGNMENT OF DAVID COATES
I, David Coates, declare as follows:
1. | am a citizen of Canada, and a resident of Vancouver, British Columbia, Canada.
2. I am a graphic designer, and my company lon Design, has been providing graphic design
and other services to the Karnehm family since 1998 in connection with the operation of a
website at www.coralgardens.com.
3. In 2001, under the direction of Ms. Leanne Karnehm, | was requested to provide graphic
design services to White House Condominium Management Ltd. for a re-design of the website at

www,coralgardens.com.

4, During the course of that re-design, I created an original logo for the website, which
continues to be used, and which appears as:

and which includes an interlocking script “C” and “G”, along with an arrangement of tropical
fish.



5. I assigned and do hereby confirm assignment of all rights and interests in my graphic
design work throughout the world, including the logo shown above to White House
Condominium Management Ltd., including without limitation the right to reproduce, display and
exhibit the logo in any medium whatsoever and the exclusive right to make and reproduce
derivative works. 1 understand that White House Condominium Management Ltd. has
subsequently changed its name to Coral Gardens Resort Management Co.

I further declare that all statements herein are true to the best of my knowledge, and that all
statements made on information and belief are believed to be true, and that I am competent to
testify to the matters set forth herein.

T A (e

David Coates CGD, FGDC

January 11, 2011




EXHIBIT 4



Revision Datc: 14 May 1998

FORM 'TM™M 10

THE TURKS AND CAICOS ISLANDS

TRADE MARKS ORDINANCE

CERTIFICATE OF REGISTRATION

TO: SWANN TROWBRIDGE Mc KNIGH'T,

Or: P.O.BOX 656, TROPICANA PLAZA, LEEWARD HHIGHWAY, PROVIDENCIALES TURKS & CAICOS IS., B.W.1.

4“"’&‘

ora /
ard en.s'

. {u mhmal’r BT 1Y }mr: "-’mj

| CERTIFY that the Trade Mark shown ubove has been registered in the register
of Trade Marks for the Turks and Caicos Islands in the name of

CORAL GARDENS RESORT MANAGEMENT LTD.

of P.O. BOX 656, TROPICANA PLAZA,

-

LEEWARD HIGHWAY PROVIDENCIALES, TURKS AND CAICOS ISLANDS

in Class 4’1 under No 14854 as of the 14"

day of _ February 2007 in respect of the fallowing goonds / services
Advertising. Business Managemenl, Business Admmistration, Otfice Fungtmns, Insurance,

Financial Affairs, Monctary Affairs, Real Hstate Sales and Real sty

Construction, Repair and Installation Scrvices; Treatment of Matenals; Services (or
Providing Food and Drink; Temporary Accommodation and Hygienic and Beaul

human being or animals,

SEALLD at my direction, this 6" dayof
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Revision Date: 14 May 1998

| FORM TM 10

THE TURKS AND CAICOS ISLANDS

I TRADE MARKS ORDINANCE

CERTIFICATE OF REGISTRATION

TO: MISICK & STANBROOK

I Of ;: RICHMOND HOUSE P.0. BOX 127 PROVIDENCIALES TURKS & CAICOS ISLANDS B.W.L

CORAL GARDENS

1 CERTIFY that the Trade Mark shown above has been registered in the register
of Trade Marks for the Turks And Caicos Islands in the name of
I THE PROPRIETORS OF STRATA PLAN NO. 36

OF CORAL GARDENS, PENN’S ROAD, PROVIDENCIALES TURKS & CAICOS ISLANDS

in Class 42  under No 13,879 as of the 14"

day of _ August 2007 in respect of the following goods / services

I Condominium complex




Registration is for 14 years from the date first above-mentioned and may then be
Renewed, and also at the expiration of each period of 14 years thereafter.

—

e —

e — ——

,:: This Certificate is not for use in legal proceedings or for obtaining registration

Note: Upon any change of ownership of this Trade Mark, or change in address,
application should at once be made to the Registrar to register the change.
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WHOIS information for reefresidence.com:™*

[Querying whols,verisign-grs.com]
[Redirected to whois.domainpeople.com]
[Querying whois.domainpeople.com]
[whois.domainpeople.com]

Domain Name: REEFRESIDENCE.COM
Registry Domain ID: 927204493 _DOMAIN_COM-VRSN
Registrar WHOIS Server: whois.domainpeople.com
Registrar URL: www.domainpeople.com
Updated Date: 2010-04-20 07:22:587
( Creation Date: 2007-04-15 00;00:007>>
Registrar Registration Expiration Date: 2019-04-15 00:00:00Z
Registrar: DOMAINPEOPLE, INC.
Registrar JANA 1D: 65
Registrar Abuse Contact Email; abuse@domainpeople.com
Registrar Abuse Contact Phone: +1.6046391680
Domain Status: clientTransferProhibited
Registry Registrant ID:
Registrant Name: WHOISPROTECTOR INC.
Registrant Organization: WHOISPROTECTOR INC,
Registrant Street: 550 BURRARD STREET, SUITE 200
Registrant City: VANCOUVER
Registrant State/Province: BC
Registrant Postal Code: V6C 2B5
Registrant Country: CA
Registrant Phone: +1.6046888974
Registrant Phone Ext:
Registrant Fax:
Registrant Fax Ext:
Registrant Email; REEFRESIDENCE.COM@MAILL. WHOISPROTECTOR,COM
Registry Admin ID;
Admin Name: JAMES KITSON
Admin Organization: WHITE HOUSE LTD,
Admin Street: PENNS RD




Admin Street; PENNS RD

Adrin City: PROVO

Admin State/Province: BWI

Admin Postal Code: NULL

Admin Country: TC

Admin Phone: +1.6499413713

Admin Phone Ext:

Admin Fax;

Admin Fax Ext;

Admin Email; JAMIEKITSON@TELUS.NET
Registry Tech ID:

Tech Name: JAMES KITSON

Tech Organization: WHITE HOUSE LTD.

Tech Street: PENNS RD

Tech Street: PENNS RD

Tech City: PROVO

Tech State/Province: BWI

Tech Postal Code: NULL

Tech Country: TC

Tech Phone: +1.6499413713

Tech Phone Ext:

Tech Fax;

Tech Fax Ext:

Tech Email; JAMIEKITSON@TELUS.NET
Name Server: NS1.SMALLBOXSOFTWARE.NET
Name Server: NS2.SMALLBOXSOFTWARE.NET
DNSSEC: unSigned

URL of the ICANN WHOILS Data Problem Reporting System: hitp://wdprs.internic.net/
Last update of WHOIS database: 2010-04-20 07:22:582

The data in this whols database is provided to you for information
purposes only, that is, to assist you in obtaining information about or
refated to a domain name registration record, We make this information
avaflable "as is," and do not guarantee its accuracy. By submitting a
whois query, you agree that you will use this data only for lawful
purposes and that, under no circumstances will you use this data to: (1)
enable high volume, automated, electronic processes that stress or load
this whois database system providing you this information; or (2) allow,
enable, or otherwise support the transmission of mass unsolicited,
commercial advertising or solicitations via direct mail, electronic

mail, or by telephone. The compilation, repackaging, dissemination or
other use of this data is expressly prohibited without prior written
consent from us.

We reserve the right to modify these terms at any time. By submitting
this query, you agree to abide by these ferms.
Version 6.3 4/3/2002



EXHIBIT 7



Case 1:09-cv-00550-AJT-TRJ Document 17 Filed 07/31/09 Page 1 of 7 PagelD# 65

UNITED STATES DISTRICT COURT FOR THE
EASTERN DISTRICT OF VIRGINIA
ALEXANDRIA DIVISION

THE PROPRIETORS OF STRATA
PLAN NO. 36,
a Turks and Caicos corporation,

Plaintiff,
Civil Action No. 1:09¢cv550

CORAL GARDENS RESORT
MANAGEMENT, LTD., a corporation,

RON KARNEHM, an individual,

BEV KARNEHM, an individual, and

LEANN KARNEHM, an individual, )

)
Defendants. )

)
)
)
)
)
)
VS. )
)
)
)
)
)

AMENDED COMPLAINT FOR VIOLATIONS OF THE LANHAM ACT AND
TRADEMARK INFRINGMENT

Plaintiff, The Proprietors of Strata Plan No. 36, by its attorneys, for its amended
complaint against defendants for violations of the Lanham Trademark Act and trademark

infringement, alleges and states as follows:

JURISDICTION AND VENUE
1. This action arises under the Lanham Trademark Act 15 U.S.C. §§ 1051
et seq. (the "Lanham Act"). Accordingly, this Court has federal question jurisdiction over
the subject matter of this action pursuant to 15 U.S.C. § 1221 and 28 U.S.C. §§

1338(a),(b). Venue in this district is proper under 28 U.S.C. § 1391(b).
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PARTIES

2. The Proprietors of Strata Plan No. 36 ("Plaintiff") is a Turks and Caicos
corporation with its principal place of business in Providenciales, Turks and Caicos
Islands, British West Indies.

3. Defendants are Coral Gardens Resort Management, Ltd., Ron Karnehm,
Bev Karnehm and Leanne Karnehm.

4. Upon information and belief, the individual defendants will be present in
and about the Eastern District of Virginia in connection with the claims asserted below
and are or will be subject to the jurisdiction of this Court.

5. On information and belief, the corporate defendant is or will be present in
and about the Eastern District of Virginia and is or will be subject to the jurisdiction of
this Court.

6. Defendants have registered or caused to be registered and have used the
domain name within this District.

7. Defendants, and each of them, are individuals and business entities who,
upon information and belief, are acting in concert and active participation with each other
in committing the wrongful acts alleged herein.

8. Defendants, Coral Gardens Resort Management, Ltd., Ron Karnehm, Bev
Karnehm and Leanne Karnehm, are hereinafter referred to collectively as "Defendants."

BACKGROUND
9. Plaintiff, The Proprietors of Strata Plan No. 36, is a statutory body

corporate which has all the powers, rights and duties of a company. It is comprised of the
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owners of individual condominium units and is engaged in running a condominium
project in Providenciales, Turks and Caicos Islands which has since its inception been
known as “Coral Gardens” (“Coral Gardens Resort™).

10.  Defendant Ron Karnehm is the original developer of “Coral Gardens” and
the beneficial owner of Defendant Coral Gardens Resort Management, Ltd., a corporation
which, prior to the commencement of trademark litigation concerning the “Coral
Gardens” mark, was known as White House Condominium Management, Ltd. (“White
House™).

11.  Plaintiff, through one of its owners, applied for a trademark in the Turks
and Caicos Islands for the name “Coral Gardens”. Defendants Ron Karnehm and White
House challenged that trademark in the courts of the Turks and Caicos, which litigation
resulted in a final order by the Court of Appeals for the Turks and Caicos Island on
August 14, 2007, awarding the “Coral Gardens” trademark to Plaintiff,

12.  Plaintiff has been issued a trademark for “Coral Gardens” by the United
States Patent and Trademark Office on December 16, 2008.

13, The “Coral Gardens” trademarks have been used with regard to the
condominium units and common property located within the Coral Gardens
condominium complex in Providenciales.

14.  As aresult of the foregoing, each of the “Coral Gardens” trademarks has

developed and now possess secondary and distinctive meaning with regard to the

condominium complex at Coral Gardens.
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15. Defendants, and each of them, have registered or caused to be registered,
and have utilized the domain name “coralgardens.com” to advertise and operate
condominium units in locations other than at the Coral Gardens Resort, thereby
infringing the Trademarks of the Plaintiff.

16.  The Coral Gardens mark is a mark that is distinctive and was distinctive at
the time of registration of the “coralgardens.com” domain name. The “coralgardens.com”
domain name is identical or confusingly similar to the “Coral Gardens” mark. Therefore,
Defendants registration and use of the domain name is in violation of (d)(1)(A)(ii)(), (In
and (III) of the Lanham Act.

17.  After obtaining its US trademark, Plaintiff made demand upon Defendants
Karnehm and White House for an assignment of the coralgardens.com domain name, as

well as any other domain names that including the “Coral Gardens” name.

DEFENDANTS' UNLAWFUL CONDUCT

18.  On information and belief, Defendants continue to use the “Coral Gardens”
trademark and the coralgardens.com domain name, to advertise and operate
condominiums at locations other than “Coral Gardens”, confusing prospective customers
who wish to visit and stay at Coral Gardens.

19.  Defendants’ continued unauthorized use of the “Coral Gardens” trademark
and the coralgardens.com domain name is likely to cause confusion among prospective
visitors. Defendants' use of the “Coral Gardens” trademark and the coralgardens.com

domain name is not authorized by the Plaintiff.
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20.  The condominium units which are advertised by Defendants as being
“Coral Gardens” are generally of inferior quality and location than the Coral Gardens
resort. The unauthorized use of the “Coral Gardens” trademark and the coralgardens.com
domain name has injured and is likely to continue to injure the reputation of the
Plaintiff’s resort which has developed by virtue of the public perception of high quality
associated with Plaintiff’s resort.

21.  The aforesaid acts by Defendants and others are likely to cause the
public to believe that the Defendant’s properties are subject to the same quality, location
and as the Plaintiff’s resort, despite the fact that this is not true. It also injures Plaintiff in
that Defendants do not have to pay any royalty for these unlawful uses.

22.  The aforesaid use of the Coral Gardens” Trademark and the
“coralgardens.com” domain name constitute false designations and falsely describe and
represent Defendants’ properties. The use by Defendants and others of the Plaintiff’s
trademarks also constitutes an attempt to palm off and appropriate to themselves the
Plaintiff's exclusive rights therein.

23.  Upon information and belief, Defendants and others have and will
continue to engage in such unauthorized activities in this state and elsewhere in interstate
commerce and are likely to continue such activities, to the great injury of Plaintift.

24.  Plaintiff has no adequate remedy at law and will suffer irreparable harm

and damage as a result of the aforesaid acts, in an amount presently incalculable.



Case 1:09-cv-00550-AJT-TRJ Document 17 Filed 07/31/09 Page 6 of 7 PagelD# 70

FIRST CLAIM FOR RELIEF
(Violation of the Lanham Act)
25.  Plaintiff re-alleges each allegation set forth in the paragraphs above.
26. By reason of the foregoing, Plaintiff hereby asserts a claim against
Defendants for injunctive relief pursuant to Section 43(a) of the Lanham Act, 15 U.S.C. §
1125(a), with regards to the false designation of origin and false descriptions and

representations in commerce of Defendants’ properties.

SECOND CLAIM FOR RELIEF
(Infringement of Registered Trademark)
27.  Plaintiff re-alleges each allegation set forth in the paragraphs above.
28. By reason of the foregoing, Plaintiff hereby asserts a claim against
Defendants for injunctive relief pursuant to 15 U.S.C. § 1114(b) with respect to

Defendants' infringement of the registered mark.

PRAYER FOR RELIEF
WHEREFORE, plaintiff, The Proprietors of Strata Plan #36, seeks relief against
Defendants as follows:
A. As to All Claims For Relief, that Defendants, their agents, servants,
employees, officers, attorneys, successors and assigns, and all persons acting in
concert with them, be enjoined in this and all other judicial districts in the United

States, preliminarily during the course of this litigation and permanently from
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advertising, offering to rent, renting, selling, offering for sale, holding for sale or
advertising any properties using the “Coral Gardens” trademark unless the
property is actually a unit at the Coral Gardens Resort.
B. As to All Claims For Relief, that this Court order the Defendants to transfer to
Plaintiff all rights in and to the domain name “coralgardens.com, as well as any
other domain names owned or controlled by Defendants which include the name
“Coral Gardens”.
C. As to All Claims For Relief, that Plaintiff be awarded its costs, attorneys’
fees and such other and further relief as the Court deems to be just and proper.
Dated: July 31, 2009
Resp{g:bctfully Submitted ..
Iéobert B. boodalf
;/obert B. Goodall, Esq. (Bar No. 13590)
GOODALL & PELT, P.C.
1259 Courthouse Rd., Suite 101
Stafford, Virginia 22554

(540) 659-3139 - Telephone
(540) 659-0291 — Facsimile

Brian J. Rayment, Esq. (OBA #7441)
(Pro Hac Vice)

KIVELL, RAYMENT & FRANCIS, P.C.

7666 East 61* St., Suite 240

Tulsa, OK 74133

(918) 294-0047 - Telephone

(918) 254-7915 — Facsimile

Attorneys for The Proprietors of Strata
Plan No. 36

O:\RBG\Proprietors of Strata\7-31 Amended Complaint . changed caption.doc
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

THE PROPRIETORS OF STRATA )
PLAN NO. 36, )
)

Plaintiff, )

)

\2 ) No. 1:09-cv-550 (AJT-TRJ)

)

CORAL GARDENS RESORT )
MANAGEMENT, LTD., e/ al., )
)

Defendants, )

)

MEMORANDUM OPINION

This matter is before the Court on Defendants’ Motion to Vacate Entry of Default
Against Defendants Coral Gardens Resort Management, Ltd and Ron Karnehm and to Dismiss
All Counts of the Complaint Against All Defendants on Grounds of Lack of Personal
Jurisdiction and Forum Non Conveniens.! For the reasons stated below, the Court lacks personal
jurisdiction over the Defendants and Defendants’ Motion to Dismiss is granted.

L. BACKGROUND

Plaintiff The Proprietors of Strata Plan No. 36 (“Strata™) filed this action on May 15,
2009 against Defendants Coral Gardens Resort Management, Ltd. (“CGRM”), Ron Karnehm,
and various John and Jane Does and unnamed companies. On July 31, 2009, Strata filed an

amended Complaint. The amended Complaint names Bev Karnehm and Leann Karnehm as

' On July 15, 2009, a default was entered against CGRM in this action. On July 31, 2009, Strata
requested an entry of default as to Ron Karnehm. Also on July 31, 2009, Strata filed an amended
Complaint. On September 3, 2009, the entry of default against CGRM was vacated. Strata’s
July 31, 2009 request for an entry of default as to Ron Karnehm has been rendered moot by the
filing of the Amended Complaint. Accordingly, the default issues raised in this motion are also
moot.
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additional defendants (all defendants collectively, hereinafter, “Defendants™). Strata asserts two
counts against Defendants: (1) false designation of origin and false description and
representations in commerce of Defendants’ properties, and the use of Strata’s trademark in
violation of the Lanham Act, 15 U.S.C. § 1125(a); and (2) infringement of registered trademark.
Strata seeks injunctive relief, an order transferring all rights in the domain name
“coralgardens.com” and any other domain names owned or controlled by Defendants that
include the name “Coral Gardens,” costs, and attorneys fees.

Strata is a Turks and Caicos corporation with its principal place of business in Turks and
Caicos. Compl. at § 2. Strata is a “statutory body corporate” with the powers, rights, and duties
of a company. /d at§9. Itis comprised of individual condominium units and runs a
condominium project in Turks and Caicos which has, since its inception, been known as “Coral
Gardens.” Id.

Defendant Ron Karnehm is the original developer of “Coral Gardens” and the owner of
CGRM, which was formerly known as White House Condominium Management, Ltd. Compl.
at § 10. Defendants were at one time the managers of Strata, Mem. in Opp. at 6.

At some undefined point in time, Strata realized that CGRM and Ron Karnehm were
improperly utilizing and converting Strata and rental management funds for their own benefit.
Mem. in Opp. at 7. It also became known that Ron Karnehm had developed another tract of land
near Coral Gardens but unrelated to Coral Gardens named Reef Residences. Reef Residences is
less desirably located than Coral Gardens. /d. Defendants were advertising Reef Residences as
phase 3 of Coral Gardens and improperly tying it to Coral Gardens. /d. Defendants were
eventually terminated as managers of the Strata and as rental managers for most of the individual

owners’ units. /d. at 8.
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Strata applied for a trademark for the name “Coral Gardens™ in Turks and Caicos.
Compl. at § 11. Defendant Ron Karnehm and White House Condominium Management, Ltd.
challenged the trademark in the courts of Turks and Caicos. On August 14, 2007, the Court of
Appeals for the Turks and Caicos Island awarded the “Coral Gardens” trademark to Strata. /d. at
9 11. On December 16, 2008, the United States Patent and Trademark Office issued Strata a
trademark for “Coral Gardens.” /d. at § 12,

On September 2, 2009, Defendants filed a motion to dismiss the amended Complaint for
lack of personal jurisdiction and forum non-conveniens. Plaintiff filed an opposition to which
Defendants replied, and a hearing was held on September 25, 2009.

II. LEGAL STANDARD

Federal Rule of Civil Procedure 12(b)(2) permits dismissal of an action where the court
lacks personal jurisdiction. The plaintiff bears the burden of demonstrating personal jurisdiction
by a preponderance of the evidence once its existence is challenged by the defendant. Combs v.
Bakker, 886 F.2d 673, 676 (4th Cir. 1989); Jones v. Frazier, No. 1:09-cv-513, 2009 WL
2601355, at *3 (E.D. Va. Aug. 18, 2009). If, however, as is the case here, the court decides the
jurisdictional question based solely on the motion papers, supporting legal memoranda, and the
relevant allegations of the complaint, the plaintiff need only prove a prima facie case of personal
jurisdiction. Mylan Labs., Inc. v. Akzo, N.V., 2 F.3d 56, 60 (4th Cir. 1993); Jones, 2009 WL
2601355, at *3. In deciding whether the plaintiff has proved a prima facie case, “the court must
construe all relevant pleading allegations in the light most favorable to the plaintiff, assume

credibility, and draw the most favorable inferences for the existence of jurisdiction.” Combs,

886 F.2d a1 676.
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ITI. ANALYSIS

A, Personal Jurisdiction

Defendants argue that the claims against them must be dismissed because Strata has not
alleged facts sufficient to establish personal jurisdiction. In response, Strata must establish at
least a prima facie case of personal jurisdiction and may do so over a foreign non-resident
defendant in one of two ways, Firs, Strata may establish personal jurisdiction over Defendants
under the Virginia long-arm statute. If the court finds that the long-arm statute does not
authorize the court to exercise personal jurisdiction, then, and only then, the court will determine
whether personal jurisdiction may be conferred under Fed. R. Civ. P. 4(k)(2). CFA Institute v.
Institute of Chartered Financial Analysts of India, 551 F.3d 285, 292 (4th Cir. 2009).

1, Personal Jurisdiction Under The Virginia Long-Arm Statute

To determine whether personal jurisdiction over a non-resident defendant exists, the
Court must engage in a two-part analysis. First, the Court must dctermine whether Virginia law
authorizes jurisdiction. Next, the plaintiff must establish that the defendant has “certain
minimum contacts with [Virginia] such that the maintenance of the suit does not offend
traditional notions of fair play and substantial justice,” so that personal jurisdiction over the non-
resident defendant comports with the due process requirements of the Fourteenth Amendment to
the United States Constitution. Consulting Eng'rs Corp. v. Geometric, Ltd., 561 F.3d 273, 277
(4th Cir. 2009); Wolf v. Richmond County Hosp. Auth., 745 F.2d 904, 909 (4th Cir. 1984).

Under the Due Process framework, a non-resident defendant may be subject to either
general or specific jurisdiction. To establish general jurisdiction, the defendant’s activities must
be “continuous and systematic” in the state and the plaintiff must demonstrate “fairly extensive”

minimum contacts with Virginia. Nichols v. CD. Searle & Co., 991 F.2d 1195, 1199 (4th Cir.
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1993); Flexible Benefits Council v. Feltman, No. 1:08-cv-371, 2008 WL 2465457, at *3 (E.D.
Va. June 16, 2008); Jones, 2009 WL 2601355, at *2. Specific personal jurisdiction exists when
a defendant “purposefully directed his activities at the residents of the forum” and the plaintiff’s
causes of action “arise out of those activities.” Burger King Corp. v. Rudzewicz, 471 U.S. 462,
472 (1985). Under Fourth Circuit law, in determining whether specific jurisdiction should be
asserted, a court should consider: “(1) the extent to which the defendant purposefully availed
itself of the privilege of conducting activities in the State; (2) whether the plaintiffs’ claims arise
out of those activities directed at the State; and (3) whether the exercise of personal jurisdiction
would be constitutionally reasonable.” Consulting Eng'rs Corp., 561 F.3d at 278 (internal
quotations omitted).

Strata has alleged the following additional facts in both the Complaint and the opposition
to the motion to dismiss that form the basis for Strata’s argument that the court may exercise
personal jurisdiction over defendants. These are:

1. Defendants registered the domain name “coralgardens.com” with Network
Solutions, located in Herndon, Virginia, in 1998. /d. at § 6; Mem. in Opp. at 3, 8; Affidavit of
Mike Revell at § 13. The domain named remained registered in Virginia until April, 2009, when
Defendants became aware of the lawsuit that Strata planned to file, at which time Defendants
transferred the registry to Canada. Mem. in Opp. at 3-4, 8; Affidavit of Brian J. Rayment, 19 3,
5.

2. Currently, Defendants advertise on the coralgardens.com website, which provides
a toll-free number to call from the United States and Canada “inviting and accepting business

from the United States, including the Commonwealth of Virginia.” Mem. in Opp. at 7; Affidavit

of Mike Revell at § 6.
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3. Defendants have contracted to sell units at Coral Gardens in Virginia, have
contracted to lease units at Coral Gardens in Virginia and have, this year, offered to contract with
a Virginia resident, Mike Revell, to lease his unit at Coral Gardens. Mem. in Opp. at 4-5;
Affidavit of Mike Revell at § 2.

4, Defendants Ron Karnehm and CGRM met with Virginia residents Mike Revell
and his wife in Prince William County, Virginia and agreed to sell units at Coral Gardens and
lease units at Coral Gardens while in Virginia. Affidavit of Mike Revell at § 2, 4.

S. Defendant Leann Karnehm sent Virginia resident Mike Revell an email from an
email address with the coralgardens.com domain name, soliciting rental business. Mem. in Opp.
at 9; Affidavit of Mike Revell at § 12; Mem. in Opp., Exh. D (email from Leann Karnehm,
8/11/09).

6. Virginia resident Mike Revell called a property reservation system for the
property currently managed by Defendants. The person who answered the phone picked up by
saying “Coral Gardens.” Mem. in Opp. at 9; Affidavit of Mike Revell at  13.

Defendants argue that these acts are not sufficient to establish a prima facie case of either
specific or general jurisdiction. The Court agrees.

First, the CGRM website cannot form the basis for personal jurisdiction. The CGRM
website, which Strata alleges is accessible nationwide, provides toll-free numbers for customers
to call to make reservations. Strata does not allege that the website is interactive in any way
other than providing the toll-free number and “advertising” generally. Defendants argue that the

website is not interactive and falls squarely into the category of websites that the Fourth Circuit

has deemed insufficient to establish a prima facie case of personal jurisdiction.
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A website that provides information, including toll-free phone numbers, is not
sufficiently interactive to form a basis for personal jurisdiction. Carefirst of Maryland, Inc. v.
Carefirst Pregnancy Centers, Inc., 334 F.3d 390, 400 (4th Cir. 2003) (website that provided toll
free numbers to potential donors not sufficient for court to exercise personal jurisdiction); see
also ALS Scan, Inc. v. Digital Serv. Consultants, Inc., 293 F.3d 707 (4th Cir. 2002) (“a person
who simply places information on the Internet does not subject himself to jurisdiction in each
State into which the electronic signal is transmitted”). Therefore, the website does not establish
Defendants’ “presence” in Virginia sufficient to form a basis for general personal jurisdiction.

Similarly, Strata’s general allegations are not sufficient to establish a prima facie
showing of general personal jurisdiction. There are no allegations that Defendants maintain
offices in Virginia, own property in Virginia, or conduct regular business in the Commonwealth,
Strata alleges broadly that that Defendants market to the United States and Virginia generally,
have contracted to sell units at Coral Gardens to Virginia residents, have contracted to lease units
at Coral Gardens to Virginia residents, and have visited Virginia to conduct business related to
sales of property at Coral Gardens. Mem. in Opp. at 4-5; Affidavit of Mike Revell at § 2, 4.
These allegations, based on the affidavit of one customer, are too vague to establish a prima facie
case of general jurisdiction. See Base Metal Trading, Lid. V. OJSC “Novokuznetsky Aluminum
Factory”, 283 F.3d 208, 214-15 (4th Cir. 2002) (“Base Metal simply cannot support jurisdiction
in Maryland by making vague, unsubstantiated claims based on the affidavit of a former . . .
employee”). Strata has failed to proffer sufficient facts from which the court can determine the
substance and volume of Defendants’ marketing and sales activities as they implicate Virginia or
the United States and therefore cannot find that Strata has made a prima facie showing that

Defendants’ contacts with Virginia are “continuous and systematic,” much less “fairly
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extensive,” as a finding of general personal jurisdiction requires. Nichols, 991 F.2d at 1199.
Thus Strata has not alleged facts sufficient to establish a prima facie case of general jurisdiction.

The only possible remaining basis for finding personal jurisdiction over Defendants is
through specific personal jurisdiction, which requires that Strata’s claims arise out of
Defendants’ contacts with Virginia and those contacts are constitutionally sufficient.

Both parties cite and rely heavily on CFA Institute v. Institute of Chartered Financial
Analysts of India, 551 F.3d 285 (4th Cir. 2009). In that case, the owner of a trademark brought
an action against an Indian company for a Lanham Act violation and trademark infringement.
The court found that it could exercise personal jurisdiction over the defendant and the Fourth
Circuit affirmed. In its de novo analysis, the Fourth Circuit found that the court properly
exercised specific personal jurisdiction because the claims arose from the Indian company’s
contacts with Virginia. Specifically, the Indian company had sent a representative to the plaintiff
company located in Virginia in 1987 which directly led to the execution of the licensing
agreement at the heart of the lawsuit; the defendant entered into a settlement agreement with the
plaintiff Virginia company, an alleged breach of which also led to the lawsuit; and the Indian
company “corresponded and collaborated™ with the plaintiff Virginia company from the time of
the execution of the licensing agreement until the disputes arose, demonstrating that the contacts
between the Indian company the plaintiff Virginia company were “substantial and ongoing.” /d.
at 295-96.

Strata argues that Defendants’ contacts with Virginia are analogous to the contacts the
Indian company in CFA had with Virginia. Defendants contend, however, that their limited
contacts with the Commonwealth are clearly distinguishable from the contacts by the Indian

corporation in CFA. CFA is clearly distinguishable. In the present case, Defendants’ alleged
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contacts with Virginia did not directly involve Strata, are not alleged to have involved
continuous “correspondence and collaboration” with the Commonwealth over an extended
period of time, and did not directly lead to the present dispute.’

Graduate Mgmt. Admission Council v. Raju, 241 F. Supp. 2d 589, 594-95 (E.D. Va.
2003) is more analogous to this case. In Raju, the plaintiff, a Virginia non-profit corporation,
brought a lawsuit against an Indian corporation that allegedly infringed on plaintiff’s domain
name through defendant’s website to sell plaintiff’s copyrighted Graduate Management
Admission Test (“\GMAT”) questions world-wide. The defendant solicited orders of infringing
materials from Virginia residents through his website, which contained ordering information for
people in the United States; listed a testimonial from a Virginia resident on his website;
registered the domain name with a company located in Virginia; and sold and shipped materials
to at least two Virginia residents. The court found that these facts did not form a basis for
personal jurisdiction. /d. at 594-95. There was no evidence that the Indian company targeted
Virginia and, the court found, the sales to the two Virginia customers involved minimal contact
and were not alleged to have been ongoing and extensive (though the court noted it was a close
question). Similarly, the fact that one of the testimonials on the Indian company’s website was
written by a Virginia resident did not establish significant enough contacts with the

Commonwealth. These contacts were not “sufficient to put the defendant on notice that it was

2 In the hearing on Defendants’ motion, held on September 25, 2009, Strata argued that two
other cases, Harrods Ltd. v. Sixty Internet Domain Names, 302 F.3d 214 (4th Cir. 2002) and
Citigroup Inc. v. Malik, No. 1:09cv1167, 2009 WL 874497 (E.D. Va. Mar. 24, 2009) support its
position. Both cases are inapposite, however. Both were brought under the AntiCybersquatting
Protection Act, 15 U.S.C. § 1125(d). Cybersquatting actions have a distinguishable in rem
jurisdiction analysis, as they involve the transfer of the infringing domain name from the
registrar, a party in the action, to the plaintiff. Here, the registrar is not a party, and no in rem
jurisdiction analysis applies.
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purposefully directing its activities at Virginia.” Id at 595 (internal citations omitted). Finally,
as to the registration of the domain name in Virginia, the court noted “mere registration of the
domain name with a company located in Virginia does not support personal jurisdiction in this
state.” Jd. at 595.>

Here, as in Raju, Strata relies on the registration of the domain name in Virginia (though
in this case, the domain name was not registered in Virginia at the time the Complaint was filed)
and limited interactions with customers. The registration of the domain name is insufficient to
confer personal jurisdiction. Raju, 241 F. Supp. at 595 (citing Heathmount A.E. Corp. v.
Technodome.com, 106 F. Supp. 2d 860 (E.D. Va. 2000) and America Online, Inc. et al. v.
Huang, 106 F. Supp. 2d 848, 85657 (E.D. Va. 2000)).

Strata’s allegations of Defendants’ customer contacts with Virginia are similarly
insufficient to confer personal jurisdiction. Strata’s specific allegations relating to Defendants’
customer contact in Virginia are: (1) Ron Karnehm's visit to Virginia to sell a Coral Gardens unit
to the Revells; and (2) Leann Karnehm’s email to the Revells, sent after the Complaint in this
matter was filed. Neither contact is sufficient to establish personal jurisdiction.

First, Ron Kamehm’s visit to the Revells occurred when he was still affiliated with the
Strata approximately ten years ago* and cannot establish a basis for personal jurisdiction, First,

the visit to Virginia did not give rise to the claims at issue in the lawsuit, as is required to

3 After determining that plaintiff failed to establish personal jurisdiction under the Virginia long-
arm statute, the court found that personal jurisdiction was appropriate under Fed. R. Civ. P,
4(k)(2), based on the defendant’s aggregated contacts with the United States.

4 Neither the Complaint nor the Revell affidavit states when Ron Kamehm visited Virginia to
make the sale. In the hearing on Defendants’ Motion to Dismiss, held on September 25, 2009,
counsel for Strata stated that Ron Karnehm’s visit to Virginia took place in the late 1990’s,
approximately ten years before the filing of the Complaint in this case.

10
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establish specific personal jurisdiction. As counsel for Strata conceded during the hearing on
Defendants’ Motion to Dismiss on September 25, 2009, Ron Karnehm’s use of the “Coral
Gardens” name during that visit did not constitute any kind of violation nor did it give rise to any
of the claims in the Complaint. Second, that contact, which occurred approximately ten years
ago, is t0o attenuated to establish even general personal jurisdiction over Defendants. Alpha Tau
Omega Fraternity v. Pure Country, Inc., 185 F. Supp. 2d 951, 957 (S.D. In. 2002) (defendant’s
visit to Indiana more than ten years earlier constituted nothing but “the most attenuated personal
contact with the State™); Sheridan v. Ascutney Mountain Resort Services, Inc., 925 F. Supp. 872
(D. Mass. 1996) (personal jurisdiction in Massachusetts inappropriate over defendant who
solicited plaintiff in Massachusetts ten years before injury occurred in Vermont).

Second, Leann Karnehm’s single email to the Revells cannot establish personal
jurisdiction because it was sent after Strata filed its amended Complaint on July 31, 2009. See
Mem. in Opp., Exh. D (Email of Leann Karnehm) (email sent August 11, 2009). Contact with a
forum that occurs after the filing of a complaint cannot establish personal jurisdiction. Rice v.
Karsch, 154 Fed. Appx. 454, 462, 2005 WL 3046321, *8 (6th Cir. 2006) (“the Court finds that
actions taken or communications sent by a defendant affer the filing of a Complaint . . . should
not, as a matter of law, be considered when determining whether the Defendant had
‘purposefully availed’ himself of the privilege of acting on said jurisdiction”) (emphasis in
original); Exxon Chemical Patents, Inc. v. The Lubrizol Corp., 935 F.2d 1263, 1266 (Fed. Cir.
1991) (Newman, P., concurring) (“a complaint flawed by absence of jurisdiction cannot be cured
by amendment based on events that occurred after the complaint was filed™); Gonzalez Corp. v.
Consejo Nacional De Produccion de Costa Rica, 614 F.2d 1247, 1254 (defendant’s “visit

occurred after the filing of the complaint in this action so it cannot establish personal

11
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jurisdiction”); Duravest, Inc. v. Viscardi, 581 F. Supp. 2d 628, 639 (S.D.N.Y. 2008) (contacts
that “occurred affer the Complaint was filed . . . are therefore irrelevant to this [personal
jurisdiction} inquiry”) (emphasis in original); Brunson v. Kalil & Co., 404 F. Supp. 2d 221, 236
(D.D.C. 2005) (*This Court can find personal jurisdiction based only on the acts that had
occurred at the time the Complaint was filed, not those acts occurring after Plaintiff filed her
Complaint”). Thus, none of the facts alleged in the Complaint or briefing papers alleges contacts
with Virginia that gave rise to any claims in the Complaint to establish specific personal
jurisdiction.

Accordingly, Strata has failed to prove a prima facie case of general or specific personal
jurisdiction over Defendants under the Virginia long-arm statute.

2.  Personal Jurisdiction Under Fed. R. Civ, P. 4(k)(2)

When the court finds that the long-arm statute does not authorize the court to exercise
personal jurisdiction, then, and only then, the court will determine whether personal jurisdiction
may be conferred under Fed. R. Civ. P. 4(k)(2). CFA Institute, 551 F.3d at 292 (4th Cir. 2009).

Under Fed. R. Civ. P. 4(k)(2), personal jurisdiction over a foreign defendant in a case
arising under a federal law may be appropriate if: (1) the defendant is not subject to jurisdiction
in any state’s courts of general jurisdiction; and (2) exercising jurisdiction is consistent with the
United States Constitution and laws,

Although Strata cites the rule, Strata has not argued that jurisdiction is appropriate under
Fed. R. Civ. P. 4(k)(2). In the hearing on Defendants’ motion to dismiss on September 25, 2009,
counsel for Strata conceded that Strata did not argue for a finding of personal jurisdiction under
Rule 4(k)(2). Nevertheless, the court may find jurisdiction pursuant to Rule 4(k)(2) if it were

appropriate. Raju, 241 F. Supp. at 599-600.

12
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First, the Court must determine whether Defendants are subject to jurisdiction in any
other state. Strata contends that “If the Defendants [sic] attempts to hijack the ‘Coral Gardens’
name cannot be stopped in Virginia and the US Trademark protected here, there is no place
where the US trademark may be enforced.” Mem. in Opp. at 17. From this statement, the Court
can infer that Strata believes the Defendants are not subject to jurisdiction anywhere else. “The
plaintiff is not required to prove lack of jurisdiction in every state.” Monster Cable Prods., Inc.
v. Euroflex S.R.L., No. 08-3338, 2009 WL 2051422, *4 (N.D. Cal. July 10, 2009). Instead, this
factor is met if the defendant does not identify another state court in which the suit could
proceed. Holland Am. Line Inc. v. Wartsila N. Am., Inc., 485 F.3d 450, 461 (9th Cir. 2007).
Counsel for Defendants would not concede that no other state has jurisdiction over them during
the hearing on Defendants’ motion on September 25, 2009, but did not identify any state court
where Defendants would be subject to personal jurisdiction. Assuming, arguendo, that the Court
could find that Defendants are not subject to jurisdiction anywhere in the United States, Strata
would still have to show that jurisdiction was constitutionally appropriate. Specifically,
Defendants’ “contacts with the United States as a whole [must] support the exercise of
jurisdiction consistent with the Constitution and the laws of the United States.” Silver Ring
Splint, Co. v. Digisplint, Inc., 508 F. Supp. 2d 508, 514 (W.D. Va. 2007) (quoting Base Metal
Trading, Ltd., 283 F.3d at 215)). The analysis “depends on whether [Defendants’] actions were
purposefully directed at the United States.” Pebble Beach Co. v. Caddy, 453 F.3d 1151, 1159
(9th Cir. 2006).

Here, jurisdiction is not appropriate under Rule 4(k)(2). Strata has alleged no additional
facts relating to the Defendants’ aggregate contacts with the United States beyond those that it

alleged in connection with its claims relating to Defendants’ contacts with Virginia. See

13
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Technology Patents, LLC v. Deutsche Telekom AG, 573 F. Supp. 2d 903, 918 (D. Md. 2008)
(“Contacts with the U.S. are essentially the same as those for the state . . . except on a larger
scale, and since the same due process limitations do not permit jurisdiction in Maryland, it
follows that jurisdiction is not proper for the U.S. as a whole.”). Therefore, Strata has not made
a prima facie showing that jurisdiction is appropriate under Rule 4(k)(2), and the motion to
dismiss should be granted.

3. Request for Jurisdictional Discovery

Strata requests that if the Court finds it has not established a prima facie showing of
personal jurisdiction, the Court order jurisdictional discovery to allow Strata to discover facts
that could form a basis for personal jurisdiction over Defendants. Strata has not provided
sufficient grounds for ordering jurisdictional discovery, however. The Court has been presented
with nothing other than speculation to justify jurisdictional discovery, even though Strata has
dealt extensively with at least some of the Defendants for years. See Carefirst of Md., Inc. v.
Carefirst Pregnancy Cirs., Inc., 334 F.3d 390, 402 (4th Cir.2003) (where the plaintiff “offers
only speculation or conclusory assertions” jurisdictional discovery is properly denied).
Therefore, Strata’s request for jurisdictional discovery is denied.
B. Forum Non Conveniens

Because the Court finds that it cannot assert personal jurisdiction over Defendants, the

Court will not address Defendants’ alternative grounds for dismissal, forum non conveniens.

14
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IV. CONCLUSION
For the above reasons, Defendants’ Motion to Dismiss All Counts of the Complaint
Against All Defendants on Grounds of Lack of Personal Jurisdiction and Forum Non Conveniens
is granted and Plaintiff’s Complaint is dismissed.

An appropriate Order will issue,

Vi

Anthody J. Trenga
United States District Judge

Alexandria, Virginia
October/l , 2009
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PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2008)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77458755
Filing Date: 04/25/2008

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

i

| TEAS Phns

MARK INFORMATION
ﬁ*MARK

;‘STANDARD CHARACTERS
57 USPTO-GENERATED IMAGE

LITERAL ELEMENT
*MARK STATEMENT

REGISTER
‘APPLICAN T INFORMATION
*OWNER OF MARK
*STREET
7 *CITY
*COUNTRY
PHONE

|
i EMAIL ADDRESS

LEGAL ENTITY INFORMATION

*TYPE
|

|
{
i
i

YES

| Coral Gardens

The Proprietors, Strata Plan No. 36

YES
YES
Coral Gardens

The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

Principal

Coral Gardens, Penns Road
Providenciales
Turks/Caicos Islands
649-331-9945

brayment@kivell.com

CORPORATION




l * STATE/COUNTRY OF INCORPORATION

' Turks/Caicos Islands

=
} GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS

. *IDENTIFICATION

| *FILING BASIS

| *FOREIGN REGISTRATION
COUNTRY

*FOREIGN REGISTRATION
NUMBER

*FOREIGN REGISTRATION
DATE

FOREIGN REGISTRATION
EXPIRATION DATE

DATE FOREIGN REGISTRATION
RENEWED
(if applicable)

' FOREIGN
REGISTRATION
FILE NAME(S)

STANDARD CHARACTERS
OR EQUIVALENT

*INTERNATIONAL CLASS

i *IDENTIFICATION
{ *FILING BASIS

*FOREIGN REGISTRATION
COUNTRY

*FOREIGN REGISTRATION
NUMBER

*FOREIGN REGISTRATION
DATE

FOREIGN REGISTRATION
EXPIRATION DATE

DATE FOREIGN REGISTRATION
RENEWED
(if applicable)

FOREIGN
| REGISTRATION
| FILE NAME(S)

1035

Real estate marketing services in the field of

condominiums

' SECTION 44(e)

. Turks/Caicos Islands

13,879

08/14/2007

08/14/2021

08/14/2021
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NO

036
Real estate management

SECTION 44(e)

Turks/Caicos Islands
13,879

08/14/2007

1 08/14/2021

08/14/2021
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| STANDARD CHARACTERS NO
l OR EQUIVALENT

} ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
(if applicable)

{ *TRANSLITERATION

i (if applicable)
i

| *CLAIMED PRIOR REGISTRATION
; (if applicable)

% *CONSENT (NAME/LIKENESS) {
| (if applicable)

f

! Z«i?;)pl;llci:il;ll:)ENT USE CLAIM
E ATTORNEY INFORMATION
i NAME Brian J. Rayment
! FIRM NAME Kivell, Rayment & Francis, P.C.
l STREET 7666 East 61st St., Suite 240
% CITY Tulsa
l STATE Oklahoma
| COUNTRY United States
| ZIP/POSTAL CODE 74133
' PHONE 918-294-0047
EMAIL ADDRESS brayment@kivell.com

i AUTHORIZED TO COMMUNICATE VIA EMAIL | Yes

; CORRESPONDENCE INFORMATION

i *NAME Brian J. Rayment
| FIRM NAME Kivell, Rayment & Francis, P.C.
| *STREET 7666 East 61st St., Suite 240
fV*CITY Tulsa
| %
} (SZ(ilE’lid for U.S. applicants) Oklahoma

*COUNTRY United States

! *ZIP/POSTAL CODE 74133



PHONE
*EMAIL ADDRESS

*AUTHORIZED TO COMMUNICATE VIA
EMAIL

FEE INFORMATION

NUMBER OF CLASSES

'FEE PER CLASS

TC TOTAL FEE PAID
‘SIGNATURE IN FORMATI()N
* SIGNATURE

* SIGNATORY'S NAME

P SIGNATORY'S POSITION

* DATE SIGNED

1550

918294 0047

brayment@klvell com

Yes

275

/Brian J Rayment/
Brian’J . Rayment
Attorney |
04/25/2008‘ e




PO Farm 1478 (Rev 9/2006)
OMB No. 0651-0009 (Fxp 12/31/.2008)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77458755
Filing Date: 04/25/2008

To the Commissioner for Trademarks:

MARK: Coral Gardens (Standard Characters, see mark)
The literal element of the mark consists of Coral Gardens.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, The Proprietors, Strata Plan No. 36, a corporation of Turks/Caicos Islands, having an
address of

Coral Gardens, Penns Road

Providenciales

Turks/Caicos Islands
requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended.

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 035: Real estate marketing services in the field of condominiums

Based on Foreign Registration: Applicant has a bona fide intention to use the mark in commerce on or in

connection with the identified goods and/or services, and submits a copy of Turks/Caicos Islands

registration number 13,879, registered 08/14/2007 with a renewal date of 08/14/2021 and an expiration

date of 08/14/2021, and translation thereof, if appropriate. 15 U. S.C. Section 1126(e), as amended.

Foreign Registration-1

Foreign Registration-2

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 036: Real estate management

Based on Foreign Registration: Applicant has a bona fide intention to use the mark in commerce on or in

connection with the identified goods and/or services, and submits a copy of Turks/Caicos Islands

registration number 13,879, registered 08/14/2007 with a renewal date of 08/14/2021 and an expiration

date of 08/14/2021, and translation thereof, if appropriate. 15 U. S.C. Section 1126(e), as amended.

Foreign Registration-1

Foreign Registration-2

The applicant hereby appoints Brian J. Rayment of Kivell, Rayment & Francis, P.C.
7666 East 61st St., Suite 240



Tulsa, Oklahoma 74133
United States
to submit this application on behalf of the applicant.

Correspondence Information: Brian J. Rayment
7666 East 61st St., Suite 240
Tulsa, Oklahoma 74133
918-294-0047(phone)
brayment@kivell.com (authorized)

A fee payment in the amount of $550 has been submitted with the application, representing payment for 2
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Brian J. Rayment/ Date Signed: 04/25/2008
Signatory's Name: Brian J. Rayment
Signatory's Position: Attorney

RAM Sale Number; 3954
RAM Accounting Date: 04/28/2008

Serial Number: 77458755

Internet Transmission Date: Fri Apr 25 21:28:19 EDT 2008
TEAS Stamp: USPTO/FTK-68.0.82.245-200804252128196770
37-77458755-400ef3e392cade9abd5ataad561c
2587281-CC-3954-20080425212009366493



Coral Gardens



-
Revision Date: 14 May 1998

FORM TM 10

THE TURKS AND CAICOS ISLANDS

TRADE MARKS ORDINANCE

CERTIFICATE OF REGISTRATION

TO: MISICK & STANBROOK

Of : RICHMOND HOUSE P.0Q. BOX 127 PROVIDENCYALES TURKS & CAICOS ISLANDS B.W.L

CORAL GARDENS

I CERTIFY that the Trade Mark shown above has been registered in the register
of Trade Marks for the Turks And Caicos Islands in the name of

THE PROPRIETORS OF STRATA PLAN NO. 36

OF CORAL GARDENS, PENN’S ROAD, PROVIDENCIALES TURKS & CAICOS ISLANDS

in Class 42 _ under No 13,879 as of the 14"

day of __ August 2007 in respect of the following goods / sxivlivs

Condominium complex

SEALED at my direction, this 30"




Hegistration s for 14 yoars from the dete first ebove-mentioned and may then be
Renewed, and also at the expiration of each peried of 14 vesvs thereafter,

This Certificate Is not for use in legal procesdingy or for obinlning registration
alwond

Nete: Upon any change of ownership of this Trade Mark, or change in addvess,
application should at once be made to the Registrar to vegister the change,
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UK Treaties Online

Help  Contact Us

UK Treaties Online

Treaty Search Results

Your treaty search has returned 43 results.

This is results page 10of 3

Exchange of Notes between the Government of the United Kingdom of Great Britain and Northern reland and the Government of the
Kingdom of Great fie
d and the Government of the Federative Republic of Brazil signed on 18 July 1995 to the Turks and Caicos islands

srative Republic of Brazil extending the Extradition Trealy between the Government of the Unite and Northero

Treaty Type | BILATERAL Signature Date : 25-Sep-2012
Country | BRAZIL, UNITED KINGDOM

[France] Agreement between the Government of the Turks and Caicos lslends and the Government of the French Repubiic Relaing to the
Exchange of Inforrmation on Taxation Matter Deed of Entrustment)

ot un

Treaty Type : BILATERAL Signature Date : 18-Sep-2008
Agre hetween the Government of the Turks and Caicos Islands and the Government of the Kingdom of Denmark for the £x

Information Relating 1o Taxes (concluded under deed of Entrustent)

Treaty Type @ BILATERAL Signature Date | 07-Sep-2009

Agreement between the Government of Denmark and the Government of the Turks and Caicos Islands for the Exchangs of Information
Relating to Taxes {corcluded under deed of Entrustment)

Treaty Type ' BILATERAL Signature Date * 07-3ep-2009

ks and Catcos isiands and the Sovernment

s for the

Agreement between the Governmant of the F the Kingdom of the Net

hange of Information Relaling i Taxe deead of Enfrustment). with Protocol concerning the Interpraiation and

Application of the Agreement betwa Kingdom of the Nethartands and the Government of the Turks and Caios

Treaty Type . BILATERAL Signature Date : 22-Jul-2008

Agreement between the Government of the Turks and Caicos Islands and the Government of lreland for the Exchange of Information
Rele

ng 1o Taxes (concluded under deed of Entrustment)

Treaty Type : BILATERAL Signature Date : 22-Jul-2009

Exchange of Notes regarding the Agreement batween the Government of the United Kingdom of Great Brilain and Northem trefandd and the
Kingdom of the Netherlands Congeming Alr Services Between and Beyond the United Kingdom Overseas Terrlories of Anguiiia, Bermuda,
the British Virgin Islands, the Cayman islands, Montserrat and the Turks and Caicos islands on the one hand, and the Netherlands Antilles
on the other, signed on 10 January 2000

Treaty Type | BILATERAL Signature Date . 24-May-2007

Agreements in the form of Exchanges of Letters between Romania and Anguilla, Jersey, Guarmsey, lsle of Man, Turks and Calcos lslands,
Montsamal, Cayman Islands, and British Virgin tslands concaming tax on savings (concluded under Deed of Entrustment)

Treaty Type | BILATERAL Signature Date © 18-Dec-2006

Agreement in the formof an £
Republic of Poland on the

xehange of Letters between the Government of The Turks and Caicos 1siands and the Government of The
cation of Savings ncome {concluded under D o Enfrustment)

Treaty Type : BILATERAL Signature Date : 01-Apr-2005
Country | POLAND

http://treaties.feo.gov.uk/treaties/treaty.htm;jsessionid=9C829923DEGF AA |EDF3FEG75ATDA BCAF2reset=Back-+tot+Search+Form{6/11/2014 12:47:41 PM]



UK Treaties Online

Agreements in the form of Exchanges of Letters between the Kingdom of Belgium and the Turks and Caicos Islands: Cayman islands:

British Virgin islands; Anguilla, and Monlserral concerming the tax system applying o income from savings (concluded under Deed of
Entrustiment)
Treaty Type : BILATERAL Signature Date : 05-0¢t-2004

Exchange of Notes between the Government of the United Kingdom of Great Britain and Northern frefand and the Government of Canada
to extend the Agreement regacding the Sharing of Forfeitad or Confiscated Assets or thalr Equivalent Funds signed in London on 21
February 2001 to Anguilla, the British Virgin Islands, the Cayman Islands, Gibraltar, Montserrat, and the Turks and Caicos istands

Treaty Type : BILATERAL Signature Date : 27-Feb-2003

Country : UNITED KINGDOM

Agreement betwasn the United Kingdom of Great Britain and Northem Irefand and the Kingdorn of the Netherlands concerning Alr Sernvices
hatween and beyond ihe United Kingdom Overseas Territenes of Anguilta, Bermuda, the Sritish Virgin islands, the Cayman lskands,
Monisarrat and Turks and Caicos fslands on the one harkd, and the Netharlands Antiites on the other

Treaty Type : BILATERAL Signature Date | 10-Jan-2000

Country : NETHERLANDS THE, UNITED KINGDOM

Agreemant batween the Government of the United Kingdom of Great Briain and Northern freland on

behaif of the Turks and €

d the Governmant of the United Slales of America refating to investment meenbves

an

Treaty Type | BLATERAL Signature Date - 20-Apr-1999
Agrasement on Marilime Delimitation between the Government of the United Kingdom of Graat Britain and Northam lreland and the

Government of the Dominican Republic concerning the Delimitation of the Maritime Boundary between the Dominican Republic and the
Turks and Caicos islands

Treaty Type | BILATERAL Signature Date | 02-Aug-1996

Country : UNITED KINGDOM

Agreement in the form of an Exchange of Notes between the Government of the United Kingdom of Great Britain and Nonthern lreland and

the Government of the Tunisian Republic extending the Agreement for the Promction and Frotection of Investme ned at Tunis on 14

March 1984 1o the isle of Man, Gibraltar, the Turks and Caicos Isiands, Bermuda and the Bailiwicks of Guermnsey and

Treaty Type | BILATERAL Signature Date © 23-Dec-1002
Country - UNITED KINGDOM

Exchange of Notes extending the Agreement between the Government

of the Unitad Kingdom of Great Britain and Northern breland and the
Government of the Republic of Bolivia for the Promotion and Profection of Invesiments done at La Paz on 24 May 1988 1o the Isle of Man,
the Turks and Calnos islands, Bermuda and the Bailiwicks of Guernsey and Jersey

Treaty Type | BILATERAL Signature Date @ 08-Dec-1992

Country . Bermuda, Guermnsey, Balliwick of, Isle Of Man, Jersey, Bailiwick of, Turks And Caicos Islands

Exchange of Notes extending the United Kingdom/! Guyana Promotion and Protection of Investmer
Isle of

st 27 Qctober 1989 {0 the

¢, Gibeaitar, the Turks and Caloos Islands, Baanuda and the

Badiwicks of Guemsey and Jersey

Treaty Type © BILATERAL Signature Date 1 22-Sep-1992
Country | Bermuda, Gibraltar, Guemsey, Bailiwick of, Isle Of Man, Jersey, Balliwick of, Turks And Caicos Islands

Exchange of Notes between the Sovernmant of the United Kingdom of Great Britain and Northern freland and the Government of Grenads
extending the Agreement between the Government of the United Kingdom of Great Britain and Northem ireland and the Government of
Grenada for the Promotion and Protection of investments (o the {sle of Man, Gibraltar, the Turks and Caicos Islands, Bermuda and the
Balliwicks of Quernsey and Jersey

Treaty Type | BILATERAL Signature Date - 20-Jul-1982

Exchange of Notes hetwesn the Government of the United Kingdom of Great Britain and Northern treland and the Governiment of the
Rapublic of Hungary concerning the extension 1o the Isle of Man, Gi :
Guarnsey and Jersey of the Agree

maent for the Promotion and Reciprocal Protection of Investmerds done at Budapest on 9 March 1687

Treaty Type | BILATERAL Signature Date © 07-Nov-1991

Exchange of Notes extending the Trealy betwesn the United Kingdom of Great Britain and Northern lrefand and the United States of

http://treaties. feo.gov.uk/treaties/treaty. htin;jsessionid=9C82 992 3DEGF AA TEDF3FE67SATDABCAFreset=Back+o+Search+Form[6/11/2014 12:47:41 PM]
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Ametica concerning the Cayman islands relating to Mutual Legal Assistance in Criminal Matiers -~ Grand Cayman 3 July 1988 - to Anguilia,

British Virgin fslands snd Turks and Calcos Islands
Treaty Type : BILATERAL Signature Date : 08-Nov-1980
1.2 3

Bock o tog

hitp:/ftreaties. fco.gov.uk/treaties/treaty hum,jsessionid=9C82 992 3DEGF AA IEDF3FEG7TSATDABCAFTreset=Back-+to+Search+Form [6/11/2014 12:47:4] PM]



UK Treaties Online
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» UK Treaties Online

Treaty Search Results

Your trealy search has returned 43 results,

This is results page 20f 3

Exchange of Notes further extending the Narcotics Co-operation Agreement between the Government of the United
Britain and Notthern lreland and the Government of the United States of America wilh res

Septermber 1986

ot 1o the Turks and Ca Wi signad on 18

Treaty Type : BILATERAL Signature Date : 17-0ct-1980

Exchange of Notes further axtending the Narcotics Co-operation Agreement between the Government of the United Kingdom of Great
Britain and Northern ireland and the Government of the United States of Amarica with respect to the Turks and Caicos isiands, signed on

18 Septamber 1888

Treaty Type : BILATERAL Signature Date : 20-Jul-1980

Exchange of Notes further extending the Narcotics Co-operation Agresment between the Governmant of the United Kingdom of Great
Britain and Northem treland and the Govarmnment of the Uniled States of America with respeat 10 the Turks

18 Seplamber 1986

o Caico

nds, signed on

Treaty Type : BILATERAL Signature Date | 19-Jan-1880

Exchange of Notes further extending the Narcotics Co-operation Agreement between the Govarmment of the United Kingdom of Great
Britain and Northemn lreland and the Government of the United States of Amer
18 Seplember 1886

a with respect to the Turks and Caicos islands, signed on

Treaty Type @ BILATERAL Signature Date : 20-Jul-1989

Exchange of Notes betwaen the Government of the United Kingdom of Great ritain and Northern irelend and the Government of the United
States of America further extending U :
September 1888

signed on 18

Treatly Type | BILATERAL

s Co-oparalic om of Great

mant of the Und s signed @

Britain and Northem breland and the Gavent
wr 1986

Washington on 18 Sey

Treaty Type | BILATERAL Signature Date : 20-Jul-1988

Exchange of Notes betweean the Government of th d andd the Government of the United
States of America extending the Narcotics Co-operation Agreement with respect to the Turks and Caicos Istands, signed Washingten 18

September 1486

United Kingdom of Great Brifain and Northarn lre

Treaty Type : BILATERAL Signature Date | 20-Jan-1988
Country : Turks And Caicos Islands

Exchange of Letters constititing a Narcotics Co-operation Agreement betwaen the Sovermment of the United Kingdom of Great Britain and
Morthern freland and the Government of the United States of Amarica with respect 10 the Turks ¢

Treaty Type : BILATERAL Signature Date © 18-Sep-1986

Country : Turks And Caicos Islands

Exchange of Note

w0 the Government of ihg

Northern el
Agreement for the Promotion and Protection of

an the Government of the Uniied Kingdom of Graat Britain ¢
Kingdom of Thailand concsrning the Extension to the Turks and Gaicos stands of the
Investments, signed at London on 28 Novembay 1978,

hitp://treaties. feo.gov.uk/treaties/treaty. htm;jsessionid=9C82 992 3DEGF AATEDF3FEG7TSATDABCAF7pg=2[6/11/2014 12:48:01 PM]
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Treaty Type | BILATERAL Signature Date © 22-Aug-1986

Country : Turks And Calcos Istands

iwaen the Governme i Northern lreland and the Government of the

E. o Kingdom of G
Republic of Singapore concerning the Extension to the Turks and Caicos 1s
Investments signed at Singapore on 22 July 1875

hange of Notes

ands of the Agreement for the Promotion and Protection of

Treaty Type : BILATERAL Signature Date : 07-Mar-1986

Country : Turks And Caicos Islands

FExchangs of Notes between the Governmant of the United Kingdom of Great Britain and Narthern re

Republic of the Philippines concerning the Extension to the Turks and Caicos Islands of the Agreement for the Promotion and Protection of
Investments signed in London on 3 December 1880

tand and the Government of the

Treaty Type : BILATERAL Signature Date ¢ 17-Dec-1985

Country : Turks And Caicos Islands

Exchange of Notes betwaen the Government of the United Kingdom of Great Britain and Northern frefand and the Government of Be
concaming the extansion {6 the Turks and Caicos lslands of the Agn
Belmopan on 30/04/1082

for the Promotion and Protection of Inve

tmeants, sigr

Treaty Type : BILATERAL Signature Date © 10-Dec-1985

Country . Turks And Caicos Islands

Exchange of Noles between the Government of the United Kingdom of Great Britann and Northern treland and the Government of the United

Inited States Defence Areas in the Turks and Ca

Stales of Ams

n& concarning ihe

Treaty Type | BILATERAL Signature Date : 18-Dec-1984

Country © Turks And Caicos Islands

Exchanygs of No st the Sovernment of the United Kingdom of Great Britain and Northern freland and the G nmant of St Lucis
on 1o Hong Kong, the Bailiwicks of Jars

Caicos Islands of the Agreament for the Promotion and Pro
bl

OVeT

concerning the Ex ey and Guemsey, the Isie of Man. the Cayran islands and the Turks and

ion of Investments, s

ad gl Castriss on 18 January 1883
Treaty Type : BILATERAL Signature Date . 23-0Oct-1884
Country : Cayman Islands, Guemnsey, Bailiwick of, Hong Kong, Isle Of Man, Jersey, Bailiwick of, Turks And Caicos Islands

Exchange of Lelters batween the Uniled States of America and the United Kingdom of Great Britain and Norihern lreland (Turks and Cacos
tslands) constituting an Agreement relating to the Peace Corps

Treaty Type | BILATERAL Signature Date : 15-Dec-1980

Minute ) and Exchange of Notes

Treaty Type | BILATERAL Signature Date : 12-Dec-1979
Country : Turks And Caicos Islands, UNITED KINGDOM, UNITED STATES OF AMERICA

£
States of America refaling to the Use by the Uniled Statas of cerfain O

«change of Notes belween the Government of the United Kingdom of Great Britain and Northern lreland and the Goverament of the United

Treaty Type : BILATERAL Signature Date : 28-Sep-1978

Country : Turks And Caicos Islands

&

Slale

hange of Nota

betwaen the Gov ¢ at Britain end Northao reland and the Governmant of the United
s of Amarica applying the Agreen £

1co% lslands

Treaty Type : BILATERAL Signature Date 1 15-Jun-1972

Exchange of Notes betwaen the Government of the United Kingdon of Great Britain and Northern lreland and the Government of the United
States of America concering the Establishment and Operation of a Radar Station on the island of Grand Turk i the Turks &
lslands

http:/treaties. fo.gov.uk/treaties/treaty. htm;jsessionid=9C829923DEGF AA 1EDF3FE67SATDABCAF7pg=2[6/11/2014 12:48:01 PM]
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Treaty Type : BILATERAL Signature Date : 16-Apr- 1958

at Britain and Northern treland and the Government of the United States
sstablishmant of an Oceanoygraphic Research Station w the Turks and Caicos Islands

Agreement between the Government of the United Kingdom of G
of America for the

Treaty Type : BILATERAL Signature Date : 27-Nov-1858

Country - UNITED KINGDOM

Back 1o ion

http://treaties. fco.gov . uk/treaties/treaty. htm;jsessionid=9C829923DECF AA1EDF3FECTSATDABCAFpg=2[6/11/2014 12:48:01 PM]
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Your treaty search has returned 43 results,

This is results page J of 3

Agreement between the Governmant of the United Kingdorn of Great Britam and Northern freland and the Goverament of the United States

of Amenca concarning the Exisnsion of the Bahamas Long Range Proving Ground by addit

Treaty Type : BILATERAL

Exchange of Notes between Dominican Rapublio and Jamalics

Treaty Type : BILATERAL

Reciprocily Convention between the United States and the British Colony of Turks and Caicos istands

Treaty Type : BILATERAL

Country : UNITED KINGDOM, UNITED STATES OF AMERICA

http:/ftreaties. feo.gov.uk/treaties/treaty htm;jsessionid=9C829923DECF AATEDF3FE6TSATDABCAF 7 pg=3{6/11/2014 12:48:16 PM]

Signature Date | 15-Jan-1952

sgarding Duties on Cattle Impontad inte Turks and Caicos isiends

Signature Date | 18-Apr-1840

Signature Date ~ 21-Jul-1889

in tha Turks and Cawwes 1slands
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Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home|Site Index|Search| FAQ| Glossary | Guides | Contacts| eBusiness | eBiz alerts| News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 11 03:22:54 EDT 2014

Logout | Please logout when you are done to release system resources allocated for you.

List At: OR _Jm_] to record: Record 3 Out Of 5

( Use the "Back" button of the Internet Browser to

return to TESS)

Coral Gardens

Word Mark CORAL GARDENS
Goods and Services IC 036. US 100 101 102. G & S: Real estate management of condominium complexes

IC 043. US 100 101. G & S: Providing temporary lodging services in the nature of a
condominium hotel complex

Standard Characters

Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 77458755

Filing Date April 25, 2008

Current Basis 44E

Original Filing Basis 44E

Published for
Opposition September 30, 2008

Registration Number 3546491
Registration Date December 16, 2008

Owner (REGISTRANT) The Proprietors, Strata Plan No. 36 CORPORATION TURKS/CAICOS IS.
Coral Gardens, Penns Road Providenciales TURKS/CAICOS IS.

Attorney of Record  Brian J. Rayment

Type of Mark SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR).

http://tmsearch.uspto.gov/bin/showfield7f=docé&state=4807:32u4l1d.2.3 6/11/2014



Trademark Electronic Search System (TESS) Page 2 of 2

Live/Dead Indicator LIVE

e

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4807:32u4ld.2.3 6/11/2014
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PTO Formi 1683 (Rev 5/2006)
OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and Incontestability under Sections
8& 15

The table below presents the data as entered.

REGISTRATION
'NUMBER 13546491
'REGISTRATION
'DATE 12/16/2008
SERIAL
'NUMBER 77458755
: MARK SECTION
MARK "CORAL GARDENS

' ATTORNEY SECTION (current)

. NAME Brian J. Rayment

FIRM NAME KIVELL, RAYMENT & FRANCIS, P.C.
{ STREET 7666 E 61ST ST STE 240
| CITY TULSA E
STATE Oklahoma |
EPOSTAL CODE 74133-1138 ‘
| COUNTRY United States
 PHONE 918-294-0047
, EMAIL brayment@kivell.com

| ATTORNEY SECTION (proposed)

NAME Brian J. Rayment
| FIRM NAME ' KIVELL, RAYMENT & FRANCIS, P.C.
 STREET 7666 E 61ST ST STE 550
| CITY TULSA

STATE Oklahoma



| POSTAL CODE 1 74133-1138

COUNTRY | Uﬁited Stétes‘ |
PHONE - ;918-294—0047
‘EMAHL - brayment@kivell.com
AUTHORIZED TO ; H
COMMUNICATE Yes
 VIAE-MAIL ,
CORRESPONDENCE SECTION (current)
’NAME BRIAN J. RAYMENT
?FIRM NAME KIVELL, RAYMENT & F RANCIS p. C.
STREET | 7666 E 61ST ST STE 240

CITY TULSA

STATE - Oklahorﬂa
éPOSTAL CODE | 1 74133-1138
COUNTRY | %k’Unite’d States

:’PHONE 918-294-0047
EMAIL - brayment@kivell.com

CORRESPONDENCE SECTION (proposed)

NAME BRIAN J, RAYMENT

FIRM NAME | KIVELL, RAYMENT & FRANCIS, pP.C.
ESTREET B Wé‘7666E6IST ST STE 550 S
CITY - TULSA

’STATE | ” Oklahoma

‘POSTAL CODE ’;74133 1138

’COUNTRY N ;Umted States

”PHONE | 91 8-294-0047

EEMAIL - brajment@kivell.com

AUTHORIZED TO

COMMUNICATE  Yes

3 VIA E MAIL
DOMESTIC REPRESENTATIVE SECTION (new)

NAME Brian J. Rayment

INTERNAL

' Suite 550




| ADDRESS
I
|
[

| STREET 7666 East 61st Street ,
| CITY TULSA
!‘ STATE Oklahoma |
POSTAL CODE 74133-1138 -
COUNTRY United States ‘
PHONE 918-294-0047 '
EMAIL brayment@kivell.com |

AUTHORIZED TO
COMMUNICATE Yes
VIA E-MAIL

GOODS AND/OR SERVICES SECTION |

INTERNATIONAL ’
| CLASS 1036 |
1 GOODS OR .

SERVICES Real estate management of condominium complexes

[ SPECIMEN FILE NAME(S) |

i
‘ ARICIRL TR SPNO0-68082245-070738445 . hitp  www.coralgardensongracebay.pdf

FILE !
CONVERTED :

PDF FILE(S) WTICRS\EXPORT16\MMAGEOUT16\774\587\77458755\xm11\8150002.JPG
‘ (2 pages) |
WTICRS\EXPORTIONMAGEOUT16\774\587\77458755\xm11\8150003.JPG i
| SPECIMEN - Website maintained by the registrant using the mark for the relevant goods :
| DESCRIPTION and services .
| INTERNATIONAL 4 I
| CLASS 043 I
' GOODS OR Providing temporary lodging services in the nature of a condominium hotel |
! SERVICES Complex |

!
|

i SPECIMEN FILE NAME(S)

' CRIeLEaLaPY SPN1-1-68082245-070738445 . http  www.coralgardensongracebay.pdf

' FILE
' CONVERTED ‘
' PDF FILE(S) WTICRS\EXPORTIOMMAGEOUT16\774\587\77458755\xm11\8150004.JPG |
| (2 pages)

WTICRS\EXPORT16\IMAGEOUT16\774\587\77458755\xml11\8150005.JPG |
» 7
| SPECIMEN Website maintained by the registrant using the mark for the relevant goods

| DESCRIPTION and services



OWNER SECTION (current)

 SUBTOTAL

SIGNATORY'S
PHONE NUMBER

NAME 'The Propnetors Strata Plan No. 36

STREET Coral Gardens, Penns Road

CITY Providenciales

COUNTRY Turks/Calcos Islands

PHONE 3649 331-9945

EMAIL brayment@klvell com

; LEGAL EN TITY SECTION (current)

TYPE corpm atlon

LEGAL ENTETY SECTION (pn oposed)

TYPE corporatlon

 STATE/COUNTRY

OF - Turks/Caicos Islands

INCORPORATION

‘ PAYMENT SECTION

 NUMBER OF
CLASSES

2

NUMBER OF

. CLASSES PAID

AMOUNT 600

TOTAL FEE PAID 600

SIGNATURE SECTION

SIGNATURE /Brian J. Rayment/

 SIGNATORY'S y
N AME Brian J. Rayment

SIGNATORY'S

POSITION Aftorney

DATE SIGNED  12/21/2013

1918-294-0047

PAYMENT |
CC

METHOD ;

F ILING INFORMATION

SUBMITDATE  SatDec2l 07 58:50 EST 2013

| USPTO/SO08N15-68.0.82.245-




| TEAS STAMP

i
!

i
!

120131221075850659300-3546
1 491-50097a4df84e07518608¢
. 1556ad8284a1461c2858acb97
- 116b3bacbf6d70ead59-CC-12
 664-20131221070738445953




PTO Form 1583 (fev 5/2006)
OMB No, 0851-0055 {I2xp 0O/20/2014)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: 3546491
REGISTRATION DATE: 12/16/2008

MARK: CORAL GARDENS

The owner, The Proprietors, Strata Plan No. 36, a corporation of Turks/Caicos Islands, having an address
of

Coral Gardens, Penns Road

Providenciales,

Turks/Caicos Islands
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 036, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class: Real estate management of condominium
complexes; and the mark has been continuously used in commerce for five (5) consecutive years after the
date of registration, or the date of publication under Section 12(c), and is still in use in commerce on or in
connection with all goods or services listed in the existing registration for this class. Also, no final
decision adverse to the owner's claim of ownership of such mark for those goods or services exists, or to
the owner's right to register the same or to keep the same on the register; and, no proceeding involving
said rights pending and not disposed of in either the U.S. Patent and Trademark Office or the courts exists.
The owner is submitting one specimen for this class showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) Website maintained by the registrant using the
mark for the relevant goods and services.

Original PDF file:

SPNO0-68082245-070738445 . http  www.coralgardensongracebay.pdf
Converted PDF file(s) (2 pages)

Specimen Filel

Specimen File2

For International Class 043, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class: Providing temporary lodging services in
the nature of a condominium hotel complex; and the mark has been continuously used in commerce for
five (5) consecutive years after the date of registration, or the date of publication under Section 12(c), and
is still in use in commerce on or in connection with all goods or services listed in the existing registration
for this class. Also, no final decision adverse to the owner's claim of ownership of such mark for those
goods or services exists, or to the owner's right to register the same or to keep the same on the register;
and, no proceeding involving said rights pending and not disposed of in either the U.S. Patent and
Trademark Office or the courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on or in



connection with any item in this class, consisting of a(n) Website maintained by the registrant using the
mark for the relevant goods and services.

Original PDF file:
SPN1-1-68082245-070738445 . http  www.coralgardensongracebay.pdf
Converted PDF file(s) (2 pages)
Specimen Filel
Specimen File2
The registrant's current Attorney Information: Brian J. Rayment of KIVELL, RAYMENT & FRANCIS,
PiC
7666 E 61ST ST STE 240
TULSA, Oklahoma (OK) 74133-1138
United States

The registrant's proposed Attorney Information: Brian J. Rayment of KIVELL, RAYMENT &
FRANCIS, P.C.

7666 E 61ST ST STE 550

TULSA, Oklahoma (OK) 74133-1138

United States

The phone number is 918-294-0047.

The email address is brayment@kivell.com.
The registrant's current Correspondence Information: BRIAN J. RAYMENT of KIVELL, RAYMENT &
FRANCIS, P.C.

7666 E 61ST ST STE 240

TULSA, Oklahoma (OK) 74133-1138

United States

The registrant's proposed Correspondence Information: BRIAN J. RAYMENT of KIVELL, RAYMENT
& FRANCIS, P.C.

7666 E 61ST ST STE 550

TULSA, Oklahoma (OK) 74133-1138

United States

The phone number is 918-294-0047.
The email address is brayment@kivell.com.
The registrant hereby appoints Brian J. Rayment, Suite 550, 7666 East 61st Street, TULSA, Oklahoma

(OK) United States (USX) 74133-1138 as registrant's representative upon whom notice or process in the
proceedings affecting the mark may be served.



The phone number is 918-294-0047.
The email address 1s brayment@kivell.com.

A fee payment in the amount of $600 will be submitted with the form, representing payment for 2
class(es), plus any additional grace period fee, if necessary.

Declaration

The mark is in use in commerce on or in connection with the goods and/or services identified above, as
evidenced by the attached specimen(s) showing the mark as used in commerce. The mark has been in
continuous use in commerce for five (5) consecutive years after the date of registration, or the date of
publication under Section 12(c), and is still in use in commerce. There has been no final decision adverse
fo the owner's claim of ownership of such mark, or to the owner's right to register the same or to keep the
same on the register, and there is no proceeding involving said rights pending and not disposed of either
in the U.S. Patent and Trademark Office or in the courts.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this document, declares that he/she is properly authorized to execute this
document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all
statements made on information and belief are believed to be true.

Signature: /Brian J. Rayment/  Date: 12/21/2013
Signatory's Name: Brian J. Rayment

Signatory's Position: Attorney

Signatory's Phone Number: 918-294-0047

Mailing Address (current):
KIVELL, RAYMENT & FRANCIS, P.C.
7666 E 61ST ST STE 240
TULSA, Oklahoma 74133-1138

Mailing Address (proposed):
KIVELL, RAYMENT & FRANCIS, P.C.
7666 E 61ST ST STE 550
TULSA, Oklahoma 74133-1138

Serial Number: 77458755

Internet Transmission Date: Sat Dec 21 07:58:50 EST 2013
TEAS Stamp: USPTO/S08N15-68.0.82.245-201312210758506
59300-3546491-50097a4df84e07518608e1556a
d8284a1461¢2858acb97116b3bacbfod70eads59-
CC-12664-20131221070738445953



The Official Website ® - Coral Gardens on Grace Bay Page 1 of 2
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Enjoy being ideally located around several restaurants, grocgry.
shopping and the many delights of the Gdice Bay alea

LENIS MOaE

EROMFIFHTFFAAVAILASILITY - BOOK ONLINE or CALL TOLL-FREE 1-800-767-9115

Arrival Date Nights Adults Children 12 and under .
2013-12-21 1|+ 1= ol~| | Availapility Search |

Escape to Coral Gardens on Grace Bay and immerse yourself in an exclusive oasis of elegance and
natural tranquility. Our exclusive boutique resort is set on a quiet stretch of Grace Bay - twelve miles of
powder-soft white sands and brilliant azure blue waters - rated "Best in the world” by Conde Nast and
The Sunday British Times polle, Snorkel amidst the kaleidoscopic marine life of the coral reef steps from
the shore and directly in front of the resort.

a closer look at the
dens resort and its
magnificen| surrounding:

Discover a pristine island paradise. A place where the warmth, gentlenass and openness of the islanders
is legandary. A place that unites all the luxuries of a world-class destination with the natural splendors of
sun, sand and sea. You'll find picturesque settlements, rencwned diving a sailing, an 18 hole
championship golf course, and a way of life in harmony with the rhythms of the natural world.
Providenciales, in the beautiful Turks and Caicos, offers the very best of luxurious island living.

| Review Coral Gardens on Grace l
|
|
|
|

Bay
Write Review
Book Your Vacation Todayl 1-800-787-9115 RALELS
M Coral Gardens is located on Providenciales, in the beautiful Turks & Caicos islands, we offer the very Your Name
u :ﬁu best of luxurious Island living. Read the New Testimonlals that our guests are stating about usl
Your Email Address

Our Resort | Things To Do | How to Get Here | Contact Us | Photo Gallery SUBSCRIBE

% Copyright 2012 Coral Gardens on Grace Bay All Rights Reservad. | Website & Reservations by Turks and Caicos Resorts, Hotels & Villa Resarvations

http://www coralgardensongracebay.com/ 12/21/2013
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Enjoy being eally located around several restaurants, grocgry
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GRS FHATESAVAILAEILITY - BOOK ONLINE of CALL TOLL-FREE 1-900-767-9115

Arrival Date T Nights Adults Children 12 and under e
2013-12-21 1|+ 1]«] ol~| | Availability Search |

Escape to Coral Gardens on Grace Bay and immerse yourself in an exclusive oasis of elegance and
natural tranquility. Our exclusive bouticue resort is set on a quiet stretch of Grace Bay - twelve miles of
powder-soft white sands and brilliant azure blue waters - rated "Best in the world" by Conds Nast and
The Sunday British Times polls, Snorkel amidst the kaleidoscopic marine life of the coral reef steps from
the shore and directly in front of the resort,

Discover a pristine island paradise. A place where the warmth, gentleness and openness of the islanders
is legendary. A place that unites all the luxuries of a world-class destination with the natural splendors of
sun, sand and sea. You'll find pictureseue settlements, renowned diving a sailing, an 18 hole
championship golf course, and a way of life in harmony with the rhythms of the natural world.
Providenciales, in the beautiful Turks and Caicos, offers the very best of luxurious island living.

Review Coral Gardens on Grace

Write Review
Book Your Vacation Todayl 1-800-787-9115 [ b EVS UPDATE & SPECIALE]
Coral Gardens is located on Providenciales, in the beautitul Turks & Calcos Islands, wa offer the very Your Name

best of luxurious Island llving. Read the New Testimonials that our guests are stating about usl
Your Email Address

Our Resort | Things To Do | How to Get Here | Contact Us | Photo Gallery SUBSCERIBE]

© Copyright 2012 Coral Gardens on Grace Bay All Rights Resarved | Website & Reservations by Turks and Caicos Resorts, Hotels & Vitla Reservations
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ROUTING SHEET TO POST REGISTRATION (PRU)

RAM Sale Number: 3546491

RAM Accounting Date: 20131223

Serial

Registration Number: 3546491

Number: 77458755

IR

Total Fees: $600

Note: Process in accordance with Post Registration Standard Operating Procedure (SOP)

Transaction

§8 affidavit
§15 affidavit

Physical Location: MADCD- ALEX. CENTRAL DOCKET

Lost Case Flag: False

In TICRS (AM-FLG-IN-TICRS): True

Transaction

Number Number of Total

of Classes Classes Paid Fee
2 2 $200
2 2 $400

Transaction Date: 20131221

IHERHRRIIR
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Enjoy being Weally located around several restaurants, grocgry
shopping and the many delights of the Gfice Bay alea
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RO ATFOAVAILABILITY - BOOK ONLINE or CALL TOLL-FREE 1-800-767-9115

Arrivel Date - Nights Adults Children 12 and under
2013-12-21 1|+ ilvl olv| Availapility Search |

Escape to Coral Gardens on Grace Bay and immerse yourself in an exclusive oasis of elegance and
natural tranquility. Our exclusive boutique resort is set on a quiet stretch of Grace Bay - tweive miles of
powder-soft white sands and brilliant azure blue waters - rated "Best in the world" by Conde Nast and
The Sunday British Times polls. Snorkel amidst the kaleidoscopic marine life of the coral resf steps from
the shore and directly in front of the resort.

al Gardens resort and its
agnificent surround

Discover a pristine island paradise. A place where the warmth, gentleness and openness of the islanders
ls legendary. A place that unites all the luxuries of a world-class destination with the natural splendors of
sun, sand and sea. You'll find picturescue settiements, renowned diving a sailing, an 18 hole
championship golf course, and a way of life in harmeny with the rhythms of the natural world.
Providenciales, in the beautiful Turks and Caicos, offers the very best of luxurious island living. .

i Review Coral Gardens on Grace

Bay
Write Review
Book Your Vacation Todayl 1-800-787-9115 SR
')l" Coral Gardens is located on Providenciales, in the beautiful Turks & Caicos Islands, we offer the very ‘Your Name
s lﬁl_j, best of luxurious Island iiving. Read the New Testimoniais that our guests are stating about usl
Your Email Address
Our Resort | Things To Do | How to Get Here | Contact Us | Photo Gallery SUBSCRIBE

© Copynght 2012 Coral Gardens on Grace Bay All Rights Reserved | Website & Reservations by Turks and Caicos Resorts, Hotels & Villa Reservations
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Enjoy being deally jocated around several restaurants, grocfery
shopping and the many delights of the Gdice Bay al

mwmmwmmw - BOOK ONLINE of CALL TOLL-FREE 1-800-787-9115
Arrival Date 5 Nights Adults Children 12 and under N
2013-12-21 1 i) 1lv olv| | Availability Search

Escape to Coral Gardens on Grace Bay and immerse yourself in an exclusive oasis of elegance and -
natural tranquility. Our exclusive boutique resort is set on a quiet stretch of Grace Bay - twelve miles of '_'i-' bmens resort and its
powder-soft white sands and brilliant azure blue waters - rated "Best in the world" by Conde Nast and magnificent surroundr)gs.
The Sunday British Times polls. Snorkel amidst the kaleidoscopic marine life of the coral reef steps from

the shore and directly in front of the resort.

Discover a pristine island paradise. A place where the warmth, gentleness and openness of the islanders
is legendary. A place that unites all the luxuries of a world-class destination with the natural spiendors of
sun, sand and sea. You'll find picturesque settiements, renowned diving a salling, an 18 hole
championship golf course, and a way of life in harmony with the rhythms of the natural world.
Providenciales, in the beautiful Turks and Caicos, offars the very best of luxurious island living. l - —

Review Coral Gardens on Grace

Bay
L Write Review
Book Your Vacation Todayl 1-800-787-8115 R RERELELATE & BIE RS
Ny Ceral Gardens Is located on Providenciales, in the beautiful Turks & Caicos Islands, we offer the very Your Name
b )a'); best of luxurious island living. Read the New Testimonlals that our guests are stating about us!
Your Email Address
Our Resort | Things To Do | How to Get Here | Contact Us | Photo Gallery SUBSCRIBE
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Trademark Trial and Appeal Board Electronic Filing System. hitp./festta. uspio.goy

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA609222
06/11/2014

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Reef Residences Resort Management Ltd

Entity Partnership Citizenship Turks and Caicos Islands
Composed Of: Limited Liability Company

Address End of Stubbs Road

Providenciales,
TURKS AND CAICOS ISLANDS

Attorney informa-
tion

Marc Trachtenberg

Greenberg Traurig, LLP

77 West Wacker Drive

Chicago, IL 60601

UNITED STATES

trachtenbergm@gtiaw.com Phone:3124561020

Registration Subject to Cancellation

Registration No

3546491 Registration date | 12/16/2008

International Re-
gistration No.

international Re- NONE

gistration Date

NONE

Registrant

The Proprietors, Strata Plan No. 36
Coral Gardens, Penns Road

Providenciales,
TURKS AND CAICOS ISLANDS

Goods/Services Subject to Cancellation

complexes

Class 036. First Use: 0 First Use In Commerce: O
All goods and services in the class are cancelled, namely: Real estate management of condominium

Class 043. First Use: 0 First Use In Commerce: 0
All goods and services in the class are cancelled, namely: Providing temporary lodging services inthe
nature of a condominium hotel complex

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud

808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Abandonment

Trademark Act section 14

Related Proceed-
ings

THE PROPRIETORS OF STRATA PLAN NO. 36 v. CoralGardens.com, Case:
1:13-cv-8669

Attachments

64797447 12-Petition to Cancel CORAL GARDENS.pdf(208414 bytes )




Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Marc Trachtenberg/
Name Marc H. Trachtenberg
Date 06/11/2014




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re U.S. Trademark Registration No. 3,546,4910f The Proprietors, Strata Plan No. 36 for the
mark CORAL GARDENS

USSR '¢
REEF RESIDENCES RESORT MANAGEMENT Cancellation No.
LTD :
Petitioner,
v.
THE PROPRIETORS, STRATA PLAN NO. 36, - PETITION TO CANCEL
Respondent.
e e e e e e e e o e e e e e e e K

Petitioner Reef Residences Resort Management Ltd., a limited hability company existing
under the laws of Turks and Caicos, believes it is being damaged by Registration No. 3,546,491
for the mark CORAL GARDENS (the “Registration™), issued to The Proprietors, Strata Plan No.
36, a corporation of Turks/Caicos Islands, and hereby petitions for cancellation of said

Registration.

FIRST GROUND FOR CANCELLATION:
FRAUD UNDER 15 U.S.C. § 1064(3)

1. On May 7, 2004 Respondent filed a trademark application under Section 44(e)
(the “Application”) which issued to Registration as U.S. registration No. 3546491 (the

“Registration”).



2. The Application was signed by Brian J. Rayment (“Rayment”), listed as attorney
for Respondent.

3. The Application included Rayment’s sworn statement that he that he was properly
authorized to execute the Application on behalf of the Respondent.

4. Respondent’s application also included Respondent’s sworn statements that
Respondent (a) was the owner of a mark which was duly registered in its country of origin, and
that its country of origin is a party to any convention or treaty relating to trademarks, trade or
commercial names, or the repression of unfair competition, to which the United States is also a
party, or extends reciprocal rights to; (b) to the best of his/her knowledge and belief no other
person, firm, corporation, or association has the right to use the mark in commerce, either in the
identical form thereof or in such near resemblance thereto as to be lkely, when used on or n
connection with the goods/services of such other person, to cause confusion, or to cause mistake,
or to deceive; and (c) had a bona fide intent to use the mark CORAL GARDENS in commerce
for all of the following goods and services (collectively, “Respondent’s Services™) "

Real estate management of condominium complexes (“Class 036
Services™)

Providing temporary lodging services in the nature of a condominium
hotel complex? (“Class 043 Services”)

! Since Respondent applied for registration under Section 44(e), the Application included the
sworn statement: “Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services.”
2 The Application as filed initially claimed “Real estate marketing services in the field of
condominiums” in Class 035 and “real estate management” in Class 036, which was changed to
the services listed above by an Examiner’s Amendment dated August 22, 2008.

2



5. Respondent relied upon foreign registration no. 13,789, issued in Turks/Caicos
Islands on August 14, 2007 (the “Respondent’s Underlying Registration”) as its basis for
registration under Section 44(e).

6. Petitioner, through its predecessor in interest, Coral Gardens Resort Management
LTD, is the owner of Turks/Caicos Islands trademark registration no. 14,854 for CORAL

GARDENS AN INTIMATE ISLAND RETREAT ON GRACE BAY

((ﬁ?"{! f
A1l ens

"‘52 e {2" Vf"r x; v 3! trie 4

, which issued to registration on February 14, 2007,
prior to the registration of Respondent’s Underlying Registration (“Petitioner’s Prior Coral
Gardens Registration”).

7. Turks/Caicos Islands is not a party to any convention or treaty relating to
trademarks, trade or commercial names, or the repression of unfair competition, to which the
United States is also a party, or extends reciprocal rights to.

8. Respondent’s Underlying Registration states on its face that it “is not for use in
legal proceedings or for obtaining registration abroad.”

9. On information and belief, Respondent was aware of Petitioner’s Prior Coral
Gardens Registration.

10. Plaintiff must operate according to its own bylaws, which specifically enumerate

Plaintiff’s duties and powers (“Bylaws”).



11.  Respondent’s Bylaws provide that Respondent’s duties generally are to
administer and maintain the common areas of the Condominum Development, Strata # 36, in
Providenciales, Turks and Caicos Islands (the “Condo Development”).

12. Respondent’s Bylaws do not provide for either a duty to, nor the power fo,
provide temporary lodging services in the nature of a condominium hotel complex.

13. Respondent’s Bylaws provide for an executive committee (“Executive
Committee”), and set forth the duties and powers of the Executive Committee, which include
“Ik]Jeep[ing] minutes of its meetings and caus[ing] all resolutions made by them to be included in
the minutes of the meeting concerned; meeting minutes are to be posted on the homeowners
website or otherwise made available to all homeowners in a timely manner.”

14.  The Bylaws specify that in order for the Executive Committee to make decisions
or take action, including the filing of the Application, it must have a resolution, requiring a
majority vote of all Executive Committee members.

15, On information and belief, there was never an Executive Committee resolution to
appoint Rayment as counsel for Plaintiff with respect to the Application.

16. On information and belief, there was never an Executive Committee resolution
authorizing the filing of the Application.

17.  The swomn statements set forth in Respondent’s Renewal Application were false
and fraudulent, because: (1) Rayment knew at the time of his filing of Respondent’s
Application that he was not properly authorized to file the Application; (2) Respondent knew at
the time of its filing of the Application that Turks/Caicos Islands was not a party to any

convention or treaty relating to trademarks, trade or commercial names, or the repression of

4



- unfair competition, to which the United States is also a party, or extends reciprocal rights to, and
that the Underlying Registration, by its own terms, was not for use in legal proceedings or for
obtaining registration outside Turks/Caicos Islands; (3) Respondent knew at the time of its filing
of the Application that it did not have a bona fide intent to use CORAL GARDENS in commerce
for the Class 043 Services because Respondent could not provide such services under the
Bylaws; (4) Respondent knew of Petitioner's Prior Coral Gardens Registration, and (5)
Respondent intended specifically to mislead and defraud the Office in making these false sworn
statements in order to induce the Office to grant the Registration.

18. On December 16, 2013 Respondent filed with the USPTO a Combined
Declaration of Use and Incontestability under Sections 8 & 15 (“DOU”), alleging that it was then
using in commerce the mark CORAL GARDENS for all of the Class 036 and Class 043 Services
(collectively, ‘“Respondent’s Services”).

19. The DOU included Rayment’s sworn statement that he was properly authorized to
execute the DOU on behalf of Respondent.

20. Respondent’s DOU included Respondent’s sworn statements that the mark
CORAL GARDENS was in use in commerce by Respondent for all of Respondent’s Services.

21. Respondent’s DOU also included a specimen (the “Specimen”), and a sworn
statement by Respondent that the Specimen was “a(n) Website maintained by the registrant using
the mark for the relevant goods and services.”

22. The Specimen was a screenshot of the website posted at the website address,
www.coralgardensongracebay.com (the “Website”), which is nmot operated by Respondent but,

rather, by third party Seagate Management Co. Ltd. (“Seagate”).
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23. Seagate, through the Website, operates a business which facilitates the rental of

condominum units in the Condo Development, for the benefit of individual unit owners and

Seagate.
24, Seagate is not owned or operated by Respondent.
25. Seagate is a direct competitor of Petitioner.
26. On information and belief, Rayment has a financial interest in Seagate.

27. The sworn statements set forth in Respondent’s DOU were false and fraudulent,
because: (1) Rayment knew at the time of his filing of the DOU that he was not properly
authorized to execute the DOU on behalf of Respondent; (2) Respondent knew at the time of the
filing of the DOU that in fact Respondent did not use in commerce in the United States the mark
CORAL GARDENS for Respondent’s Services; (3) Respondent knew at the time of the filing of
the DOU that the Specimen did not consist of “a(n) Website maintained by the registrant using
the mark for the relevant goods and services”, (4) Respondent knew at the time of the filing of
the DOU that the Specimen did not show the CORAL GARDENS mark as used in commerce for
any of the Class 026 Services; (5) Respondent knew at the time of the filing of the DOU that the
Specimen did not show the CORAL GARDENS mark as used in commerce by Respondent in
the United States for any of Respondent’s Services; and (6) Respondent intended specifically to
mislead and defraud the Office in making these false sworn statements in order to induce the
Office not to cancel the Registration.

28.  In reliance on the fraudulent misrepresentations set forth in Respondent’s DOU,
the Office did not cancel the Registration pursuant to Section 8. Consequently, the registration

remains in force due to fraud within the meaning of 15 U.S.C. § 1064(3).
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SECOND GROUND FOR CANCELLATION:
ABANDONMENT UNDER 15 U.S.C. § 1064(3)

29. Respondent does not use in commerce and has not used in commerce the mark
CORAL GARDENS for Respondent’s Services for a period in excess of three years and its
intention not to resume use of the mark may therefore be presumed. Consequently, Respondent
has abandoned any rights that it might otherwise have had in the mark CORAL GARDENS.

DAMAGE TO PETITIONER

30. Petitioner is the owner of the domain name <coralgardens.com> (the “Domain”).

31. Rayment has repeatedly attempted to assert Respondent’s purported trademark
rights in the term “coral gardens” based on the Registration in an effort to harass Respondent and
to obtain the Domain from Respondent so that Rayment could use the Domain in connection
with Seagate.  Rayment’s improper efforts have included filing a Uniform Domamn Name
Dispute Resolution Policy (UDRP) complaint before the World Intellectual Property
Organization in Respondent’s name, which Respondent lost on the merits, and filing a complaint
for cybersquatting in federal court in the Eastern District of Virginia, which was dismissed for
lack of jurisdiction.

32. Rayment is currently demanding that Petitioner tum over the Domain to
Respondent based on the Registration.

33. Respondent has filed an in rem lawsuit against the Domain in the U.S. District
Court for the Northern District of Illinois based on the Registration as part of its ongoing efforts
to wrest control of the Domain from Petitioner for use in comnection with Seagate (“Current

Suit”).



34, A motion to stay the Current Suit is being filed on behalf of the Domain, pending
the outcome of this Cancellation, concurrently with the filing of this Petition.

35.  The Petitioner is not a party to the Current Suit.

36. The continued registration of Respondent’s Registration No. 3,546,491 and the
statutory rights derived by Respondent thereffom are being used by Rayment to harass Petitioner
and attempt to obtain the Domain for Seagate—not Respondent—to the substantial and ongoing
damage of Petitioner.

37. Since the Current Suit was filed as an in rem action against the Domain, a piece of
property, the Domain does not have standing to file a counterclaiim for cancellation of the
Registration.

38. Since the Domain cannot counterclaim for cancellation of the Registration in the
Current Suit, if the court does rule in favor of the Domain, the only result will be that
Respondent does not get possession of the Domain, not that the Registration will be cancelled,
which is the remedy sought in this proceeding. Accordingly, final determination of the Current
Suit will not have a bearing on the issue before the Board here, i.e., whether the Registration
should be cancelled.

39.  Petitioner has no other venue in which to seek cancellation of the Registration
other than before the Board.

WHEREFORE, Petitioner prays that Respondent’s Registration No. 3,546,491 be
cancelled on grounds that it was obtained fraudulently and on grounds of abandonment and that

the Board does not stay this Cancellation action since the Petitioner has no other avenue to seek



cancellation of the fraudulently obtained registration, and because the Current Suit is likely to be

stayed pending the outcome of this Cancellation.

Respectfilly submitted,
REEF RESIDENCES MANAGEMENT LTD

Dated: June 11, 2014 By: /Marc H. Trachtenberg/
Marc H. Trachtenberg
Daniel 1. Schloss
Kevin J. O’Shea
Petitioner’s Attorneys
GREENBERG TRAURIG, LLP
77 West Wacker Drive
Chicago, IL 60601
(312) 456-1020
trachtenbergm(@ gtlaw.com

CERTIFICATE OF SERVICE

Date: June 11,2014

The undersigned hereby certifies that a true and correct copy of the foregoing Petition to
Cancel has been served by first class mail, postage prepaid, this 11th day of May 2014 upon
Respondent at the following correspondence address of record in the TSDR database of the
Office for Registration No. 3,546,4910f

Brian J. Rayment

Kivell, Rayment & Francis, P.C.
7666 E 61st St Ste 550

Tulsa, Oklahoma 74133-1138

and by personal service to the following addresses:

Ken Jones

Airx President

AXH Air-Coolers LLC

9550 East 520 Road
Claremore, Oklahoma 74019
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Joc Wheeler

Wheeler Wheeler Morgan Faulkner Long & Brown
1900 NorthWest Expressway

Suite 450

Oklahoma City, OK 73118

Thomas Krampe

All Ohio Athletic Equipment Ltd.
2182 Woodbrook Trl

Cuyahoga Falls, OH

44223-1280

Charlotte Athy

T.R. Brandon Export Company, LLC
1216 Cincinnati Ave.

Anderson, IN 46016

/Marc H. Trachtenberg/
Marc H. Trachtenberg
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: June 11, 2014

Cancellation No. 92059352
Registration No. 3546491

BRIAN J RAYMENT

KIVELL RAYMENT & FRANCIS PC

7666 E 618T STREET, SUITE 550
TULSA, OK 74133-1138 UNITED STATES

Reef Residences Resort Management
Ltd

A%

The Proprietors, Strata Plan No.
36

MARC H TRACHTENBERG

GREENBERG TRAURIG LLP

77 WEST WACKER DRIVE

CHICAGO, IL 60601 UNITED STATES

Millicent Canady, Paralegal Specialist:

A petition to cancel the above-identified registration has been filed.
A service copy of the petition for cancellation was forwarded to
registrant (defendant) by the petitioner (plaintiff). An electronic
version of the petition for cancellation is viewable in the electronic
file for this proceeding via the Board's TTABVUE system:
http://ttabvue.nspto.gov/ttabvue/.

Proceedings will be conducted in accordance with the Trademark Rules of
Practice, set forth in Title 37, part 2, of the Code of Federal
Regulations ("Trademark Rules"). These rules may be viewed at the
USPTO's trademarks page: hitpy//www.usptogov/trademarks/index.jsp. The Board's
main webpage (hitp:/www.nspto.gov/trademarks/process/appeal/index.isp) includes
information on amendments to the Trademark Rules applicable to Board
proceedings, on Alternative Dispute Resolution (ADR), Frequently Asked
Questions about Board proceedings, and a web link to the Board's manual
of procedure (the TBMP).

In the involved registration, registrant has designated Brian J. Rayment
of Kivell, Rayment & Francisg, P.C. as its representative in the United
States on whom may be served notices affecting this registration. If
the registrant chooses to be represented by counsel in this proceeding,
a power of attorney to that effect may be filed, or registrant's chosen
counsel may simply make an appearance pursuant to Trademark Rule 2.17.



Cancellation No. 92059352

Registrant's copy of any communication from the Board will be sent to
registrant's domestic representative until counsel is appointed or makes
an appearance on behalf of registrant. See Trademark Rule 2.119(d).

Plaintiff must notify the Board when service has been ineffective,
within 10 days of the date of receipt of a returned service copy or the
date on which plaintiff learns that service has been ineffective.
Plaintiff has no subsequent duty to investigate the defendant's
whereabouts, but if plaintiff by its own voluntary investigation or
through any other means discovers a newer correspondence address for the
defendant, then such address must be provided to the Board. Likewise,
if by voluntary investigation or other means the plaintiff discovers
information indicating that a different party may have an interest in
defending the case, such information must be provided to the Board. The
Board will then effect service, by publication in the Official Gazette
if necessary. See Trademark Rule 2.118. In circumstances involving
ineffective service or return of defendant's copy of the Board's
institution order, the Board may issue an order noting the proper
defendant and address to be used for serving that party.

Defendant's ANSWER IS DUE FORTY DAYS after the mailing date of this
order. (See Patent and Trademark Rule 1.7 for expiration of this or any
deadline falling on a Saturday, Sunday or federal holiday.) Other
deadlines the parties must docket or calendar are either set forth below
(if you are reading a mailed paper copy of this order) or are included
in the electronic copy of this institution order viewable in the Board's
TTABVUE system at the following web address: hitp:/itabvueuspto.gov/tiabvue/.

Defendant's answer and any other f£iling made by any party must include
proof of service. See Trademark Rule 2.119. If they agree to, the
parties may utilize electronic means, e.g., e-mail or fax, during the
proceeding for forwarding of service copies. See Trademark Rule
2.119(b) (6) .

The parties also are referred in particular to Trademark Rule 2.126,
which pertains to the form of submissions. Paper submissions, including
but not limited to exhibits and transcripts of depositions, not filed in
accordance with Trademark Rule 2.126 may not be given consideration or
entered into the case file.

Time to Answer 7/21/2014
Deadline for Discovery Conference 8/20/2014
Discovery Opens 8/20/2014
Initial Disclosures Due 9/19/2014
Expert Disclosures Due 1/17/2015
Discovery Closes 2/16/2015
Plaintiff's Pretrial Disclosures 4/2/2015
Plaintiff's 30-day Trial Period Ends 5/17/2015
Defendant's Pretrial Disclosures 6/1/2015
Defendant's 30-day Trial Period Ends 7/16/2015
Plaintiff's Rebuttal Disclosures 7/31/2015
Plaintiff's 15-day Rebuttal Period Ends 8/30/2015
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Case: 1:13-cv-08669 Document #: 33 Filed: 03/25/14 Page 1 of 13 PagelD #:260

THE UNITED $TATES DISTRICT COURT 1
FOR THE NORTHERN DISTRICT OF ILLINOIS 1
EASTERN DIVISION 1

1
THE PROPRIETORSDF $TRATA PLAN 1
NO. 36,4 Turks &and Caicos Corporation, 11
1

1 Plaintiffl 1
1
1 v.1l
1
CORALGARDENS.COM, & domain hame 1
registered ih llinois, 11

CaselNo. 13 CV 86691
1
Honorable Robert W. Gettleman 1

1 1
1 Defenddnt. 1 1
1
SECOND AMENDED COMPLAINT EOR VIOLATIONS OFTIHE 11
ANTICYBERSQUATTING CONSUMER PROTECTION ACT 1
1

Plaintiff, The Proprietors bf Btrata Plan INo. B6, by 1ts httorneys, for 1ts In tem1

complaint lagainst IDefendant Icoralgardens.com, la lJdomain Iname Tegistered lin Ihis 1

district, allegesand statesasfollows: 1

JURISDICTION AND YENUE 1

1.11 This Action arisesinder the Anticybersquatting Consumer Protection Act 1
(150U.S.C.§1125(d)). Accordingly, this Court has federal fjuestion jurisdiction dver the 1

subject natter df this Action pursuant 10 28 U.S.C.8 1338(a).Venue In this Histrict 1s 1

proper @inder 281.S.C.&1391(b)and 15W.S.C.81125(d)(2)(C)(i).111
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PARTIES 1

2.11 Coralgardens.com I"Domain Name”) 1s i Homain hame egistered With 1
DomainPeople, Inc., as tegistrar, by Whoisprotector, Inc., the tegistrant tompany, With 1
an address bl 100 North Riverside, $uite 800, Chicago, lllinois. 1

3.1 The Proprietors bf Btrata Plan No. B6 {“Plaintiff” br 1Strata”) is A Turks 1
and Caicos torporation With ks principal place df businessin Providenciales, Turks &nd 1
Caicos Islands, British West Indies. 1

4.1 1 The @ise &f and tontrol dver the Coralgardens.com Domain Name has bheen 1
by Bnd through ReefResidencesResort Management, 1td., Tormerly Loral LGardens 1
Resort Management, Ltd., 4 Turks and Caicos torporation, and the family that bwns it 1
and Mirects its Jactions, IRon Karnehm, Beverly Karnehm Jand 1Leanne Karnehm, Zll 1
Canadian flesidents. 1 1

BACKGROUND 1

5.1 1 PIlaintiff, IThe 1Proprietors lof 1Strata IPlan INo. 136, lis la Istatutory lbody 1
corporate fhat has all fhe powers, fights &and dluties df & tompany. It I tomprised of the 1
owners df Individual Tondominium Lnits And is #ngaged in tunning & tondominium 1
project in Providenciales, Turks and Caicos Islands, Which has %ince its inception beenl
known &siCoral Gardens” @r the 1Coral Gardens Resort.” 1

6.11 Ron Karnehm 1is lhe loriginal Ideveloper lof I'Coral 1Gardens” land Zhe 1
beneficial bwner bf Reef ResidencesResort Management, 1.td., ; Torporation lvhich, 1

prior 1o the Tommencement bf frademark litigation Toncerning the ICoral LGardens” 1
2
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mark, Wvas known As Toral Gardens Resort Management, 1td., And before that White 1
House Condominium Management, Ltd. {‘Reef”). Prior o being ¥oted tut df &ontrol bf 1
the Btrata by & inajority df the dbwners, he inanaged and tontrolled the Btrata. He Was 1
assistedin his gfforts by his Wvife, Beverly Karnehm &and his dlaughter, Leanne Karnehm 1
(collectively the IKarnehms”). 1

7.11 Plaintiff, through bne df its dwners, applied for & frademark in the Turks 1
and Caicos Islands for the nark 1Coral Gardens.” IRbn Karnehm and Reefthallenged 1
that patent In the Tourts df the Turks And Taicos, Which litigation tesulted in A final 1
order by 1the LTourt bf Appeals Ior the Turks Bnd Laicos 1sland bn August 14,2007,1
awarding the 1Coral Gardens” frademark fo Plaintiff. 1

8.1 1 PIlaintiff has hlso beenlssued h Trademark for XCoral IGardens” by the 1
United $tatesPatent &nd Trademark Office &n December16,2008.1

9.1 The ICoral XGardens” IT'rademarks have been lused Wwith Yegard o the 1
condominium 1units 1and 1lcommon lproperty llocated 1within 1the 1Coral 1Gardens 1
condominium &omplex i Providenciales. 1

10.1 As 4 fesult df the foregoing, g#achbf the 1Coral Gardens” Trademarks has1
developed Bnd how possessessecondary And Histinctive Ineaning With egard 1o the 1
condominium &omplex &t Coral Gardens. 1

11.1 The Karnehms, fhrough Reefand bther &ntities, have fegistered dr tausedl
to be Yegistered, and have ltilized the Homain hame Icoralgardens.com” I*Domain 1

Name”) 1o hdvertise Bnd bperate Tondominium Lnits in locations bther than ht the 1
3
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Coral Gardens Resort, thereby infringing 1he Irademarks df the plaintiff. The Domain 1
Name Wvas titially fegistered by the Karnehms tvhen they gontrolled the plaintiff &trata 1
corporation &nd @ised the Domain Name i fielation fo fhe @peration &f the plaintiff. 1

12.1 The Coral Gardens fnark @ & inark that & distinctive &nd vas distinctive &t 1
the 1 time 1 of 1 registration 1 of 1 the 1 “coralgardens.com” 1 domain 1 name.1 Thel
“coralgardens.com” omain lname Is identical Jor konfusingly Isimilar ko the TCoral 1
Gardens” finarks. Therefore, fhe fegistration &nd Wise df the Domain Name s h %iolation 1
of @)(1)(A)(ii)(1), @) and @) &f the Lanham Act. 1

13.1 1 After lobtaining lits 1US ITrademark, Iplaintiff Imade ldemand lupon lthe 1
Karnehm and Reeffor &n dssignment bdf fhe toralgardens.com lomain hame, dstell 4s1
any bther lomain hamesthat including fhe 1Coral Gardens” hame. Irla letter from the 1
United Btatesbased Attorneys for the Btrata, Kivell, Rayment hnd Francis P.C.,kent 1
January 1.3, 2009,10 Mr. Ron Karnehm &nd the Tompanies Tontrolled by him, {“the 1
Letter bf Demand”) the Btrata’s Attorneys provided Mr. Karnehm With topies dbf the 1
Strata’s Turks & TCaicos &And US Trademarks, &nd tequested that the lomain hame be 1
transferred 1o the Btrata tonsistent with Uniform Dispute Resolution Procedureshnd 1
the Lanham Act. 1

14.1 The IDomain IName Iwas loriginally Iregistered lby lthe IKarnehms lwith 1
Network $olutions ih Hendon, Yirginia, USA ih 1998.It lemained fegistered ih Virginia 1

until May 3, 2009.Trd the bhest bf the Plaintiff's knowledge, Leanne Karnehm’s husband, 1
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JamieKitson {jkitson@photogiftcard.com) Was listed &s the Administrative tontact And 1
Beverly Karnehm twas listed asthe dawner &f the Domain Name. 1

15.1 The Strata tommenced proceedings against Yarious parties including Ron 1
Karnehm, tn May 15, 2009ih fhe District Court df Virginia for frademark %iolation and 1
infringement lamongst bther Jrounds bf laim Bnd kought lan brder Iransferring the 1
rights In the Homain hame toralgardens.com 1o the Btrata hs frademark bwner I‘the 1
Virginia Lawsuit”). 1Be%erly Karnehm &nd Leanne Karnehm tvere added as lefendants 1
in the Virginia Lawsuit th &n d&mended é¢omplaint filed July 31,2009.1

16.1 Prior lto lthe lcommencement lof lthe 1Virginia 1lLawsuit, lthe IKarnehms 1
learned fhat fhe Plaintiff's &xecutive tommittee had approved fhe filing ©n the Yirginia 1
Lawsuit. In & Llassic Example bf tyber Tlight, the Karnehms iransferred the Domain 1
Name from Virginia 1o Lanada Just Dprior 1o the filing bf the Virginia Lawsuit. 1THe 1
domain Iname Mas lIransferred by the Karnehms 1o 1A 1Gift2Gift ICorp, Ja ICanadian 1
corporation With its firincipal place df husinessih Yancouver, Canada. leanne Karnehm 1
was lidentified by lthe 1Registrar las lthe JAdministrative 1Contact. 1Gift2Gift 1Corp, 1lal
corporation With whom Leanne Karnehm’s husband Worked, permitted the Karnehms 1
to tontinue 1o Witilize the Domain Name after fhe fransfer in the $ame tnanner in Which 1
the omain Was iised prior 10 the fransfer, With ho inaterial thangesio the tontent dbf 1
the %ite. To the best bf the Strata’s knowledge, Gift2Gift Corp #lid hot inake any lise df 1

the toralgardens.com Domain Name fo fromote its dwn husinessihterests. 1
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17.1 The Yirginia Lawsuit Wvas @lefended by all dlefendants therein $olely &n the 1
grounds 1hat the Lourt lacked personal Jurisdiction bver the Hefendants land Forum 1
Non Conveniens. IThe @lecision df the District Court df Yirginia 1o tlismiss the Virginia 1
Lawsuit for fack df personal jurisdiction fvas inade bn Dctober 16, 2009 after & hearing 1
on $eptember25,2009,based tipon the fact that the Domain Name had bheenfransferred 1
outside the jurisdiction @f the tourt &nd the tourt did hot have jurisdiction. 1

18.1 The plaintiff Attempted 10 &nforce its tights in Canada before WIPO, the 1
World Intellectual Property Organization, and initiated & @lispute fesolution before fhat 1
organization. However, fhat brganization focuses%olely dn the issue bf Whether br hot 1
the lomain hame Was initially tegistered fraudulently, hot bn Whether it belonged 10 1
someone bther than the initial tegistrant $ince its tegistration. MIPO found 1hat ince 1
the initial tegistration Was hot fraudulent {asKarnehm tontrolled the Plaintiff &trata &t 1
the fime &f the degistration) tho delief tould he afforded Ginder its dules. 1

19.1 The plaintiff's hext tep in &nforcing its tights 1o the Domain Name Was 1
the initiation df & flawsuit in Canada. Hbwever, the Karnehms bnce Again learned that 1
the Dlaintiff had Engaged ounsel 1o pursue the Domain Name In Lanadaknd bncel
again 1the 1Karnehms lengaged lin 1cyber 1flight, 1moving 1the 1Domain 1Name 1to 1
Domainpeople, 1inc., llisting lan laddress lin 1Chicago, llllinois. 1The 1Karnehms lhave 1
continued fo @itilize the lomain hiame after the fransfer h the $ame fnanner ih which the 1

domain Was lsed prior 1o 1the transfer, With ho inaterial thangesio the tontent df the 1
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site. The fegistrant has inade ho lise bf the Domain Name for its dbwn dccount and tloes 1
not Giset ih its husiness.1

20.1 When blaintiff Was preparing 1o pursue the Domain Name In Canadian 1
courts, the Karnehms bnce hgain ngaged In tyberflight 1o thange the tegistration 1o 1
Domainpeople Inc., in Chicago, lllinois. The plaintiff $ubmits that the depeated fransfers 1
of the Domain Name in drder 10 avoid plaintiff's lawful tlaims tonstitutes tyberflight, 1
especially in tircumstances Where fhe fransferred Domain Name tontent And $ameiise 1
remain the $¢ame after #achaf the fransfers asit did hefore the ransfers bhegan. 1

21.1 “Cyberflight” I an attempt 1o tlelay 4 UDRP proceeding by thanging the 1
domain Iname Iregistration Ildetails lor Iregistrar lafter learning lof Ithe lcomplaint 1(se€l
PREPADOM Y. DomainDrop 5.A. {PREPADOM COM DOM), WIPO, CaseNo. D2006,
0917).1Transferring 1the 1disputed ldomain 1name 1during la lpending 1proceeding lis 1
considered tyberflight And is In direct Violation bf the Policy paragraph B(a). As Was 1
assertedby the UDRP panel in Humanainc. ¥. CDN PropertiesincorporatedWIPO, Casel
No. D20081688,Xthere 1s ho bright line Tule Yegarding vhat Tonstitutes & 1pending 1
proceeding,” prior taseshave found that processstarts from fhe filing df the tomplaint 1
rather Than Irom the Tformal Tommencement bf the proceedings. SeePREPADOM V. 1
DomainDrop B.A., WIPO, CaseNo. D2006 0916, br Imperial Chemicallndustries,PCL. ¥. 1
Oxford University, WIPO, CaseNo. D20010292.” Cyberflighting is & tlear indication df 1
bad 1faith 1lregistration. 1TomaslSziranyilv. 1RegisterFly.comlCaselNo. 1D20060320.111

“Cyberflight” s fhe thangeh fhe degistration df & lomain hame {registrant, fiegistrar or 1
7
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both) 1o Javoid the BJpplication f Xhe Policy Dor 2o Xrustrate Tourt Jproceedings Wwith 1
respectfo &éntitlements o the lomain hame. 1111
THE KARNEHMS' WNLAWFUL CONDUCT 1

22.110n dnformation Jand Delief, The Karnehms kontinue 1o luse the ICoral 1
Gardens” frademark and fthe Domain Name fo advertise And bperate tondominiums &t 1
locations bther than ICoral TGardens,” Tonfusing prospective tustomers ivho ivish 1o 1
visit &and tay at Coral Gardens. 1

23.1 1 Currently, lthe IKarnehms ladvertise lon lthe Icoralgardens.com lwebsite, 1
which provides & 1oll free humber 10 tall from the United Btatesand Canada inviting 1
and accepting husinessfrom the Wnited $tates,ihcluding the $tatedf Mlinois. 1

24.1 The Karnehms’ Icontinued lunauthorized luse lof lthe 1*Coral 1Gardens” 1
trademark and the toralgardens.com flomain hame is likely 1o tausetonfusion among 1
prospective Visitors 1o Xoral IGardens. IThe Karnehms’ luse Iof the TCoral Gardens” 1
trademarks and the toralgardens.com @lomain thame i ot authorized by the plaintiff. 1

25.1 The Karnehms &nd Reefhave lised fhe Domain Name fo promote & lesserl
quality Tesort, Reef Residences.ReefResidenceswas Ideveloped by the Karnehms, 1
owned by fthe Karnehms, and promoted by the Karnehms &s phase B df Coral Gardens. 1
This lise by the Karnehms has Hiluted 1he Yalue bf Toral Gardens And Hamaged the 1
plaintiff. 1

26.1 The ReefResidencesktondominium lnits, hich ZJre ldvertised by The 1

Karnehms And Reefhs being 1Coral Gardens,” Are df inferior fjuality And location 1o 1
8
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those lin lhe XCoral 1Gardens Tesort. IThe Junauthorized luse Iof the I'Coral 1Gardens” 1
trademark and fhe toralgardens.com lomain hame has ihjured &nd s likely fo tontinue 1
to injure the feputation df the plaintiff's tesort, Which has tHleveloped by Yirtue df the 1
public perception &f high duality éssociatedtvith flaintiff's desort. 1

27.1 1 The aforesaid acts by the Karnehms and Reefare likely fio tausefhe fublic 1
to believe that the Karnehms’ and Reef's properties are $ubject 1o the $ame fjuality and 1
location &s the plaintiff's tesort, lespite the fact that this is hot frue. It &lso injures the 1
plaintiff in Xhat The Karnehms Jand Reefdo hot have 1o pay lny Yoyalty Tor Xhesel
unlawful (ises.1

28.1 1 The hforesaid lise bf the ICoral Tardens” Trademarks hnd the Domain 1
Name lconstitutes la 1false ldesignation land 1falsely 1describesland lrepresents lthe 1
Karnehm’s Reef Residencesproperty. The lise by the Karnehms, Reef, and dthers of the 1
Plaintiff's ITrademarks Jalso Iconstitutes lan Jattempt %o Jpalm loff Jand lappropriate 1o 1
themselvesthe plaintiff s &xclusive fights therein. 1

29.1 1 The Karnehms, Reefand bthers have and Wwill tontinue 1o #ngagein $uch 1
unauthorized activities ih this &tate &nd &lsewhere ih interstate tommerce &nd are likely 1
to tontinue 3uch Activities, 1o the great injury df plaintiff Linless the Domain Name is 1

transferred fo the plaintiff. 1
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CLAIM EOR RELIEF 1
(Violation @&f Anticybersquatting Consumer Protection Act) 1
1 30.1 The Karnhms And Reefhave Yiolated the Anticybersquatting Lonsumer 1
Protection 1Act, 1151U.S.C.,11125(d) 1by luse lof Iplaintiff’'s 1marks lin lthe ldefendant 1
coralgardens.com@omain ffiame. 1 1
31. Trhe ldefendant Icoralgardens.com ldomain Iname 1is leither lidentical lor 1
confusingly &imilar fio the diistinctive Icoral fjardens” finarks dwned fhy plaintiff. 1
32.1 Thel Karnehms 1 and 1 their 1 entities 1 have 1 used 1 the 1 defendant 1
coralgardens.com @iomain fiame With the thad faith ihtent o firofit hecause:1
a.1l Plaintiff's Coral Gardens inarks, Which has been incorporated into 1
the defendant Domain IName, 1s Mistinctive Within Xhe Imeaning Jof 1151
U.S.C.81125(d)(1)(B)(i)(1X);1
b.1 The kegistrant Hoes hot have hny Valid irademark Dbr Intellectual 1
property Yights in he Loral Lardens Imarks br The Hefendant Domain 1
Name Within the neaning @f 150U.S.C.& 1125(d)()(B)(i)(1); 1
c.1 The Hefendant Domain Name Hoes hot tonsist bf the tegistrant s 1
legal hame, Ihor oes it in Jany Wway identify Xhe Xegistrant within Xhe 1
meaning &f 15W.S.C.§ 1125(d)(1)(B)(i)(11); 1
d.1 The Iregistrant lhas Inot lused lthe ldefendant IDomain IName 1in 1
connection With the bonatide dbffering df Any fyoods br $ervices Within the 1
meaning &f 15WU.S.C. & 1125(d)(1)(B)(i)(Ill) &ince the Mise df plaintiffs Coral 1
Gardens finarks Wvas Without fiermission from flaintiff, the narks dwner; 1
e.1l1 The tegistrant has hot Lised the tlefendant Domain Name for bonal
fidehoncommercial purposes dr tithin the fair tise provisions af 15U.S.C.1

§1125(d)(1)(B)(i)(1V); 1

f.11 The lregistrant s lintent lin lobtaining 1the lregistration 1for lthe 1
defendant IDomain IName land lusing the Idefendant IDomain IName %o 1

10
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provide Icontent 1similar 1to lthat lprovided 1by Iplaintiff lwas 1to 1divert 1
plaintiff s Tonsumersknd 1o Jrofit Trom the Joodwill Dbf The plaintiff's 1
Coral 1 Gardens 1 marks, 1 within 1 the 1 meaning 1 of 1 151 U.S.C.1 §1
1125(d)(1)(B)()(V);&nd 1
g.11 The tegistrant Lised & privacy ervice in tegistering the Hefendant 1
Domain 1IName, 1which 1may 1be linterpreted laslan lattempt 1to lavoid 1
providing Accurate tontact information iithin the Ineaning dbf 151U.S.C.1
§1125(d)(1)(B)())(V). 1
33.1 Neither the Karnehms, Reef,hor Any Entity In tontrol bver the Domain 1
Name are &ubjectio the jurisdiction @f this &ourt. 1
34.1 The Coral Gardens inark dwned by plaintiff s famous and the @lefendant 1
Domain Name 1s identical dr tonfusingly Bimilar 1o, dbr Hilutive Dbf, plaintiff s famous 1
mark. Y150U.S.C.§1125(d)(1)(A).)1
35.1 The Zegistrations bf blaintiff's Inark bn the Principal Register hre primal
faciegvidence that the fnark & at least descriptive and has acquired distinctiveness. 1
36.1 The initial tegistration df the tlefendant Domain Name Was Hone for the 1
benefit df plaintiff And Lsed by plaintiff prior 10 the time that tlefendants Were Yoted 1
out df tontrol df the plaintiff. 1Sihce that 1ime, the tlefendant Domain Name has been1l
used by the Karnehms, Reefand athers o the &xclusion @&f the plaintiff. 1

37.1 Plaintiff s &ntitled fio &n @rder of this tourt fransferring fhe Domain Name 1

to the plaintiff fpursuant fo 15U.S.C.§ 1125(d)(1).1

11
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PRAYER EOR RELIEF 1
WHEREFORE, plaintiff, The Proprietors bf Btrata Plan #36,5eekstelief hgainst 1
defendant Domain Name a&sfollows: 1
A. That this Court drder the dlefendant Domain Name fransferred fio plaintiff, 1
together With all tights in And 1o the Homain hame Icoralgardens.com”, 1
and 1

B. Such ather and further fielief &sthe Court leemsio e just &nd firoper. 1

1
Respectfully gubmitted, 1
1
1
1
1 1 1 s/Dana L1Kurtz 11 1 1
1 1 1 1 1 1
1 1 1  Attorneyd for Plaintiff 1L 1
1
Dana lL. Kurtz (ARDC 6256245)1 1
KURTZ LAW OFFICES,LTD 1
32 Blaine $treet1

Hinsdale, IL 605211
Telephone: 630.323.9444
Facsimile: 630.604.9444

E mail: dkurtz@kurtzlaw.us 1
1

Brian .Rayment, Esgq.111
(Pro Hac Vice) 1

KIVELL, RAYMENT & ERANCIS, P.C.1
7666East®1st Ht., Buite 5501
Tulsa, OK 1741331
Telephone: 218.294.00472
Facsimile: 218.254.79151

12
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CERTIFICATE OF SERVICE 1

1 The Windersigned, an attorney, hereby tertifies and &tatesthat fthe attached 1
documents were Iserved lon the ldesignated lattorneys lby Jelectronic Iservice ia lthe 1
Court’'s ECF $ysteman March 25,2014.1 1
1
Kevin P.McCormick 1 kihdcbrmick@winston.com1 1
Marc H. Trachtenberg 1 Intrachtenberg@winston.com1 1
Norman K. Beckl hheck@winston.coml1 1

1
1
1 1 1 1 1 1 1
s/Dana lL. Kurtz 11
1 1 1 1 1 il
1 1 1 Eléctronicallyfiled @n March 25,20141
1
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