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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In re U.S. Trademark Registration No. 3,546,491of The Proprietors, Strata Plan No. 36 for the 
mark CORAL GARDENS 

 
----------------------------------------------------------------X 

: 
REEF RESIDENCES RESORT MANAGEMENT   :  Cancellation No. 92059352 
LTD         : 

Petitioner,    : 
: 

v.      : 
: 

THE PROPRIETORS, STRATA PLAN NO. 36,   :   
: 

Respondent.    : 
: 

---------------------------------------------------------------X 

OPPOSITION TO MOTION TO SU SPEND CANCELLATION PROCEEDING 

Petitioner Reef Residences Resort Management Ltd opposes the motion (the “Motion”) 

submitted by The Proprietors, Strata Plan No. 36  (“Respondent”) to Suspend Cancellation No. 

92059352, which seeks cancellation of U.S. Trademark Registration No. 3,546,491 for CORAL 

GARDENS (the “Registration”), and respectfully requests that the Board deny the Motion 

because the Federal Action cannot be dispositive of, and has no bearing upon, the issues raised in 

the Cancellation and does not promote judicial economy or conserve resources. 

The Defendant domain name has filed a Motion to Stay the pending Federal Action 

pending the outcome of this Cancellation.1  The Court presiding over the Federal Action has 

indicated that it intends to rule on the Motion to Stay by July 31, 2014. 

                                                 
1 A copy of the Motion to Stay, which explains why the Defendant domain name cannot seek cancellation of 
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INTRODUCTION  
 

Respondent filed its second amended complaint in the United States District Court for the 

Northern District of Illinois, captioned The Proprietors of Strata Plan No. 36. v. 

Coralgardens.com, Civil  Action No. 13-cv-8669 (RWG) (the “Federal Action”) asserting 

violation of 15 U.S.C § 1125(d), the Anticybersquatting Consumer Protection Act (“ACPA”) in 

connection with the registration and use of the coralgardens.com domain name (the “Domain 

Name”) by Petitioner.  The Federal Action was filed on an in rem basis against the Domain 

Name only and not Petitioner.2  The sole remedy available to Respondent in the Federal Action 

is transfer of the Domain Name and the sole issue before the Court in the Federal Action is 

whether Respondent has rights to the Domain Name based on Petitioner’s purported bad faith 

use of the Domain Name. 

Despite overwhelming evidence of Respondent’s fraud on the USPTO in obtaining and 

maintaining the Registration and non-use of the CORAL GARDENS trademark in the United 

States, because the defendant in the Federal Action is a domain name and not a “person,” it does 

not have standing file a counterclaim for cancellation of Respondent’s Registration that forms 

the basis of the Federal Action, and is limited to merely asserting this fraud and non-use in its 

affirmative defenses.  As a result, even if the Petitioner is able to successfully assert its 

affirmative defenses that Registrant’s trademark registration is invalid and the mark in question 

is not currently, nor has it ever been, used by the Registrant in the United States for interstate 

                                                                                                                                                             
Respondent’s registration, is attached as Exhibit 1.  
2 15 U.S.C. § 1125(d)(2) allows the owner of a mark to file an in rem civil action against a domain name in the 
judicial district in which the domain name registrar, domain name registry, or other domain name authority that 
registered or assigned the domain name is located if the domain name violates any right of the owner of a mark 
registered in the Patent and Trademark Office the court finds that the owner is not able to obtain in personam 
jurisdiction over a person  
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commerce in connection with any goods or services, the Court presiding over the Federal Action 

may not order cancellation of Respondent’s Registration.  In that event, either (1) Petitioner must 

continue to litigate this Cancellation before the Board; or (2) a trademark registration that a 

federal court determined was fraudulently obtained and/or for a mark that was not used in the 

United States, would remain on the Principal Register.  Neither of these outcomes promotes 

judicial economy or conserves resources.  Furthermore, contrary to Respondent’s assertion, it is 

clear that the resolution of the Federal Action is in fact not dispositive of, nor has a bearing on, 

the issue in this proceeding - i.e., whether the Registration should be cancelled.  On the other 

hand, the outcome of this proceeding may be dispositive of the Federal Action since a threshold 

issue in that proceeding is whether Respondent has any trademark rights.  Accordingly, the 

Board should deny Registrant’s Motion to Suspend this Proceeding. 

ARGUMENT  

The Board has the power to suspend proceedings in favor of a pending civil 

action pursuant to 37 C.F.R. § 2.117.  However, suspension of a Board proceeding is solely 

within the discretion of the Board.  The Other Tel. Co. v. Connecticut Nat’l Tel. Co., Inc., 181 

USPQ 779, 782 (Comm’r Pat. 1974).  The Board will deny a motion to suspend despite the 

existence of a civil court action when then the civil court action does not have a bearing on the 

proceeding before the Board.  Pramil S.R.L. v. Michel Farah, Proceeding No. 92032341, 

TTABVUE Docket No. 10, July 16, 2012. (denying Motion to suspend Opposition based on 

civil court action involving the trademark at issue denied because whether or not the district 

court found a likelihood of confusion between the two marks would not affect whether the 

Board finds a likelihood of confusion between opposer’s and applicant’s respective marks).  
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Furthermore, “[a]ll motions to suspend, regardless of circumstances . . . are subject to the ‘good 

cause’ standard.  National Football League v. DNH Mgmt. LLC, 85 USPQ2d 1852, 1855, n.8 

(TTAB 2008) (citing Trademark Rule 2.117(c)).  The Board is also cognizant of the potential 

for abuse in the filing of motions to suspend pending civil actions by parties seeking to avoid 

dispositive matters.  Pramil S.R.L. v. Michel Farah, Proceeding No. 92032341, TTABVUE 

Docket No. 10, July 16, 2012.  Accordingly, the Board will deny a motion to suspend a 

proceeding despite the existence of a civil court action if no good cause is shown for 

suspension.  Jodi Kristopher Inc. v. Int’l Seaway Trading Corp., 91 U.S.P.Q.2d 1957 (T.T.A.B. 

2009).    

Here, the Federal Action is not dispositive of any issue before the Board in this 

proceeding, nor does it have any bearing on this proceeding.  The Federal Action is an in rem 

action in which the rights to the domain name—not infringement or consumer confusion—are at 

issue.  See 15 U.S.C. § 1125(d)(2)(D)(i) (limiting the remedies in an in rem action such as the 

present one to “a court order for the forfeiture or cancellation of the domain name or the transfer 

of the domain name to the owner of the mark.”); (see also the Amended Complaint attached as 

Exhibit 2 (requesting in the prayer for relief only a transfer of the Defendant domain name to 

Plaintiff)). 

Furthermore, Petitioner is not a party in the Federal Action and, therefore, it cannot seek 

the remedy that it seeks in this proceeding – cancellation of the Registration.  Usually, when a 

plaintiff in a civil court action asserts trademark rights against a defendant based on a federal 

trademark registration and the defendant disputes the plaintiff’s rights, the defendant will 

counterclaim for cancellation of the plaintiff’s trademark registration.  However, in this unique 
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situation, where the defendant in the Federal Action is the Domain Name itself, and not 

Petitioner, the Defendant domain name is unable to file a file a counterclaim seeking cancellation 

of the Registration, just as it is unable to file a Petition for Cancellation of the Registration before 

the Board. 

“A petition to cancel a registration of a mark, stating the grounds relied upon, may, upon 

payment of the prescribed fee, be filed as follows by any person who belies that he is or will be 

damaged…by the registration of a mark on the principal register.”  15 U.S.C. § 1064 (emphasis 

added).  The Lanham Act defines a “person” as a “juristic person as well as a natural person.  

The term ‘juristic person’ includes a firm, corporation, union, association, or other organization 

capable of suing and being sued in a court of law.”  15 U.S.C. § 1127.  The term “person” also 

includes the United States and the States, as well as their respective officers and employees.  Id.  

The Domain Name is not a natural person, and it is not a “juristic person” insofar as it is not a 

firm, corporation, union, association or organization of any kind.  Therefore, the Domain Name 

cannot file a Petition for Cancellation of the Registration, which is the reason that Petitioner 

initiated this proceeding.  See Motion to Stay the Federal Action attached as Exhibit 1. 

Similarly, while the Lanham Act provides the courts with the power to address trademark 

registrations, this power only extends to the rights of a “party” to the action.  15 U.S.C. § 1119.  

However, the definition of “person” set forth above also applies to “any other word or term used 

to designate the applicant or other entitled to a benefit or privilege or rendered liable under the 

provisions of [the Lanham Act]….”  15 U.S.C. § 1127.  Thus, the “party” that may seek 

cancellation of a trademark registration within the context of a lawsuit is limited to juristic 

persons and individuals, neither of which includes the Domain Name.  Therefore, the defendant 
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Domain Name cannot file a counterclaim for cancellation in the Federal Action, and also cannot 

file a Petition for Cancellation before the Board.  This proceeding filed by Petitioner is the only 

available process for completely addressing the issues with Respondent’s fraudulently-obtained 

and maintained Registration.  Therefore, it serves no purpose for the Board to suspend this 

proceeding pending the outcome of the Federal Action because these issues will not be resolved 

by the Federal Action. 

In this uncommon situation, if the Petitioner is able to successfully assert its affirmative 

defense in the Federal Action that the Registration is invalid and the mark in question is not 

currently in use, and has never been used, by Respondent in United States or interstate commerce 

in connection with any goods or services, Petitioner will have to continue litigating this 

Cancellation action before the Board or the Board may be left with the  perverse result where a 

trademark registration which a federal court determined was fraudulently obtained and 

maintained, and/or for a mark that was not used in the United States, would remain on the 

Principal Register.   

On the other hand, the outcome of this proceeding may be dispositive, and at a minimum 

will bear on, the Federal Action.  This is because a threshold issue in the Federal Action is 

whether Respondent has any protectable rights.  See 15 U.S.C. § 1125(d)(2)(A)(i) (“The owner 

of a mark may file an in rem civil action against a domain name…if (i) the domain name violates 

any right of the owner of a mark….”).  The protectable rights asserted by Respondent in the 

Federal Action are based upon Respondent’s Registration.  If the Board cancels the Registration 

as a result of Respondent’s fraud in procuring and maintaining the Registration, and/or 

Respondent’s failure to use the mark that is the subject of the Registration in interstate 
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commerce, such a determination will be dispositive of the Federal Action as Respondent will not 

meet the threshold requirement to maintain an ACPA action.  This uncommon situation is unlike 

the typical cases where a defendant accused of trademark infringement in a civil court action 

counterclaims for cancellation in the civil action while simultaneously filing a petition to cancel 

the registration before the TTAB, because here not only will the civil court action not be 

dispositive of the TTAB proceeding, but the TTAB decision will be relevant and useful to the 

Federal Action if it proceeds after the TTAB decision. 

CONCLUSION 

Simply put, there is no good cause to suspend this proceeding, but many reasons that it 

should continue before the Board.  Because the Federal Action only resolves ownership of the 

Domain Name – and does not fully address the issues raised in this Cancellation, the Federal 

Action is not dispositive of, nor does it bear on, this proceeding.  Similarly, suspending this 

proceeding would not promote judicial economy or conserve any resources.  Indeed, suspension 

of this proceeding will have the opposite result – duplicative proceedings and the unnecessary 

expenditure of resources by the Board, the Court presiding over the Federal Action and the 

parties in this proceeding, as the Board will eventually have to decide this proceeding regardless 

of the outcome of the Federal Action.  Accordingly, Petitioner respectfully requests the Board to 

deny Respondent’s Motion to Suspend this proceeding. 
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Respectfully submitted, 
  

REEF RESIDENCES MANAGEMENT LTD 
 

Dated:  July 22, 2014   By: /Marc H. Trachtenberg/ 
Marc H. Trachtenberg 
Daniel I. Schloss 
Kevin J. O’Shea 
Petitioner’s Attorneys 
GREENBERG TRAURIG, LLP 
77 West Wacker Drive 
Chicago, IL 60601 
(312) 456-1020 
trachtenbergm@gtlaw.com 
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CERTIFICATE OF SERVICE 

Date: July 22, 2014 

The undersigned hereby certifies that a true and correct copy of the foregoing has been 
served by first class mail, postage prepaid, this 22nd day of July 2014 upon Respondent at the 
following correspondence address of record in TTABVue 

BRIAN J RAYMENT 
KIVELL RAYMENT & FRANCIS PC 
7666 E 61ST STREET, SUITE 550  
TULSA, OK 74133-1138 

 
 

    /Marc H. Trachtenberg/ 
Marc H. Trachtenberg 
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EXHIBIT 1  



IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
 
THE PROPRIETORS OF STRATA ) 
PLAN NO. 36, a Turks and Caicos ) 
Corporation, ) 
 ) 
 Plaintiff  ) Case: 1:13-cv-8669 
 ) 
v. ) 
 ) 
CORALGARDENS.COM  (Internet ) Judge Robert Gettleman 
Domain Name), ) 
 ) 
 Defendant – In Rem. ) 
 

DEFENDANT’S MOTION TO STAY 
PENDING CANCELLATION ACTION FILED IN THE TTAB 

Defendant domain name <coralgardens.com> respectfully moves the Court to stay this 

action pending the outcome of a Cancellation proceeding filed in the Trademark Trial and 

Appeal Board of the U.S. Patent and Trademark Office.  The TTAB will address a threshold 

issue in this litigation, i.e., whether Plaintiff has any valid federal trademark rights that would 

support its claim that the Defendant domain name should be transferred to Plaintiff.  This case is 

in its earliest stages, with the parties having served written discovery.  Staying this action will 

provide the Court the benefit of the TTAB’s ruling in the Cancellation, while preserving judicial 

resources that would otherwise be expended addressing this case.  Moreover, the written 

discovery taken to date in this action can be used in the Cancellation, and the discovery taken in 

the Cancellation can be used in this case, in the unlikely event that this case proceeds after the 

TTAB’s ruling. 

The complete bases for Defendant’s Motion are set forth in the accompanying 

Memorandum in Support of Defendant’s Motion to Stay Pending the Cancellation Action. 

Case: 1:13-cv-08669 Document #: 52 Filed: 06/16/14 Page 1 of 3 PageID #:345
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WHEREFORE, Defendant <coralgardens.com> respectfully asks the Court to stay this 

action pending the outcome of the Cancellation.  

Dated:  June 16, 2014    Respectfully submitted, 
 
       

/s/Kevin J. O’Shea    
Marc H. Trachtenberg 
Kevin J. O’Shea 
GREENBERG TRAURIG, LLP 
77 West Wacker Drive 
Suite 3100 
Chicago, IL 60601 
Phone (312) 456-3400 
 
Attorneys for Defendant CORALGARDENS.COM 

  

Case: 1:13-cv-08669 Document #: 52 Filed: 06/16/14 Page 2 of 3 PageID #:346



3 
 

CERTIFICATE OF SERVICE  
 

I hereby certify that on June 16, 2014, the foregoing was served on Plaintiff’s counsel of 
record via the Court’s ECF system: 
 
Dana L. Kurtz, Esq. 
KURTZ LAW OFFICES, LTD.  
32 Blaine Street 
Hinsdale, Illinois 60521 
Phone: (630) 323-9444 
Fax: (630) 604-9444 
E-mail:  dkurtz@kurtzlaw.us  
 
Brian J. Rayment, Esq. 
KIVELL, RAYMENT & FRANCIS, P.C. 
7666 East 61st St., Suite 550 
Tulsa, OK  74133 
Phone: (918) 294-0047  
Fax: (918) 254-7915 
Email: brayment@kivell.com 
 
 
 
 
       /s/ Kevin J. O’Shea    
             Kevin J. O’Shea 

Case: 1:13-cv-08669 Document #: 52 Filed: 06/16/14 Page 3 of 3 PageID #:347



IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
 
THE PROPRIETORS OF STRATA ) 
PLAN NO. 36, a Turks and Caicos ) 
Corporation, ) 
 ) 
 Plaintiff  ) Case: 1:13-cv-8669 
 ) 
v. ) 
 ) 
CORALGARDENS.COM  (Internet ) Judge Robert W. Gettleman 
Domain Name), ) 
 ) 
 Defendant – In Rem. ) 
 

DEFENDANT’S MEMORANDUM OF LAW IN SUPPORT OF 
ITS MOTION TO STAY PENDING CANCELLATION ACTION FILED IN THE TTAB 

Plaintiff fraudulently obtained, and continues to maintain, the U.S. trademark registration 

that it asserts in this action.  Plaintiff has repeatedly submitted declarations in connection with its 

U.S. trademark registration that contain factual assertions which Plaintiff knows are false, and 

the U.S. Patent and Trademark Office has relied on these false statements to initially grant, and 

to continue allowing Plaintiff to maintain, the trademark registration that Plaintiff asserts here.  

Moreover, Plaintiff has not used the mark that is the subject of its registration in the United 

States for at least three years, leading to abandonment of the mark.  Therefore, Plaintiff does not 

have any valid federal trademark rights that would support its claim in this action. 

However, the Lanham Act does not allow the Defendant domain name to either file a 

counterclaim seeking cancellation of Plaintiff’s federal trademark registration in this action or to 

file a Petition for Cancellation of Plaintiff’s registration in the Trademark Trial and Appeal 

Board of the U.S. Patent and Trademark Office (“TTAB”).  Therefore, the third-party owner of 

the Defendant domain name filed a Petition for Cancellation in order to address the threshold 

issue of Plaintiff’s rights, or lack thereof, in the registration that Plaintiff asserts as the basis for 

Case: 1:13-cv-08669 Document #: 54 Filed: 06/16/14 Page 1 of 16 PageID #:350
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its claim in this action.  Due to the in rem nature of this case, the Cancellation proceeding is the 

only available process for addressing the issues with Plaintiff’s fraudulently-obtained and -

maintained trademark registration. 

The Court should stay this action pending the outcome of the Cancellation so that the 

TTAB may bring its expertise to bear on the threshold questions of whether Plaintiff’s trademark 

registration was fraudulently obtained, is being fraudulently maintained, and whether Plaintiff 

has abandoned its U.S. trademark registration due to its failure to use the mark as a trademark in 

the United States.  This action is in its earliest stages, with the parties having served written 

discovery.  Moreover, the written discovery taken to date in this action can be used in the 

Cancellation, and the discovery taken in the Cancellation can be used in this case, in the unlikely 

event that this case proceeds after the TTAB’s ruling.  The TTAB has issued a scheduling order, 

pursuant to which all discovery, including expert discovery, will be completed by February 16, 

2015. Staying this action will provide the Court the benefit of the TTAB’s ruling in the 

Cancellation, while preserving the Court’s and the parties’ resources.1 

BACKGROUND  

I. Registration Of The Defendant Domain Name And Development And Use Of The 
Associated Website 

This is the latest in a longstanding and complex set of actions in jurisdictions around the 

world, including in the courts and Trademark Office of the Turks & Caicos Islands, the World 

Intellectual Property Organization (“WIPO”) (Case No. D2010-2180), and the U.S. District 

Court for the Eastern District of Virginia (Case No. 1:09-cv-550 (AJT-TRJ)). 

Plaintiff is a “statutory body corporate” with its principal place of business in 

Providenciales, Turks and Caicos Islands, British West Indies.  (Dkt. No. 33, 2d Am. Compl., ¶¶ 

3, 5.)  Plaintiff is essentially a homeowners association comprised of the owners of condominium 
                                                 
1 Plaintiff has indicated that it will oppose this motion. 

Case: 1:13-cv-08669 Document #: 54 Filed: 06/16/14 Page 2 of 16 PageID #:351
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units in a Turks and Caicos resort named “Coral Gardens Resort” and its sole business is to 

manage the property on behalf of the individual owners.  (Id., ¶ 5.) 

Reef Residences Resort Management Ltd (“RRRM”), a Turks and Caicos corporation, 

owns and controls the Defendant domain name <coralgardens.com>.  (Dkt. No. 37, Answer to 2d 

Am. Compl., ¶ 4.)  RRRM is owned by the Karnehm family, whose members are citizens of 

Canada and Turks and Caicos.  (Id. (explaining that certain members of the Karnehm family are 

citizens of Canada and others are citizens of Turks and Caicos).2) 

Karnehm developed and built a condominium resort on Grace Bay Beach, adjacent to a 

reef knows as the coral gardens, in the Turks and Caicos Islands in the 1990s.  (Ex. 1, 2/25/11 

Decision of the World Intellectual Property Organization denying Plaintiff’s claim for the 

Defendant domain name (“WIPO Decision”), at 2; see also Dkt. No. 37, Answer to 2d Am. 

Compl, ¶ 6.)  In connection with the development of the resort, Karnehm registered Strata Plan 

No. 36 in Turks and Caicos, bringing Plaintiff into existence.  (Ex. 1, WIPO Decision, at 2.)  

Units in the resort were sold to the public, and owners became shareholders of Plaintiff. 3  (Id.)  

Karnehm developed and managed the resort through White House Condominium Management 

Ltd. (“White House”), a Turks and Caicos corporation owned by Karnehm.  (Id.; see also Dkt. 

No. 37, Answer to 2d Am. Compl., ¶ 6.)  From the inception of Plaintiff through 2006, White 

House was the resort’s property management company.  (Ex. 1, WIPO Decision, at 2; see also 

Ex. 2, 1/11/11 Declaration of Leanne Karnehm submitted to WIPO in Case No. D2010-2180 

(“Karnehm Dec.”), ¶¶ 3,4.)  As the property management company, White House performed the 

typical duties of a condominium association, such as maintaining the common areas.  In addition 

to serving as the property manager for the resort, White House also separately handled sales of 

                                                 
2 For convenience, the Karnehm family members are referred to collectively as “Karnehm.” 
3 Karnehm continues to own a number of condominium units in the Coral Gardens Resort. 

Case: 1:13-cv-08669 Document #: 54 Filed: 06/16/14 Page 3 of 16 PageID #:352
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condominium units in the resort and promoted and administered rentals of units in the resort on 

behalf of the unit owners.  (Id.; see also Ex. 2, Karnehm Dec., ¶¶ 3,4.) 

In 1998, Karnehm retained Ion Design, a design firm located in Vancouver, Canada, to 

register the Defendant domain name on behalf of White House, and to develop the associated 

website, including creating various logos to be used on the website.  (Ex. 2, Karnehm Dec., ¶¶ 5-

7; see also Ex. 3, 1/11/11 Declaration of David Coates submitted to WIPO in Case No. D2010-

2180.)  Karnehm, through White House and its successors4, used the Defendant domain name 

and the associated website that they had developed to promote rentals of units in the Coral 

Gardens Resort owned by Karnehm and other condominium owners.  (Ex. 1, WIPO Decision, at 

2; Ex. 2, Karnehm Dec., ¶ 4.)  A successor of White House, Coral Gardens Resort Management 

Ltd. (“CGRM”), received Turks and Caicos Trademark Registration No. 14,854 for the mark 

CORAL GARDENS AN INTIMATE ISLAND RETREAT ON GRACE BAY and Design, on 

February 14, 2007: 

 

(Ex. 4.) 

In 2006, disputes arose between certain unit owners, including Plaintiff’s counsel Brian 

Rayment, on the one hand, and Karnehm and White House on the other hand.  (Ex. 1, WIPO 

Decision, at 2; Ex. 2, Karnehm Dec., ¶ 8.)  In March, 2005, Plaintiff applied to register the mark 

“Coral Gardens” in Turks and Caicos.  (Ex. 1, WIPO Decision, at 3.)  White House opposed the 

registration the following month.  (Id.)  In August, 2007, six months after granting the above 

                                                 
4 In May, 2005, White House changed its name to Coral Gardens Resort Management Ltd., 
which was changed to Reef Residences Resort Management Ltd in 2009.  

Case: 1:13-cv-08669 Document #: 54 Filed: 06/16/14 Page 4 of 16 PageID #:353
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trademark registration to CGRM, the Turks and Caicos Trademark Office denied the opposition 

and granted Plaintiff a registration for the mark “Coral Gardens” solely for “condominium 

complex services.”  (Ex. 5, Plaintiff’s Turks and Caicos Trademark Registration)   

During this time, Karnehm began developing another resort project—Reef Residences 

Resort—in Turks and Caicos, and retained White House to manage rental of the units at Reef 

Residences Resort.  (Ex. 1, WIPO Decision, at 2.)  In connection with these efforts, Karnehm 

registered the domain name “reefresidence.com” in 2007, and retained White House to manage 

rental of the units at Reef Residences.  (Id.; see also Ex. 6, Registration Confirmation.) 

While the opposition was pending, in 2006, the owners of Plaintiff voted to replace 

CGRM as the resort’s property management company.  (Ex. 1, WIPO Decision, at 3.)  CGRM 

was replaced by a property management and rental company named Coral Destinations Ltd. 

(“Coral Destinations”), which was subsequently replaced by Seagate Management Co. Ltd. 

(“Seagate”), which is a property management and rental company operated by Plaintiff’s counsel 

Mr. Rayment, and in which Defendant understands that Mr. Rayment has a financial interest.  

Coral Destinations and, subsequently, Seagate demanded that Karnehm transfer the Defendant 

domain name from CGRM to Plaintiff.  (Ex. 1, WIPO Decision, at 3; Ex. 2, Karnehm Dec., ¶ 8.)  

Karnehm has consistently refused all such demands.  (Id.) 

In 2007, after Karnehm rebuffed Coral Destinations’ and Seagate’s demands to transfer 

the Defendant domain name to Plaintiff, Seagate registered the confusingly similar domain name 

<coralgardensongracebay.com> and began operating a website that used logos almost identical 

to those on Karnehm’s website, as well as photographic materials owned by Karnehm, to 

promote rentals of condominium units at the Coral Gardens resort.  (Ex. 2, Karnehm Dec., ¶¶ 9-

10.)  Thus, Seagate has placed itself into direct competition with Karnehm, including operating a 

Case: 1:13-cv-08669 Document #: 54 Filed: 06/16/14 Page 5 of 16 PageID #:354
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competing website with a confusingly similar domain name and marketing materials copied from 

Karnehm. 

II.  Previous Proceedings 

Plaintiff sued CGRM and individual members of the Karnehm family on May 15, 2009 in 

the U.S. District Court for the Eastern District of Virginia.  (Ex. 7, Amended Complaint in Case 

No. 1:09-cv-00550-AJT-TRJ, E.D. Va.)  Plaintiff alleged various violations of the Lanham Act 

and, separately, trademark infringement.  (Id.)  The defendants moved to dismiss for lack of 

personal jurisdiction, which the court granted on October 16, 2009.  (Ex. 8, Memorandum 

Opinion.) 

Plaintiff then filed a complaint against the Defendant domain name with the WIPO 

Arbitration and Mediation Center pursuant to the Uniform Domain Name Dispute Resolution 

Policy, on December 14, 2010.  (Ex. 1, WIPO Decision, at 1.)  Plaintiff was required to prove 

that (i) the Defendant domain name “is identical or confusingly similar to a trademark or service 

mark in which [Plaintiff] has rights[,]” (ii) Karnehm “has no rights or legitimate interests in 

respect of” the Defendant domain name, and (iii) that the Defendant domain name “was 

registered in bad faith and [was] being used in bad faith.”  (Id. at 3.5)  The WIPO Panel found 

that Karnehm had not registered the Defendant domain name in bad faith and, therefore, rejected 

Plaintiff’s complaint.  (Id. at 7.) 

Finally, Plaintiff filed the present lawsuit on December 4, 2013.  (Dkt. No. 1.)  After 

various procedural matters were resolved, Plaintiff filed its Second Amended Complaint on 

March 25, 2014.  (Dkt. No. 33.)  Since then, Plaintiff has served, and Defendant has responded 

                                                 
5 The WIPO action was originally filed against Gift2Gift Corp. because the Defendant domain 
name had been accidentally transferred to that company.  (Ex. 2, Karnehm Dec., ¶¶ 14-16.)  In 
view of the unintentional nature of the transfer, the WIPO Panel also addressed Karnehm’s 
relevant interests.  (Ex. 1, WIPO Decision, at 4-5.) 

Case: 1:13-cv-08669 Document #: 54 Filed: 06/16/14 Page 6 of 16 PageID #:355
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to, written discovery, and Defendant has served written discovery in the form of Requests for 

Production and Interrogatories.6  Defendant has begun producing documents and Plaintiff has 

served a 30(b)(6) deposition notice. 

III.  Plaintiff’s U.S. Trademark Registration 

Plaintiff filed an application to register the mark “Coral Gardens” in the U.S. Patent and 

Trademark Office on April 25, 2008.  (Ex. 9, Plaintiff’s Application.)  Plaintiff relied on its 

Turks and Caicos trademark registration to file its U.S. application pursuant to Section 44(e) of 

the Lanham Act, 15 U.S.C. § 1126(e), which provides that “[a] mark duly registered in the 

country of origin of the foreign applicant may be registered on the principal register if 

eligible…”   (Id. at 2.)  Plaintiff was required to submit sworn confirmation that (a) Plaintiff was 

the owner of a mark which was duly registered in its country of origin, and that its country of 

origin is a party to any convention or treaty relating to trademarks, trade or commercial names, 

or the repression of unfair competition, to which the United States is also a party, or extends 

reciprocal rights to; (b) to the best of his/her knowledge and belief no other person, firm, 

corporation, or association has the right to use the mark in commerce, either in the identical form 

thereof or in such near resemblance thereto as to be likely, when used on or in connection with 

the goods/services of such other person, to cause confusion, or to cause mistake, or to  deceive; 

and (c) Plaintiff had a bona fide intent to use the mark CORAL GARDENS in commerce for all 

of the following services: 

Real estate management of condominium complexes in International Class 
36; and 

Providing temporary lodging services in the nature of a condominium 
hotel complex in International Class 43. 

(“Plaintiff’s Alleged Services”; Ex. 9, Plaintiff’s Application.7) 

                                                 
6 Plaintiff’s Responses are due on June 23, 2014. 
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 However, Turks/Caicos Islands is not a party to any convention or treaty relating to 

trademarks, trade or commercial names, or the repression of unfair competition, to which the 

United States is also a party, or extends reciprocal rights to.  (Ex. 10, list of treaties extended to 

Turks and Caicos Islands.)  Indeed, Plaintiff’s Turks and Caicos trademark registration states on 

its face that it “is not for use in legal proceedings or for obtaining registration abroad.”  (Ex. 5, 

Plaintiff’s Turks and Caicos Registration, at 2.)  Moreover, as set forth above, Plaintiff was 

certainly aware of the use of the Defendant domain name and associated “Coral Gardens” marks 

and logos, including the trademark covered by CGRM’s registration, since 1998.  Further, the 

application appears to have been filed without the approval of Plaintiff’s Executive Committee, 

in violation of Plaintiff’s Bylaws. 

Based on Plaintiff’s false statements, the USPTO granted Plaintiff U.S. Registration No. 

3,546,491 for the mark “Coral Gardens” on December 16, 2008.  (Ex. 11, Plaintiff’s U.S. 

Registration.)  On December 16, 2013, Plaintiff filed with the USPTO a Combined Declaration 

of Use and Incontestability under Sections 8 & 15 of the Lanham Act (“DOU”), alleging that it 

was then using in commerce the mark “Coral Gardens” for all of the Class 36 and Class 43 

services identified in its application.  (Ex. 12, DOU.)  Plaintiff submitted a specimen of use with 

its DOU, as required to show that the mark is being used, along with a sworn statement that the 

specimen was “a(n) Website maintained by the registrant using the mark for the relevant goods 

and services.”  (Id., at Specimen.)  However, the specimen is a screenshot of the website 

displayed on the domain name coralgardensongracebay.com, which is owned and operated by 

Seagate, not Plaintiff.  Indeed, Plaintiff is not using the mark “Coral Gardens” in the United 

States in any manner, and specifically not in connection with “real estate management of 

                                                                                                                                                             
7 The Application as filed initially claimed “Real estate marketing services in the field of 
condominiums” in Class 035 and “real estate management” in Class 036, which was changed to 
the services listed above by an Examiner’s Amendment dated August 22, 2008. 
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condominium complexes” and “providing temporary lodging services in the nature of a 

condominium hotel complex,” which are the services identified on the registration.  (Ex. 11, 

Plaintiff’s U.S. Registration.) 

Karnehm, through RRRM, filed on June 11, 2014 a Petition to Cancel Plaintiff’s U.S. 

registration on the bases that the registration was fraudulently obtained and, to the extent that the 

registration was ever proper, Plaintiff has abandoned the registration as a result of non-use of the 

mark.  (Ex. 13, Cancellation Petition.)  The TTAB has issued a scheduling order, pursuant to 

which all discovery, including expert discovery, is to be completed by February 16, 2015.  (Ex. 

14, TTAB Order, at 2.) 

ARGUMENT  

I. LEGAL STANDARDS  

A. Cancellation Proceeding 

“A petition to cancel a registration of a mark, stating the grounds relied upon, may, upon 

payment of the prescribed fee, be filed as follows by any person who belies that he is or will be 

damaged…by the registration of a mark on the principal register.”  15 U.S.C. § 1064 (emphasis 

added).  The Lanham Act defines a “person” as a “juristic person as well as a natural person.  

The term ‘juristic person’ includes a firm, corporation, union, association, or other organization 

capable of suing and being sued in a court of law.”  15 U.S.C. § 1127.  The term “person” also 

includes the United States and the States, as well as their respective officers and employees.  Id.  

The Defendant domain name is not a natural person, and it is not a “juristic person” insofar as it 

is not a firm, corporation, union, association or organization of any kind.  Therefore, the 

Defendant domain name cannot file a Petition for Cancellation of Plaintiff’s trademark 

registration, which is the reason that RRRM filed the Petition. 
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There also does not appear to be any basis for the Defendant domain name to file a 

counterclaim in this in rem action for cancellation of Plaintiff’s registration.  While the Lanham 

Act provides the courts with the power to address trademark registrations, this power only 

extends to the rights of a “party” to the action. 15 U.S.C. § 1119.  However, the definition of 

“person” set forth above also applies to “any other word or term used to designate the applicant 

or other entitled to a benefit or privilege or rendered liable under the provisions of [the Lanham 

Act]….”  15 U.S.C. § 1127.  Thus, the “party” that may seek cancellation of a trademark 

registration within the context of a lawsuit is limited to juristic persons and individuals, neither 

of which includes the Defendant domain name.  Therefore, the Defendant domain name cannot 

file a counterclaim for cancellation in this action, and also cannot file a Petition for Cancellation 

in the TTAB, leaving the TTAB cancellation proceeding filed by the Defendant domain name’s 

owners as the only available process for addressing the issues with Plaintiff’s fraudulently-

obtained and maintained trademark registration. 

B. Motion to Stay 

The Court “has broad discretion to stay proceedings as an incident to its power to control 

its own docket.”  Select Retrieval, LLC v. ABT Elecs., No. 11-cv-03752, 2013 WL 6576861, *3 

(N.D. Ill. Dec. 13, 2013) (quoting Clinton v. Jones, 520 U.S. 681, 706 (1997)).  “The power to 

order that proceedings be stayed to abide proceedings in another court is not limited to situations 

where the parties in the two causes are the same and the issues identical.”  Id. (quoting Radio 

Corp. of Am. v. Igoe, 217 F.2d 218, 220 (7th Cir. 1955) (explaining that “[t]he power to stay 

proceedings is incidental to the power inherent in every court to control the disposition of the 

causes on its docket with economy of time and effort for itself, for counsel and for litigants.”)).  

In deciding whether to stay an action, courts consider:  “(i) whether a stay will  unduly prejudice 

or tactically disadvantage the non-moving party, (ii) whether a stay will simplify the issues in 
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question and streamline the trial, and (iii) whether a stay will reduce the burden of litigation on 

the parties and on the court.”  Id. (quoting Pfizer, Inc. v. Apotex, Inc., 640 F.Supp.2d 1006, 1007 

(N.D. Ill. 2009)). 

Defendant recognizes that “[c]ourts differ on whether trademark infringement actions 

should be stayed pending TTAB proceedings.”  Nolan, LLC v. EZ Moving & Storage West, Inc., 

No. 05-70982, 2005 WL 2063949, *2 (E.D. Mich. Aug. 24, 2005) (collecting and discussing 

cases from multiple jurisdictions).  In Nolan, the court agreed with the reasoning of courts that 

had denied a stay pending TTAB proceedings.  Id. at *3.  In particular, the court was persuaded 

by the reasoning that “[a] stay is not proper as, ‘[t]he particular area at issue here—the likelihood 

of consumer confusion—is one within the conventional competence of the courts.’”  Id. (quoting 

The Spring Air Co. v. Englander Licensing LLC, No. 01 C 7140, 2001 WL 1543510, *2 (N.D. 

Ill. Nov. 29, 2001)).  The court also considered that “[w]hen a case involves infringement, ‘the 

interest in prompt adjudication far outweighs the value of having the views of the [TTAB].’”  Id. 

(quoting Spring Air, 2001 WL 1543510 at *3 (internal quotations omitted)).   

However, this is an in rem action in which the rights to the Defendant domain name—not 

infringement or consumer confusion—are at issue.  See 15 U.S.C. § 1125(d)(2)(D)(i) (limiting 

the remedies in an in rem action such as the present one to “a court order for the forfeiture or 

cancellation of the domain name or the transfer of the domain name to the owner of the mark.”); 

(see also Dkt. No. 33, 2d Am. Compl, at 12 (requesting in the prayer for relief only a transfer of 

the Defendant domain name to Plaintiff)).  The threshold issue in this action is whether Plaintiff 

has any protectable rights.  See 15 U.S.C. § 1125(d)(2)(A)(i) (“The owner of a mark may file an 

in rem civil action against a domain name…if (i) the domain name violates any right of the 

owner of a mark….”).  The TTAB is particularly well-suited to determine whether Plaintiff 

obtained, and continues to maintain, its U.S. trademark registration by fraudulent means, and 
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whether Plaintiff has abandoned any rights that it may have had in the mark as a result of non-

use.  Therefore, unlike cases where a defendant accused of trademark infringement files a 

cancellation action in the TTAB and seeks a stay of the district court action, the TTAB’s ruling 

in the Cancellation will be relevant and useful if this case proceeds after that ruling. 

III.  The Court Should Stay This Action Pending The Outcome Of The Cancellation So 
That The Parties Can Fully Address The Threshold Issue Of Whether Plaintiff Has 
Any Trademark Rights 

A. A Stay Will Neither Unduly Prejudice Nor Tactically Disadvantage Plaintiff 

Plaintiff will not be prejudiced or disadvantaged by a stay of this action pending the 

outcome of the Cancellation.  Karnehm registered the Defendant domain name sixteen years ago, 

in 1998, and has used it continuously since then.  Plaintiff began demanding a transfer of the 

domain name in 2006—eight years ago and has filed multiple actions trying to take the 

Defendant domain name from Karnehm.  In all that time, however, Plaintiff has not used the 

mark covered by its U.S. registration in the United States for the services identified in the 

registration, namely “real estate management of condominium complexes” and “providing 

temporary lodging services in the nature of a condominium hotel complex.”  Indeed, Plaintiff 

does not have any presence in the United States and engages in no commerce in the United 

States.  (See generally Dkt. No. 33, 2d Am. Compl.)  Thus, the only prejudice or tactical 

disadvantage to Plaintiff will be that it will have to address the fraudulent nature of its 

registration and maintenance of the registration, as well as its non-use of the registered mark in 

the Cancellation, neither of which would Plaintiff have to address in this action because the 

Defendant domain name cannot file a counterclaim for cancellation.  However, having to address 

issues that foreclose Plaintiff’s claims in this action is not the type of prejudice or tactical 

disadvantage that this factor is intended to prevent. 
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On the other hand, by staying this action pending the outcome of the Cancellation, the 

parties will expend fewer resources, and the Court will not have to address issues resolved by the 

Cancellation proceeding.  Moreover, the TTAB follows Federal Rule of Civil Procedure 26 in 

connection with discovery and allows depositions, requests for production and requests to admit.  

See generally 37 C.F.R. 2.120(a)(1); (see also Trademark Trial and Appeal Board Manual of 

Procedure, Rev. 2, June 2013, Chapter 400 (“Discovery”), available at 

uspto.gov/trademarks/process/appeal/Preface_TBMP.jsp).  Therefore, the parties will conduct 

discovery and they will have an opportunity to raise all relevant issues before the TTAB. 

Rather than prejudicing Plaintiff or placing Plaintiff at a tactical disadvantage, allowing 

the Cancellation to proceed while staying this litigation provides the parties a less expensive 

procedure for addressing the issues, and provides the Court the benefit of the TTAB’s ruling in 

connection with the threshold issue in this matter, namely whether Plaintiff has any rights in a 

U.S. trademark that would support transferring the Defendant domain name to Plaintiff. 

B. A Stay Will Simplify The Issues Considerably And Streamline Any Trial In 
This Action 

As noted above, the question of whether Plaintiff has any rights that would support its 

claim under the ACPA is the threshold issue in this case.  See 15 U.S.C. § 1125(d)(2)(A)(i) 

(“The owner of a mark may file an in rem civil action against a domain name…if (i) the domain 

name violates any right of the owner of a mark….”).  The Petition for Cancellation addresses this 

issue directly, raising significant questions regarding whether Plaintiff obtained, and continues to 

maintain, its U.S. registration by means of false statements, as well as whether Plaintiff has 

abandoned its use, if there ever was any, of the registered mark.  If the TTAB cancels Plaintiff’s 

registration based on one or both of these bases, Plaintiff will no longer be able to assert the 
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registration as the basis for its ACPA claim in this action.8  Indeed, even if the TTAB rejects 

both bases for cancelling Plaintiff’s mark, the discovery that the parties take during the 

Cancellation and the TTAB’s ruling will streamline this matter.  Therefore, this factor also 

supports staying this action pending the outcome of the Cancellation. 

C. A Stay Will Lessen The Burden On The Parties And The Court  

By staying this action while the Cancellation proceeds, the Court will allow all of the 

interested parties to participate in addressing the relevant issues, while significantly reducing the 

parties’ expenses and the burden on the Court.  For example, the Court will not have to deal with 

discovery disputes that will be addressed by the TTAB, and the Court will be able to take judicial 

notice of the TTAB’s relevant rulings. 

Further, the expense of a Cancellation proceeding is significantly less for the parties than 

a federal court lawsuit.  The American Intellectual Property Law Association recently reported in 

its bi-annual survey that the average cost for trademark litigation in Chicago is $485,000.00 for 

each party.  (Ex. 15, AIPLA Survey at I-161.9)  By contrast, the average cost for a cancellation 

proceeding is $227,000.00 for each party.  (Id. at I-169.)  Even considering that this action may 

cost less than a typical trademark infringement suit because it is an in rem action against a 

domain name, the differences in costs for each party are very substantial.10  Thus, this factor, like 

the others, supports staying this action pending the outcome of the Cancellation proceeding. 

                                                 
8 After its registration is cancelled, Plaintiff might be able to assert that it has common law rights 
in the mark sufficient to support an ACPA claim.  However, if Plaintiff abandoned the mark, as 
appears to be the case, Plaintiff will also not have any common law rights to rely upon. 
9 Courts have routinely relied on this survey.  See, e.g., Hickory Farms, Inc. v. Snackmasters, 
Inc., No. 05 C 4541, 2008 WL 4542961, *12 (N.D. Ill. Apr. 2, 2007) (relying on AIPLA survey 
in the context of determining the appropriateness of attorneys’ fee petition in a trademark 
infringement case); Mathis v. Spears, 857 F.2d 749, 755-56 (Fed. Cir. 1988) (relying on the 
AIPLA survey in the context of an appeal of a patent infringement lawsuit). 
10 Notably, Plaintiff’s initial wave of written discovery included 25 Requests for Production, 16 
Interrogatories, and 15 Requests to Admit.  Therefore, Plaintiff is not treating this action as if it 
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CONCLUSION 

A threshold issue in this action—whether Plaintiff has any valid federal trademark rights 

that would support its claim that the Defendant domain name should be transferred to Plaintiff—

will be addressed by the TTAB in the Cancellation, which will be conducted as an inter partes 

proceeding, with discovery pursuant to Federal Rule of Civil Procedure 26 and opportunities for 

full discovery.  The Cancellation will be less expensive for the parties, while allowing the Court 

to consider the TTAB’s ultimate ruling regarding Plaintiff’s fraudulent registration and 

maintenance of its registration, as well as Plaintiff’s lack of use of the registered mark that it is 

asserting in this litigation.  Simply put, there is no reason not to stay this action pending the 

outcome of the Cancellation, and every reason to stay this action. 

Dated:  June 16, 2014    Respectfully submitted, 
 
       

/s/Kevin J. O’Shea    
Marc H. Trachtenberg 
Kevin J. O’Shea 
GREENBERG TRAURIG, LLP 
77 West Wacker Drive 
Suite 3100 
Chicago, IL 60601 
Phone (312) 456-3400 
 
Attorneys for Defendant CORALGARDENS.COM 

                                                                                                                                                             
is a low-cost litigation. 
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CERTIFICATE OF SERVICE  
 

I hereby certify that on June 16, 2014, the foregoing was served on Plaintiff’s counsel of 
record via the Court’s ECF system: 
 
Dana L. Kurtz, Esq. 
KURTZ LAW OFFICES, LTD.  
32 Blaine Street 
Hinsdale, Illinois 60521 
Phone: (630) 323-9444 
Fax: (630) 604-9444 
E-mail:  dkurtz@kurtzlaw.us  
 
Brian J. Rayment, Esq. 
KIVELL, RAYMENT & FRANCIS, P.C. 
7666 East 61st St., Suite 550 
Tulsa, OK  74133 
Phone: (918) 294-0047  
Fax: (918) 254-7915 
Email: brayment@kivell.com 
 
 
 
 
       /s/ Kevin J. O’Shea    
             Kevin J. O’Shea 
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EXHIBIT 2 



THE�1UNITED �1STATES�1DISTRICT �1COURT �1
FOR�1THE�1NORTHERN �1DISTRICT �1OF�1ILLINOIS �1

EASTERN�1DIVISION �1
�1
THE�1PROPRIETORS�1OF�1STRATA�1PLAN �1
NO.�136,�1a�1Turks�1and�1Caicos�1Corporation, �1�1
�1
� 1 � 1Plaintiff, �1

�1
�1

�1
�1 v.�1

Case�1No.�1�113�1CV�18669�1
�1

�1
CORALGARDENS.COM, �1a�1domain �1name�1
registered�1in�1Illinois, �1�1

Honorable �1Robert�1W.�1Gettleman�1

�1
� 1 � 1Defendant.�1

�1
�1

�1
SECOND �1AMENDED �1COMPLAINT �1FOR�1VIOLATIONS �1OF�1THE�1�1

ANTICYBERSQUATTING �1CONSUMER �1PROTECTION �1ACT �1
�1

Plaintiff, �1The�1Proprietors �1of�1Strata�1Plan�1No.�136,�1by�1its�1attorneys,�1for �1its�1in�1rem�1

complaint �1against�1Defendant�1coralgardens.com,�1a�1domain �1name�1registered�1in�1this�1

district, �1alleges�1and�1states�1as�1follows: �1

JURISDICTION �1AND �1VENUE �1

1.�1�1 This�1action�1arises�1under �1the�1Anticybersquatting �1Consumer�1Protection�1Act �1

(15�1U.S.C.�1§�11125(d)).�1Accordingly, �1this�1Court �1has�1federal�1question�1jurisdiction �1over�1the�1

subject�1matter�1of�1this�1action�1pursuant �1to�128�1U.S.C.�1§�11338(a).�1Venue�1in�1this�1district �1is�1

proper �1under �128�1U.S.C.�1§�11391(b)�1and�115�1U.S.C.�1§�11125(d)(2)(C)(i).�1�1�1
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PARTIES�1

2.�1�1 Coralgardens.com�1(“Domain �1Name”) �1is�1a�1domain �1name�1registered�1with �1

DomainPeople,�1Inc.,�1as�1registrar,�1by�1Whoisprotector, �1Inc.,�1the�1registrant �1company,�1with �1

an�1address�1�1of�1100�1North �1Riverside,�1Suite�1800,�1in�1Chicago,�1Illinois. �1

3.�1 The�1Proprietors �1of�1Strata�1Plan�1No.�136�1(“Plaintiff” �1or�1“Strata”) �1is�1a�1Turks�1

and�1Caicos�1corporation �1with �1its�1principal �1place�1of�1business�1in�1Providenciales,�1Turks�1and�1

Caicos�1Islands,�1British �1West�1Indies.�1

4.�1�1 The�1use�1of�1and�1control �1over�1the�1Coralgardens.com�1Domain �1Name�1has�1been�1

by�1and�1through �1Reef�1Residences�1Resort�1Management,�1Ltd., �1formerly �1Coral�1Gardens�1

Resort�1Management,�1Ltd., �1a�1Turks�1and�1Caicos�1corporation, �1and�1the�1family �1that�1owns�1it �1

and�1directs�1its�1actions,�1Ron�1Karnehm,�1Beverly�1Karnehm�1and�1Leanne�1Karnehm,�1all �1

Canadian�1residents.�1�1

BACKGROUND �1

5.�1�1 Plaintiff, �1The�1Proprietors �1of�1Strata�1Plan�1No.�136,�1is�1a�1statutory �1body�1

corporate�1that�1has�1all�1the�1powers,�1rights �1and�1duties�1of�1a�1company.�1It �1is�1comprised�1of�1the�1

owners�1of�1individual �1condominium �1units �1and�1is�1engaged�1in�1running �1a�1condominium �1

project�1in�1Providenciales,�1Turks�1and�1Caicos�1Islands,�1which �1has�1since�1its�1inception �1been�1

known �1as�1“Coral �1Gardens”�1or�1the�1“Coral �1Gardens�1Resort.”�1

6.�1�1 Ron�1Karnehm�1is�1the�1original �1developer�1of�1“Coral �1Gardens”�1and�1the�1

beneficial�1owner �1of�1Reef�1Residences�1Resort�1Management,�1Ltd., �1a�1corporation �1which, �1

prior �1to�1the�1commencement�1of�1trademark �1litigation �1concerning�1the�1“Coral �1Gardens”�1
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mark,�1was�1known �1as�1Coral�1Gardens�1Resort�1Management,�1Ltd., �1and�1before�1that�1White �1

House�1Condominium �1Management,�1Ltd. �1(“Reef”). �1Prior �1to�1being�1voted�1out�1of�1control �1of�1

the�1Strata�1by�1a�1majority �1of�1the�1owners,�1he�1managed�1and�1controlled �1the�1Strata.�1He�1was�1

assisted�1in�1his�1efforts�1by�1his�1wife, �1Beverly�1Karnehm�1and�1his�1daughter,�1Leanne�1Karnehm�1

(collectively �1the�1“Karnehms”). �1

7.�1�1 Plaintiff, �1through �1one�1of�1its�1owners,�1applied �1for �1a�1trademark �1in�1the�1Turks�1

and�1Caicos�1Islands�1for �1the�1mark �1“Coral �1Gardens.”�1�1Ron�1Karnehm�1and�1Reef�1challenged�1

that�1patent�1in�1the�1courts�1of�1the�1Turks�1and�1Caicos,�1which �1litigation �1resulted�1in�1a�1final �1

order�1by�1the�1Court �1of�1Appeals�1for �1the�1Turks�1and�1Caicos�1Island�1on�1August �114,�12007,�1

awarding �1the�1“Coral �1Gardens”�1trademark �1to�1Plaintiff. �1

8.�1�1 Plaintiff �1has�1also�1been�1issued�1a�1Trademark�1for �1“Coral �1Gardens”�1by�1the�1

United �1States�1Patent�1and�1Trademark�1Office�1on�1December�116,�12008.�1

9.�1 The�1“Coral �1Gardens”�1Trademarks�1have�1been�1used�1with �1regard�1to�1the�1

condominium �1units �1and�1common�1property �1located�1within �1the�1Coral�1Gardens�1

condominium �1complex�1in�1Providenciales.�1

10.�1 As�1a�1result�1of�1the�1foregoing,�1each�1of�1the�1“Coral �1Gardens”�1Trademarks�1has�1

developed�1and�1now�1possesses�1secondary�1and�1distinctive �1meaning�1with �1regard�1to�1the�1

condominium �1complex�1at�1Coral�1Gardens.�1

11.�1 The�1Karnehms,�1through �1Reef�1and�1other�1entities,�1have�1registered�1or�1caused�1

to�1be�1registered,�1and�1have�1utilized �1the�1domain �1name�1“coralgardens.com” �1(“Domain �1

Name”) �1to�1advertise�1and�1operate�1condominium �1units �1in�1locations�1other�1than�1at�1the�1
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Coral�1Gardens�1Resort,�1thereby�1infringing �1the�1Trademarks�1of�1the�1plaintiff. �1The�1Domain �1

Name�1was�1initially �1registered�1by�1the�1Karnehms�1when�1they�1controlled �1the�1plaintiff �1strata�1

corporation �1and�1used�1the�1Domain �1Name�1in�1relation �1to�1the�1operation�1of�1the�1plaintiff. �1

12.�1 The�1Coral�1Gardens�1mark �1is�1a�1mark �1that�1is�1distinctive �1and�1was�1distinctive �1at�1

the�1 time�1 of�1 registration �1 of�1 the�1 “coralgardens.com” �1 domain �1 name.�1 The�1

“coralgardens.com” �1domain �1name�1is�1identical �1or�1confusingly �1similar �1to�1the�1“Coral �1

Gardens”�1marks.�1Therefore,�1the�1registration �1and�1use�1of�1the�1Domain �1Name�1is�1in�1violation �1

of�1(d)(1)(A)(ii)(I), �1(II) �1and�1(III) �1of�1the�1Lanham�1Act.�1

13.�1�1After �1obtaining �1its�1US�1Trademark,�1plaintiff �1made�1demand�1upon�1the�1

Karnehm�1and�1Reef�1for �1an�1assignment�1of�1the�1coralgardens.com�1domain �1name,�1as�1well �1as�1

any�1other�1domain �1names�1that�1including �1the�1“Coral �1Gardens”�1name.�1�1In�1a�1letter�1from �1the�1

United �1States�1based�1Attorneys �1for �1the�1Strata,�1Kivell, �1Rayment�1and�1Francis�1P.C.,�1sent�1

January�113,�12009,�1to�1Mr. �1Ron�1Karnehm�1and�1the�1companies�1controlled �1by�1him, �1(“the �1

Letter�1of�1Demand”) �1the�1Strata’s�1Attorneys �1provided �1Mr. �1Karnehm�1with �1copies�1of�1the�1

Strata’s�1Turks�1&�1Caicos�1and�1US�1Trademarks,�1and�1requested�1that�1the�1domain �1name�1be�1

transferred�1to�1the�1Strata�1consistent�1with �1Uniform �1Dispute�1Resolution�1Procedures�1and�1

the�1Lanham�1Act.�1

14.�1 The�1Domain �1Name�1was�1originally �1registered�1by�1the�1Karnehms�1with �1

Network �1Solutions�1in�1Hendon, �1Virginia, �1USA�1in�11998.�1It �1remained�1registered�1in�1Virginia �1

until �1May�13,�12009.�1�1To�1the�1best�1of�1the�1Plaintiff’s �1knowledge, �1Leanne�1Karnehm’s�1husband,�1
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Jamie�1Kitson�1(jkitson@photogiftcard.com)�1was�1listed�1as�1the�1administrative �1contact�1and�1

Beverly�1Karnehm�1was�1listed�1as�1the�1owner �1of�1the�1Domain �1Name.�1

15.�1 The�1Strata�1commenced�1proceedings�1against�1various�1parties�1including �1Ron�1

Karnehm,�1on�1May�115,�12009�1in�1the�1District �1Court �1of�1Virginia �1for �1trademark �1violation �1and�1

infringement �1amongst�1other�1grounds�1of�1claim�1and�1sought�1an�1order�1transferring �1the�1

rights �1in�1the�1domain �1name�1coralgardens.com�1to�1the�1Strata�1as�1trademark �1owner �1(“the �1

Virginia �1Lawsuit”). �1�1�1Beverly�1Karnehm�1and�1Leanne�1Karnehm�1were�1added�1as�1defendants�1

in�1the�1Virginia �1Lawsuit �1in�1an�1amended�1complaint �1filed �1July�131,�12009.�1

16.�1 Prior �1to�1the�1commencement�1of�1the�1Virginia �1Lawsuit, �1the�1Karnehms�1

learned�1that�1the�1Plaintiff’s �1executive�1committee�1had�1approved �1the�1filing �1on�1the�1Virginia �1

Lawsuit. �1In�1a�1classic�1example�1of�1cyber�1flight, �1the�1Karnehms�1transferred�1the�1Domain �1

Name�1from �1Virginia �1to�1Canada�1just�1prior �1to�1the�1filing �1of�1the�1Virginia �1Lawsuit. � 1 � 1The�1

domain �1name�1was�1transferred�1by�1the�1Karnehms�1to�1A�1Gift2Gift �1Corp,�1a�1Canadian�1

corporation �1with �1its�1principal �1place�1of�1business�1in�1Vancouver,�1Canada.�1Leanne�1Karnehm�1

was�1identified �1by�1the�1Registrar�1as�1the�1Administrative �1Contact.�1Gift2Gift �1Corp,�1a�1

corporation �1with �1whom �1Leanne�1Karnehm’s�1husband�1worked, �1permitted �1the�1Karnehms�1

to�1continue�1to�1utilize �1the�1Domain �1Name�1after�1the�1transfer�1in�1the�1same�1manner�1in�1which �1

the�1domain �1was�1used�1prior �1to�1the�1transfer,�1with �1no�1material �1changes�1to�1the�1content�1of�1

the�1site.�1To�1the�1best�1of�1the�1Strata’s�1knowledge, �1Gift2Gift �1Corp�1did �1not�1make�1any�1use�1of�1

the�1coralgardens.com�1Domain �1Name�1to�1promote�1its�1own �1business�1interests.�1
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17.�1 The�1Virginia �1Lawsuit �1was�1defended�1by�1all�1defendants�1therein�1solely�1on�1the�1

grounds�1that�1the�1Court �1lacked�1personal�1jurisdiction �1over�1the�1defendants�1and�1Forum�1

Non�1Conveniens.�1�1The�1decision�1of�1the�1District �1Court �1of�1Virginia �1to�1dismiss�1the�1Virginia �1

Lawsuit �1for �1lack�1of�1personal�1jurisdiction �1was�1made�1on�1October�116,�12009�1after�1a�1hearing�1

on�1September�125,�12009,�1based�1upon�1the�1fact�1that�1the�1Domain �1Name�1had�1been�1transferred�1

outside�1the�1jurisdiction �1of�1the�1court�1and�1the�1court�1did �1not�1have�1jurisdiction. �1

18.�1 The�1plaintiff �1attempted�1to�1enforce�1its�1rights �1in�1Canada�1before�1WIPO,�1the�1

World �1Intellectual �1Property �1Organization, �1and�1initiated �1a�1dispute �1resolution �1before�1that�1

organization. �1However, �1that�1organization �1focuses�1solely�1on�1the�1issue�1of�1whether �1or�1not�1

the�1domain �1name�1was�1initially �1registered�1fraudulently, �1not�1on�1whether �1it �1belonged�1to�1

someone�1other�1than�1the�1initial �1registrant �1since�1its�1registration. �1�1WIPO�1found �1that�1since�1

the�1initial �1registration �1was�1not�1fraudulent �1(as�1Karnehm�1controlled �1the�1Plaintiff �1strata�1at�1

the�1time�1of�1the�1registration) �1no�1relief �1could�1be�1afforded �1under �1its�1rules.�1

19.�1 The�1plaintiff’s �1next�1step�1in�1enforcing�1its�1rights �1to�1the�1Domain �1Name�1was�1

the�1initiation �1of�1a�1lawsuit �1in�1Canada.�1�1However, �1the�1Karnehms�1once�1again�1learned�1that�1

the�1plaintiff �1had�1engaged�1counsel�1to�1pursue�1the�1Domain �1Name�1in�1Canada�1and�1once�1

again�1the�1Karnehms�1engaged�1in�1cyber�1flight, �1moving �1the�1Domain �1Name�1to�1

Domainpeople, �1Inc.,�1listing �1an�1address�1in�1Chicago,�1Illinois. �1The�1Karnehms�1have�1

continued �1to�1utilize �1the�1domain �1name�1after�1the�1transfer�1in�1the�1same�1manner�1in�1which �1the�1

domain �1was�1used�1prior �1to�1the�1transfer,�1with �1no�1material �1changes�1to�1the�1content�1of�1the�1
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site.�1The�1registrant �1has�1made�1no�1use�1of�1the�1Domain �1Name�1for �1its�1own �1account�1and�1does�1

not�1use�1it �1in�1its�1business.�1

20.�1 When�1plaintiff �1was�1preparing �1to�1pursue�1the�1Domain �1Name�1in�1Canadian�1

courts,�1the�1Karnehms�1once�1again�1engaged�1in�1cyberflight �1to�1change�1the�1registration �1to�1

Domainpeople �1Inc.,�1in�1Chicago,�1Illinois. �1The�1plaintiff �1submits�1that�1the�1repeated�1transfers�1

of�1the�1Domain �1Name�1in�1order�1to�1avoid �1plaintiff’s �1lawful �1claims�1constitutes�1cyberflight, �1

especially�1in�1circumstances�1where�1the�1transferred�1Domain �1Name�1content�1and�1same�1use�1

remain�1the�1same�1after�1each�1of�1the�1transfers�1as�1it �1did �1before�1the�1transfers�1began.�1

21.�1 “Cyberflight” �1is�1an�1attempt �1to�1delay�1a�1UDRP�1proceeding�1by�1changing�1the�1

domain �1name�1registration �1details�1or�1registrar�1after�1learning �1of�1the�1complaint �1(see�1

PREPADOM�1v.�1Domain�1Drop�1S.A.�1(PREPADOM�,COM�,DOM), �1WIPO,�1Case�1No.�1D2006�,

0917).�1Transferring �1the�1disputed �1domain �1name�1during �1a�1pending �1proceeding�1is�1

considered�1cyberflight �1and�1is�1in�1direct �1violation �1of�1the�1Policy�1paragraph�18(a).�1As�1was�1

asserted�1by�1the�1UDRP�1panel�1in�1Humana�1Inc.�1v.�1CDN�1Properties�1Incorporated,�1WIPO,�1Case�1

No.�1D2008�,1688,�1“there �1is�1no�1bright �1line�1rule�1regarding �1what �1constitutes�1a�1‘pending �1

proceeding,’�1prior �1cases�1have�1found �1that�1process�1starts�1from �1the�1filing �1of�1the�1complaint �1

rather�1than�1from �1the�1formal �1commencement�1of�1the�1proceedings.�1See�1PREPADOM�1v.�1

Domain�1Drop�1S.A.,�1WIPO,�1Case�1No.�1D2006�,0916,�1or�1Imperial�1Chemical�1Industries,�1PCL.�1v.�1

Oxford�1University,�1WIPO,�1Case�1No.�1D2001�,0292.”�1Cyberflighting �1is�1a�1clear�1indication �1of�1

bad�1faith �1registration. �1Tomas�1Sziranyi�1v.�1RegisterFly.com,�1Case�1No.�1D2006�,0320.�1�1�1

“Cyberflight” �1is�1the�1change�1in�1the�1registration �1of�1a�1domain �1name�1(registrant,�1registrar�1or�1
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both)�1to�1avoid �1the�1application �1of�1the�1Policy�1or�1to�1frustrate �1court�1proceedings�1with �1

respect�1to�1entitlements�1to�1the�1domain �1name.�1�1�1�1

THE�1KARNEHMS’ �1UNLAWFUL �1CONDUCT �1

22.�1�1On�1information �1and�1belief,�1the�1Karnehms�1continue�1to�1use�1the�1“Coral �1

Gardens”�1trademark �1and�1the�1Domain �1Name�1to�1advertise�1and�1operate�1condominiums �1at�1

locations�1other�1than�1“Coral �1Gardens,”�1confusing�1prospective�1customers�1who �1wish �1to�1

visit �1and�1stay�1at�1Coral�1Gardens.�1

23.�1�1Currently, �1the�1Karnehms�1advertise�1on�1the�1coralgardens.com�1website,�1

which �1provides �1a�1toll �,free�1number�1to�1call�1from �1the�1United �1States�1and�1Canada�1inviting �1

and�1accepting�1business�1from �1the�1United �1States,�1including �1the�1State�1of�1Illinois. �1

24.�1 The�1Karnehms’�1continued �1unauthorized �1use�1of�1the�1“Coral �1Gardens”�1

trademark �1and�1the�1coralgardens.com�1domain �1name�1is�1likely �1to�1cause�1confusion�1among�1

prospective�1visitors �1to�1Coral�1Gardens.�1The�1Karnehms’�1use�1of�1the�1“Coral �1Gardens”�1

trademarks�1and�1the�1coralgardens.com�1domain �1name�1is�1not�1authorized �1by�1the�1plaintiff. �1

25.�1 The�1Karnehms�1and�1Reef�1have�1used�1the�1Domain �1Name�1to�1promote�1a�1lesser�1

quality �1resort,�1Reef�1Residences.�1Reef�1Residences�1was�1developed�1by�1the�1Karnehms,�1

owned�1by�1the�1Karnehms,�1and�1promoted �1by�1the�1Karnehms�1as�1phase�13�1of�1Coral�1Gardens.�1

This�1use�1by�1the�1Karnehms�1has�1diluted �1the�1value�1of�1Coral�1Gardens�1and�1damaged�1the�1

plaintiff. �1

26.�1 The�1Reef�1Residences�1condominium �1units,�1which �1are�1advertised�1by�1the�1

Karnehms�1and�1Reef�1as�1being�1“Coral �1Gardens,”�1are�1of�1inferior �1quality �1and�1location�1to�1
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those�1in�1the�1Coral�1Gardens�1resort.�1The�1unauthorized �1use�1of�1the�1“Coral �1Gardens”�1

trademark �1and�1the�1coralgardens.com�1domain �1name�1has�1injured �1and�1is�1likely �1to�1continue�1

to�1injure �1the�1reputation �1of�1the�1plaintiff’s �1resort,�1which �1has�1developed�1by�1virtue �1of�1the�1

public �1perception�1of�1high �1quality �1associated�1with �1plaintiff’s �1resort.�1

27.�1�1The�1aforesaid�1acts�1by�1the�1Karnehms�1and�1Reef�1are�1likely �1to�1cause�1the�1public �1

to�1believe�1that�1the�1Karnehms’�1and�1Reef’s�1properties�1are�1subject�1to�1the�1same�1quality �1and�1

location�1as�1the�1plaintiff’s �1resort,�1despite�1the�1fact�1that�1this�1is�1not�1true.�1It �1also�1injures�1the�1

plaintiff �1in�1that�1the�1Karnehms�1and�1Reef�1do�1not�1have�1to�1pay�1any�1royalty �1for �1these�1

unlawful �1uses.�1

28.�1�1The�1aforesaid�1use�1of�1the�1“Coral �1Gardens”�1Trademarks�1and�1the�1Domain �1

Name�1constitutes�1a�1false�1designation�1and�1falsely�1describes�1and�1represents�1the�1

Karnehm’s�1Reef�1Residences�1property. �1The�1use�1by�1the�1Karnehms,�1Reef,�1and�1others�1of�1the�1

Plaintiff’s �1Trademarks�1also�1constitutes�1an�1attempt �1to�1palm�1off �1and�1appropriate �1to�1

themselves�1the�1plaintiff ��s�1exclusive�1rights �1therein.�1

29.�1�1The�1Karnehms,�1Reef�1and�1others�1have�1and�1will �1continue�1to�1engage�1in�1such�1

unauthorized �1activities�1in�1this�1state�1and�1elsewhere�1in�1interstate�1commerce�1and�1are�1likely �1

to�1continue�1such�1activities,�1to�1the�1great�1injury �1of�1plaintiff �1unless�1the�1Domain �1Name�1is�1

transferred�1to�1the�1plaintiff. �1

�1
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CLAIM �1FOR�1RELIEF�1

(Violation �1of �1Anticybersquatting �1Consumer �1Protection �1Act) �1

�1 30.�1 The�1Karnhms�1and�1Reef�1have�1violated �1the�1Anticybersquatting �1Consumer�1

Protection�1Act,�115�1U.S.C.,�11125(d)�1by�1use�1of�1plaintiff’s �1marks�1in�1the�1defendant�1

coralgardens.com�1domain �1name.�1�1

31.� 1 � 1The�1defendant�1coralgardens.com�1domain �1name�1is�1either�1identical �1or�1

confusingly �1similar �1to�1the�1distinctive �1“coral �1gardens”�1marks�1owned�1by�1plaintiff. �1

32.�1 The�1 Karnehms�1 and�1 their �1 entities�1 have�1 used�1 the�1 defendant�1

coralgardens.com�1domain �1name�1with �1the�1bad�1faith �1intent �1to�1profit �1because:�1

a.�1 Plaintiff’s �1Coral�1Gardens�1marks,�1which �1has�1been�1incorporated �1into �1
the�1defendant�1Domain �1Name,�1is�1distinctive �1within �1the�1meaning�1of�115�1
U.S.C.�1§�11125(d)(1)(B)(i)(IX);�1

�1
b.�1 The�1registrant �1does�1not�1have�1any�1valid �1trademark �1or�1intellectual �1
property �1rights �1in�1the�1Coral�1Gardens�1marks�1or�1the�1defendant�1Domain �1
Name�1within �1the�1meaning�1of�115�1U.S.C.�1§�11125(d)(l)(B)(i)(I);�1

�1
c.�1 The�1defendant�1Domain �1Name�1does�1not�1consist�1of�1the�1registrant ��s�1
legal�1name,�1nor�1does�1it �1in�1any�1way�1identify �1the�1registrant �1within �1the�1
meaning�1of�115�1U.S.C.�1§�11125(d)(1)(B)(i)(II);�1

�1
d.�1 The�1registrant �1has�1not�1used�1the�1defendant�1Domain �1Name�1in�1
connection�1with �1the�1bona�1fide�1offering �1of�1any�1goods�1or�1services�1within �1the�1
meaning�1of�115�1U.S.C.�1§�11125(d)(1)(B)(i)(III)�1since�1the�1use�1of�1plaintiff’s �1Coral�1
Gardens�1marks�1was�1without �1permission�1from �1plaintiff, �1the�1marks���1owner;�1

�1
e.�1�1 The�1registrant �1has�1not�1used�1the�1defendant�1Domain �1Name�1for �1bona�1
fide�1noncommercial�1purposes�1or�1within �1the�1fair �1use�1provisions �1of�115�1U.S.C.�1
§�11125(d)(1)(B)(i)(IV);�1

�1
f.�1�1 The�1registrant ��s�1intent �1in�1obtaining �1the�1registration �1for �1the�1
defendant�1Domain �1Name�1and�1using�1the�1defendant�1Domain �1Name�1to�1
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provide �1content�1similar �1to�1that�1provided �1by�1plaintiff �1was�1to�1divert �1
plaintiff ��s�1consumers�1and�1to�1profit �1from �1the�1goodwill �1of�1the�1plaintiff’s �1
Coral�1 Gardens�1 marks,�1 within �1 the�1 meaning�1 of�1 15�1 U.S.C.�1 §�1
1125(d)(1)(B)(i)(V);�1and�1

�1
g.�1�1 The�1registrant �1used�1a�1privacy �1service�1in�1registering�1the�1defendant�1
Domain �1Name,�1which �1may�1be�1interpreted �1as�1an�1attempt �1to�1avoid �1
providing �1accurate�1contact�1information �1within �1the�1meaning�1of�115�1U.S.C.�1
§1125(d)(1)(B)(i)(VII).�1

�1
33.�1 Neither �1the�1Karnehms,�1Reef,�1nor�1any�1entity �1in�1control �1over�1the�1Domain �1

Name�1are�1subject�1to�1the�1jurisdiction �1of�1this�1court.�1

34.�1 The�1Coral�1Gardens�1mark�1owned�1by�1plaintiff �1is�1famous�1and�1the�1defendant�1

Domain �1Name�1is�1identical �1or�1confusingly �1similar �1to,�1or�1dilutive �1of,�1plaintiff ��s�1famous�1

mark.�1�1(15�1U.S.C.�1§�11125(d)(1)(A).)�1

35.�1 The�1registrations�1of�1plaintiff’s �1mark �1on�1the�1Principal �1Register�1are�1prima�1

facie�1evidence�1that�1the�1mark �1is�1at�1least�1descriptive �1and�1has�1acquired�1distinctiveness.�1

36.�1 The�1initial �1registration �1of�1the�1defendant�1Domain �1Name�1was�1done�1for �1the�1

benefit�1of�1plaintiff �1and�1used�1by�1plaintiff �1prior �1to�1the�1time�1that�1defendants�1were�1voted�1

out�1of�1control �1of�1the�1plaintiff. �1 �1Since�1that�1time,�1the�1defendant�1Domain �1Name�1has�1been�1

used�1by�1the�1Karnehms,�1Reef�1and�1others�1to�1the�1exclusion�1of�1the�1plaintiff. �1

37.�1 Plaintiff �1is�1entitled �1to�1an�1order�1of�1this�1court�1transferring �1the�1Domain �1Name�1

to�1the�1plaintiff �1pursuant �1to�115�1U.S.C.�1§�11125(d)(1).�1
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PRAYER�1FOR�1RELIEF�1

WHEREFORE,�1plaintiff, �1The�1Proprietors �1of�1Strata�1Plan�1#36,�1seeks�1relief �1against�1

defendant�1Domain �1Name�1as�1follows: �1

A. That�1this�1Court �1order�1the�1defendant�1Domain �1Name�1transferred�1to�1plaintiff, �1

together�1with �1all�1rights �1in�1and�1to�1the�1domain �1name�1“coralgardens.com”, �1

and�1

B. Such�1other�1and�1further �1relief �1as�1the�1Court �1deems�1to�1be�1just�1and�1proper. �1

�1

Respectfully�1submitted, �1
�1
�1

�1
� 1 � 1 � 1 � 1 � 1 � 1s/Dana�1L.�1Kurtz �1�1
� 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1
� 1 � 1 � 1 � 1 � 1 � 1Attorneys �1for �1Plaintiff �1
�1
Dana�1L.�1Kurtz �1(ARDC�16256245)�1
KURTZ�1LAW �1OFFICES,�1LTD�1
32�1Blaine�1Street�1
Hinsdale,�1IL �160521�1
Telephone:�1630.323.9444�1
Facsimile:�1630.604.9444�1
E�,mail: �1dkurtz@kurtzlaw.us �1

�1

�1
Brian�1J.�1Rayment,�1Esq.�1�1�1
(Pro�1Hac�1Vice)�1
KIVELL, �1RAYMENT �1&�1FRANCIS,�1P.C.�1
7666�1East�161st�1St.,�1Suite�1550�1
Tulsa,�1OK�1�174133�1
Telephone:�1918.294.0047�1
Facsimile:�1918.�1254.7915�1
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CERTIFICATE �1OF�1SERVICE�1
�1

�1 The�1undersigned,�1an�1attorney,�1hereby�1certifies�1and�1states�1that�1the�1attached�1
documents�1were�1served�1on�1the�1designated�1attorneys�1by�1electronic�1service�1via�1the�1
Court’s �1ECF�1System�1on�1March�125,�12014.�1�1
�1
Kevin �1P.�1McCormick �1�1�1�1�1kmccormick@winston.com�1�1
Marc�1H.�1Trachtenberg�1�1�1�1�1mtrachtenberg@winston.com�1�1
Norman �1K.�1Beck�1�1�1�1�1nbeck@winston.com�1�1
�1
�1
� 1 � 1 � 1 � 1 � 1 � 1�1

s/Dana�1L.�1Kurtz �1�1
� 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1 � 1___�1

� 1 � 1 � 1 � 1 � 1 � 1 � 1Electronically�1filed�1on�1March�125,�12014�1
�1
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