
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA609222
Filing date: 06/11/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Reef Residences Resort Management Ltd

Entity Partnership Citizenship Turks and Caicos Islands

Composed Of: Limited Liability Company

Address End of Stubbs Road
Providenciales,
TURKS AND CAICOS ISLANDS

Attorney informa-
tion

Marc Trachtenberg
Greenberg Traurig, LLP
77 West Wacker Drive
Chicago, IL 60601
UNITED STATES
trachtenbergm@gtlaw.com Phone:3124561020

Registration Subject to Cancellation

Registration No 3546491 Registration date 12/16/2008

International Re-
gistration No.

NONE International Re-
gistration Date

NONE

Registrant The Proprietors, Strata Plan No. 36
Coral Gardens, Penns Road
Providenciales,
TURKS AND CAICOS ISLANDS

Goods/Services Subject to Cancellation

Class 036. First Use: 0 First Use In Commerce: 0
All goods and services in the class are cancelled, namely: Real estate management of condominium
complexes

Class 043. First Use: 0 First Use In Commerce: 0
All goods and services in the class are cancelled, namely: Providing temporary lodging services inthe
nature of a condominium hotel complex

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Abandonment Trademark Act section 14

Related Proceed-
ings

THE PROPRIETORS OF STRATA PLAN NO. 36 v. CoralGardens.com, Case:
1:13-cv-8669

Attachments 64797447_12-Petition to Cancel CORAL GARDENS.pdf(208414 bytes )

http://estta.uspto.gov


Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Marc Trachtenberg/

Name Marc H. Trachtenberg

Date 06/11/2014



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In re U.S. Trademark Registration No. 3,546,491of The Proprietors, Strata Plan No. 36 for the 

mark CORAL GARDENS 

 

----------------------------------------------------------------X 
: 

REEF RESIDENCES RESORT MANAGEMENT   :  Cancellation No. __________ 

LTD         : 
Petitioner,    : 

: 
v.      : 

: 

THE PROPRIETORS, STRATA PLAN NO. 36,   :  PETITION TO CANCEL 
: 

Respondent.    : 
: 

---------------------------------------------------------------X 

Petitioner Reef Residences Resort Management Ltd., a limited liability company existing 

under the laws of Turks and Caicos, believes it is being damaged by Registration No. 3,546,491 

for the mark CORAL GARDENS (the “Registration”), issued to The Proprietors, Strata Plan No. 

36, a corporation of Turks/Caicos Islands, and hereby petitions for cancellation of said 

Registration. 

FIRST GROUND FOR CANCELLATION:  

FRAUD UNDER 15 U.S.C. § 1064(3) 

 

1. On May 7, 2004 Respondent filed a trademark application under Section 44(e) 

(the “Application”) which issued to Registration as U.S. registration No. 3546491 (the 

“Registration”). 
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2. The Application was signed by Brian J. Rayment (“Rayment”), listed as attorney 

for Respondent. 

3. The Application included Rayment’s sworn statement that he that he was properly 

authorized to execute the Application on behalf of the Respondent. 

4. Respondent’s application also included Respondent’s sworn statements that  

Respondent (a) was the owner of a mark which was duly registered in its country of origin, and 

that its country of origin is a party to any convention or treaty relating to trademarks, trade or 

commercial names, or the repression of unfair competition, to which the United States is also a 

party, or extends reciprocal rights to; (b) to the best of his/her knowledge and belief no other 

person, firm, corporation, or association has the right to use the mark in commerce, either in the 

identical form thereof or in such near resemblance thereto as to be likely, when used on or in 

connection with the goods/services of such other person, to cause confusion, or to cause mistake, 

or to  deceive; and (c) had a bona fide intent to use the mark CORAL GARDENS in commerce 

for all of the following goods and services (collectively, “Respondent’s Services”) 1: 

Real estate management of condominium complexes (“Class 036 
Services”) 

Providing temporary lodging services in the nature of a condominium 

hotel complex2 (“Class 043 Services”) 

                                                 
1 Since Respondent applied for registration under Section 44(e), the Application included the 
sworn statement: “Applicant has a bona fide intention to use the mark in commerce on or in 

connection with the identified goods and/or services.” 
2 The Application as filed initially claimed “Real estate marketing services in the field of 
condominiums” in Class 035 and “real estate management” in Class 036, which was changed to 

the services listed above by an Examiner’s Amendment dated August 22, 2008. 
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5. Respondent relied upon foreign registration no. 13,789, issued in Turks/Caicos 

Islands on August 14, 2007 (the “Respondent’s Underlying Registration”) as its basis for 

registration under Section 44(e). 

6. Petitioner, through its predecessor in interest, Coral Gardens Resort Management 

LTD, is the owner of Turks/Caicos Islands trademark registration no. 14,854 for CORAL 

GARDENS AN INTIMATE ISLAND RETREAT ON GRACE BAY 

, which issued to registration on February 14, 2007, 

prior to the registration of  Respondent’s Underlying Registration (“Petitioner’s Prior Coral 

Gardens Registration”). 

7. Turks/Caicos Islands is not a party to any convention or treaty relating to 

trademarks, trade or commercial names, or the repression of unfair competition, to which the 

United States is also a party, or extends reciprocal rights to. 

8. Respondent’s Underlying Registration states on its face that it “is not for use in 

legal proceedings or for obtaining registration abroad.”  

9. On information and belief, Respondent was aware of Petitioner’s Prior Coral 

Gardens Registration. 

10. Plaintiff must operate according to its own bylaws, which specifically enumerate 

Plaintiff’s duties and powers (“Bylaws”). 
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11. Respondent’s Bylaws provide that Respondent’s duties generally are to 

administer and maintain the common areas of the Condominium Development, Strata # 36, in 

Providenciales, Turks and Caicos Islands (the “Condo Development”). 

12. Respondent’s Bylaws do not provide for either a duty to, nor the power to, 

provide temporary lodging services in the nature of a condominium hotel complex. 

13. Respondent’s Bylaws provide for an executive committee (“Executive 

Committee”), and set forth the duties and powers of the Executive Committee, which include 

“[k]eep[ing] minutes of its meetings and caus[ing] all resolutions made by them to be included in 

the minutes of the meeting concerned; meeting minutes are to be posted on the homeowners 

website or otherwise made available to all homeowners in a timely manner.” 

14. The Bylaws specify that in order for the Executive Committee to make decisions 

or take action, including the filing of the Application, it must have a resolution, requiring a 

majority vote of all Executive Committee members. 

15. On information and belief, there was never an Executive Committee resolution to 

appoint Rayment as counsel for Plaintiff with respect to the Application. 

16. On information and belief, there was never an Executive Committee resolution 

authorizing the filing of the Application.  

17. The sworn statements set forth in Respondent’s Renewal Application were false 

and fraudulent, because:  (1) Rayment  knew at the time of his filing of Respondent’s 

Application that he was not properly authorized to file the Application; (2) Respondent knew at 

the time of its filing of the Application that Turks/Caicos Islands was not a party to any 

convention or treaty relating to trademarks, trade or commercial names, or the repression of 
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unfair competition, to which the United States is also a party, or extends reciprocal rights to, and 

that the Underlying Registration, by its own terms, was not for use in legal proceedings or for 

obtaining registration outside Turks/Caicos Islands;  (3) Respondent knew at the time of its filing 

of the Application that it did not have a bona fide intent to use CORAL GARDENS in commerce 

for the Class 043 Services because Respondent could not provide such services under the 

Bylaws; (4) Respondent knew of Petitioner’s Prior Coral Gardens Registration; and (5)  

Respondent intended specifically to mislead and defraud the Office in making these false sworn 

statements in order to induce the Office to grant the Registration. 

18. On December 16, 2013 Respondent filed with the USPTO a Combined 

Declaration of Use and Incontestability under Sections 8 & 15 (“DOU”), alleging that it was then 

using in commerce the mark CORAL GARDENS for all of the Class 036 and Class 043 Services 

(collectively, “Respondent’s Services”). 

19. The DOU included Rayment’s sworn statement that he was properly authorized to 

execute the DOU on behalf of Respondent. 

20. Respondent’s DOU included Respondent’s sworn statements that the mark 

CORAL GARDENS was in use in commerce by Respondent for all of Respondent’s Services.  

21. Respondent’s DOU also included a specimen (the “Specimen”), and a sworn 

statement by Respondent that the Specimen was “a(n) Website maintained by the registrant using 

the mark for the relevant goods and services.” 

22. The Specimen was a screenshot of the website posted at the website address, 

www.coralgardensongracebay.com (the “Website”), which is not operated by Respondent but, 

rather, by third party Seagate Management Co. Ltd. (“Seagate”). 
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23. Seagate, through the Website, operates a business which facilitates the rental of 

condominium units in the Condo Development, for the benefit of individual unit owners and 

Seagate. 

24. Seagate is not owned or operated by Respondent.  

25. Seagate is a direct competitor of Petitioner. 

26. On information and belief, Rayment has a financial interest in Seagate. 

27. The sworn statements set forth in Respondent’s DOU were false and fraudulent, 

because:  (1) Rayment  knew at the time of his filing of the DOU that he was not properly 

authorized to execute the DOU on behalf of Respondent; (2) Respondent knew at the time of the 

filing of the DOU that in fact Respondent did not use in commerce in the United States the mark 

CORAL GARDENS for Respondent’s Services; (3) Respondent knew at the time of the filing of 

the DOU that the Specimen did not consist of “a(n) Website maintained by the registrant using 

the mark for the relevant goods and services”; (4) Respondent knew at the time of the filing of 

the DOU that the Specimen did not show the CORAL GARDENS mark as used in commerce for 

any of the Class 026 Services; (5)  Respondent knew at the time of the filing of the DOU that the 

Specimen did not show the CORAL GARDENS mark as used in commerce by Respondent in 

the United States for any of Respondent’s Services; and (6) Respondent intended specifically to 

mislead and defraud the Office in making these false sworn statements in order to induce the 

Office not to cancel the Registration. 

28. In reliance on the fraudulent misrepresentations set forth in Respondent’s DOU, 

the Office did not cancel the Registration pursuant to Section 8.  Consequently, the registration 

remains in force due to fraud within the meaning of 15 U.S.C. § 1064(3).   
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SECOND GROUND FOR CANCELLATION: 

ABANDONMENT UNDER 15 U.S.C. § 1064(3) 

29. Respondent does not use in commerce and has not used in commerce the mark 

CORAL GARDENS for Respondent’s Services for a period in excess of three years and its 

intention not to resume use of the mark may therefore be presumed.  Consequently, Respondent 

has abandoned any rights that it might otherwise have had in the mark CORAL GARDENS. 

DAMAGE TO PETITIONER  

30. Petitioner is the owner of the domain name <coralgardens.com> (the “Domain”). 

31. Rayment has repeatedly attempted to assert Respondent’s purported trademark 

rights in the term “coral gardens” based on the Registration in an effort to harass Respondent and 

to obtain the Domain from Respondent so that Rayment could use the Domain in connection 

with Seagate.  Rayment’s improper efforts have included filing a Uniform Domain Name 

Dispute Resolution Policy (UDRP) complaint before the World Intellectual Property 

Organization in Respondent’s name, which Respondent lost on the merits, and filing a complaint 

for cybersquatting in federal court in the Eastern District of Virginia, which was dismissed for 

lack of jurisdiction. 

32. Rayment is currently demanding that Petitioner turn over the Domain to 

Respondent based on the Registration. 

33. Respondent has filed an in rem lawsuit against the Domain in the U.S. District 

Court for the Northern District of Illinois based on the Registration as part of its ongoing efforts 

to wrest control of the Domain from Petitioner for use in connection with Seagate (“Current 

Suit”).   
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34. A motion to stay the Current Suit is being filed on behalf of the Domain, pending 

the outcome of this Cancellation, concurrently with the filing of this Petition. 

35. The Petitioner is not a party to the Current Suit. 

36. The continued registration of Respondent’s Registration No. 3,546,491 and the 

statutory rights derived by Respondent therefrom are being used by Rayment to harass Petitioner 

and attempt to obtain the Domain for Seagate—not Respondent—to the substantial and ongoing 

damage of Petitioner. 

37. Since the Current Suit was filed as an in rem action against the Domain, a piece of 

property, the Domain does not have standing to file a counterclaim for cancellation of the 

Registration.   

38. Since the Domain cannot counterclaim for cancellation of the Registration in the 

Current Suit, if the court does rule in favor of the Domain, the only result will be that 

Respondent does not get possession of the Domain, not that the Registration will be cancelled, 

which is the remedy sought in this proceeding.  Accordingly, final determination of the Current 

Suit will not have a bearing on the issue before the Board here, i.e., whether the Registration 

should be cancelled. 

39. Petitioner has no other venue in which to seek cancellation of the Registration 

other than before the Board. 

 WHEREFORE, Petitioner prays that Respondent’s Registration No. 3,546,491 be 

cancelled on grounds that it was obtained fraudulently and on grounds of abandonment and that 

the Board does not stay this Cancellation action since the Petitioner has no other avenue to seek 
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cancellation of the fraudulently obtained registration, and because the Current Suit is likely to be 

stayed pending the outcome of this Cancellation. 

  
Respectfully submitted, 

  
REEF RESIDENCES MANAGEMENT LTD 

 
Dated:  June 11, 2014   By: /Marc H. Trachtenberg/ 

Marc H. Trachtenberg 

Daniel I. Schloss 
Kevin J. O’Shea 

Petitioner’s Attorneys 
GREENBERG TRAURIG, LLP 
77 West Wacker Drive 

Chicago, IL 60601 
(312) 456-1020 

trachtenbergm@gtlaw.com 
 

CERTIFICATE OF SERVICE 

Date: June 11, 2014 

The undersigned hereby certifies that a true and correct copy of the foregoing Petition to 

Cancel has been served by first class mail, postage prepaid, this 11th day of May 2014 upon 
Respondent at the following correspondence address of record in the TSDR database of the 
Office for Registration No. 3,546,491of: 

Brian J. Rayment 
Kivell, Rayment & Francis, P.C. 

7666 E 61st St Ste 550 
Tulsa, Oklahoma 74133-1138 

 

and by personal service to the following addresses: 
 

Ken Jones 
Airx President 
AXH Air-Coolers LLC 

9550 East 520 Road 
Claremore, Oklahoma 74019 
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Joe Wheeler 
Wheeler Wheeler Morgan Faulkner Long & Brown  

1900 NorthWest Expressway  

Suite 450  
Oklahoma City, OK 73118  

 
     Thomas Krampe 

All Ohio Athletic Equipment Ltd.  
2182 Woodbrook Trl.  

Cuyahoga Falls, OH  

44223-1280  
 

Charlotte Athy 

T.R. Brandon Export Company, LLC  
1216 Cincinnati Ave.  

Anderson, IN 46016  
 

 
    /Marc H. Trachtenberg/ 

Marc H. Trachtenberg 
 


