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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application

Reg. No.: 4064083
Mark: TART for certain goods in Class 18

TARTE, INC,,

Petitioner,
V.
JD FINE & CO.,

Registrant.

Assistant Commissioner of Trademarks
PO Box 1451
Alexandria, VA 22313-1451

Opposition No.: 92058871

CONSENTED MOTION FOR RELIEF
FROM FINAL JUDGMENT PURSUANT TO
TBMP RULE 544 AND FRCP RULE 60(b)

JD FINE & CO. (“Registrant”) hereby moves pursuant to TBMP RULE 544 AND FRCP RULE

60(b), for Relief from Final Judgment, because the relief granted by Default Judgment exceeded

the scope of the relief sought in the “Petition For Partial Cancellation.” In support of this

motion, Applicant states as follows:

1. In its Petition for Partial Cancellation, TARTE, INC. (“Petitioner”) sought to cancel

only certain goods in Class 18, specifically setting forth only the following: “cosmetic cases sold

empty, toiletry cases sold empty.” These goods were expressly limited and the remaining goods

in Registrant’s Class 18 were specifically excluded from the relief sought in the Petition For Partial
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Cancellation (see Exhibit A, Page 1 under Goods/Services Subject to Cancellation, and Paragraphs
8 and 14 of the Petition).

2. Notwithstanding the limited request for Cancellation, the Trademark Trial and
Appeal Board cancelled Registrant’s entire Class 18 of goods in Reg. No.: 4064083, including those
which were not sought to be cancelled, namely the following: “Purses, handbags, tote bags, coin
purses, wallets.” (See Exhibit B).

2. Although Registrant does not contend that service was in anyway improper,
neither Registrant’s principles nor Registrant’s legal counsel were aware of the Cancellations
Proceedings.

3. TBMP Rule 544 titled “Motion For Relief From Final Judgment” provides the Fed.
R. Civ. P. 60(b) Grounds for Relief from a Final Judgment, Order, or Proceeding as follows:

On motion and just terms, the court may relieve a party or its legal representative from a
final judgment, order, or proceeding for the following reasons:

(1) mistake, inadvertence, surprise, or excusable neglect;

(2) newly discovered evidence that, with reasonable diligence, could not have been
discovered in time to move for a new trial under Rule 59(b);

(3) fraud (whether previously called intrinsic or extrinsic), misrepresentation, or
misconduct by an opposing party;

(4) the judgment is void;
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(5) the judgment has been satisfied, released, or discharged; it is based on an earlier
judgment that has been reversed or vacated; or applying it prospectively is no longer equitable;
or (6) any other reason that justifies relief.”

Under the present facts, Relief is warranted under subsection (1), (4) and (6).

4, Fed. R. Civ. P. 60(c)(1) also provides that “A motion under Rule 60(b) must be made
within a reasonable time — and for reasons (1), (2), and (3) no more than a year after the entry
of the judgment or order or the date of the proceeding.” Here the flawed Judgment was
entered on July 29, 2014, which was much less than the year deadline (See Exhibit B).

5. Fed. R. Civ. P. 60(b), as made applicable by 37 CFR § 2.116(a), applies to all final
judgments issued by the Board, including default judgments, as here.

Because default judgments for failure to timely answer the complaint are not favored by
the law, a motion under Fed. R. Civ. P. 55(c) and Fed. R. Civ. P. 60(b) seeking relief from such a
judgment is generally treated with more liberality by the Board than are motions under Fed. R.
Civ. P. 60(b) for relief from other types of judgments. See TBMP § 312.03. Among the factors
to be considered in determining a motion to vacate a default judgment for failure to answer the
complaint are (1) whether the plaintiff will be prejudiced, (2) whether the default was willful,
and (3) whether the defendant has a meritorious defense to the action. See TBMP § 312.03.
Furthermore, where as here, under TMBP 544, “the parties are agreed that the circumstances
warrant the vacating or setting aside of a final judgment, a stipulation or consented motion for
relief from the judgment should be filed...The Board ordinarily will grant a consented request for

relief from judgment.”
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6. Ashley Krause, counsel for Petitioner, confirmed in writing on November 24,

2014 that Petitioner consented to the Relief sought herein provided the request included

language setting forth that Petitioner was not waiving any right to seek cancellation of the

restored goods in Class 18 at a later date, if otherwise permissible under the law. Accordingly,

the requested relief is warranted and stipulated to by the parties, so the requested relief should

be granted.

For the foregoing reasons, Opposer requests that the Board grant this consented motion

and Amend the Judgment to Cancel on the goods sought to be Cancelled in the proceedings,

namely only “cosmetic cases sold empty, toiletry cases sold empty in Class 18” and not the entire

Class 18 of Registration No. 4064083.

Respectfully submittgd,

Dated: December 9, 2014

i
MI(% Mar rLt
192 ast, Suite 2050

Los Angeles Cahforma 90067
Telephone: (310) 556-1956

Facsimile: (310) 556-4617

Attorneys for Registrant JD FINE, INC>.
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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

£

hitp:/festta.uspto.gov
669

Name Tarte, Inc
Entity Corporation Citizenship New York
Address 1375 Broadway, Suite 800
New York, NY 10018
UNITED STATES
Attorney Ashley Krause
information Brownstein Hyatt Farber Schreck, LLP

410 Seventeenth Street, Suite 2200

Denver, CO 80202

UNITED STATES

akrause@bhfs.com, eholmes@bhfs.com, dnipdocket@bhfs.com
Phone:303.223.1248

Registration Subject to Cancellation

Registration No

4064083 | Registration date | 11/29/2011

Registrant

JD Fine & Company
179 Mason Circle
Concord, CA 94520
CANADA

Goods/Services Subject to Cancellation

Class 018. First Use: 2010/11/26 First Use In Commerce: 2010/11/26
Cancelled goods and services in the class: cosmetic cases sold empty, toiletry cases sold empty

Grounds for Cancellation

[ Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 2742879 Application Date 07/12/2000

No.

Registration Date | 07/29/2003 Foreign Priority NONE
Date

Word Mark TARTE




Design Mark

TARTE, INC.

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 2000/06/26 First Use In Commerce: 2000/06/26

COSMETICS, NAMELY, [ BATH OIL, BATH PEARLS, BATH POWDER, NON-
MEDICATED BATH SALTS, ] BLUSH, BLUSHER, (( BODY CREAM, BODY
EMULSION, BODY MASK LOTIONS, BODY MASKPOWDER, )) [ BODY
MASK, ] BODY OIL, (( BODY SCRUB, )) FACIAL CONCEALER, SKIN
CONCEALER, (( BODY CONCEALER, )) [ HAIR CONDITIONER, ] ({ SKIN
CONDITIONER, )) [ COSMETIC BALLS, ] (( COSMETIC PADS, )) COSMETIC
PENCILS, (( EYE CREAM, EYE GELS, )) [ MAKEUP REMOVER, ] EYE
MAKEUP, EYE PENCILS, EYE SHADOW, EYE BROW PENCILS, EYE
LINERS, [ FACE POWDER, ] {( FACIAL CLEANSERS, )) FACIAL CREAMS,
FACIAL EMULSIONS, (( FACIAL MASKS, )) (( FACIAL SCRUBS, ))
FOUNDATION MAKEUP, [ PRE-MOISTENED COSMETIC TISSUES, PRE-
MOISTENED COSMETICTOWELETTES, PRE-MOISTENED COSMETIC
WIPES, ] BODY POWDER, FACE POWDER, [ BABY POWDER, ] NON-
MEDICATED LIP BALM, LIP CREAM, LIP GLOSS, LIP LINER, LIP STICK, LIP
SHEER, MASCARA

U.S. Application 86015385 Application Date 07/19/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark TARTE

Design Mark

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 2000/06/26 First Use In Commerce: 2000/06/26

cosmetics; cosmetic preparations; cosmetic preparations for skin care; non-
medicated skin care preparations; skin care preparations; cosmetic creams; self
tanners; cosmetic tanning preparations; self-tanning preparations; tanning
creams; non-medicated sun care preparations; bodyoil; body powder; essential
oils; personal care products; cosmetic bags containing cosmetics; kits and gift
sets comprised primarily of cosmetics and skin carepreparations

Class 008. First use: First Use: 2006/03/31 First Use In Commerce: 2006/03/31




eyelash curlers; eyelash curler pads

Class 016. First use: First Use: 2005/03/31 First Use In Commerce: 2005/03/31
cosmetic pencil sharpener

Class 021. First use: First Use: 2012/07/20 First Use In Commerce: 2012/07/20
cosmetic brushes; cosmetic applicators;exfoliating mitts

Class 035. First use: First Use: 2003/11/20 First Use In Commerce: 2003/11/20

online retail store services featuring cosmetics, skin care products and
beautyproducts; online buyer's guide service providing consumer information in
the field of cosmetics; providing online consumer information in the field of
cosmetics

Class 044. First use; First Use: 2003/11/20 First Use In Commerce: 2003/11/20

providing a website featuring information in the field of beauty, cosmetics
andskin care

U.S. Application 86015121 ' Application Date 07/19/2013
No.
Registration Date | NONE Foreign Priority NONE
» Date
Word Mark TARTE
Design Mark

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 0 First Use In Commerce: O

nail polish; nail care preparations; facial and body soap; fragrances; body lotion;
body milk; body scrub; body sprays;bubble bath; face and body creams;
hairshampoos and conditioners; hair stylingpreparations; hair care preparations;
personal care products; deodorant; incense; room fragrances; fragrance emitting
wicks for room fragrances; sachets; sachet-like eye pillows containing
fragrances; scented ceramic stones; scented linen sprays; scented room sprays;
scented pine cones; potpourri; aromatherapy pillowscomprising potpourri in
fabric containers; scented oils; kits and gift sets comprised primarily of
fragrances

Class 005. First use: First Use: 0 First Use In Commerce: 0

dietary and nutritional supplements; dietary supplement beverages; dietary and
nutritional supplement drink mixes; vitamin preparations; dietary and nutritionally
fortified food products; dietary food supplements; protein supplement shakes;
meal replacement bars; medicated skin care preparations

Class 008. First use: First Use: 0 First Use In Commerce: 0

tweezers; nail clippers; nail files; nail buffers; cuticle scissors; foot care
implements, namely, foot files; manicuresets; pedicure sets; curling irons;
straightening irons

Class 011. First use: First Use: 0 First Use In Commerce: 0




hair dryers

Class 016. First use: First Use: 0 First Use In Commerce: 0

address books; appointment books; calendars; invitation cards; note cards;
personal organizers; stationery

Class 018. First use: First Use: 0 First Use In Commerce: 0

cosmetic bags sold empty; cosmetic cases sold empty; toiletry cases sold empty
Class 020. First use: First Use: 0 First Use In Commerce: 0

home goods; home dA@cor items; mirrors; picture frames; bed linens; table
linens; textiles

Class 021. First use: First Use: 0 First Use In Commerce: 0

hair brushes

Class 026. First use: First Use: 0 First Use In Commerce: 0

barrettes; back hair-pieces for hair accessories; hair braids; hair accessories,
namely, twisters, claw clips, and snapclips; hair bands; hair bows; hair clips; hair
extensions; hair nets; hair ornaments; hair ornaments in the nature of hair
wraps; hair pieces; hair pins; hair scrunchies; ornamental hair pins; ponytail
holders; wigs; electric hair curlers;kits and gift sets comprised primarily of hair
accessories

Class 032. First use: First Use: 0 First Use In Commerce: 0

beverages

Class 035. First use: First Use: 0 First Use In Commerce: 0

online retail store services; retail store services

U.S. Registration | 4076022 Application Date 10/07/2010

No.

Registration Date | 12/27/2011 Foreign Priority NONE
Date

Word Mark

TARTE HIGH-PERFORMANCE NATURALS

Design Mark

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 2008/11/01 First Use In Commerce: 2008/11/01
Cosmetics made wholly or substantially in part of natural ingredients

U.S. Registration | 4293115 Application Date 10/19/2011

No.

Registration Date | 02/19/2013 Foreign Priority NONE
Date

Word Mark

TARTE 12-HOUR POWER




Design Mark

Description of . NONE
Mark )
Goods/Services Class 003. First use: First Use: 2012/01/31 First Use In Commerce: 2012/01/31
Cosmetics
U.S. Registration | 4307839 Application Date 03/02/2012
No.
Registration Date | 03/26/2013 Foreign Priority NONE
_ Date
Word Mark TARTE GLAMAZON
Design Mark

Description of NONE
Mark
Goods/Services Class 003. First use: First Use: 2012/07/19 First Use In Commerce: 2012/07/19
Cosmetics
U.S. Registfation 4340004 Application Date 06/22/2012
No.
Registration Date | 05/21/2013 Foreign Priority NONE
Date

Word Mark TARTE SWATCH STATION




Design Mark

Description of NONE
Mark ' .
Goods/Services Class 035. First use: First Use: 2012/01/31 First Use In Commerce: 2012/01/31

On-line buyer's guide service providingconsumer information in the field of
cosmetics; providing on-line consumer information in the field of cosmetics
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /ashleykrause/
Name Ashley Krause
Date 03/14/2014




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of the Trademark Registration No. 4,064,083
For the Trademark: TART, for certain goods in International Class 18

Tarte, Inc.,
Petitioner,
V.
CANCELLATION NO.
JD Fine & Company, .
Registrant.

PETITION FOR PARTIAL CANCELLATION

Taite, Inc. ("Tarte"), a New York corporation having its principal place of business at
1375 Broadway, Suite 800, New York, New York 10018, believes that it is damaged by certain
goods included in Registration No. 4,064,083 for the mark TART, which is owned by JD Fine &
Company ("JD Fine"), and hereby petitions to cancel the same under the provisions of 15 U.S.C.
§ 1064. As grounds for cancellation, Tarte asserts that:

1. Tarte is a successful cosmetics company based in New York,

2. Since at least as early as December 31, 2001, Tarte has sold cosmetic cases and
toiletry cases containing cosmetics under the TARTE mark (the “Tarte Mark™).

3. Tatte has engaged in continuous use of the Tarte Mark in connection with
cosmetic cases and toiletry cases since it commenced use of the Tarte Mark in 2001.

4, On July 12, 2000, Tarte filed a federal trademark application for the mark TARTE
for use with various products in International Class 3, including cosmetics, under Application
Serial Number 76/086,930, which matured to registration on July 29, 2003, claiming a first use

date of June 26, 2000.
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5. On July 19, 2013, Tarte filed a use-based federal trademark application for the
mark TARTE for use with cosmetic bags containing cosmetics, among many other goods and
services, under Application Serial Number 86/015,385.

6. On July 19, 2013, Tarte filed an intent~to-use-based federal trademark application
for the mark TARTE for use with “cosmetic bags sold empty; cosmetic cases sold empty; toiletry
cases sold empty,” in International Class 18, among many other goods and services, under
Application Serial Number 86/015,121.

7. Tarte also uses and owns other registrations for marks containing the term
TARTE for use with cosmetics and related goods and services, including the marks TARTE
HIGH PERFORMANCE NATURALS (U.S. Reg. No. 4,076,022), TARTE 12-HOUR POWER
(U.S. Reg. No. 4,293,115), TARTE GLAMAZON (U.S. Reg. No. 4,307,839), and TARTE
SWATCH STATION (U.S. Reg. No. 4,340,004).

8. On June 30, 2006, JD Fine filed a federal trademark application for the mark
TART for use with, as relevant here, cosmetic cases sold empty and toiletry cases sold empty, in
International Class 18 (the “Infringing Goods™), among other goods and services, alleging a first
use date of November 26, 2010 (the "JD Fine Mark™).

9. The JD Fine Mark application matured to registration on November 29, 2011.

THE JD FINE MARK INFRINGES THE TARTE MARK

10.  The JD Fine Mark is confusingly similar to the Tarte Mark.

11.  The Infringing Goods set forth in the JD Fine Mark registration are nearly
identical to the goods offered under the Tarte Mark.

12.  Tarte’s rights in thé Tarte Mark predate JD Fine’s application filing and alleged

first use dates for the JD Fine Mark for use with the Infringing Goods.

015135\0026\11089641.1




13.  Inview of the similarities between the Taite Mark and the JD Fine Matk, and the
similarity of the uises thereof, JD Fine’s use of the JI' Fine Mark: with the Infringing Gouds is
likely fo-cause confusion, ot to. cause misfake, or to deceive consumers.

14, Because Tarte’s tradermark rights are prior and senfor to JD Bine’s tights in the I
Fing Mark for use with: the Infringing Goods, and a likelihood of confusion exists. between these.
marks, the Board should cancel the registration of the .JD Fine Matk with respect to the

Infringing Goads pursuant to. 15 U.S.C. § 1064.

WHEREFORE, Tarte respectfullyrequests that the Infringing Goods be-deleted from.
U.S. Trademark Registration No. 4,064,083, and that this Petitiofi for Partial Cancellation be

sustained it favor of Taite,

Respeetfully submitted,

Dated: March 14, 2014 By:

015135\00265: 10896411




CERTIFICATE OF SERVICE

Dawn R, Sulhvan
Browiisteiri Hyatt Farber Schreek, LLP'
410 Seventeenth Street, Suite 2200

Denver, CO 80202
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U. S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

Tarte, Inc.
V.

JD Fine & Company

Cancellation No. 92058871

Ashley Krause of Brownstein Hyatt Farber Schreck, LLP for Tarte, Inc.
JD Fine & Company, pro se.

The petition of Tarte, Inc. having been granted on July 10, 2014,
Registration No. 4064083 is hereby cancelled with respect to International

Class 18 only.’

JUL 29 201

1) '

Deborah S. Cohn
Commissioner for Trademarks




Q 1 CERTIFICATE OF SERVICE
| hereby certify that on the _¥"_day of December, 2014, | served a true and correct copy of the
above and foregoing CONSENTED MOTION FOR RELIEF FROM FINAL JUDGMENT PURSUANT TO

TBMP RULE 544 AND FRCP RULE 60(b) on:

Ashley Krause

Brownstein Hyatt Farber Schreck, LLP
410 Seventeenth Street, Suite 2200
Denver, CO 80202

bydepositingacopythere/b}%yt?(e |
Z/W W{Ch el P. Martin

1925 Century Park East, Suite 1250
Los Angeles, CA 90067

o

ail, first class, postage prepaid.
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