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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Putnam Technical Group, Inc.

Entity Corporation Citizenship Delaware

Address 6 Fox Trail
Mahopac, NY 10541
UNITED STATES

Correspondence
information

Remie J. Smith
President
Putnam Technical Group, Inc.
6 Fox Trail
Mahopac, NY 10541
UNITED STATES
RemieSmith@putnamtech.com Phone:914-262-1695

Registration Subject to Cancellation

Registration No 3023466 Registration date 12/06/2005

Registrant MEDQUEST, INC.
3480 PRESTON RIDGE ROAD, SUITE 600
ATLANTA, GA 30005
GERMANY

Goods/Services Subject to Cancellation

Class 035. First Use: 1993/01/04 First Use In Commerce: 1993/01/04
All goods and services in the class are cancelled, namely: operating and managing medical imaging
and MRI facilities

Class 044. First Use: 1993/01/04 First Use In Commerce: 1993/01/04
All goods and services in the class are cancelled, namely: medical imaging services and MRI medical
imaging services

Grounds for Cancellation

Genericness Trademark Act section 23

Abandonment Trademark Act section 14

Related
Proceedings

Petition to Cancel (Number 92057308)

Attachments Pettion for Cancellation MQ with Exhibit 1.pdf(5365121 bytes )

Certificate of Service

http://estta.uspto.gov


The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Remie J Smith/

Name Remie J. Smith

Date 03/17/2014
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In re Registration No. 3023466 
Registered: December 6, 2005 
Trademark: MEDQUEST 
________________________________ 
     ) 
Putnam Technical Group, Inc.  ) 

Petitioner,  )  Petition to Cancel 
v.     ) 
     )   Cancellation No. ______________ 
MedQuest, Inc.     ) 

Respondent.  ) 
    ) 

________________________________ ) 
 

Putnam Technical Group, Inc. (“Petitioner”) believes that it is and will be damaged by the continued 

registration on the Principal Register of the mark MEDQUEST, as shown in U.S. Registration No. 

3,023,466 (the “Registration”).  The last listed owner of the mark MEDQUEST is MedQuest, Inc. 

(“Respondent”). The Petitioner hereby petitions to cancel the mark MEDQUEST pursuant to Trademark 

Act §14, 15 U.S.C. §1064.  

As grounds for its Petition, Petitioner alleges as follows: 

1) The Petitioner is a Delaware corporation founded in the year 2000 with its principal place of 

business at 6 Fox Trail, Mahopac, NY 10541. 

2) The Petitioner offers the MED-QUEST suite of products each serving customers that are interested 

in clinical research and disease management. The foregoing services shall be referred to 

collectively herein as “Petitioner’s Services”.  

3) The Petitioner owns U.S. Registration No. 3,369,991 on the Principal Register for the MED-

QUEST mark for “remote monitoring of data indicative of the health or condition of an individual 

or group of individuals” in international Class 44 (Petitioner Services). The MED-QUEST mark 

was registered on January 15, 2008. The MED-QUEST mark has been in continuous use since its 

registration as evidenced by the Section 8 affidavit accepted June 18, 2013. 

4) The Petitioner has expended considerable effort and expense in promoting its MED-QUEST mark 

and services in the United States, the relevant purchasing public has come to know, rely upon and 

recognize the Petitioner as the source of the Petitioner’s Services. 

5) The Respondent, MedQuest, Inc. is a Delaware corporation with principal offices located at 4300 

North Point Parkway, Alpharetta, Georgia. 
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6) The Respondent owns U.S. Registration No. 3,023,466 on the Principal Register for the 

MEDQUEST mark for “medical imaging services and MRI medical imaging services” in 

international Class 44 and “operating and managing medical imaging and MRI facilities” in 

international Class 35 (Respondent Services). 

7) The Respondent has a pending Petition to Cancel (Number 92057308) opposing the Petitioner’s 

MED-QUEST mark.�The grounds for this counterclaim have been learned during the course of the 

opposition proceeding, the counterclaim is being pleaded promptly after the grounds therefore are 

learned.  

8) Upon information and belief the Respondent has obtained the MEDQUEST mark for the benefit of 

patients requiring diagnostic imaging procedures. The patients requiring diagnostic imaging 

procedures are the relevant consumers. It is recognized that the primary physician referral and/or 

the available insurance coverage contribute to the relevant consumer’s purchasing decision.    

9) Upon information and belief that the relevant consumer ultimately determines the purchase 

decision for the Respondent Services.  

10) Upon information and belief the Respondent is a management company of independent fixed-site, 

outpatient diagnostic imaging centers (each an "FIC"). 

11) Upon information and belief during the period of registration of the MEDQUEST mark the 

Respondent has operated a network of subsidiary FICs primarily throughout the southeastern and 

southwestern United States.  

12) Upon information and belief each independent FIC provides the “medical imaging services and 

MRI medical imaging services” and “operates and manages medical imaging and MRI facilities”.  

13) Upon information and belief that each FIC prominently displays a service mark other than the 

Respondent’s MEDQUEST mark.  

14) Upon information and belief that the ordinary relevant consumers of the Respondent Services use 

the FIC service marks to make their purchasing decision (see Exhibit 1).  

15) Upon information and belief that the ordinary relevant consumers do not routinely encounter the 

MEDQUEST mark during the purchasing decision for the Respondent Services (see Exhibit 1).  

16) Upon information and belief the Respondent does not make a bona fide use of the MEDQUEST 

mark in the ordinary course of trade for the Respondent Services.  

17) The deliberate actions of the Respondent to maintain the independent branding of the FICs have 

caused the MEDQUEST mark to lose primary significance of the registered mark to the relevant 

consumers. 

18) The relevant consumers have not and will not benefit from the continued registration of the 

MEDQUEST mark. 
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19) The Respondent routinely utilizes the MEDQUEST mark without public notices of the trademark 

rights. The Petitioner respectfully submits for the record the specimen submitted by the Respondent 

on application serial no. 7887672, the specimen submitted on Jan 14, 2011 shows the mark 

MEDQUEST as the first word of the text body. There are no public notices of the trademark rights 

in any of the specimens provided.    

20) The Respondent routinely utilizes the MEDQUEST mark so that it is indistinguishable from the 

surrounding text. The Petitioner respectfully submits for the record the specimen submitted by the 

Respondent on application serial no. 7887672, the specimen submitted on Jan 14, 2011 shows the 

mark MEDQUEST as a noun in the text body. The MEDQUEST mark is presented in a way that is 

indistinguishable from the surrounding text.  

21) The Respondent has offered expanded goods and services under the MEDQUEST mark without 

proper registration. The Petitioner respectfully submits for the record a similar pending application 

serial no. 86009248 by a subsidiary of the Respondent. The application claims using the expanded 

goods and services in commerce since April 15th, 2002. The Respondent’s claimed expanded goods 

and services interfere with the Petitioner’s goods and services.  

22) The initial application for the MEDQUEST mark is dated September 22nd, 2004.  At the time of the 

application the Registrant had previously conditionally assigned the MEDQUEST mark to a third 

party to secure debt. This conditional assignment on August 15th, 2004 predates the application 

date of September 22nd, 2004. The notification of the conditional assignment was not filed with the 

United States Patent and Trademark office until June 3rd, 2005. This is evidenced by the 

assignment of record to Wachovia Bank recorded on reel 003096 frame 0365. This assignment of 

record is dated August 15th, 2004 continued until March 4th, 2008 when the entire interest in the 

MEDQUEST mark was assigned to the Respondent. It is respectfully submitted per CFR 37 § 3.56 

Conditional assignments: Assignments which are made conditional on the performance of certain 

acts or events, such as the payment of money or other condition subsequent, if recorded in the 

Office, are regarded as absolute assignments for Office purposes until cancelled with the written 

consent of all parties or by the decree of a court of competent jurisdiction. Due to the nature of the 

absolute assignment neither the Registrant nor Respondent had a valid interest in the MEDQUEST 

mark at the time of the application.  

23) The MEDQUEST mark has not been in continuous use during the registration period. This is 

evidenced by the assignment of record to Wachovia Bank recorded on reel 003096 frame 0365. 

This assignment of record is dated August 15th, 2004 and continued until March 4th, 2008 when the 

entire interest in the MEDQUEST mark was assigned to the Respondent. The reassignment to the 

Respondent is evidenced by the assignment of record recorded on reel 003732 frame 0420. It is 
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submitted for the record that the MEDQUEST mark was not in commercial use by the Respondent 

during this four (4) year period.  It is respectfully submitted per CFR 37 § 3.56 Conditional 

assignments: Assignments which are made conditional on the performance of certain acts or 

events, such as the payment of money or other condition subsequent, if recorded in the Office, are 

regarded as absolute assignments for Office purposes until cancelled with the written consent of all 

parties or by the decree of a court of competent jurisdiction. Due to the nature of the absolute 

assignment in force neither the Registrant nor Respondent had a valid interest in the MEDQUEST 

mark.  It is respectfully submitted for the record this period of time represents a period of NON 

USE of the MEDQUEST mark by the Registrant and/or Respondent. 

24) It is respectfully submitted for the record the Combined Declaration of Use and Incontestability 

under Sections 8 & 15 dated December 6th, 2005 for the MEDQUEST mark is invalid.  This is 

evidenced by the assignment of record to Wachovia Bank recorded on reel 003096 frame 0365. 

This assignment of record is dated August 15th, 2004 and continued until March 4th, 2008 when the 

entire interest in the MEDQUEST mark was assigned to the Respondent. The reassignment to the 

Respondent is evidenced by the assignment of record recorded on reel 003732 frame 0420. It is 

respectfully submitted per CFR 37 § 3.56 Conditional assignments: Assignments which are made 

conditional on the performance of certain acts or events, such as the payment of money or other 

condition subsequent, if recorded in the Office, are regarded as absolute assignments for Office 

purposes until cancelled with the written consent of all parties or by the decree of a court of 

competent jurisdiction. Due to the nature of the absolute assignment neither the Registrant nor 

Respondent had a valid interest in the MEDQUEST mark.  

25) The conduct of the Respondent in controlling the MEDQUEST mark including acts of omission as 

well as commission has caused the mark to become the generic name. 

26) The conduct of the Respondent in controlling the MEDQUEST mark including acts of omission as 

well as commission has caused the mark for the goods or services on or in connection with which it 

is used or otherwise to lose its significance as a mark. 

27) The Respondent through its actions, including acts of omission as well as commission, has 

abandoned U.S. Registration No. 3,023,466 for the MEDQUEST mark. 

28) The conduct of the Respondent in controlling the MEDQUEST mark including acts of omission as 

well as commission does not legitimately exercise control over the MEDQUEST mark. 

29) The conduct of the Respondent in controlling the MEDQUEST mark including acts of omission as 

well as commission permitted the use of the MEDQUEST mark for purposes other than to certify 

the Respondent’s Services. 
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30) The Petitioner is and will continue to be damaged by U.S. Registration No. 3,023,466 for the 

MEDQUEST mark. 

 

WHEREFORE, Petitioner requests that its petition be granted and that the Board cancel U.S. 

Trademark Registration No. 3,023,466 in its entirety under Trademark Act §§14 and 18, 15 U.S.C 

§§1064 and 1068. 

 
Respectfully submitted, 
 

 

Remie J. Smith 
President 
 
Putnam Technical Group, Inc. 
6 Fox Trail 
Mahopac, NY 10541 
 
Telephone: (914) 262-1695 

Email: RemieSmith@putnamtech.com 
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Exhibit 1: 
The following is a pictorial view of the Registrant’s main website: http://www.mqimaging.com . From the 

page “Our Locations” there are links to fifty nine (59) Fixed Imaging Centers (FIC) websites. The FIC 

website images shown below are as of February 17th, 2014. The websites display the branding and service 

marks the Relevant Consumers will encounter within the Registrant’s marketing channel.  
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I hereby certify that on March 17, 2014, the following Petition to Cancel was deposited 

with the United States Postal Service, with sufficient postage as first class mail in an envelope 

addressed to: 

MEDQUEST, INC.  
3480 PRESTON RIDGE ROAD  
SUITE 600  
ATLANTA GEORGIA 30005 

 
Respectfully submitted, 
/Remie J. Smith/ 
Remie J. Smith 
remiesmith@putnamtech.com 
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CERTIFICATE OF SERVICE  

I hereby certify that on March 17, 2014, the following Petition to Cancel was deposited 

with the United States Postal Service, with sufficient postage as first class mail in an envelope 

addressed to: 

W. Scott Petty 
King & Spalding LLP 
1180 PEACHTREE STREET 
ATLANTA, GEORGIA 30309 
UNITED STATES 

 
 
Respectfully submitted, 
/Remie J. Smith/ 
Remie J. Smith 
remiesmith@putnamtech.com 
(914) 262-1695 

 


