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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NATIONAL INSTITUTE FOR )

SOCIAL MEDIA, ) Cancellation Proceeding

)

Petitioner, ) No.: 92058032
)

V. )

) Registration (Supplemental) 

)

PARADISE MEDIA ) No.: 4208089

VENTURES, LLC, )

)

Registrant. )

__________________________________________________________________

MOTION TO SUSPEND  PROCEEDINGS 

AND EXTEND TIME TO FILE ANSWER

__________________________________________________________________

COMES NOW, Paradise Media Ventures, LLC. (“Registrant”) and herein

files this Motion to Stay proceedings, and shows the Board as follows:

1. Trademark Rule§2.117(a) provides that 

Whenever it shall come to the attention of the Trademark Trial and

Appeal Board that parties to a pending case are engaged in a civil

action which may be dispositive of the case, proceedings before the

Board may be suspended until determination of the civil action. 
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2. The rule stated above is the long standing policy of the Board. 2003 TTAB

LEXIS 11 (Trademark Trial & App. Bd. Jan. 16, 2003).

3. Registrant filed an action against Eric Mills on March 27, 2013, in the

United States District Court for the Northern District of Georgia Civil

Action File No. 1:13-CV-01003-TWT (“the Complaint”).  Registrant

subsequently filed an Amended Complaint on September 3, 2013 (ECF No.

7).  A copy of the Amended Complaint is attached hereto as Exhibit “A.”

4. Mills has filed a declaration in the District Court action in which he avers

that he is the President and Founder of Registrant, and that the allegations in

the Complaint against him are really based on the activities of Registrant.  A

copy of the Declaration is attached hereto as Exhibit “B.”

5. For purposes of claim or issue preclusion, Mills and Petitioner are in privity. 

See John W. Carson Found. v. Toilets.com, Inc., 2010 TTAB LEXIS 226

(Trademark Trial & App. Bd. Mar. 25, 2010) (A person who is not a party

of an action but who controls or substantially participates in the control of

the presentation on behalf of a party is bound by the determination of issues

decided as though he were a party.  See also 18A C. Wright, A. Miller & E.

Cooper, Fed. Prac. & Proc. Juris. § 4451 (2nd ed. 2009)).

6. The Complaint involves the mark Petitioner seeks to cancel.  See Ex. A ¶2.
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7. The Complaint alleges unfair competition under the Lanham Act.  See Ex.

A. ¶41.

8. Petitioner filed the instant cancellation proceeding with the Board on

October 17, 2013.

9. Petitioner seeks to cancel the registration at issue on grounds that can be

raised and decided in the District Court action.  See Petition ¶¶13, 16.

10. Because the outcome of the District Court case may be dispostive of the

issues raised in the cancellation proceeding, the Board should suspend this

proceeding pending a resolution of the civil case between the parties.

11. The Answer to the pending petition is due on or about November 26, 2013.

12. Registrant seeks a suspension of the proceeding under TMP §510.02(a) and

a stay of any requirement to plead in response to the Petition until further

order.

Respectfully submitted this the 18  day of October, 2013.
th

/s/ Ryan L. Isenberg

Attorney for Registrant

Isenberg & Hewitt, P.C.

7000 Peachtree Dunwoody Road, NE

STE 15-100

Atlanta, Georgia, 30328

770-351-4400 (Voice)

770-828-0100 (Fax)

ryan@isenberg-hewitt.com 
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Certificate of Service

This is to certify that I have this day served the within and foregoing Motion

by delivering a copy of same via electronic mail and regular, first class mail with

adequate postage affixed thereto, and addressed as follows:

Christopher M. Dolan

Andrew J. Avsec

Brinks, Gilson & Lione

455 N. Cityfront Plaza Drive

Chicago, IL 60611-5599

cdolan@brinksgilson.com 

Aavsec@brinksgilson.com 

/s/ Ryan L. Isenberg
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IN THE UNITED STATES DISTRICT COURT  
FOR THE NORTHERN DISTRICT OF GEORGIA  

ATLANTA DIVISION  
 
PARADISE MEDIA    ) 
VENTURES, LLC    ) CIVIL ACTION FILE  
d/b/a Interactive Media Ventures ) 
a/k/a Social Media Marketing  ) NO. 1:13-01003-TWT  
University      ) 
      ) 
 Plaintiff,     ) 
      )  
V.       ) 
      ) 
      ) 
ERIC MILLS    ) 
      ) 
 Defendant.    ) 
__________________________________________________________________ 
 

FIRST AMENDED COMPLAINT FOR UNFAIR COMPETITION  
AND DECEPTIVE TRADE PRACTICES  

__________________________________________________________________ 
 

COMES NOW Paradise Media Ventures, LLC d/b/a Interactive Media 

Ventures a/k/a Social Media Marketing University (“Plaintiff”) in the above-styled 

action, and herein files this its First Amended Complaint for Unfair Competition 

and Deceptive Trade Practices against Eric Mills (“Defendant”) and shows this 

Court the following: 
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The Parties, Jurisdiction and Venue 

1. Plaintiff is a Georgia Limited Liability Company.  Plaintiff’s sole member is 

a citizen of the State of Georgia.  

2. Plaintiff is the owner of the service mark CERTIFIED SOCIAL MEDIA 

STRATEGIST, registered on the Supplemental Register of the United States 

Patent & Trademark Office with registration number 4208089. 

3. Plaintiff operates its business and uses the CERTIFIED SOCIAL MEDIA 

STRATEGIST service mark globally on the Internet.  

4. Defendant is an individual who is a citizen of the State of Minnesota. 

5. The conduct of Defendant has caused great harm to Plaintiff’s business well 

in excess of $75,000.00. 

6. Defendant has, as more fully described herein, created and maintained an 

active website1 and internet presence targeted to harm Plaintiff and divert 

Plaintiff’s potential customers.   

7. Defendant has transacted, and continues to transact business in Georgia by 

marketing its courses to Georgia residents.  

8. Specifically, Defendant has offered, and/or is offering, directly, or through 

agents, courses relating to its Social Media Strategist certification at Atlanta 

                                                 
1 See http://nismonline.org/certification/ 
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Technical College located in Georgia, and Columbus State University in 

Georgia.  Copies of online marketing materials relating to these courses are 

attached hereto as Exhibits “B” and “C.”  

9. Defendant has prominently promoted its course offering at the upcoming 

Social Media Shake-Up Conference at the Atlanta Hyatt Regency Hotel.  

See Exhibit “D.” 

10. As a result of the allegations set forth herein, this Court has personal 

jurisdiction over Defendant. 

11. As a result of the allegations set forth herein, this Court has federal question 

subject matter jurisdiction under 28 U.S.C. §1338. 

12. As a result of the allegations set forth herein, this Court has diversity of 

citizenship subject matter jurisdiction under 28 U.S.C. §1332(a). 

13. As a result of the allegations set forth herein, venue is proper in this Court 

under 28 U.S.C. §1391. 
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PLAINTIFF’S BUSINESS AND USE OF THE SERVICE MARK  

14.  Social Media refers to the means of interactions among people in which 

they create, share, and exchange information and ideas in virtual 

communities and networks.2 

15. Social Media include popular websites and services such as FACEBOOK®, 

TWITTER®, PINTEREST®, LINKEDIN® , etc.  

16. LINKEDIN® was launched in 2002, FACEBOOK® was launched in 2004, 

TWITTER® was launched in 2009, and PINTEREST® was launched in 

2010. 

17. Plaintiff has been at the forefront of developing methods for the use and 

management of Social Media, including training and certifying individuals 

that use and manage Social Media.  

18. Plaintiff provides training, certification, and consulting to individuals and 

companies using Social Media to manage and improve image, perception, 

visibility, leads, sales and market share. 

                                                 
2 http://en.wikipedia.org/wiki/Social_media#cite_ref-1 (Ahlqvist, Toni; Bäck, A., 
Halonen, M., Heinonen, S (2008). "Social media roadmaps exploring the futures 
triggered by social media". VTT Tiedotteita - Valtion Teknillinen Tutkimuskeskus 
(2454): 13. Retrieved 9 December 2012 
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19. In addition to providing Social Media consulting services, in 2009, Plaintiff 

created numerous courses, programs, and training to others of the methods 

and strategies it has developed.   

20. The purpose of the training, programs, and courses was to create a standard 

in the marketplace by which others could use Plaintiff’s knowledge, 

methods, and strategies.  Plaintiff identified those who completed its 

comprehensive program as a CERTIFIED SOCIAL MEDIA STRATEGIST. 

21. Plaintiff has been continually using the service mark CERTIFIED SOCIAL 

MEDIA STRATEGIST since at least May 2009. 

22. In August 2009, Plaintiff registered certifiedsocialmediastrategist.com, 

which has continuously identified Plaintiff’s training and certification 

programs under the CSMS mark.  

23. Plaintiff owns the trademark registration for the design and word mark 

CERTIFIED SOCIAL MEDIA STRATEGIST SMM UNIVERSITY 

CERTIFIED, which was filed in May 2010.  See USPTO Serial No. 

85041083. Only CERTIFIED SOCIAL MEDIA STRATEGIST was 

intended to be registered, but through a miscommunication with counsel, the 

entirety of the logo itself was submitted for registration. 
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24. Plaintiff offers a rigorous and structured certification course for which it 

charges tuition of approximately $3,997.00. 

25. Plaintiff has expended significant time, effort, and resources in promoting its 

CERTIFIED SOCIAL MEDIA STRATEGIST (“CSMS”) certification 

course, which has acquired secondary meaning in the minds of the relevant 

public. 

26. Approximately 115,000 people have completed Plaintiff’s CSMS training 

and certification program since 2009. 

27.  Plaintiff has won numerous accolades and been recognized for its programs 

relating to the CSMS mark, including: 

a. Winner of the International Business Awards "Best Global Training 

Site 

b. Voted by MASHABLE® as one of the Top Social Media Services for 

Small Business Globally 

c. Awarded Social Media Marketer of the Year by the Technology 

Association of Georgia 

DEFENDANT’S USE OF THE CSMS MARK 

28. Defendant operates a business under the name National Institute for Social 

Media. 
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29. Defendant registered its domain nismonline.org in July 2011. 

30. Initially, Defendant referred to its Social Media program as a Certified 

Master of Social Media as demonstrated in Exhibit “A.”     

31. In 2012, prior to starting to use the CSMS mark, Defendant was aware of the 

Plaintiff’s certification course and Plaintiff’s long-standing use of the CSMS 

mark. 

32. Defendant had considered other possible names for his certification course 

graduate, but despite being aware of Plaintiff’s use of the CSMS mark, 

decided to adopt CSMS to identify his course certification. 

33. Defendant has been using the CSMS mark on his website, and in various 

Social Media outlets.  Defendant offers its CSMS course for as little as $295. 

34. Moreover, Defendant promotes and sells his course through other education 

providers.  For example, the course is available at Merced College for as 

little as $395.3 

35. Individuals are using the CSMS mark in identifying themselves.  For 

example, Kay Roseland identifies on her TWITTER® profile that she is a 

                                                 
3http://merced.augusoft.net/index.cfm?method=ClassInfo.ClassInformation
&int_class_id=27105 
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CSMS.  Additionally, Nick Rosener similarly claims to be a CSMS in his 

Linkedin® profile.4   

36. While Plaintiff spends considerable time training its program participants in 

the various facets of Social Media before conferring the CSMS designation, 

Defendant is effectively selling its certifications as a commodity and further 

causing confusion by selling a course allowing others to then certify their 

own students. 

37. As a result of the foregoing, Defendant’s use of the CSMS mark is likely to 

cause confusion among current students, prospective students, program 

graduates, educational institutions and businesses that identify Plaintiff’s 

CSMS certification as an industry standard.   

COUNT ONE –UNFAIR COMPETITION  UNDER THE LANHAM ACT  

38. Plaintiff incorporates paragraphs 1-37 above as if fully set forth herein. 

39. Defendant’s unauthorized use of Plaintiff’s CSMS mark has caused 

confusion among those consumers who are interested in CSMS certification 

courses or rely upon Plaintiff’s CSMS designation. 

40. As a result of the confusion, Plaintiff has been, and continues to be, 

irreparably harmed.  If Defendant is not compelled to cease and desist from 

                                                 
4 See https://twitter.com/KayLoire, http://www.linkedin.com/in/nickrosener 
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further use, the value of Plaintiff’s CSMS mark and associated goodwill will 

be severely reduced. 

41. 15 U.S.C. §1125(a) provides remedies to parties whose unregistered marks 

are infringed or confusingly imitated by others. 

42. In addition to injunctive relief, Plaintiff is entitled to recover damages in an 

amount to be proven with certainty at trial.  

COUNT TWO – Georgia Uniform Deceptive Trade Practices Act 

43. Plaintiff incorporates paragraphs 1-42 above as if fully set forth herein. 

44. Defendant’s use of the CSMS mark in connection with its certification 

course is likely to cause confusion as to affiliation, connection, association 

or certification with or by Plaintiff.  

45. Defendant’s use of the CSMS mark in connection with its certification 

course is likely to cause confusion with Plaintiff’s CSMS mark as to source, 

sponsorship, or approval. 

46. The use of the CSMS mark by Defendant constitutes a false representation 

that its course certification is of a similar quality or grade as Plaintiff’s 

CSMS certification. 
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47. As a result of the foregoing, Plaintiff has been, and continues to be 

irreparably harmed, and Plaintiff is entitled to relief pursuant to O.C.G.A. 

§10-1-373. 

WHEREFORE, Plaintiff demands judgment against Defendant as follows: 

As to Count One, Plaintiff prays for the following: 

(A) Temporary, Interlocutory, and Permanent Equitable Relief, and; 

(B) All damages as allowed by law, and; 

(C) All other relief deemed necessary and just. 

As to Count Two, plaintiff prays for the following:  

(A) Temporary, Interlocutory, and Permanent Equitable Relief, and; 

(B) All costs as allowed under O.C.G.A. §10-1-373, and; 

(C) All other relief deemed necessary and just. 

Respectfully submitted this the 3rd day of September, 2013. 

        /s/ Ryan L. Isenberg 
        Attorney for Plaintiff 
        Georgia Bar No. 384899 
 
Isenberg & Hewitt, P.C. 
Attorneys at Law 
7000 Peachtree Dunwoody Road 
Building 15, Suite 100 
Atlanta, Georgia 30328 
770-351-4400 (Voice) 
678-990-7737 (Fax) 
ryan@isenberg-hewitt.com  
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Certificate of Service 

This is to certify that I have this day filed the within and foregoing Amended 

Complaint using the CM\ECF System, which will electronically deliver notice to 

the following counsel of record: 

W. Scott Creasman, Esq. 
Taylor English Duma, LLP 
1600 Parkwood Circle, Suite 400 
Atlanta, Georgia 30339 
 
This the 3rd day of September, 2013. 
        /s/ Ryan Isenberg  
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Ot her On line
Cert i f ica t es and
Courses

Call  us at:

8 5 5 - UGotClass or
7 1 5 - 5 0 3 - 4 5 9 2

Send email  to:
lesl ie@lern.org

 

  The Nat ional I nst itute for  Social Media

Social Media St rategist  (CSMS) cer t ificat ion

preparat ion course will put  you at  the
forefront  of social m edia in business today.  

I t  w ill not  only  prov ide you w ith the

knowledge and sk ills you need to becom e

proficient  in st rategic social m edia
m ethodologies,  but  it  w ill also prepare you

to take the NI SM Social Media Strategist

cer t ificat ion exam inat ion.
   This course will out line the st rategic

quest ions that  every  business m ust  consider

in order  to find the r ight  m ix  of tools and
engagem ent .   Each organizat ion is different ,

and the social m edia st rategy for  any

business should reflect  its goals in order  to
succeed.

   Before tak ing this course,  you will need to

take the first  two courses in the Social
Media for  Business ser ies and take the third

course before or  while tak ing this course.

Six  week course,  Er ic Mills,  inst ructor .

$ 2 4 5

 Course Out line

 Unit  1
Strategic Planning in Social Media

-Understanding the broad st rategies of
social m edia st rategic planning

-Determ ining how social m edia can best  be

leveraged for  your  organizat ion

-Key per form ance indicators for  social
m edia act iv it ies

-Evaluat ing social m edia tools for

effect iveness

 Un it  2
Social Media Legal Com pliance and
Governance

-Developing policies and determ ining legal

lim itat ions
-Defining when and where not  to par t icipate

in a conversat ion

-Monitor ing your  organizat ion’s ‘Term s of
serv ice’

-Protect ing your  organizat ion’s intellectual

proper ty  interests

Next of fering( s) :

September 3 -  October 11 

$ 2 4 5

Ave.  hours 2 4 ,  2 .4  CEUs/ I LUs

About  Your  I nst ructor

 
   Throughout  his career ,  Er ic Mills  has

been creat ing unique t raining exper iences

that  t ransform  organizat ions,  em ployees,

and students.   As the founder  of the
Nat ional I nst itute for  Social Media,  Er ic

helps those who are passionate about  social

m edia find the core sk ills and confidence
they need to develop a new career  in the

social m edia indust ry .

   Pr ior  to founding the Nat ional I nst itute for
Social Media (NI SM),  he was an educat ion

program  director ,  responsible for

developing high-quality  t raining program s in
a var iety  of indust r ies including

m anufactur ing,  health care and inform at ion

technology.   An av id m arathoner  and
t r iathlete,  he com pleted the Coeur  D’Alene

I ronm an t r iathlon,  the wor ld’s longest

t r iathlon event .

Course Object ives

The object ives of this course are to help
par t icipants be well-prepared to:

N I SM Socia l Media  St ra tegist  Cer t ifica t ion

Atlanta Technical College http://www.yougotclass.org/courses.cfm/Atlantatech/NISM-Social-Media...
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Unit  3
Social Media Project  and Cam paign

Managem ent

 -Coordinat ion of social m edia projects and
cam paigns

-Acquir ing key talents

-Designat ing and delegat ing personnel for
social m edia act iv it ies and interact ions

-Developing a daily  act ion plan

-Adjust ing act iv it ies in response to

com pet it ion

 Un it  4
Social Media Market ing
-Pr im ing the m arketplace and gauging

audience interest

-Prepar ing for  cam paigns v ia internet -
dr iven technology

-Segm ent ing your  core audience

-Offer ing social m edia content  perceived as
being valuable

 Un it  5
Com m unity  Managem ent
-Ensur ing a sm ooth flow of com m unicat ion

with your  custom ers

-Gather ing feedback for  fur ther  products or
serv ices

-React ing to unexpected situat ions

- I nterpret ing custom er  needs and quest ions

 Un it  6
Social Media Research & Analy t ics
-Real- t im e feedback and m onitor ing

solut ions

-Monitor ing appropr iate analy t ics
-Quant ify ing online t raffic/ im pressions

-Opt im izing key per form ance indicators

About  on line learn ing

Online learning is a fun,  enjoyable and very
product ive way to learn.  Millions of people
are learning online each year .  You will
engage with the inst ructor  and other
par t icipants.  You w ill get  to know your
instructor  and other  par t icipants.  You m ay
m ake fr iends.   I t ’s easy.  I t ’s fun.  

How  the Course W orks

I t  is easy to par t icipate in your  online
course.  After  you register ,  you will be
given a web address to go to get  into your
online classroom .   You will have a
password and use your  em ail address and
password to gain access.

Once inside the online classroom ,  here’s

Sit  for  the NI SM-cer t ified Social Media
Strategist  (SMS) cer t ificat ion exam
Use the tools and ut ilit ies of com m on
social m edia plat form s
Develop a social m edia st rategy t ied to
an organizat ion’s goals
Enhance an organizat ion’s online
presence
I nteract  effect ively  on behalf of an
organizat ion in an online environm ent

 

Course Outcom es

Part icipants who com plete this course w ill

be able to:

Use NI SM techniques to create an
effect ive social m edia st rategy
Understand the legal and ethical
landscape as it  per tains to social m edia
Create a com prehensive social m edia
m arket ing plan
Delegate and m anage resources for  a
social m edia cam paign
Build an online com m unity  around an
organizat ion’s brand,  product  or
serv ice
Repor t  results and dem onstrate value
of social m edia to organizat ional
leaders

Complet ion Requirements

©  2013 At lanta Technical College .  All r ights reserved
1560 Metropolitan Parkway S.W.
Annex D Suite D1102 |  At lanta,  GA  30310

leslie@lern.org |  855-UGotClass or  715-503-4592

Privacy |  Terms

Atlanta Technical College http://www.yougotclass.org/courses.cfm/Atlantatech/NISM-Social-Media...
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what  you can expect .

Part icipate w hen you w ant

You can par t icipate any t im e of day or
evening.  The online classroom  is open 24
hours a day,  7 days a week.
There are no live real- t im e requirem ents
or  m eet ings.  You decide when you
par t icipate.
For  the best  learning,  par t icipants should
log into the course on 2-3 different  days of
the week.

W hat you w ill do

For each Unit ,  you will:

Read the pr int  readings (about  20
pages a week)
Have the opt ion of accessing the online
readings
Listen to the audio presentat ion for  the
Unit  and v iew the slides
Have the opt ion of tak ing a self-quiz to
see how m uch you have learned
Engage in wr it ten online discussion
with your  inst ructor  and other
par t icipants

For  best  learning,  you should m ake one or
m ore com m ents at  2-3 different  t im es each
week.
The content  ( readings,  audio lectures,
slides)  and self quizzes are accessible for
the ent ire course,  so you can work  ahead,
or  go back and rev iew again,  at  your
convenience.

Discussion

The Discussion for  each Unit  lasts one
week.  All com m ents are m ade in wr it ing
and can be m ade at  any t im e of the day or
night .

Your  inst ructor  will log into the Discussion
area at  least  once a day and answer
quest ions,  m ake com m ents,  and respond
to com m ents by  you and the other
par t icipants.

We encourage you to m ake 2-3 com m ents
each week to m ax im ize your  learning and
enjoym ent  of the course.

I t ’s easy.  I t ’s fun.
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