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Cancellation No. 92058032 

National Institute for Social Media 

v. 

Paradise Media Ventures, LLC a/k/a 
d/b/a Interactive Media Ventures, LLC 
a/k/a Social Media Marketing 
University 

 
 
Cheryl S. Goodman, Interlocutory Attorney: 
 
 This case now comes up on respondent’s renewed motion, filed January 

10, 2014, to suspend.  The motion to suspend is fully briefed. 

In support of the motion, respondent advises that a complaint has been 

filed against both petitioner and Eric Mills in the District of Minnesota.1  

Respondent submits that the complaint alleges “unfair competition” and 

involves the mark subject to this proceeding.  Respondent submits that the 

district court case “may be dispositive of the issues raised in the cancellation 

proceeding.” 

                     
1 Paradise Media Ventures, LLC d/b/a Interactive Media Ventures a/k/a Social 
Media Marketing University, v. National Institute for Social Media, LLC, and Eric 
Richard Mills, Case No.0:14-cv-00103-PJ-TNL, United States District Court for the 
District of Minnesota. 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
General Contact Number: 571-272-8500



Cancellation No. 92058032 
 

 2

In response, petitioner argues that the district court case does not 

assert any of the issues involved in the cancellation action and respondent’s 

motion is premature.  Petitioner submits that the issue in the cancellation 

action involves a different analysis and “neither claim preclusion nor issue 

preclusion would apply.”  Petitioner argues that a decision in the district 

court action will have no bearing on the Board proceeding. 

In reply, respondent submits that the district court action will have a 

bearing on the Board proceeding because a part of its claim in the district 

court action is whether the mark is distinctive of respondent’s services, and if 

“registrant can’t prove entitlement to a valid trademark . . . that will be 

dispositive of this proceeding.” 

If the final determination in a civil action will have a bearing on the 

issues before the Board, the Board generally will suspend proceedings in the 

case pending before it.  See General Motors Corp. v. Cadillac Club Fashions, 

Inc., 22 USPQ2d 1933 (TTAB 1992); and Trademark Rule 2.117(a).  To the 

extent that a civil action in federal district court involves issues in common 

with those in proceedings before the Board, the decision of the federal court is 

binding upon the Board while the decision of the Board is not binding on the 

court.  See also Goya Foods, Inc. v. Tropicana Products, Inc., 846 F.2d 848, 6 

USPQ2d 1950 (2nd Cir. 1988).    

 The Board finds that any determinations by the district court with 

regard to the claims in the civil action may have a bearing on the claims in 
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the cancellation proceeding.  See 3 MCCARTHY ON TRADEMARKS AND 

UNFAIR COMPETITION § 19.36 (4th ed., database updated 2014).  As 

decisions of the Board are not binding on the district court,  see e.g., The 

Irving-Cloud Publishing Company v. Chilton Company, 201 USPQ 772 (E.D. 

Pa. 1978)(decision of Board to cancel trademark from Supplemental Register 

not dispositive of trademark infringement and unfair competition issues in 

district court action) it promotes judicial economy to suspend Board 

proceedings.  In view thereof, the Board finds suspension appropriate, and 

respondent’s motion to suspend is granted.  

Proceedings herein are suspended until the civil action is concluded 

and any decision rendered by the district court is final.   

Within twenty days after the final determination of the civil action, the 

interested party should notify the Board so that this case may be called up for 

appropriate action.  

During the suspension period the Board should be notified of any 

address changes for the parties or their attorneys. 

 


