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Cheryl S. Goodman, Interlocutory Attorney:

This case now comes up on petitioner’s motion, filed
October 30, 2013, to strike. The motion is fully briefed.

Opposer seeks to strike paragraph 18 from respondent’s
affirmative defenses which relates to settlement
discussions between the parties. Petitioner argues that
evidence of settlement is inadmissible, and therefore
paragraph 18 should be stricken.

In response, respondent argues that allegations
relating to the parties’ settlement discussions support its
defense of acquiescence, and that Fed. R. Evid. 408 does
not make inadmissible the parties’ settlement discussions
in this context. In particular, respondent argues that
“Rule 408 does not bar settlement communications . . . to
support an affirmative defense of acquiescence based on

promises made in settlement discussions,” namely, that
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“Petitioner actively represented it would not challenge the
QUANTUM NETWORKS SUITE mark.” Respondent states that it
“included this statement [in paragraph 18] to provide
Petitioner and the Board with clear notice of particular
facts supporting” its acquiescence defense. Respondent
further contends that paragraphs 18, 19 and 21 plead the
factual basis for the acquiescence defense and paragraph 18
is “material to show the existence of a settlement
agreement and the terms of the parties’ unwritten
agreement.”

In reply, petitioner argues that the cases cited by
respondent are inapplicable and that the allegation in
paragraph 18 does not support an acquiescence defense.

Fed. R. Civ. P. 12(f) provides that “the court may
order stricken from any pleading any insufficient
Defense . . . .” Motions to strike are not favored and a
defense will not be stricken if the insufficiency of the
defense is not clearly apparent, or if it raises factual
issues that should be determined on a hearing on the
merits. Harjo v. Pro Football Inc., 30 USPQ2d 1828, 1830
(TTAB 1994) .

Federal Rule of Evidence 408 provides that evidence of
compromise offers and negotiations “is not admissible — on

behalf of any party — either to prove or disprove the
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validity or amount of a disputed claim or to impeach by a
prior inconsistent statement or a contradiction.” However,
the Rule does provide an exception, namely, Fed. R. Evid.
408 “does not require exclusion when the evidence is
offered for another purpose.”

“The exception to [Fed. R. Evid. 408] clearly intends
to exempt from the absolute prohibition of the Rule
evidence focused on issues different from the elements of
the primary claim in dispute.” PRL USA Holdings Inc. V.
United States Polo Association Inc., 86 USPQ2d 1022, 1027
(2d Cir. 2008).

Petitioner’s claims in this case are priority and

likelihood of confusion', false suggestion of a connection?®

! The U.S. Court of Customs and Patent Appeals discussed factors

relevant to a determination of likelihood of confusion in In re
E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563
(C.C.P.A. 1973) which include the following: the similarity or
dissimilarity of the marks in their entireties as to appearance,
sound, connotation and commercial impression, the relatedness of
the goods or services as described in the application and
registration(s), the similarity or dissimilarity of established,
likely-to-continue trade channels, the conditions under which and
buyers to whom sales are made, i.e., “impulse” wvs. careful,
sophisticated purchasing, the fame of the prior mark, the number
and nature of similar marks in use on similar goods, the
existence of a valid consent agreement between the applicant and
the owner of the previously registered mark, extent of any actual
confusion, length of time during and conditions under which there
has been concurrent use without evidence of actual confusion, the
variety of goods on which a mark is or is not used, and the
extent of potential confusion.

2 The court of appeals of the Federal Circuit articulated in
Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703
F.2d 1372, 1375-77, 217 USPQ 505, 508-10 (Fed. Cir. 1983) the
foundational principles for the current four-part test used to
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and deceptiveness.’ The elements of these claims are
different from an affirmative defense of acquiescence, do
not overlap, and raise different issues.® See e.g., Starter
Corp. v. Converse, Inc., 170 F.3d 286, 50 USPQ2d 1012 (2d
Cir. 1999) (affirming district court's decision to admit
settlement evidence to prove an estoppel claim, and noting

that the “basic elements of estoppel” do not “overlap with

determine the existence of a false connection with a person or an
institution. It must be shown that:

(1) the mark is the same as, or a close approximation of,
the name or identity previously used by another person or
institution;

(2) the mark would be recognized as such, in that it points
uniquely and unmistakably to that person or institution;

(3) the person or institution named by the mark is not
connected with the activities performed by the applicant under
the mark; and

(4) the fame or reputation of the person or institution is
such that, when the mark is used with the applicant’s goods or
services, a connection with the person or institution would be
presumed.
® The court of appeals for the Federal Circuit in In re Budge
Mfg. Co., 857 F.2d 773, 775, 8 USPQ2d 1259, 1260 (Fed. Cir.
1988), aff’'g 8 USPQ2d 1790 (TTAB 1987) articulated the following
test for whether a mark consists of or comprises deceptive
matter:

(1) Is the term misdescriptive of the character, quality,
function, composition or use of the goods?

(2) If so, are prospective purchasers likely to believe
that the misdescription actually describes the goods?

(3) If so, is the misdescription likely to affect a
significant portion of the relevant consumers’ decision to
purchase?

* An affirmative defense of acquiescence requires proof of three
elements: (1) that the other party actively represented that it
would not assert a right or a claim; (2) that the delay between
the active representation and assertion of the right or claim was
not excusable; and (3) that the delay caused undue prejudice.
Coach House Restaurant Inc. v. Coach and Six Restaurants Inc., 19
UspQ2d 1401, 1409 (11th Cir. 1991).
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factors used to determine likelihood of confusion between
trademarks”) .

Therefore, the Board finds that the exception provided
for in Fed. R. Evid. 408 is applicable. The Board further
finds that the allegations in paragraph 18 need not be
stricken as petitioner has not established any prejudice
from allowing paragraph 18 to remain nor has petitioner
established that any insufficiency is so apparent on the
face of the pleadings that paragraph 18 should be stricken.
United States v. 416.86 Acres of Land, 514 F.2d 627, 631
(7th Cir.1975) quoting United States v. 187.40 Acres of
Land, Huntingdon County, Pa., 381 F.Supp. 54, 56
(M.D.Pa.1974)) (motion to strike will not be granted if the
insufficiency of the defense is not clearly apparent on the
face of the pleadings, nor can reasonably be inferred from
any state of facts in the pleadings. The purpose of such
narrow standards is “... to provide a party the opportunity
to prove his allegations if there is a possibility that his
defense or defenses may succeed after a full hearing on the
merits”) .

In view thereof, the motion to strike paragraph 18 of
the answer is DENIED.

Proceedings are resumed.

Dates are reset as follows:
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Deadline for Discovery Conference 3/29/2014
Discovery Opens 3/29/2014
Initial Disclosures Due 4/28/2014
Expert Disclosures Due 8/26/2014
Discovery Closes 9/25/2014
Plaintiff's Pretrial Disclosures 11/9/2014
Plaintiff's 30-day Trial Period Ends 12/24/2014
Defendant's Pretrial Disclosures 1/8/2015
Defendant's 30-day Trial Period Ends 2/22/2015
Plaintiff's Rebuttal Disclosures 3/9/2015
Plaintiff's 15-day Rebuttal Period Ends 4/8/2015

In each instance, a copy of the transcript of
testimony, together with copies of documentary exhibits,
must be served on the adverse party within thirty days
after completion of the taking of testimony. Trademark
Rule 2.125.

Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.



