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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Louis Vuitton Malletier, S.A.

Entity Societe Anonyme Citizenship France

Address 2, rue du Pont-Neuf
Paris,
FRANCE

Attorney
information

Michael J. Allan
Steptoe & Johnson LLP
1330 Connecticut Avenue, NW
Washington, DC 20036
UNITED STATES
mallan@steptoe.com,rhofstatter@steptoe.com,tday@steptoe.com,ipdocketing@
steptoe.com Phone:202-429-3000

Registration Subject to Cancellation

Registration No 3786153 Registration date 05/04/2010

Registrant Sunny Merchandise Corp.
3569 E. Vernon Ave.
Vernon, CA 90058
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2010/01/04 First Use In Commerce: 2010/01/04
All goods and services in the class are cancelled, namely: Cases for spectacles and sunglasses;
Eyewear; Optical frames; Reading glasses; Ski goggles; Sunglasses

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

The registration is being used by, or with the
permission of, the registrant so as to
misrepresent the source of the goods or services
on or in connection with which the mark is used.

Trademark Act section 14

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

2909003 Application Date 12/12/2001

http://estta.uspto.gov


Registration Date 12/07/2004 Foreign Priority
Date

NONE

Word Mark LOUIS VUITTON

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1999/10/00 First Use In Commerce: 1999/10/00
Optical instruments and apparatus, namely, spectacles, eyeglasses, spectacle
cases
Class 024. First use: First Use: 1999/10/00 First Use In Commerce: 1999/10/00
Textiles and textile goods, namely, household linen including bed [ and bath ]
linen [, handkerchiefs of textile ]

U.S. Registration
No.

2909002 Application Date 12/12/2001

Registration Date 12/07/2004 Foreign Priority
Date

NONE

Word Mark LV

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1999/10/00 First Use In Commerce: 1999/10/00
Optical instruments and apparatus, namely, spectacles, eyeglasses, spectacle
cases
Class 024. First use: First Use: 1999/10/00 First Use In Commerce: 1999/10/00
[ Textiles and textile goods, namely, household linen, namely, bath linen ]

U.S. Registration
No.

3903297 Application Date 04/07/2010

Registration Date 01/11/2011 Foreign Priority
Date

10/08/2009

Word Mark LV ROADSCAPE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Spectacles, sunglasses; spectacle glasses, contact lenses; spectacle cases,
containers for contact lenses

U.S. Registration
No.

3718805 Application Date 11/06/2008

Registration Date 12/01/2009 Foreign Priority
Date

10/28/2008

Word Mark LOUIS VUITTON PACIFIC SERIES

Design Mark

Description of
Mark

The mark consists of a blue and white pennant on a red pole with the wording
"LOUIS VUITTON" appearing in black letters on the pennant. Behind the
pennant is a black shaded circle with the wording "PACIFIC SERIES" appearing
in white letters.

Goods/Services Class 009. First use:



Bags and traveling cases for photographic and cinematographic apparatus;
downloadable electronic publications, namely, magazines, catalogs,
newspapers, books, newsletters, and brochures featuring sailing races;
downloadable multimedia publications, namely, magazines, catalogs,
newspapers, books, newsletters, and brochures featuring sailing races;
cinematographic films featuring sailing races; pre-recorded videotapes, DVD's,
and compact discs featuring sailing races; optical apparatus and instruments,
namely, spectacles, sunglasses, spectacle lenses, contact lenses, spectacle
frames, and cases for spectacles, sunglasses, and contact lenses; mobile
telephones and accessories for mobile telephones, namely, mobile telephone
cases
Class 014. First use:
Goods made of precious metals, their alloys or plated therewith, namely,
jewelry, fashion jewelry, and costume jewelry, namely, rings, key rings, finger
rings, earrings, cuff links, bracelets, charms, brooches, chains, necklaces, tie
pins, and medallions; timepieces and chronometric instruments, namely,
watches, wristwatches, watch bands, watch cases, wall clocks, small clocks,
chronographs for use as timepieces, chronometers, alarm clocks, boxes for
clocks and watches, cases for clocks and watches
Class 018. First use:
Leather and imitation leather goods, namely, boxes of leather or imitation leather
for packaging and carrying goods, trunks, suitcases, leather traveling sets
consisting of luggage, traveling bags, luggage, garment bags for travel, hat
boxes, vanity cases sold empty, toiletry bags sold empty, backpacks, satchels,
handbags, beach bags, leather shopping bags, textile shopping bags, shoulder-
strap bags, carrier bags, shoulder bags, waist bags, purses, attachÃ© cases,
leather briefcases, school bags, document cases, clutch bags, wallets, change
purses, key cases, business and credit card cases, all of the foregoing made of
leather or imitation leather; umbrellas
Class 025. First use:
Clothing, namely, underwear and other wearing apparel, namely, sweaters, tee-
shirts, shirts, blouses, corsets, suits, vests, raincoats, skirts, coats, trousers,
pullovers, dresses, jackets, shawls, sashes for wear, scarves, neckties, pocket
squares, suspenders, gloves, belts, stockings, tights, socks, singlets, bathing
suits, and bath robes; footwear; headwear
Class 041. First use:
Educational, training, and entertainment services, namely, editing and publishing
of catalogs, newspapers, books, magazines and texts other than for advertising;
organization of sporting competitions and of sailing contests; organization of
conferences and exhibitions for cultural purposes; sporting and cultural
activities, namely, sailing races

U.S. Registration
No.

3209369 Application Date 11/03/2005

Registration Date 02/13/2007 Foreign Priority
Date

05/13/2005

Word Mark LV LANDSCAPE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
[ Spectacles; sunglasses; spectacle frames; ] spectacle lenses, namely, glass
lenses, [ plastic lenses, corrective lenses, progressive lenses, ] lenses for
sunglasses, polarized lenses, tinted lenses, photochromic lenses, light-sensitive
lenses, treated lenses, coated lenses, anti-reflective lenses [ ; spectacle cases ]



U.S. Registration
No.

4192541 Application Date 09/19/2011

Registration Date 08/21/2012 Foreign Priority
Date

03/28/2011

Word Mark LV

Design Mark

Description of
Mark

The mark consists of flower-like designs surrounding the letters "LV".

Goods/Services Class 003. First use:
Soaps for personal use; perfumery; essential oils; cosmetics; creams for the
hair, face, and body; lotions for the hair, face, and body; shower and bath gels;
shower and bath preparations; shampoos; make-up preparations, namely,
foundations, lipsticks, eye shadows, mascara, make-up powder, and nail polish
Class 009. First use:
Sunglasses; spectacles; optical lenses; spectacle cases; telephones; mobile
telephones; smart phones; PC tablets; personal digital assistants; MP3 players;
accessories for telephones, mobile telephones, smart phones, PC tablets,
personal digital assistants, and MP3 players, namely, hands-free kits for
telephones, batteries, covers, housings, faÃ§ades, chargers, hand straps, and
neck straps
Class 014. First use:
Jewelry; key rings of precious metal; tie pins; medallions; jewelry boxes;
watches; watch bands; alarm clocks; cases for timepieces
Class 016. First use:
Printed matter, namely, pamphlets, catalogs, and books in the field of travel,
luggage, luxury goods, fashion, clothing, sports, the arts; publications, namely,
brochures and booklets in the field of travel, luggage, luxury goods, fashion,
clothing, sports, the arts; stationery; stationery articles, namely, note pads,
writing books, drawing books, calendars, agendas, notebooks, envelopes, letter
paper, and index cards; covers for diaries, indexes, and pads; office requisites,
namely, letter trays, paper cutters, pencils, inkstands, inkwells, paperweights,
pencil holders, pen holders, writing pads, pens, balls, and nibs for pens;
postcards; paper labels; newspapers; printed documents, namely, printed
certificates
Class 018. First use:
Boxes of leather or imitation leather for packaging and carrying goods; traveling
bags; leather traveling sets of luggage; trunks; suitcases; garment bags for
travel; vanity cases sold empty; toiletry bags sold empty; backpacks; handbags;
attachÃ© cases; leather document cases; wallets; purses; leather key cases;
umbrellas
Class 024. First use:
Textiles and textile goods, namely, bath linen, bed linen, table linen, towels, bed
covers, textile table cloths
Class 025. First use:
Clothing, namely, underwear, shirts, tee-shirts, pullovers, skirts, dresses,
trousers, coats, jackets, belts for clothing, scarves, sashes for wear, gloves,
neckties, socks, bathing suits; footwear; headwear
Class 034. First use:
Cigar and cigarette cases of leather and imitation leather

U.S. Registration
No.

3021231 Application Date 01/27/2005



Registration Date 11/29/2005 Foreign Priority
Date

07/30/2004

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Spectacles, sunglasses and spectacle cases

U.S. Registration
No.

3023930 Application Date 01/27/2005

Registration Date 12/06/2005 Foreign Priority
Date

07/30/2004

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Spectacles, sunglasses and spectacle cases

U.S. Registration
No.

3051235 Application Date 01/27/2005

Registration Date 01/24/2006 Foreign Priority
Date

07/30/2004

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Spectacles, sunglasses and spectacle cases

Attachments Petition to Cancel - LOUIS V.pdf(2473658 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Michael J. Allan/

Name Michael J. Allan

Date 07/29/2013
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Louis Vuitton’s Uses Defendants’ Infringing Uses 

 

 

III. THE LOUIS·V REGISTRATION  SHOULD BE CANCELLED 

17. The LOUIS·V mark so resembles the LOUIS VUITTON Word Mark previously 

used and registered in the United States and not abandoned, as to be likely, when applied to the 

goods described in Registrant’s registration, to cause confusion, to cause mistake or to deceive 

with consequent injury to Louis Vuitton and to the public, in violation of Section 2(d) of the 

Trademark Act, 15 U.S.C. § 1052(d).   

18. The LOUIS·V mark consists of and comprises deceptive matter and matter which 

falsely suggests a connection with Louis Vuitton in violation of Section 2(a) of the Trademark 

Act, 15 U.S.C. § 1052(a).   

19. The LOUIS·V mark is being used by Registrant without the permission of Louis 

Vuitton so as to misrepresent the source of the goods on and in connection with which the 

LOUIS·V mark is used in violation of Section 14(3) of the Trademark Act, 15 U.S.C. § 1064(3).    

20. Use by Registrant of the LOUIS·V mark is likely to dilute the distinctive quality 

of Louis Vuitton’s famous, distinctive and registered LOUIS VUITTON Word Mark in violation 

of Section 43(c) of the Trademark Act, 15 U.S.C. § 1125(c).   

21. Louis Vuitton will be damaged by the continued presence of Sunny’s LOUIS·V 

registration on the Principal Register because such continued registration will support and assist 






