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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
BOARD OF TRUSTEES OF THE ) 
UNIVERSITY OF ALABAMA and ) Cancellation No.: 92057550 
PAUL W. BRYANT, JR.,   ) 
     ) Mark: 
 Petitioners,    ) 
     )  
v.     )  
     ) 
RICHARD DIAZ,    ) 
     )   
 Registrant.   ) Registration No.: 3993520  
 

REGISTRANT’S REPLY TO PETITIONERS’ RESPONSE 
TO REGISTRANT’S MOTION FOR SUMMARY JUDGMENT 

 
I. INTRODUCTION 

 
Registrant is mindful of the Board‘s opinion of reply briefs and will refrain from revisiting 

arguments set forth in its Motion for Summary Judgment. Registrant stands by his Motion for Summary 

Judgment and replies to Petitioners‘ Response to Registrant‘s Motion for Summary Judgment (―the 

Response‖) to clarify testimony and address arguments not considered in Registrant‘s Motion for 

Summary Judgment.  

II. ARGUMENTS 
 
A. Per the Supreme Court of the United States, The Bd. of Trustees of the University of Ala. 

v. Pitts Opinion Remains Board Precedent 
 

Petitioners‘ Response chastises Registrant for his reference to The Bd. of Trustees of the 

University of Ala. v. Pitts, 107 USPQ2d 2001, 2013 WL 4397047 (TTAB 2013) (hereinafter ―Pitts‖). 

Petitioners cite the final consent judgment entered in the U.S. District Court for the Northern District of 

Alabama where the University and Bryant, Jr. appealed the Pitts decision.1 As a result of the judgment 

purporting to vacate the Pitts, Petitioners‘ allege that Registrant‘s reliance upon Pitts is ―purely 

academic.‖ While Registrant appreciates that vacatur would be beneficial to Petitioners given the 

                                                           
1 See Bd. of Trustees of the Univ. of Ala. v. Houndstooth Mafia Enterprises, LLC, 7:13-cv-01736, Dkt. 
No. 15 (N.D. Ala., May 27, 2014), attached herewith as Exhibit 1.  
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language of the Pitts opinion, vacatur is unavailable and improper when the parties to an appeal arrive at 

voluntary, mutual settlement. See U.S. Bancorp Mortgage Co. v. Bonner Mall P'ship, 513 U.S. 18, 25, 

115 S. Ct. 386 (1994).2  

Vacatur is an equitable remedy that should only be entered after a review of the trial court‘s 

judgment on the merits of the case. Id., at 28. As the Supreme Court held, ―[M]ootness by reason of 

settlement does not justify vacatur of a judgment under review.‖ Id., at 29. It explained further: 

Where mootness results from settlement… the losing party has voluntarily forfeited his 
legal remedy by the ordinary process… thereby surrendering his claim to the equitable 
remedy of vacatur. The judgment is not unreviewable, but simply unreviewed by his own 
choice. The denial of vacatur is merely one application of the principle that ‗[a] suitor‘s 
conduct in relation to the matter at hand may disentitle him to the relief he seeks.‖ 
 

Id., at 25. Thus, the Supreme Court has disavowed the availability of vacatur after voluntary settlement in 

all but exceptional circumstance, holding that ―[i]t should be clear from our discussion… that those 

exceptional circumstances do not include the mere fact that the settlement agreement provides for 

vacatur.‖ Id., at 29 (emphasis added). As the Supreme Court noted, there would be less incentive to settle 

at the trial court level (or even court of appeals) should litigants have the option of washing away an 

unfavorable outcome by later agreeing to a settlement including vacatur. Id., at 27-28.   

It is clear Petitioners appealed the matter to the district court and requested vacatur, having lost 

their opposition before the Board. See Exhibit 1, Final Consent Judgment, ¶ 4.   Likewise, it is without 

question that the consent judgment allegedly vacating the Pitts decision arose out of a settlement 

agreement between the Houndstooth Mafia purveyors, the University and Bryant, Jr. See Final Consent 

Judgment (―Plaintiffs… and Defendants… having resolved the matters in issue between them, consent to 

entry of final judgment in this matter as follows…‖ … ―the parties agree that the Board‘s Order should be 
                                                           
2 While the U.S. Bancorp case involved a motion to vacate the judgment of a court of appeals, the 
Supreme Court held that its opinion applied to vacatur of trial court opinions by appellate courts as well. 
―Whether the appellate court‘s seizure of the case is the consequence of an appellant‘s right or of a 
petitioner‘s good luck has no bearing upon the lack of equity of a litigant who has voluntarily abandoned 
review.‖ U.S. Bancorp Mortgage Co. v. Bonner Mall P'ship, 513 U.S. 18, 28, 115 S. Ct. 386 (1994). If the 
point of a distinction between trial courts and courts of appeal ―is that [the trial court] judgments, being 
subject to review as of right, are more likely to be overturned and hence presumptively less valid: We 
again assert the inappropriateness of disposing of cases, whose merits are beyond judicial power to 
consider, on the basis of judicial estimates regarding their merits.‖ Id. 
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vacated‖). Per U.S. Bancorp and by the express word of the Supreme Court of the United States, vacatur 

under such circumstances is improper, ineffective, and Pitts remains valid precedent of the Board.  

Furthermore, Petitioners‘ argument that Pitts is of little precedential value is misguided. 

Petitioners acknowledge that there are additional and, in some instances, different circumstances involved 

in this matter. However, Pitts involved the same Petitioners, many of the same issues and many of the 

same facts as are involved in this proceeding. In particular, the facts surrounding the University‘s and 

Bryant, Jr.‘s use of and/or claim to the houndstooth pattern are identical, aside from the University‘s 

recent acquisition of the HOUNDSTOOTH MAFIA mark.3 As such, the Pitts opinion is highly valuable 

and influential as precedent to the current matter.  The Registrant has cited a bevy of additional authorities 

in its Motion for Summary Judgment to supplement Pitts.  

B. Third-Party Use 
 

Petitioners filed a Motion to Strike along with their Response. The bulk of the Motion to Strike 

centers on Registrant‘s evidence of third-party use of the Petitioners‘ alleged marks, and likewise 

evidence of third-party references to those marks. Registrant addressed Petitioners arguments in his own 

Response to Petitioners‘ Motion to Strike. To the extent that Petitioners have additionally attacked 

Registrant‘s evidence of third-party use in their Response, the case law cited in Petitioners‘ Response is 

readily distinguished from the present matter. As in the Motion to Strike, the cases cited by Petitioners 

involved instances where evidence of only a few third-party uses were offered;4 those where only 

registrations were offered; a combination of evidence of a few instances of use and registrations;5 or other 

instances where the marks were not show to be in use in commerce. As set forth in the Motion to Strike, 

these instances  are distinguishable from the present matter based on the volume of third-party use 

                                                           
3 The HOUNDSTOOTH MAFIA mark is not alleged as a basis for this cancellation proceeding in either 
the Petition to Cancel or Amended Petition to Cancel. Registrant has filed opposition to Petitioners‘ 
Motion for Leave to File a Second Amended Petition.  
4 See, e.g. L.D. Kichler Co. v. Davoil, Inc., 52 USPQ2d 1307 (Fed. Cir. 1999) (three instances); Yamaha 
Int’l Corp. v. Hoshino Gakki Co. Ltd., 6 USPQ2d 1001, 1010 (Fed. Cir. 1988) (four instances);  
5 Lovely Skin, Inc. v. Ishtar Skin Care Prods. LLC, 745 F.3d 877, 110 USPQ2d 1071 (8th Cir. 2014) (third 
party registrations and testimony from three individuals re: the subject mark).  
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evidence offered and that Registrant has offered evidence of the third-party use of the marks in 

ecommerce and the means through which goods bearing the marks may be purchased. 

C. Smack Apparel does not apply to the current scenario 

Petitioners‘ citation to Bd. of Supervisors of La. State Univ. v. Smack Apparel Co., 438 F. Supp. 

2d 653, 656-62, 82 USPQ2d 1122 (E.D. La 2006), aff’d, 550 F.3d 465 (5th Cir. 2008) concerns color 

schemes used by four universities over a hundred years apiece (LSU since 1893; Oklahoma since 1895; 

Ohio State since 1878; USC since 1895), and, more generally, their designs and logos. First, Houndstooth 

is not a color scheme generally employed by the University. Second, the patterns used/licensed by the 

university are constantly changing size, shape color. Third, Coach Bryant‘s patterns in his hats were 

constantly changing size, shape color, and many of patterns were not houndstooth. Moreover, per 

Petitioners‘ own authority, greater weight is given to dominant elements of marks in a likelihood of 

confusion analysis. See Uncle Ben’s Inc. v. Stubenberg Int’l Inc., 47 USPQ2d 1310, 1998 WL 416760, *3 

(TTAB 1997) (Color was not dominant portion of each mark, but rather the word ―BEN‘S‖ in the 

possessive form).  

D. Petitioners’ Declarations Should Not Be Considered 
 

The three declarations attached to Petitioners‘ Response contradict the prior deposition testimony 

of Bryant, Jr. and Finus Gaston, the representative testifying on behalf of the University‘s Board of 

Trustees. Such declarations and affidavits are improper under federal law:  

A district court may disregard an affidavit as a sham when a party to the suit files an 
affidavit that contradicts, without explanation, prior deposition testimony on a material 
fact. The sham affidavit rule should be applied .... when ―[t]he earlier deposition 
testimony ... consist[s] of clear answers to unambiguous questions which negate the 
existence of any genuine issue of material fact.‖ 
 

Kernel Records Oy v. Mosley, 694 F.3d 1294, 1300, 104 USPQ2d 1987 (11th Cir. 2012) cert. denied, 133 

S. Ct. 1810, 185 L. Ed. 2d 812 (U.S. 2013) (internal citations omitted). Because these contradictions have 

been offered without explanation in the face of clear answers to unambiguous questions, the Board should 

disregard the declarations as being shams.  
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i. Bryant, Jr.’s Testimony 
 

Several crucial statements in Bryant, Jr.‘s Declaration attached as an exhibit to Petitioners‘ 

Response are directly contradictory to testimony he offered during his deposition and are offered solely 

for the purpose of creating an issue of fact to survive summary judgment. For example, Bryant, Jr.‘s 

declaration states that ―I am the sole heir and the successor-in-interest to the rights Coach Bryant had in 

his name, likeness, image and trademarks.‖ Bryant, Jr. Declaration, ¶ 2. However, at his deposition, 

Bryant, Jr. testified that he does not know whether any trademarks, other intellectual property, or rights in 

Coach Bryant‘s likeness or name passed to him through Coach Bryant‘s estate. (Bryant Dep. at 71:15 – 

74:2). Moreover, Bryant, Jr. testified he doesn‘t know whether he owns a trademark for a houndstooth 

pattern. (Bryant Dep. at 79:18 – 80:1). Thus, Bryant, Jr.‘s Declaration cannot serve to create an issue of 

fact as to whether any of Coach Bryant‘s intellectual property or rights to his likeness or name have 

passed to him through inheritance or the administration of Coach Bryant‘s estate. Further, it cannot be 

used to create an issue of fact as to whether Bryant, Jr. owns a trademark for a houndstooth pattern.   

Bryant, Jr.‘s Declaration also states that ―[f]or nearly a quarter of a century, Coach Bryant wore 

his signature Houndstooth Pattern hat at almost every University of Alabama football game,‖ inferring the 

hat and the pattern were always the same. Bryant, Jr. Declaration, ¶ 3. However, he acknowledged at his 

deposition that his father wore several different kinds of hats in conjunction with his tenure as football 

coach at the University, and that some of his famous fedoras featured different patterns. (Bryant Dep. at 

59:7 – 60:17). He further acknowledged that these patterns were of different sizes and colors. (Bryant 

Dep. at 60:21 – 61:17). ―Consistent and uniform visual use strengthens both the legal, marketing and 

economic value of the trademark.‖ 1 McCarthy on Trademarks and Unfair Competition § 7:38.50 (4th 

ed.). As set forth in Registrant‘s Motion for Summary Judgment, the opposite is also true: inconsistent 

visual use does not warrant protection. Bryant, Jr.‘s declaration cannot be used to create an issue of fact as 

to whether Coach Bryant had a singular hat and pattern that he wore during his tenure as the football 

coach at the University. 
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ii. Finus Gaston’s Testimony 
 

Gaston‘s Declaration, like Bryant, Jr.‘s, repeatedly references Coach Bryant‘s ―iconic‖, 

―signature‖ or ―famous‖ Houndstooth Pattern hat in the singular form in order to give the impressions of a 

consistency in use. See Gaston Declaration at ¶¶ 4, 8, 9, 10, 11, 23, 24, & 26). However, Gaston 

acknowledged Coach Bryant wore hats other than Fedoras to football games; that he wore fedoras with 

patterns other than houndstooth on them; and that some of the fedoras were different colors. (Gaston Dep. 

at 98:11- 99:4). Gaston admitted there are many different types and designs of the houndstooth pattern 

(Gaston Dep. at 33:1-5). He further testified the University does not claim any intellectual property rights 

to a specific type or design of the houndstooth pattern. (Gaston Dep. at 33:6-14). He admitted no one 

from Coach Bryant‘s Estate has told him that the University should use a particular houndstooth pattern. 

(Gaston Dep. at 33:15-20). He also admitted that Coach Bryant did not secure a trademark that included a 

houndstooth pattern. (Gaston Dep. at 23:3-10). Thus, like Bryant, Jr.‘s declaration, Gaston‘s declaration 

cannot be used to create an issue of fact as to whether Coach Bryant had a singular hat and pattern he 

wore during his tenure as the football coach at the University. 

Further, Gaston‘s Declaration states that ―The University‘s football team regularly uses the 

Houndstooth Pattern to pay tribute to its former coach.‖ Gaston Declaration, ¶ 13. However, Gaston 

testified at his deposition the University has incorporated houndstooth into its football team‘s uniforms, 

albeit subtly, on only three occasions. (Gaston Dep. at 99:22-101:22). Three occasions over the thirty 

years since Coach Bryant‘s death is hardly ―regular‖ use, and Gaston‘s declaration cannot be used to 

create an issue of fact as to this matter. 

Finally, Gaston‘s Declaration states that ―[t]he public, and in particular the University‘s fans, 

students, and alumni, immediately associate the Houndstooth Pattern with Coach Bryant and the 

University.‖ However, Gaston testified at his deposition ―[t]he houndstooth pattern itself alone does not 

draw an association with the University unless [The University‘s] marks are associated with that.‖ 

(Gaston Dep. at 30:9-13). Further, Gaston doesn‘t believe the University has the right to license the 

houndstooth pattern alone without any other trademarks. (Gaston Dep. at 30:1-8). Thus Gaston‘s 
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declaration cannot be used to create an issue of fact as to whether the public associates houndstooth with 

the University when removed from the University‘s marks.  

iii. Alicia Jones’ Declaration 
 

Alicia Jones‘ Declaration says that a ―true and correct copy of Registrant‘s Facebook page is 

attached as Exhibit B.‖ Jones Declaration, ¶ 3. However, Registrant does not have a Facebook page. The 

time stamp on Petitioners‘ copy of Registrant‘s alleged Facebook page clearly says ―7/10/13‖ in the 

upper-right hand corner, and was thus over a year old prior to the submission of Petitioners‘ Response. 

Registrant‘s Facebook page for GameDawg Collegiate was removed as soon as the Registrant was made 

aware of its contents. See Registrant‘s Declaration, attached herewith as Exhibit A. The Registrant made 

it abundantly clear at his deposition the content of the Facebook page had been published without 

Registrant‘s authorization or consent and that Registrant would not have agreed to publish the content. 

(Diaz Dep. at 81:12 – 85:7).  

Furthermore, Jones‘s Declaration states ―the Board‘s decision in The Bd. of Trustees of the 

University of Ala. v. Pitts, 50 USPQ2d 2001 (TTAB 2013) was vacated by the U.S. District Court for the 

Northern District of Alabama.‖ Jones Declaration, ¶ 6.6 For reasons described above, the Supreme Court 

of the United States has explicitly prohibited vacatur by the appellate court under these circumstances.   

E. Misrepresentation of Registrant’s Testimony 
 

Petitioners have taken liberties with the Registrant‘s testimony by ignoring qualifications or 

contrary testimony when it suits Petitioners‘ argument. For example, Petitioners claim on p. 8 of their 

Response that Registrant‘s Mark is a ―self-proclaimed symbol for ‗Alabama fans everywhere.‘‖ However,  

Registrant explicitly testified that he disagreed with the statement that Registrant‘s mark was for 

―Alabama fans everywhere.‖ (Diaz Dep. at 84:20 – 23). Moreover, Registrant explicitly testified that he 

did not agree with the Facebook statements referenced by Petitioner, and that the content on the Facebook 

page was created without Registrant‘s authorization or permission by his son.  (Diaz Dep. at 81:8 – 85:7); 

                                                           
6 Registrant assumes this is a reference to The Bd. of Trustees of the University of Ala. v. Pitts, 107 
USPQ2d 2001, 2013 WL 4397047 (TTAB 2013).  
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see also Registrant‘s Declaration, attached herewith as Exhibit 2. Registrant acknowledged that the 

Facebook page had been taken down, and that he never had a contract with the University. (Diaz Dep. 

82:16 – 84:16). 

Further, Registrant testified that only part of the reason he chose houndstooth and the elephant 

was to appeal to University of Alabama fans. (Diaz Dep. at 58:16 – 59:10). Registrant never testified that 

he primarily sells at University of Alabama football games; rather, he testified to selling at football 

games, festivals, and other events. (Diaz Dep. at 34:14 – 35:7), as well as at mall kiosks (Diaz Dep. at 

41:18 – 42:25). Moreover, Registrant did not testify that ―Campus Traditions‖ refers to the University of 

Alabama. In fact, Registrant explicitly testified that he did not choose ―Campus Traditions‖ to refer to the 

University of Alabama. (Diaz Dep. at 24:20 – 25:3).  Finally, Registrant never testified that Alabama fans 

associate the houndstooth pattern exclusively with Coach Bryant. In fact, Diaz said in his deposition that 

people also associate Coach Bryant with wearing plaid. (Diaz Dep. at 62:22 – 63:3). Diaz did not testify 

that the public uses the Houndstooth Pattern as a visual short-hand to refer to Coach Bryant or to the 

University—especially not uniquely.  

F. Houndstooth Mafia Mark 
 

Petitioners HOUNDSTOOTH MAFIA mark (―HM Mark‖) is the subject of its Motion for Leave 

to File Second Amended Petition to Cancel. This motion has not been granted and is actively opposed by 

the Registrant. The HM Mark has not been identified in the Petition to Cancel or the First Amended 

Petition to Cancel as a mark upon which Petitioners‘ base their rights. As such it should receive no 

consideration relative to this motion.  

Nevertheless, if Petitioners are allowed to rely upon the HM Mark to rebut Registrant‘s Motion 

for Summary Judgment, the HM Mark does little to add to the strength of Petitioners‘ cancellation 

proceedings. First, the background (i.e., houndstooth contained in generic shapes) for a word mark 

(―Houndstooth Mafia‖), cannot function as a mark on its own unless the shape of the background creates 
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a separate commercial impression on the ordinary buyer.7 See Am. Can Co. v. Marcal Paper Mills, Inc., 

152 USPQ 772, 1967 WL 7535 (TTAB 1967) (oval background with stripped pattern fill did not create a 

separate commercial impression on the ordinary buyer when removed from word mark it is used in 

conjunction with); Marcalus Mfg. Co. v. Watson, 156 F. Supp. 161, 162-63, 115 USPQ 232 (D.D.C. 

1957); Dow Corning Corp. v. Applied Power Indus., Inc., 322 F. Supp. 943, 945, 167 USPQ 730 (N.D. 

Ill. 1970).  

Second, a design or pattern used as a background has no significance by itself unless it is 

―distinctive.‖ Distinctiveness breaks up into three separate issues for background patterns: (1) The design 

must be incidental to its principal impact of identifying and distinguishing the source of the goods; (2) 

The design must create a separate commercial impression upon the ordinary buyer, totally separate and 

apart from that created by other marks created by the background design; and (3) If the design is not 

inherently distinctive, there must be some proof that buyers have come to use the design to identify once 

single source of the goods or services (i.e., must establish secondary meaning). McCarthy‘s, §7:28.  

As set forth in Pitts: 

There is no evidence showing that the Houndstooth Pattern creates a commercial 
impression distinct from any accompanying indicia of the University or that the 
University has promoted it as such. Opposers have punted away their claim of broad 
rights in any use of a houndstooth pattern by conceding that they only claim rights in the 
Houndstooth Pattern ―when the houndstooth pattern is used on products sold in Alabama 
or used in connection with trademarks or other indicia of the University or Coach Bryant. 
 

The Bd. of Trustees of the Univ. of Alabama & Paul W. Bryant, Jr., 107 U.S.P.Q.2d 2001, 2013 WL 

4397047, *14 (TTAB 2013).  

 Only the University—not Paul Bryant, Jr.—has allegedly got any ownership interest in the 

HOUNDSTOOTH MAFIA mark. See District Court Order at ¶ 6, evidencing assignment in all ―right, 

title and interest in and to‖ the mark from Pitts and Blackburn to the University; Declaration of Finus 

                                                           
7 The ―Houndstooth Mafia‖ word mark is the distinctive portion of the HM Mark and is readily 
distinguished from Registrant‘s mark, leaving little possibility for a likelihood of confusion. Thus only 
the houndstooth patterned background of the HM Mark is relevant to the current matter.  
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Gaston, ¶ 33. Moreover, the University is not known to use the HM Mark. Thus, the HM Mark does little 

to further Petitioners‘ claims.  

G. Original Houndstooth Mark  
 

The Petitioners‘ claim that the ORIGINAL HOUNDSTOOTH mark  (―OH Mark‖) has been used 

by Original Houndstooth pursuant to a license from the University since December 2010. Response to 

Motion for Summary Judgment, p. 9. Likewise, Gaston‘s declaration claims the goods in Exhibit W are 

examples of the University‘s licensed products sold by Original Houndstooth. Gaston Declaration, ¶ 43. 

However, Original Houndstooth is no longer in business and their web page is no longer fully 

functioning.  See Michael Douglas‘s Declaration, attached herewith as Exhibit 3.  As such, the OH Mark 

is no longer in use and has been abandoned. See Dial-A-Mattress Operating Corp. v. Mattress Madness, 

Inc., 841 F. Supp. 1339, 1355, 33 USPQ2d 1961 (E.D.N.Y. 1994) (―Once abandoned, the mark reverts 

back to the public domain whereupon it may be appropriated by anyone who adopts the mark for his or 

her own use‖). It is thus difficult to see how Registrant can say with any credibility that confusion 

between Registrant‘s Mark and the OH Mark is evidence of ―actual and ongoing‖ confusion. See 

Response to Motion for Summary Judgment, p. 21. Further, Petitioners‘ argument that the public need not 

know the ultimate source of the Original Houndstooth mark is misguided in this scenario. McCarthy’s § 

3:9 says that the public doesn‘t have to know the ultimate source so long as it knows that products bearing 

the mark come from a single source. 1 McCarthy on Trademarks and Unfair Competition § 3:9 (4th ed.). 

Here, the public clearly believed that products bearing the mark came from a single source—Original 

Houndstooth—as opposed to the University.  

Respectfully submitted,  
 
     /s/ Michael J. Douglas 
     Michael J. Douglas 
     Attorney for Registrant  
OF COUNSEL 
Friedman, Dazzio, Zulanas & Bowling, P.C. 
3800 Corporate Woods Drive 
Birmingham, AL 35242 
Phone: (205) 278-7000 
Facsimile: (205) 278-7001 
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