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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
IML – INSTRUMENT MECHANIC LABOR, INC.
Petitioner,
v.
FRANK RINN
Registrant.
Trademark
Registration No.
Registration Date

:
:
:

)
)
)
)
)
)
)
)
)

Opposition No.: 92056206

RESISTOGRAPH
3,752,461
February 23, 2010

REGISTRANT’S MOTION TO COMPEL ANSWERS TO INTERROGATORIES
AND RESPONSES TO DOCUMENT REQUESTS

Pursuant to Rule 37 of the Federal Rules of Civil Procedure and Rules 2.120 and 2.127
of the Trademark Rules of Practice, Registrant, FRANK RINN (“RINN”), by its attorneys,
respectfully moves the Trademark Trial and Appeal Board for an order compelling Petitioner,
IML - INSTRUMENT MECHANIC LABOR, INC. (“IML”) to: (1) fully respond to all
deficiencies in Petitioner's answers to Registrant's interrogatories; and (2) fully respond to all
deficiencies in Petitioner's responses to Registrant's document requests and produce the
responsive documents. In support of this motion, Registrant states as follows:
I.

BACKGROUND

On September 19, 2012, Petitioner, IML, filed a Petition For Cancellation against
Registrant's, RINN's, U.S. Trademark Registration 3,752,461 for “RESISTOGRAPH.” [Dkt.
1]. In the Petition For Cancellation, Petitioner asserted four grounds for cancellation,
specifically, fraud, genericness, priority and likelihood of confusion, and mere descriptiveness.
Id.
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On or about November 29, 2012, Registrant filed an Answer in which Registrant denied
the essential allegations of the Petition For Cancellation and demanded that the Petition For
Cancellation be denied. [Dkt. 6].
As this Board is aware, these proceedings have been extended by mutual consent of
the parties to facilitate discussions for possible settlement and then, as the matter was not
settled, to facilitate activities in connection with initial disclosures and responding to the
parties' respective propounded written discovery. Under the current scheduling Order, the
Discovery Period is set to close on June 17, 2016.
II.
A.

REGISTRANT'S DISCOVERY EFFORTS

Registrant's Discovery Requests
On December 3, 2013, Registrant served Registrant's First Set of Interrogatories (Nos.

1-35) (“Interrogatories”), a true and correct copy of which is attached hereto as Exhibit A,
and Registrant's First Request for Production of Documents to Petitioner (Nos. 1-43)
(“Document Requests”), a true and correct copy of which is attached hereto as Exhibit B,
(collectively referred to herein as, “Registrant's Discovery Requests”).
On March 10, 2015, IML served Petitioner's Answer to Registrant's First Set of
Interrogatories, a true and correct copy of which is attached hereto as Exhibit C.
On May 22, 2015, IML served Petitioner's Response to Registrant's First Request For
Production of Documents, a true and correct copy of which is attached hereto as Exhibit D.
No documents accompanied the response.
On or about May 27, 2015, IML produced Petitioner's first production of documents
(IML 00100 - 00259) to support Petitioner's Response to Registrant's First Request For
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Production of Documents, a true and correct copy of the correspondence regarding same is
attached hereto as Exhibit E.1
On August 13, 2015, IML produced Petitioner's second production of documents (IML
00260 - 00811) to support Petitioner's Response to Registrant's First Request For Production
of Documents. [See Exhibit E, Pg. 2].
Then again, on October 14, 2015, IML produced Petitioner's third production of
documents (IML 00812 - 00887) to support Petitioner's Response to Registrant's First Request
For Production of Documents. [See Exhibit E, Pg. 3].
On November 20, 2015, Registrant's served Petitioner with a letter identifying
deficiencies revealed in Petitioner's Answer to Registrant's First Set of Interrogatories and
Petitioner's Response to Registrant's First Request For Production of Documents, a true and
correct copy of the letter is attached hereto as Exhibit F. Specifically, this letter identified
deficiencies in the manner of production, Interrogatory Nos. 2, 3, 5, 10, 16, and 17; and
Document Request Nos. 2, 3, 5, 6, 8, 12, 13, 14, 17, 18, 19, 20, 21, 22, 34, 35, 36, 37, 38, 39,
40, and 42.
On December 16, 2015, Registrant sent a request to Petitioner requesting a date certain
for Petitioner's response to the deficiency letter, a true and correct copy of the correspondence
is attached hereto as Exhibit G. No response was received from Petitioner.
In the absence of any response from Petitioner, on March 3, 2016, Registrant again
sent another request to Petitioner regarding Petitioner's responses to the deficiency letter, a
true and correct copy of the correspondence is attached hereto as Exhibit H.

1

The documents produced were bate stamped IML 00100 - 00259. As IML began its numbering at IML 00100,
there are no documents bate stamped IML 00001 - 00099.
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On March 3, 2016, Petitioner responded that it was “waiting for some further client
information/instructions” and substantive responses would be forthcoming, a true and correct
copy of the correspondence is attached hereto as Exhibit I.
Then finally, on March 16, 2016, Petitioner provided its response to the deficiency
letter, a true and correct copy of the correspondence is attached hereto as Exhibit J.
After waiting four months, Petitioner decided to not respond to any of the deficiencies
raised in Registrant's deficiency letter. Instead of substantively responding, Petitioner, in
relevant part, “continued its objections to certain of the points pressed ” [Ex. J, Pg. 1, ¶3],
“reiterates certain discovery requests that [Petitioner] find[s] to be unduly burdensome and/or

where the cost of responding to such requests outweighs the need of the person seeking
discovery of information” [Ex. J. Pg. 2, ¶2], indicated that it thought “some of the requests
may be reasonable” [Id.] but failed to provide the answers or documents to any of these and/or
whether they will ever be provided, and contemplated Board intervention to resolve these
discovery disputes. [Ex. J. Pg. 1, ¶4].
Petitioner's even further suggests that Registrant should simply ignore the deficiencies
for now and proceed directly to the time consuming and costly depositions with the hope that
Registrant may somehow resolve these deficiencies themselves. [Ex. J. Pg. 2, ¶2]. This is
completely unacceptable. The burden of responding to Registrant's propounded written
discovery rests on the Petitioner. Registrant is entitled to Petitioner remedying all of its
deficiencies in order for Registrant to effectively defend this matter. Petitioner brought this
matter against Registrant and, and contrary to Petitioner's suggestion, must properly respond.
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III.

MOTION TO COMPEL

A party who has propounded discovery requests may use a motion to compel answers
to interrogatories and responses to document requests for failure to respond to these requests.
See 37 C.F.R. § 2.120(e).
A.

Petitioner's Has Failed To Produce Its Documents In Accordance With Rule 34 of
Federal Rules of Civil Procedure
Upon receiving Petitioner's first production of responsive documents bate stamped IML

00100 - IML 00259, Registrant noted that these documents appeared individually selected for
production and organized by various subject matter categories. Registrant then requested
Petitioner to “identify, by bates number, the documents from this first production that IML
believes to be responsive to each of Registrant's Request For Production Nos. 1-43”, in
accordance with Rule 34(b)(2)(E)(i), “organize and label them to correspond to the categories
in the request.” [See true and accurate copy of correspondence attached hereto as Exhibit K].

In response, Petitioner refused asserting that this first production of responsive
documents bate stamped IML 00100 - IML 00259 was produced pursuant to Rule
34(b)(2)(E)(i), “as they are kept in the usual course of business.” [See true and accurate copy

of correspondence attached hereto as Exhibit L]. Petitioner's second production of responsive
documents were then identified as File Nos. 1-22 (i.e., covering IML 00260 - IML 00811), and
Petitioner's third production of responsive documents did not identify any corresponding File
Nos. but simply identified the entire production as IML 00812 - IML 00887.
“A party selecting [this] alternative method of production bears the burden of

demonstrating that the documents made available were in fact produced consistent with that
mandate. . .To carry this burden, a party must do more than merely represent to the court and
the requesting party that the documents have been produced as they are maintained. ” Venture
Corporation LTD v. Barrett, No. 5: 13-cv-03384-PSG, at 2 (N.D. Cal. Feb. 5, 2014) and
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Charles Alan Wright, Arthur R. Miller, & Richard L. Marcus, Federal Practice and Procedure
§ 2213 at p.186.
The Court further enumerated that: “Providing information about how documents and

ESI are kept under subsection (i) "[a]t a minimum . . . mean[s] that the disclosing party should
provide information about each document which ideally would include, in some fashion, [1]
the identity of the custodian or person from whom the documents were obtained, [2] an
indication of whether they are retained in hard copy or digital format, [3] assurance that the
documents have been produced in the order in which they are maintained, and [4] a general
description of the filing system from which they were recovered." Id. at 3.
Accordingly, Registrant requested Petitioner to provide this additional information to
comply with the production method chosen by IML. [See true and accurate copy of
correspondence attached hereto as Exhibit M].
Petitioner, however, continues to refuse to comply with its chosen production method
asserting this now to be “unduly burdensome and/or where the cost of responding to such
requests outweighs the need of the person seeking discovery of information.” [Ex. J. Pg. 2,
¶2]
Petitioner cannot have it both ways. All of the documents produced appeared to
Registrant to be individually selected for production and organized by various subject matter
categories such that Petitioner should have “organize[d] and label[ed] them to correspond to
the categories in the request” in accordance with Rule 34(b)(2)(E)(i). Yet surprisingly,
Petitioner indicates that these documents were produced “as they are kept in the usual course
of business.” If this is truly the case, and since Petitioner has not produced that many
documents (i.e., the totality of documents fits in less than one (1) bankers box), then
Petitioner must comply with the law and provide the additional information.
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B.

Petitioner Has Failed to Respond To Deficiencies In Petitioner's Responses To
Registrant's Discovery Requests
Registrant asserts the following deficiencies in Petitioner's Answer to Registrant's First

Set of Interrogatories, Interrogatory Nos. 2, 3, 5, 10, 16, and 17; and Petitioner's Response to
Registrant's First Request For Production of Documents, Document Request Nos. 2, 3, 5, 6, 8,
12, 13, 14, 17, 18, 19, 20, 21, 22, 34, 35, 36, 37, 38, 39, 40, and 42. [See also, Exhibit F]

INTERROGATORY #2:
For each product or service identified or described in answer to Interrogatory #1, state:
(a)
the Date that Petitioner first used anywhere the Petitioner's Marks in connection
with that product or service in the United States; and
(b)
the Date that Petitioner first used in interstate commerce the Petitioner's Marks
in connection with that product or service in the United States.
Deficiency. Petitioner's answer to this interrogatory that "IML notes that in its U.S.
trademark application serial no. 76/376715, it stated a date of first use of the trademark
RESISTOGRAPH in commerce in the U.S. as having occurred at least as early as
April, 1997..." (emphasis added) is vague and incomplete.
As Petitioner is asserting priority as a ground for cancellation, Registrant is
entitled to know all of the trademarks that Petitioner is asserting prior use to support its
petition. Petitioner refers to RESISTOGRAPH in its answer above and further cites the
trademark IML-RESISTOGRAPH from U.S. Trademark Application, Serial Number
85/315,107, in its Petition for Cancellation. Accordingly, please confirm all of the
trademarks that Petitioner is asserting prior use to support its priority claim.
For each of these trademarks, a statement that the date is "at least as early as" is
not sufficient. The exact dates that Petitioner first used these marks in connection with
the goods and services identified in answer to Interrogatory No. 1 anywhere in the
United States and first used in interstate commerce in the United States must also be
provided.
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INTERROGATORY #3:
For each use identified in answer to Interrogatory #2(a) and (b), does the Petitioner claim to
have acquired the rights to said use therein from any other person, including IML-Instrumenta
Mechanic Labor System GmbH, or any other person which is a parent company or predecessor
in interest of the Petitioner, respecting ownership of the mark. If the answer to this
Interrogatory is anything other than an unqualified negative:
(a)
identify each person from whom the Petitioner claims to have acquired the
rights;
(b)
state the date on which the acquisition occurred;
(c)
state in detail all facts and circumstances as to how Petitioner acquired such
trademark rights;
(d)
identify all persons having knowledge of the acquisition; and
(e)
identify all documents referring or relating to the acquisition.
Deficiency. Petitioner's objection and answer to this interrogatory is vague and
incomplete. In its Petition for Cancellation, Petitioner make the following allegations:
"9. In 1993 and 1994, IML-Germany [i.e., IML-Instrumenta Mechanic Labor
System GmbH] instructed and paid Rinn to present its RESISTOGRAPH instrument at
several conferences in the United States."
"12. In 1997, IML-Germany established Petitioner as its U.S. subsidiary, and
U.S. sales of its RESISTOGRAPH instruments began in earnest..."
"25. Since Petitioner [i.e., IML-Instrument Mechanic Labor, Inc. located in
Kennesaw, Georgia] commenced its use of the RESISTOGRAPH trademark in the U.S.
in 1993..."
Based on the above, Petitioner alleges that both IML-Germany [i.e., IMLInstrumenta Mechanic Labor System GmbH] and Petitioner [i.e., IML-Instrument
Mechanic Labor, Inc. located in Kennesaw, Georgia] commenced use of the
RESISTOGRAPH trademark in 1993; yet, further alleges that Petitioner was not
established until 1997.
Accordingly, if Petitioner [i.e., IML-Instrument Mechanic Labor, Inc. located in
Kennesaw, Georgia] claims to have acquired rights to any trademarks [i.e.,
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RESISTOGRAPH, IML-RESISTOGRAPH, etc...] in answer to Interrogatory No. 2
from IML-Germany [i.e., IML-Instrumenta Mechanic Labor System GmbH] with
which it is basing its dates of first use to support its priority claim, Registrant is entitled
to the answers to this Interrogatory No. 3(a)-(e). If the answer is no, then Petitioner
must likewise confirm.

INTERROGATORY #5:
State in detail all facts and circumstances as to how IML-Instrumenta Mechanic Labor System
GmbH exercises ownership and control over the nature and quality of each of Petitioner's
Marks.
Deficiency. Petitioner's objection and answer to this interrogatory is incomplete. If
Petitioner claims to have acquired rights to any trademarks in answer to Interrogatory
No. 3 from IML-Germany [i.e., IML-Instrumenta Mechanic Labor System GmbH] with
which it is basing its dates of first use to support its priority claim, Registrant is entitled
to know the facts and circumstances of how IML-Germany [i.e., IML-Instrumenta
Mechanic Labor System GmbH] exercised ownership of this trademark over the
Registrant, Frank Rinn (e.g., is there some provision in an employment agreement,
independent contractor agreement, license agreement that supports IML's ownership
over Frank Rinn, or is it something else?) and how did IML-Germany [i.e., IMLInstrumenta Mechanic Labor System GmbH] exercise control over the nature and
quality of this trademark by Frank Rinn (e.g., at the very least a general description of
what actions were taken).

INTERROGATORY #10:
State in detail all facts and circumstances relating to Petitioner's or, its predecessor in interest's
(i.e., if acquired through IML-Instrumenta Mechanic Labor System GmbH, or any other person
which is a parent company or other predecessor in interest), conception, consideration,
development, selection, and adoption of Petitioner's Marks, and identify each and every person,
whether or not associated with the Petitioner, who participated concerning:
(a)
the selection of each of Petitioner’s Marks,
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(b)
(c)

the date the person(s) participated in the selection of Petitioner’s Marks; and
the extent of the person(s) participation in the selection of Petitioner’s Marks.

Deficiency. Petitioner's objection and answer to this interrogatory is incomplete. If
Petitioner claims to have acquired rights to any trademarks in answer to Interrogatory
No. 3 from IML-Germany [i.e., IML-Instrumenta Mechanic Labor System GmbH] with
which it is basing its dates of first use to support its priority claim, Registrant is entitled
to know the facts and circumstances of IML-Germany [i.e., IML-Instrumenta Mechanic
Labor System GmbH] conception, consideration, development, selection and adoption
of those trademarks and the identity of each and every person in connection with (a)(c).
Petitioner's objection relating to IML-Germany [i.e., IML-Instrumenta
Mechanic Labor System GmbH] is also improper. Petitioner cannot assert allegations to
support its Petition for Cancellation relating to IML-Germany including, for example,
that IML-Germany adopted the trademark RESISTOGRAPH" [Petition For
Cancellation, ¶7], and then assert that since IML-Germany is not a party to this
proceeding, it does not have to answer this interrogatory.
If Petitioner does not claim to have acquired rights to any trademarks in answer
to Interrogatory No. 3 from IML-Germany [i.e., IML-Instrumenta Mechanic Labor
System GmbH] and instead is basing its dates of first use to support its priority claim
upon Petitioner only, Registrant is entitled to know the facts and circumstances of
Petitioner's [i.e., IML-Instrument Mechanic Labor, Inc. located in Kennesaw, Georgia]
conception, consideration, development, selection and adoption of those trademarks
and the identity of each and every person in connection with (a)-(c).
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INTERROGATORY #16:
Excluding the Registrant, has Petitioner ever objected in any way to the use or registration by
any person of the RESISTOGRAPH mark or any part thereof on the basis of alleged similarity
or likelihood of confusion? If the answer to the Interrogatory is anything other than an
unqualified negative, state in detail all facts and circumstances relating to each such objection
including the resolution thereof.
Deficiency. Petitioner's answer to this interrogatory is incomplete. Petitioner's answer
to this interrogatory that "IML has not objected in writing to the use or registration by
any party other than Registrant of the term RESISTOGRAPH as a trademark on the
basis of alleged similarity or likelihood of confusion" (emphasis added) implies that
Petitioner may still have made objections orally that may have resulted in subsequent
writings relating to resolution of the same. Accordingly, Registrant is entitled to
Petitioner's answer to this interrogatory relating to any oral objections and resolutions
of same.

INTERROGATORY #17:
Excluding the Registrant, has any person objected to Petitioner’s use or registration of any of
Petitioner's Marks or any part thereof on the basis of alleged similarity or likelihood of
confusion? If the answer to this Interrogatory is anything other than an unqualified negative,
state in detail all facts and circumstances relating to each such objection including the
resolution thereof.
Deficiency. Petitioner's answer to this interrogatory is incomplete. Petitioner's answer
to this interrogatory that "no person other than Registrant has objected in writing to
IML concerning IML's use of the term RESISTOGRAPH as a trademark on the basis of
alleged similarity or likelihood of confusion" (emphasis added) implies that oral
objections may still have been made resulting in subsequent writings relating to
resolution of the same. Accordingly, Registrant is entitled to Petitioner's answer to this
interrogatory relating to any oral objections and resolutions of same.

P a g e | 11

REQUEST FOR PRODUCTION #2.
All documents which memorialize, relate, or refer to the Date that Petitioner first used
anywhere the Petitioner's Marks in connection with each product and service in the United
States.
Deficiency. Petitioner's production to this request is incomplete. In the response to this
request, Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, none appear responsive. Petitioner must
identify by bate stamp the documents that IML produced which are responsive to this
request or produce the responsive documents.

REQUEST FOR PRODUCTION #3.
All documents which memorialize, relate, or refer to the Date that Petitioner first used in
interstate commerce the Petitioner's Marks in connection with each product and service in the
United States.
Deficiency. Petitioner's production to this request is incomplete. In the response to this
request, Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, none appear responsive. Petitioner must
identify by bate stamp the documents that IML produced which are responsive to this
request or produce the responsive documents.

REQUEST FOR PRODUCTION #5.
All documents which memorialize, relate, or refer to any assignments, licenses, distributorship
agreements, security agreement, or any other type of transfer of any rights or ownership from
any third party (including IML-Instrumenta Mechanic Labor System GmbH, or any other
person which is a parent company or predecessor in interest) to Petitioner in each of
Petitioner's Marks, together with related correspondence or other documents between the third
party and Petitioner.
Deficiency. Petitioner's production to this request is incomplete. Upon review of IML's
production, a Distributor Agreement from IML-Germany [i.e., IML-Instrumenta
Mechanic Labor System GmbH], bate stamped IML 00403 through 00418, and
correspondence bate stamped IML 00377 through 00381, IML 00382 through 00402,
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are the only documents that appear responsive to this request. As this request further
includes "assignments, licenses, security agreement, or any other type of transfer of any
rights or ownership from any third party (including IML-Instrumenta Mechanic Labor
System GmbH to Petitioner in each of Petitioner's Marks", Petitioner must identify by
bate stamp if there are any other documents that IML produced which are responsive to
this request or produce the responsive documents. If the answer is none and these are
the only documents, then Petitioner must likewise confirm.
REQUEST FOR PRODUCTION #6.
All documents relating to any past, current, or proposed assignments, licenses, distributorship
agreements, security agreement, or any other type of transfer of any rights or ownership from
Petitioner to any third party in each of Petitioner's Marks, together with related correspondence
or other documents between Petitioner and the third party.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no "assignments, licenses,
distributorship agreements, security agreements, or any other type of transfer of any
rights or ownership from Petitioner to any third party in each of Petitioner's Marks."
Petitioner must identify by bate stamp if there are any documents that IML produced
which are responsive to this request or produce the responsive documents. If the answer
is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #8.
All documents which memorialize, relate, or refer to, and/or support Petitioner's answer to
Interrogatory #5.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents supporting
Petitioner's answer to Interrogatory No. 5. Petitioner must identify by bate stamp if
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there are any documents that IML produced which are responsive to this request or
produce the responsive documents. If the answer is none, then Petitioner must likewise
confirm.

REQUEST FOR PRODUCTION #12.
All documents which memorialize, relate, or refer to the conception, consideration,
development, selection, and adoption by Petitioner of each of Petitioner's Marks.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents regarding
conception, consideration, development, selection, and adoption by Petitioner of each
of Petitioner's Marks. Petitioner must identify by bate stamp if there are any documents
that IML produced which are responsive to this request or produce the responsive
documents. If the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #13.
All documents which memorialize, relate, or refer to the conception, consideration,
development, selection, and adoption by Petitioner's predecessor in interest's (i.e., if acquired
through IML-Instrumenta Mechanic Labor System GmbH, or any other person which is a
parent company or other predecessor in interest) of each of Petitioner's Marks.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents regarding
conception, consideration, development, selection, and adoption by Petitioner's
predecessor in interest (i.e., if acquired through IML-Instrumenta Mechanic Labor
System GmbH) or other predecessor in interest of each of Petitioner's Marks. Petitioner
must identify by bate stamp if there are any documents that IML produced which are
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responsive to this request or produce the responsive documents. If the answer is none,
then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #14.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 7.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents supporting
Petitioner's Petition For Cancellation, Paragraph 7. Petitioner must identify by bate
stamp if there are any documents that IML produced which are responsive to this
request or produce the responsive documents. If the answer is none, then Petitioner
must likewise confirm.

REQUEST FOR PRODUCTION #17.
All documents which memorialize, relate, or refer to any research, study, or investigation(s),
including surveys, pretest, poll, questionnaire, or other investigation, conducted by, for, or on
behalf of, the Petitioner or any other entity relating to the public’s recognition of or reaction to
any or all of Petitioner’s Marks, secondary meaning, confusion or the likelihood of confusion,
mistake or deception resulting from the use of any or all of Petitioner’s Marks, or any part
thereof.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents regarding any
research, study, or investigation(s), including surveys, pretest, poll, questionnaire, or
other investigations conducted by, for, or on behalf of, the Petitioner relating to the
public's recognition of or reaction to Petitioner's Marks, secondary meaning, confusion,
or likelihood of confusion, mistake or deception resulting from the use of Petitioner's
Marks. Petitioner must identify by bate stamp if there are any documents that IML
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produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #18.
All documents which memorialize, relate, or refer to any research, study, or investigation(s),
including surveys, pretest, poll, questionnaire, or other investigation, conducted by, for, or on
behalf of, the Petitioner or any other entity relating to the public’s re cognition of or reaction to
any or all of Registrant’s Marks, secondary meaning, confusion or the likelihood of confusion,
mistake or deception resulting from the use of any or all of Registrant’s Marks, or any part
thereof.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's entire production, there are no documents regarding
any research, study, or investigation(s), including surveys, pretest, poll, questionnaire,
or other investigations conducted by, for, or on behalf of, the Petitioner relating to the
public's recognition of or reaction to Registrant's Marks, secondary meaning, confusion,
or likelihood of confusion, mistake or deception resulting from the use of Registrant's
Marks. Yet, Petitioner's answer to Interrogatory Nos. 12-15, further states none.
Petitioner must reconcile this conflict and identify by bate stamp if there are any
documents that IML produced which are responsive to this request or produce the
responsive documents. If the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #19.
All documents which memorialize, relate, or refer to any research, study, or investigation(s),
including surveys, pretest, poll, questionnaire, or other investigation, conducted by, for, or on
behalf of, the Petitioner or any other entity relating to whether Registrant's Mark is generic.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents regarding any
research, study, or investigation(s), including surveys, pretest, poll, questionnaire, or
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other investigations conducted by, for, or on behalf of, the Petitioner relating to whether
Registrant's Mark is generic. Yet, Petitioner's answer to Interrogatory No. 14, further
states none. Petitioner must reconcile this conflict and identify by bate stamp if there
are any documents that IML produced which are responsive to this request or produce
the responsive documents. If the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #20.
All documents which memorialize, relate, or refer to any instance(s) of confusion, mistake or
deception, including inquiries, comments or other communications on behalf of, by, or from
any customers, purchasers, suppliers, distributors, or any members of the public, either written
or oral, involving, referring to, which suggests, implies, infers any confusion, suspicion, belief
or doubt as to a possible relationship between Petitioner and Registrant or the source, origin,
affiliation, association, sponsorship, or approval of their respective products and/or services.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents regarding
instance(s) of confusion, mistake or deception, including inquiries, comments or other
communications on behalf of, by, or from any customers, purchasers, suppliers,
distributors, or any members of the public, either written or oral, involving, referring to,
which suggests, implies, infers any confusion, suspicion, belief or doubt as to a possible
relationship between Petitioner and Registrant or the source, origin, affiliation,
association, sponsorship, or approval of their respective products and/or services. Yet,
Petitioner's answer to Interrogatory No. 19, further states that "yes, [Petitioner] is aware
of instances of apparent confusion relating to the RESISTOGRAPH name/mark."
Petitioner must reconcile this conflict and identify by bate stamp if there are any
documents that IML produced which are responsive to this request or produce the
responsive documents. If the answer is none, then Petitioner must likewise confirm and
supplement its interrogatory answer.
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REQUEST FOR PRODUCTION #21.
Each and every piece of misdirected mail or e-mail, evidence of telephone calls, orders,
inquiries or communications received by Petitioner with respect to any or all of Petitioner’s
Marks which were or may have been intended for Registrant.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, there are no documents regarding
misdirected mail or e-mail, evidence of telephone calls, orders, inquiries or
communications received by Petitioner with respect to any or all of Petitioner’s Marks

which were or may have been intended for Registrant. Yet, Petitioner's answer to
Interrogatory No. 19, further states that "yes, [Petitioner] is aware of instances of
apparent confusion relating to the RESISTOGRAPH name/mark." Petitioner must
reconcile this conflict and identify by bate stamp if there are any documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm and supplement its
interrogatory answer.

REQUEST FOR PRODUCTION #22.
Each and every comment, criticism, complaint, evaluation, or any other information either at
the request of the Petitioner or unsolicited from any customers, prospective customers of
Petitioner, purchasers, suppliers, distributors, or any members of the public, either written or
oral, pertaining to the quality of Petitioner’s products and/or services sold or rendered under
each of Petitioner’s Marks.
Deficiency. Petitioner's production to this request is incomplete. Upon review of IML's
production, correspondence bate stamped IML 00379 is the only document that appears
responsive to this request. Petitioner must identify by bate stamp if there are any other
documents that IML produced which are responsive to this request or produce the
responsive documents. If the answer is no others and this is the only responsive
document, then Petitioner must likewise confirm.
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REQUEST FOR PRODUCTION #34.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 8.
Deficiency, Petitioner's production to these requests is incomplete. In this response,
Petitioner states that "IML will produce responsive documents in reply hereto" that
support each and every allegation in Petitioner's Petition For Cancellation, Paragraph 8.
However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there are any documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #35.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 9.
Deficiency, Petitioner's production to these requests is incomplete. In this response,
Petitioner states that "IML will produce responsive documents in reply hereto" that
support each and every allegation in Petitioner's Petition For Cancellation, Paragraph 9.
However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there are any documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #36.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 10.
Deficiency, Petitioner's production to these requests is incomplete. In this response,
Petitioner states that "IML will produce responsive documents in reply hereto" that
support each and every allegation in Petitioner's Petition For Cancellation, Paragraph
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10. However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there are any documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #37.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 11.
Deficiency, Petitioner's production to these requests is incomplete. In this response,
Petitioner states that "IML will produce responsive documents in reply hereto" that
support each and every allegation in Petitioner's Petition For Cancellation, Paragraph
11. However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there are any documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #38.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 12.
Deficiency, Petitioner's production to these requests is incomplete. In this response,
Petitioner states that "IML will produce responsive documents in reply hereto" that
support each and every allegation in Petitioner's Petition For Cancellation, Paragraph
12. However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there are any documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.
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REQUEST FOR PRODUCTION #39.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 30.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, it is unclear what, if any, documents are
produced supporting Petitioner's Petition For Cancellation, Paragraph 30, that
"extensive usage of RESISTOGRAPH as descriptive or generic term for resistancemeasuring drilling instruments used to determine the nature and quality of trees and
wood products, RESISTOGRAPH no longer serves as a source-identifier for
Respondent [RINN]." Petitioner must identify by bate stamp the documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #40.
All documents which memorialize, relate, or refer to, and/or support each and every allegation
in Petitioner’s Petition For Cancellation, Paragraph 31.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, it is unclear what, if any, documents are
produced supporting Petitioner's Petition For Cancellation, Paragraph 31, that
"consumers no longer view RESISTOGRAPH as a source-identifier for resistencemeasuring drilling instruments used to determine the nature and quality of trees and
wood products." Petitioner must identify by bate stamp the documents that IML
produced which are responsive to this request or produce the responsive documents. If
the answer is none, then Petitioner must likewise confirm.
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REQUEST FOR PRODUCTION #42.
All documents which Petitioner intends to rely upon in this proceeding.
Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents in reply hereto."
However, upon review of IML's production, it is unclear what, if any, documents are
produced supporting Petitioner's allegations of fraud by Registrant, that Registrant's
mark is generic, and that Registrant's mark is merely descriptive. As these are the
specific grounds that Petitioner is asserting for its cancellation, Petitioner must identify
by bate stamp the documents that IML produced which are responsive to this request or
produce the responsive documents. If the answer is none for any or all of these grounds,
then Petitioner must likewise confirm.

C.

Registrant Has Satisfied Its Good Faith Requirements Prior to Filing the Instant
Motion
A motion to compel discovery “must be supported by a written statement from the

moving party that such party or [its] attorney has made a good faith effort, by conference or
correspondence, to resolve with the other party or [its] attorney the issues presented in the
motion, and has been unable to resolve their differences.” 37 C.F.R. 2.120(e).
Registrant made multiple good-faith attempts to secure responses to Registrant's
Discovery Requests without Board intervention. [See, Exs. F, G, and H]. In each instance,
Petitioner either did not respond or indicated that it was “waiting for some further client
information/instructions” and substantive responses would be forthcoming. [See Exs. H, and
I]. Registrant relied upon those statements with the expectation that it would, in fact, be
receiving substantive responses to the deficiencies.
Instead, after nearly 4 months, Petitioner refuses to respond to the deficiencies in
Registrant's Discovery Requests. Petitioner's inactivity for the last 4 months in connection
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with these deficiencies only to suggest a further conference in lieu of substantively responding
serves only a delay tactic to avoid having to remedy the deficiencies. Accordingly, Registrant
respectfully requests the Board compel Petitioner to fully respond to the deficiencies in both
Petitioner's answers to Registrant's interrogatories and Petitioner's responses to Registrant's
document requests.
IV.

CONCLUSION

For the reasons stated above, Registrant requests the Board grant Registrant's Motion
to Compel and order Petitioner to respond to and produce documents responsive to all of the
deficiencies in Registrant's Document Requests and to do so within thirty (30) days from the
mailing date of the Board's ruling on this Motion. And, that Petitioner should be limited to
only the discovery provided and barred from relying as evidence upon documents properly
requested by Registrant but not produced by Petitioner.
Respectfully submitted,
Dated: March 29, 2016

By:

/s/ David J. Hurley

Alan B. Samlan
David J. Hurley
KNECHTEL, DEMEUR & SAMLAN
525 W. Monroe St., Suite 2360
Chicago, IL 60661
Phone : 312/655-9900
Fax
: 312/655-1917
Email : asamlan@kdslaw.com
Email : dhurley@kdslaw.com
ATTORNEYS FOR REGISTRANT, FRANK
RINN.
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CERTIFICATE OF MOVING PARTY
Pursuant to 37 C.F.R. §2.127(e), the undersigned hereby certifies that counsel for Registrant,
FRANK RINN, made a good faith effort, by conference or correspondence, to resolve with
Petitioner, IML - INSTRUMENT MECHANIC LABOR, INC., the issues regarding the
deficiency issues in Petitioner's discovery responses presented in this motion and were not able
to reach agreement on a resolution.
By: /s/ David J. Hurley

.

ATTORNEY FOR REGISTRANT, FRANK
RINN

CERTIFICATE OF ESTTA FILING
I hereby certify that this Motion is being filed with the U.S. Patent and Trademark Office
Trademark Trial and Appeal Board, PO Box 1451, Alexandria, VA 22313 via ESTTA filing,
this 29th day of March, 2016.
By:

/s/ David J. Hurley

.

Alan B. Samlan
David J. Hurley
KNECHTEL, DEMEUR & SAMLAN
525 W. Monroe St., Suite 2360
Chicago, IL 60661
Phone : 312/655-9900
Fax
: 312/655-1917
Email : asamlan@kdslaw.com
Email : dhurley@kdslaw.com
ATTORNEYS FOR REGISTRANT, FRANK
RINN.
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STATE OF ILLINOIS
COUNTY OF COOK

)
)
)

SS

CERTIFICATE OF SERVICE
I, the undersigned attorney, hereby certify that I caused to be served a true and correct copy of
the foregoing REGISTRANT’S MOTION TO COMPEL ANSWERS TO
INTERROGATORIES AND RESPONSES TO DOCUMENT REQUESTS upon the
following parties and in the manner indicated on the 29th day of March, 2016:
Via E-mail: sploen@ploen.com; csutter@ploen.com
Sean Ploen
Coleman Sutter
PLOEN LAW FIRM PC
100 South Fifth Street, Suite 1900
Minneapolis, MN 55402
Via E-mail: hbalmat@balmatlaw.com
Heather Balmat
BALMAT LAW, PLLC
977 Seminole Trail, #342
Charlottesville, VA 22901
By:
U.S. Postal Service, ordinary first class mail
U.S. Postal Service, certified or registered mail,
Return receipt requested
Hand delivery
Facsimile
Electronic service via the Court’s CM/ECF system
Other (specify) E-mail, by agreement of parties
Respectfully submitted,
By: /s/ David J. Hurley
KNECHTEL, DEMEUR & SAMLAN
535 W. Monroe St., Suite 2360
Chicago, IL 60661
Phone : 312/655-9900
Fax
: 312/655-1917
Email : asamlan@kdslaw.com
Email : dhurley@kdslaw.com
ATTORNEYS FOR REGISTRANT, FRANK
RINN.
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Fifth Street Towers
100 South Fifth Street, Suite 1900
Minneapolis, MN 55402-1267

Fax: 651.894.6801
Direct: 651.894.6803

Main: 651.894.6800
E-mail: sploen@ploen.com

March 16, 2016
Via Electronic Mail and First Class Mail
David J. Hurley, Esq.
Knechtel, Demeur & Samlan
525 West Monroe, Suite 2360
Chicago, Illinois 60661
RE:

IML – Instrument Mechanic Labor, Inc. v. Frank Rinn
Opposition No.: 92056206

Dear Dave:
We return to you again concerning your letter of November 20, 2015 (the “Claimed
Deficiencies Letter”), in which you detail various alleged deficiencies in Petitioner’s (“IML”)
Objections and Responses to Registrant’s First Set of Interrogatories and Petitioner’s Response
to Registrant’s First Request For Production of Documents. We are mindful that in the last
request for an extension that the parties filed with the Board, the parties set for themselves the
goal of resolving discovery disputes such as those outlined in your letter by March 17; that date
now is almost upon us, and although the “deadline” is an informal one, we nonetheless would
like to work with you in a further attempt to resolve the issues raised in the Claimed Deficiencies
Letter on an informal basis, if possible.
We also note that the informal schedule filed by the parties sets April 1 as the desired
date for the parties to agree upon and set a deposition schedule.
To that end, I think it would be productive for us now to schedule a conversation
concerning two subjects: (i) our side’s continued objections to certain of the points pressed in
the Claimed Deficiencies Letter, in the hope that the range of disputed points might at least be
narrowed before the filing of any motion to compel by Mr. Rinn; and (ii) the taking and
scheduling of depositions. Owing to a travel schedule on my side, and assuming you’re
amenable to the holding of such a conversation, I’d suggest that we schedule the call for a date
during the first week or two of April, although I can be available on either March 31 or April 1,
if necessary.
I’d also suggest that in the event our anticipated conversation does not fully satisfy Mr.
Rinn’s concerns about the discovery production made by IML, we then should consider
involving the Board in an attempt to resolve those issues informally, to the extent possible, again
in hopes of narrowing and reducing the scope of the collective discovery requests, conforming
the parties’ responses to same, and avoiding the expense and distraction that would be incurred
by the filing of a motion to compel. Although the process outlined in Trademark Trial and
Appeal Board Manual of Procedure (“TBMP”) § 413.01 more typically concerns a post-filing
teleconference (“When appropriate and necessary, a motion or stipulation relating to discovery

David J. Hurley, Esq.
March 16, 2016
Page Two

may be resolved by telephone conference involving the parties and/or their attorneys and a Board
attorney or judge),” we also note that TBMP § 502.06(a) provides that “A party may request a
telephone conference from the assigned Board attorney before it files the underlying motion,”
just as the subject of such a motion may promptly request such a conference, too. We would
welcome the involvement of an assigned Board attorney, should things come to that point.
We believe that you share our preference for direct, informal resolutions of disputes such
as those outlined in your letter, and so we hope you will agree, at least in principle, to the
approach suggested herein.
By way of other general comments, we’d also note that after considering each request for
clarification or additional information described in the eight pages of the Claimed Deficiencies
Letter, we find that although some of the requests may be reasonable, it may be better to revisit
quite a few of these issues after the parties have taken their respective depositions of each other’s
principals. We believe such an approach would be consistent with the rules limiting relevant
discovery where it is “obtainable from some other source that is more convenient, less
burdensome, or less expensive.” TBMP § 402.02. The Claimed Deficiencies Letter also
reiterates certain discovery requests that we find to be unduly burdensome and/or where the cost
of responding to such requests “outweighs the need of the person seeking discovery of the
information.” TBMP § 402.02. For example, the second complete paragraph on page two of the
Claimed Defiencies Letter appears to request that IML provide the following information for
each document IML disclosed in response to Registrant’s First Request for Production of
Documents: “[1] the identity of the custodian or person from whom the documents were
obtained, [2] an indication of whether they are retained in hard copy or digital format, [3]
assurance that the documents have been produced in the order in which they are maintained, and
[4] a general description of the filing system from which they were recovered.”
Put simply, we are attempting to provide a further good-faith response to your letter
without incurring undue expense or burden for either party. Please contact me at your
convenience if such a teleconference is of interest to your client or if you have any questions or
concerns regarding these matters.
Yours sincerely,

Sean Ploen

