
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA504384
Filing date: 11/08/2012

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92054617

Party Defendant
Y.Z.Y., Inc.

Correspondence
Address

RICHARD S ROSS
ATTORNEY AT LAW
4801 SOUTH UNIVERSITY DRIVE, SUITE 237
FT LAUDERDALE, FL 33328-3836
UNITED STATES
prodp@ix.netcom.com

Submission Opposition/Response to Motion

Filer's Name RICHARD S. ROSS, ESQ.

Filer's e-mail prodp@ix.netcom.com

Signature /richard ross/

Date 11/08/2012

Attachments 2can4.yzy.pdf ( 4 pages )(47542 bytes )

http://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark Registration No. 3,504,398 

for the mark BIO CLAIRE registered September 23, 2008.

NOUVELLE PARFUMERIE GANDOUR,

Petitioner,

v. Cancellation No. 92054617

Y.Z.Y., INC.

Respondent.

__________________________________/

RESPONDENT Y.Z.Y., INC.’S RESPONSE IN OPPOSITION TO PETITIONER’S

MOTION TO STRIKE THE FIRST, SECOND, THIRD AND FOURTH AFFIRMATIVE

DEFENSES IN RESPONDENT’S ANSWER AND TO SUSPEND PROCEEDINGS

COMES NOW, the Respondent, Y.Z.Y., INC. (“YZY”), who respectfully responds

in opposition to the Petitioner’s NOUVELLE PARFUMERIE GANDOUR (“GANDOUR”) motion

to strike and to suspend.  YZY takes no position on the motion to suspend.  With regard to the

motion to strike, YZY responds and asserts that the motion, in whole or part, is without merit and

should be denied.  However, to the extent the motion is granted in whole or in part, YZY requests

that it be granted leave to amend, as argued below.

GANDOUR contends that all of YZY’s affirmative defenses: lack of standing; laches;

acquiescence; and abandonment should be stricken as insufficient or improperly pled.  For the

following reasons, GANDOUR’s arguments fail.

YZY’s lack of standing affirmative defense goes to the issue of the Board’s lack of

subject matter jurisdiction over GANDOUR’s petition.  “Lack of standing is a defect in subject

matter jurisdiction,” see Haase v. Sessions, 835 F.2d 902, 906 (D.C. Cir. 1987), and cannot be
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waived.  See Fed.R.Civ.P. 12(h)(3).  GANDOUR asserts that “[a]s between a foreign manufacturer

and a United States distributor, the foreign manufacturer is presumed, absent evidence to the

contrary, to be the owner of the mark in the United States.”  Motion, p. 3.  However, that

presumption is rebuttable.  Sengoku v. RMC International, Ltd., 96 F.3d 1217, 1220; 40 U.S.P.Q.

2d 1149 (9  Cir. 1996), and cases cited therein.  See also Tactica International, Inc. v.Atlanticth

Horizon International, Inc., 154 F. Supp. 2d 586, 600-601 (S.D.N.Y. 2001).  Without the defense

of lack of standing, YZY will not be able to take discovery to rebut the presumption of

GANDOUR’s ownership of the subject mark.  To the extent the Board concludes that the lack of

standing defense should be converted to a lack of subject matter jurisdiction defense, see

Fed.R.Civ.P. 12(b)(1), YZY requests leave to so amend the defense.

GANDOUR next believes that YZY cannot raise the defenses of laches and

acquiescence.  To the contrary, these defenses are specifically enumerated as viable affirmative

defenses available in a cancellation proceeding.  See TBMP 311.02(b)(“Affirmative defenses may

include unclean hands, laches, estoppel, acquiescence, fraud, mistake, prior registration (Morehouse)

defense, prior judgment, or any other matter constituting an avoidance or affirmative defense.”).

GANDOUR wrongfully contends that laches and acquiescence will not apply in this case after the

facts are adduced.  While YZY respectfully disagrees, the parties are merely at the beginning stage

of these proceedings.  GANDOUR cites no case law or other authority supporting the striking of the

defenses of laches and acquiescence.

Finally, GANDOUR complains that the assertion of abandonment of its claim of

ownership of the subject mark fails to give it adequate notice of the defense.  “The elements of a

defense should be stated simply, concisely, and directly.”  TBMP 311.02(b).  See Fair Indigo LLC
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v. Style Conscience, 85 U.S.P.Q. 2d 1536, 1538 (TTAB 2007) (elements of each claim should

include enough detail to give fair notice of claim).  The defense of abandonment is self-evident -

GANDOUR has abandoned any claim it has to ownership of the BIO CLAIRE mark in the United

States.  This defense provides GANDOUR fair notice of the claim.  Nothing more needs to be pled.

See also 15 U.S.C. §1127 (definition of “abandoned”).  However, to the extent the Board agrees with

GANDOUR and determines that YZY needs to allege facts of abandonment, i.e., non-use, it

respectfully requests the right to amend its defense to so provide.

The affirmative defenses pled by YZY are authorized and permitted by the rules of

court and the TTAB’s manual of procedure.  The motion should be denied.  However, if it is not,

YZY respectfully requests an opportunity to amend its defenses.

Respectfully submitted,

/s/Richard S. Ross, Esq.

RICHARD S. ROSS, ESQ.

Attorney for Respondent

Atrium Centre

4801 South University Drive, Suite 237

Ft. Lauderdale, Florida 33328

Tel (954) 252-9110

Fax (954) 252-9192

E mail prodp@ix.netcom.com

mailto:prodp@ix.netcom.com
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and correct copy of the foregoing has been served

by United States Postal Service first class regular mail on this 8  day of November, 2012, andth

addressed to counsel for the Petitioner as follows:

Scott R. Austin, Esq.

GORDON & REES LLP

200 S. Biscayne Bld., Suite 4300

Miami, Florida 33131

/s/Richard S. Ross, Esq.

Richard S. Ross, Esq.


	Page 1
	Page 2
	Page 3
	Page 4

