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1. Introduction

Petitioner does not controvert Registrant’s evidesemonstrating (i) the parties’ Goods are expensiv
highly technical and purchased only after carefellberate and lengthy purchasing processed)diiparties’ target
purchasers are different, mutually exclusive, oignating and sophisticated professionals who lzeven-depth
understanding of the respective Goods and theesofithose Goods; and (jii) the parties’ Goodsspeifically
different, non-competitive, and travel in differetfiannels of trade. These undisputed facts distatemary
judgment of no likelihood of confusion. Petitiomegues the marks are similar, the Goods are “glosieted”, and
there is one instance of alleged actual confusjoRdiitioner’s long-time consultant. But these argats do not
controvert the above-mentioned undisputed faatisdamot preclude summary judgment.

2. Petitioner Concedes the Parties’ Goods are Expensivand Purchased Only After Careful, Lengthy
Purchasing Processes by Sophisticated Professionals

Petitioner does not dispute that its Goods (ihaylly technical, customized power distributionipqent
that deliver uninterrupted power to mission critimgerations and, as such, are an extremely inmgtachase
made only after careful consideration of the réifigland dependability of Petitioner and its Go¢geg. Br., 1-4);
(ii) can cost hundreds of thousands of dollars (Beg4); and (iii) are sold to sophisticated fessional purchasers
after a lengthy, individualized sales process tjinauhich purchasers understand the complex, uféggres and
source of Petitioner's Goods. (Reg. Br., 4-7.) tlmes Petitioner dispute that Registrant’s GoodséiYechnically
sophisticated, customer-configured racks and dabirsed to organize structured cabling and netequipment
(Reg. Br., 7-9); (ii) can cost several thousandads)l and are typically sold in transactions invgvsales of
Petitioner's Goods within the range of $9,000 t6(p800 dollars (Reg. Br., 9); and (i) are soldstphisticated
purchasers after a lengthy, individualized salesqss (Reg. Br., 10-11).

The sophistication of the parties’ professionalcpasers, and the undisputed care exercised by such

purchasers, weigh decisively in Registrant’s farat dictate summary judgment of no likelihood offasion.See

! Registrant's Memorandum in Support of its Motion$ummary Judgment [D.1. #17] is referenced ag“Re”,
and Petitioner's Memorandum in Opposition to Regmis Motion for Summary Judgment [D.I. #34] is
referenced as “Opp.” All capitalized terms notledi herein are defined in Reg. Br. The letteredbisiRR-DDD
referenced herein are appended to the Supplerbadalration of Shawn S. Smith filed herewith. Alier lettered
Exhibits referenced herein are appended to thehSdeiclaration [D.l. #19]. The numbered Exhibiterehced
herein are Petitioner's Exhibits that were filegitiver with its Memorandum in Opposition.
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Elec. Design & Sales Inc. v. Elec. Data Syst. Ca&p. U.S.P.Q.2d 1388, 1392 (Fed. Cir. 1992)(purchase
“sophistication is important and often disposilberause ‘[slophisticated consumers may be exptredercise
greater care.”).See also id(“There is always less likelihood of confusion wehgoods are expensive and
purchased after careful consideration.”)

3. The Parties’ Goods Indisputably Travel in Different Channels of Trade and Are Sold To Different
Purchasers

Petitioner argues the “channels of trade are iremahtdispute” (Opp., 17), but fails to controvert
Registrant’s evidence establishing (i) the indigiduthat evaluate and decide to purchase PetiidBeods are
facilities engineering and real estate professipn@) the individuals that evaluate and decideptochase
Registrant's Goods are datacenter or network mesajg these two classes of individuals are ediéht and
mutually exclusive; and (iv) the parties’ Goodsspecifically different and non-competitive, aneréifore travel in
separate channels of trade and are sold to diffeuechasers. (Reg. Br., 6-7, 9-11, 12-17.)

Petitioner attempts to create an issue of factryirag there is “an overlapping group of end-users
(ownersfoperators of datacenters)” and “an ovdrlgpgroup of electrical contractors” involved irhét same
‘project-based’ contracting process.” (Opp., 17t Bis is legally irrelevant because Petitionerngdence of
overlap is at an institutional level and does migniify specific purchaser&lec. Design & Sales Inc21
U.S.P.Q.2d at 1390 (Fed. Cir. 1992)(“The likelihamfdconfusion must be shown to exist not in a msiiy
institution, but in a ‘customer or purchaser.”)(emphasisrigiwal). Further, Petitioner's argument is belmdthe
testimony of its Rule 30(b)(6) witnesses who unampally testified that Petitioner’s target purchiasee facilities
managers, facilities engineers, and corporateestalle professionals, “not computing guys”. (Reg.@7; Ex. L,
12:21-13:20; Ex. K, 61:10-63:4, 99:25-100:2.) Whesssed to identify the individuals who made thelmsing
decisions at the vast majority of its customerttidter's president Bhanoo did not identify a #indatacenter or
network manager, IT professional, or electricatremtor. (Ex. K, 112:22-130:19.) The purchaserRetgistrant’'s
Goods, on the other hand, indisputably are datoenbetwork managers. (Reg. Br., 9-11.)

Petitioner's argument that “the purchasing decisiochotomy” between datacenter managers and yacilit

managers “is breaking down” does not controverutidisputed fact that the parties sell to diffessrdt mutually
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exclusive individuals. (Opp., 18.) Whether datageot network managers are interested in racksatnidets that
reduce cooling costs and, in turn, energy consompdoes not change the fact that there is noresedbey make
the decisions to purchase Petitioner's Goods.

Petitioner argues that for two of its customersigit®) Realty Trust and Sentinel Data Centers — the
purchasing decision makers “tend to be the uppet leanagement — not the facility or datacenteragers.”
(Opp., 18.) First, this argument is belied by Bleemtestimony where he unambiguously stated thehpser of
Petitioner's Goods at Sentinel was the construcimnpany (Tishman Construction), not Sentinel’'sp@rdevel
management’SeeSinskey v. Pharmacia Ophthalmi@s U.S.P.Q.2d 1290, 1293 (Fed. Cir. 198Bjpgated in
part on other grounds Wyfaff v. Wells Elecs48 U.S.P.Q.2d 1641, 1646-47 (U.S. 1998)(“A peatynot create an
issue of fact by supplying an affidavit contradigtihis prior deposition testimony, without explagithe
contradiction or attempting to resolve the dispd)itWanlass v. Gen. Elec. Cd6 U.S.P.Q.2d 1915, 1922 (Fed.
Cir. 1998)(same). Second, Bhanoo'’s post-depogigataration that the purchasing decision makersl‘te be”
upper level management is itself ambiguous andrmiesontrovert his undisputed testimony that iBeét’s target
purchasers are facilities managers, facilities rexags, and corporate real estate professionaés Tishman
Construction). (Reg. Br., 6-7.) Bhanoo also pdimtsiree “smaller, non-traditional customers” (@eoeilder.com,
Pearson Education and Starwood Hotels) and arpeepurchasing decision-makers are “typically théefCh
Information Officer ['CIO’]". (Opp., 18.) Again, B&inoo’s post-deposition statement is itself ambigulsmcause it
merely states the purchasers are “typically” a @@, thus implies this is the case for some afhtee customers,
but not others. Further, Bhanoo's self-servingatatibn is contradictory stating, on the one hémt, the three
customers are “smaller, non-traditional customenst] on the other hand, that “[c]ustomers likedlzee likely to
remain a significant portion of LayzerZero's busie..” (Bhanoo Dec., § 41.)

Although there is no evidence that the same purghdscision-makers encounter both parties’ Gaods i
the context of a purchasing decision, in the ulgligent this were to occur, there is no disputi sun encounter
would occur in the context of an individualizeahdéhy sales process leaving no room for misundelistg about
the sources of the parties’ Goo8ge suprapp. 1-2. Bearing in mind the level of sophistmwatof the relevant

purchasers, the expensive, technically-sophigticat®ds, and the conditions under which purchasesade, it is
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inconceivable there would be a likelihood of coiafasPerkinElmer Health Sci., Inc. v. Atlas Databasevéog
Corp, 2011 WL 7005538 at *19 (T.T.A.B. Dec. 22, 201t)@precedential)(Ex. VV)(software for medical retsor
did not travel in same channels as software farébry management because even if the same disidid
encounter the mark and products “they would dongpio the context of a thoughtful purchasing pescieaving
no room for misunderstanding about the sourcdseotsspective software.”).

Petitioner attempts to create an issue of factdiging it has direct, post-sale interactions wigttacenter
managers. (Opp., 18-19.) However, Petitionergedeinteractions with datacenter managers arevast to the
likelihood of confusion inquiry for two reasonstdi it is undisputed that Petitioner's actual &mngetpurchasers
are not datacenter manag&wspra pp. 2-3Astra Pharm. Prods., Inc. v. Beckman Inst.,, [220 U.S.P.Q. 786, 790
(1st Cir. 1983)(“If likelihood of confusion existsmust be based on the confusion of some relgpemsbn; i.e., a
customer or purchaser.”). Second, Petitioner higgraffered any evidence that datacenter manageiswalved in
the purchaseof Petitioner's Goods, and therefore they are'netgvant persons” for assessing whether there is a
likelihood of confusionSupra p. 2-3.Elec. Design & Sales, InQ1 U.S.P.Q.2d at 1391-92 (end-users of product
who have no involvement in purchasing decisiomatérelevant persons” for confusion inquiry).

Petitioner's argument that the parties market afdheir Goods to a broadly defined “datacenterketa
(Opp., 8-9) and have attended three of the sanedtaows and experienced some overlap in visitstgech shows
on an institutional level (Opp., 9-10), missesnterk. The relevant inquiry is not whether the parsell to the
same institutions, but whether they sell to theesgaglividuals in those institutionglec. Design & Sales, In@1
U.S.P.Q.2d at 1390. Mere attendance at the sadeedh@ws is insufficient to establish a likelihabdaonfusion
where the parties sell to different individualghe companies attending such shdBee, e.g., Gen. Cable Techs.
Corp. v. Nat'l Rural Elec. Coop. Ass'2009 TTAB LEXIS 483, *25-26 (T.T.A.B. June 25, Q8)(non-
precedential)(Ex. WW)(opposition dismissed whemiggaadvertised in same publications and exhilaitecade
show directly next to one another but sold to wffie individuals in the purchasing organizatioAdlance Tech.
Servs. v. Alliance Mach. Sys. Intl, In@006 TTAB LEXIS 370, *16-17 (T.T.A.B. Aug. 16, @6)(non-
precedential)(Ex. XX)(no confusion despite attendaat same trade shows and overlap in customene whe

majority of sales were made to different individuet the customers).
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4. The Parties’ Goods are Indisputably Different in Naure, are Used for Entirely Different Purposes, and
Do Not Compete in Any Way

Despite the stark contrast in the nature and uteegfarties’ Goods, Petitioner argues “a reaserfabt
finder could conclude the goods are complementanged together ...."” (Opp., 15.) However, “the iesiot that
goods and services must be related if used togePamkard Press, Inc. v. Hewlett-Packard.Gs6 U.S.P.Q.2d
1351, 1355 (Fed. Cir. 200@ge also Shen Mfg. Co., If@ U.S.P.Q.2d 1350, 1355-56 (Fed. Cir. 2004)( That
goods are used together ... does not, in itselifyjustfinding of relatedness.”). Petitioner does oontrovert
Registrant’s evidence that the parties’ Goods igrafisantly different in nature, are used for esiji different
purposes, and do not compete in any way. (ReglBr.7-9, 12-15.) Further, there is no evidenatRetitioner's
Goods reguire Registrant's Goods to perform tlugictions, and vice versa. Nor is there any eviddrataeuse of
Petitioner's Goods requires Registrant's Goods va®lversa. Rather, Petitioner's Goods switch eetwpower
sources to ensure uninterrupted power for, andbditst the power downstream to, critical loads. iRemt’s
Goods have nothing to do with power supply, swighbetween power supplies, or distributing powen. e
Registrant's Goods “critical loads”. Rather, they eacks and cabinets that do not require Petitio@oods for
their use and functionality, and vice versa.

Petitioner argues the parties’ Goods are complemyeecause Petitioner's Goods might supply etedtri
power used downstream by third-party products neolim Registrant’s racks and cabinets (Opp., 5,dt4hat
Registrant’s cable pathway products might carryguaables that receive power from Petitioner's Gof®pp., 5,
n.3.) But under this rationale, any product thasuslectrical power, or that deploys another prothat uses
electrical power, would be complementary to Peiits Goods. The mere possibility that both paGe®ds may
be located in the same datacenter whitespace dbeseate an issue of fact as to whether the Gagels
complementarySee Sbs Prod. Inc. v. Sterling Plastic & RubbedPhac, 8 U.S.P.Q.2d 1147, 1150 (T.T.A.B.
1988)(no confusion between industrial productsibgadentical mark despite being located in clasimity in
same industrial facilitiespee also Astra Pharm. Prods., |ri#20 U.S.P.Q. 786, 790 (blood analyzer and drats b
used in hospital but not complementai@iwards Lifesciences Corp. v. VigiLanz Cofl U.S.P.Q.2d 1399,

1411-12 (T.T.A.B. 2010)(heart monitors and computenitoring systems both used in hospitals but not

ME1 15057670v.1



complimentary)S. C. Johnson & Son, Inc. v. Johnstl U.S.P.Q. 63, 68-69 (6th Cir. 195%rt. denied123
U.S.P.Q. 590 (U.S. 1959)(wet mops and floor wak liged in “floor maintenance field” but not compéstary);

In re British Bulldog, Ltd 224 U.S.P.Q. 854, 856 (T.T.A.B. 1984)(men’s mwdar and shoes both worn by same
persons at same time but not complementaioyl) Mfg. Corp. v. Gleason Workis77 U.S.P.Q. 330, 331 (C.C.P.A.
1973)(lawn mowers have gears but they are not esnapitary).

Petitioner surmises the parties’ Goods “coexig bigl side or in close proximity in the white spata
datacenter.” (Opp., 5.) Petitioner's only evidegtiaupport is the Bhanoo, Galm and Mosman Dedatgsti
Bhanoo's and Galm's Declarations are carefullyteldafo state they personally observed “producRegfistrant”,
but do not identify those produét¢Bhanoo Dec., T 22; Galm Dec., 1 4.) Similarly,skfan merely states “{ilt
would not be unusual ...” to find the parties’ Gosidie by side, but fails to state that he ever s&wv(@Vlosman
Dec., 1 22.) Such innuendo and speculation doasewit a factual disputdcLellan v. Smithd39 F.3d 137, 144
(2d Cir. 2006)(Ex. YY)(“The nonmoving party canmtaifeat summary judgment by simply showing ‘thatethe
some metaphysical doubt as to the material factsr by factual argument based on conjecture orisef){eiting
Matsushita Elec. Indus. Co. v. Zenith Radio Getfps U.S. 574, 586 (1986F¢otto v. Almenad43 F.3d 105, 114
(2d Cir. 1998)(Ex. ZZ)(“The non-moving party maytnely on conclusory allegations or unsubstantiated
speculation.”).

Petitioner claims that purchasers are likely teelselthe parties’ Goods originate from the samecsou
because Registrant sells “power injectors”, anddiagt’s affiliate Electrorack sells “rack mouniaalver strips”,
both under different marks not at issue in thie.céBpp., 6, 14.) But Petitioner does not selkeiffower injectors
or rack mountable power strips, and these produetsramatically different than Petitioner's Godgegistrant’s
power injectors, a/k/a power over Ethernet (“POg&ch panels, are small devices that transmit dhatin and
power over Ethernet cabling to allow a cable to/ipedata and power to products that are not eastgssible,
such as security cameras or wireless access pis. RR, SS.) Registrant’s affiliate Electroraeils rack

mounted power strips that mount on a rack to pecadtitional electrical sockets. (Ex. TT.) Themeaglispute that

% Bhanoo describes on the same page “Registrantiuqis as identified in the registrations ...”, dneréfore
could have identified those Goods if, in fact, bd personally observed them, but he did not. (Bn&mez., 1 20.)
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Petitioner does not sell power injectors, rack rtedole power strips, or power strips of any sodt, these goods are
entirely different in function and use than anfPefitioner's Goods, and that these goods do ngbeenm any way
with Petitioner's Goods. Accordingly, there is nasis to conclude either party’s sophisticated, eggibnal
purchasers, would reasonably assume Petitionedslscand Registrant's Goods emanate from the samneeso
based on Registrant's and its affiliate’s salecviqr injectors and power strips under marks nigsae in this case.
Petitioner's selection of words that allegedly dbscPetitioner's Goods along with power injectansl strips (i.e.
“power distribution units”, “PDUS”, and “power ditution products”) does not create an issue offsto whether
they are relatetiSeeln re Sungard Dev. Corpl999 WL 381033, *3-*4 (T.T.A.B. June 4, 1998)(EBAA)(non-
precedential)(declining to interpret “computer pepgs” to include “all types of computer programetéuse the
term is broad and “thousands of computer prograensaid in today’s marketplace for diverse purpoSee also
In Re The W.W. Henry Co., ,.B2 U.S.P.Q.2d 1213, 1215 (T.T.A.B. 2007)(“to dastate that goods are related,
it is not sufficient that a particular term mayfbend which may broadly describe the good<sgn. Elec. Co. v.
Graham Magnetics Inc197 U.S.P.Q. 690, 694 (T.T.A.B. 1977)(“It isndt enough to find one term that may
generically describe the goods. More must be shawh

Petitioner's argument that rack mountable poweyssaire within its zone of expansion also is nessl
(Opp., 14; Bhanoo Dec., 1 26.) Petitioner doeseibany rack mountable products, much less pavigs,sand has
no current plans to develop or sell any rack mdlmtproducts. (Ex. UU, 168:22-173:7.) At most, tewier
anticipates “possibly developing” some unknown rackintable products in the future. (Ex. UU, 173:8fTanoo
Dec., 1 26.) Such conjecture is insufficient taatea disputed issue of faBee S. C. Johnson & Son, Inc. v.
Johnson81 U.S.P.Q. 509, 513 (2d Cir. 194&)rt. denied83 U.S.P.Q. 543 (U.S. 1949)(plaintiff not allowted
“reach a choking hand into a market not its owriésmit could make a strong showing of probablaesipn).

Petitioner's argument that Schneider Electricoahiiction of a pre-constructed datacenter creatssae
of fact as to whether purchasers would perceivepéinties’ Goods as emanating from the same solsuodsa
baseless. (Opp., 8, 14-15; Bhanoo Dec., 1 43.efkhis pre-constructed datacenter is an entirégreht product

than either party’s Goods, and therefore failgtogthat any purchasers have become conditionagtt¢eive the

® There is no evidence that anyone has ever des&igistrant’s power injectors with any of thesete
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parties’ different Goods as coming from the samecsoSee In Re Optical Sensors 2007 WL 2415745
(T.T.A.B. Aug. 13, 2007)(Ex. BBB)(non-precedentathbulatory blood pressure monitoring equipmentreord
invasive hemodynamic monitoring equipment not edlatespite evidence of other products that comniidoea
pressure and hemodynamic monitoring equipmentriteigrated systems).

Petitioner’s reliance oim re Toshiba Medical Sys. Caorpl U.S.P.Q.2d 1266 (T.T.A.B. 200B)virotech
Corp. v. Nat'l Serv. Indus., Inc197 U.S.P.Q. 292 (T.T.A.B. 1977), aR®RL Assocs. v. Weiss Assocs., Ih2.
U.S.P.Q.2d 1819 (T.T.A.B. 1989), is misplacedT¢shiba MRI and ultrasound machines were complementary
because they were used by the same physician eartiepatient “as part of a common diagnostic appfpand
that same physician was involved in the purchadigsion for both parties’ goods. 91 U.S.P.Q.2d 2&8.
Similarly, in Envirotech lighting fixtures and pollution control equipmengne complementary because the former
were “installed as an integral part of or in vdpse and obvious association with” the I1&tt#87 U.S.P.Q. at 295.
Further, Petitioner acknowledges thaEmvirotech‘the goods of both parties were purchased by thee snd-
users.” (Opp., 15.) In this case, neither party®od3 require the other for their use or functiopaind are
decidedly not complementary. Moreover, the parpesthasers are indisputably different and mutedjusive.
See suprapp. 2-4.HRL, on the other hand, is an initial interest comiusiase, involving directly competitive
software. Consumer sophistication did not contrélRL because of the potential that “opposer may bduolesat
from further consideration by the potential purenas his or her buying decision (which may, imtyprevent
opposer from making a sale)” as a result of thelimnterest confusion. 12 U.S.P.Q.2001823. Here, Petitioner
admits the parties’ Goods do not compete in any(&yUU, 168:9-24). Thus, even if potential pusgta were
initially confused (which there is no evidence by would not —and indeed could not—substitute anty’s
Goods for the other.

5. There is No Evidence of Actual Confusion Confirmindhat Confusion is Not Likely

Despite arguing the parties have a 40% overlapeiitidher's customer base, a 20% overlap in

“‘intermediate purchasers”, and 65% overlap iniBeét’s customer base visiting Registrant’s traesexhibits,

* In contrast to Petitioner's assertion, Envirotechthe words “in close association” did not mean ¢iose
proximity” (Opp., 15), but rather meant that onedoict was required for use with the other to maetiscations.
Id. at 294. There is no evidence the Goods in thesa&sever installed “in close association”.
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over a three year period (Opp., 9-10), Petitiomemot point to a single instance of actual custaroafusion.
Rather, Petitioner alleges that Mosman, a long-toresulting engineer and “huge supporter of [Batii] from
day one” (Ex. K, 142:18-19), experienced confusifier encountering Registrant’s literature. (Opp-11.) But
this argument fails for several reasons. Firgg iindisputed that neither Mosman nor his congufitm is a
purchaser of Petitioner's Goods, and thereforalteged inquiry indisputably did not result in areoercial injury.
(Ex. K, 147:25-148:6, 156:17-157:83ang v. Ret. Living Pub. Co., In21 U.S.P.Q.2d 104, 1046 (2d. Cir. 1991).
Moreover Petitioner does not dispute that Mosman has catitmrecommend Petitioner's Goods, and, therefore,
Petitioner was not damaged by any alleged misuiadeing. (Ex. K, 150:22-243ee V&S Vin Spirit Aktiebolag v.
Absolute Publ'g USA Inc2005 WL 3272828, *8 (S.D.N.Y. Nov. 22, 2005)(EXC)(no likelihood of confusion
where actual confusion did not have “any impactamsumers’ choices to the detriment of the comparynd
assumingarguendothat Mosman was actually confused, this isolatsthince igle minimis and insufficient to
justify a finding of likelihood of confusiorSavin Corp. v. Savin Gropy@3 U.S.P.Q.2d 1273,1285 (2d Cir.
2004).Indeed, despite an alleged “major” overlap inaustrs (Opp., 9), Petitioner’s identification of yoaine
instance of suspected actual confusion confirmsctirdusion is not likelyHayden Switch and Instr., Inc. et al. v.
Rexnord, In¢.4 U.S.P.Q.2d 1510, 1517 (D. Conn. 1987)(wherairifilfs were able to produce only one witness
who even suggested the possibility of confusibe;inability to produce any other credible witnessconfirms
that confusion is not likely’)(emphasis added).

Unable to prove an instance of actual confusiotitjd?er's argument devolves into speculation altioeit
likelihood of initial interest confusion. (Opp., 24)(“This & open the distingossibility that Registrant’s use of
marks similar to the trade designations of Layergsuld cause initial interest confusion ....")(engfadded).
Not only does theossibility of initial interest confusion not create an issidact as toactual confusion, but
Petitioner's initial interest theory also fails light of the lack of relation between the parti€dods, the
sophistication of the parties’ respective purclgserd the careful, deliberate and lengthy punchaspcesseSee,
e.g., Sensient Techs. v. Sensory Eff@éts).S.P.Q.2d 1164, 1172 (8th Cir. 2010)(rejgdtiitial interest confusion
argument for similar goods where customers areigmgated and exercise a relatively high degreeané);

Checkpoint Sys. Inc. v. Check Point Software Te&bhs).S.P.Q.2d 1609, 1627 (3d Cir. 2001)(wherdymts are
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dissimilar and consumers exercise high degreeef‘smme initial confusion will not likely faciéite free riding on
the goodwill of another mark, or otherwise harmutber claiming infringement.”).

6. Petitioner's Purported Trade Name Rights Do Not Prelude Summary Judgment

Although analysis of the similarity of the marksuisnecessary to granting summary judgment of no
likelihood of confusion in view of thBuPontfactors addressed above (Reg. Br., 19-20), Petitattempts to skirt
the differences between its trademark “LayerZernwdP@Systems, Inc.” and Registrant's Marks by assgits
purported rights in the abbreviated trade nameétzsro”. (Opp., 3-4). But Petitioner fails to idgnény evidence
establishing rights in the “LayerZero” trade narrierfio the September 26, 2008 filing date of Regyit's Marks.
The only evidence Petitioner cites is Bhanoo’ skemory statement that Petitioner “has done busineder the
trade names ‘LayerZero’ ... continuously since itgnfting in 2001.” (Bhanoo Dec., { 11.) This conalaso
allegation is insufficient to create an issue of &s to prior trade name righisProds., Inc. v. SNR Prods., Inc.,
2011 U.S. Dist. LEXIS 95304, *15-16 (M.D. Fla. Aui, 2011)(Ex. DDD)(conclusory assertion of tradéma
usage without specific supporting facts does reztteran issue of fact as to prior rights). Bhaites to Ex. 23 for
evidentiary support, but none of the documentlarekhibit prove usage prior to Registrant’'s Sep&z6, 2008
filing date. Two of the documents are dated afesgigtrant’s filing date (LZPS 000271 and 00289&lated 2009
and 2012, respectively), another is an undatedrpi¢t ZPS_000039), and the other is a web paged t2068”
(LZPS 001075-1076), but without a month and daywbb page does not establish trade name rightstprio
Registrant’s September 26, 2008 filing date. (B) ReeEZ Loader Boat Trailers, Inc. v. Cox Trailers, 213
U.S.P.Q. 597 n. 5 (T.T.A.B. 1982)(where the edrtiage of documentary evidence is a year, and ¢mtmand day
are unknown, the Board will not presume any datieetian the last day of that year).

7. Conclusion
For the foregoing reasons and those set forth gisiRant's Memorandum in Support of its Motion for

Summary Judgment [D.I. #16], Registrant’s MotianSammary Judgment should be granted.

10
ME1 15057670v.1



Date: February 13, 2013

Respectfully submitted

[Mark D. Giarratana/

Mark D. Giarratana

Shawn S. Smith
MCCARTER & ENGLISH, LLP
185 Asylum Street
CityPlace |

Hartford, CT 06103
860.275.6700
860.724.3397 (fax)
mgiarratana@meccarter.com
shsmith@mccarter.com

ATTORNEYS FOR REGISTRANT
ORTRONICS, INC.

CERTIFICATE OF SERVICE

| HEREBY CERTIFY that on February 13, 2013, theefming document was submitted for filing to

the Trademark Trial and Appeal Board through th& EZSsystem and a copy of this paper has been served

Petitioner LayerZero Power Systems, Inc. on this da e-mail to:

ME1 15057670v.1

Raymond Rundelli, Esqg.

Juliet P. Castrovinci, Esqg.
CALFEE, HALTER & GRISWOLD LLP
The Calfee Building

1405 East Sixth Street
Cleveland, OH 44114-1607
rrundelli@calfee.com
jcastrovinci@calfee.com

/Mark D. Giarratana

Mark. D. Giarratana



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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Date of Issue: July 19, 2011
LAYERZERO POWER SYSTEMS, INC. ) Cancellation No.: 92054573
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: )
ORTRONICS, INC., )
)
Registrant, )

SUPPLEMENTAL DECLARATION OF SHAWN S. SMITH

I, Shawn S. Smith, pursuant to the requirements of 28 U.S.C. § 1746, declare that the following is
true and correct.

1. I am an attorney with the law firm of McCarter & English, LLP, of Hartford,
Connecticut, attorneys of record for Registrant, Ortronics, Inc. (“Registrant”) in this cancellation
proceeding. I rﬁake this Supplemental Declaration in support of Ortronics, Inc.’s Mofion for Summary
Judgment. I have personal knowledge of the matters set forth in this Declaration.

2. Attached hereto as Exhibit RR is a true and accurate copy of an excerpt of the 2011/2012
‘ Legrand Ortronics Data Communications Catalog bearing bates stamps ORTR000991 and ORTR001046.

3. Attached hefeto as Exhibit SS is a true and accurate copy of the first page of the
Wikipedia article “Power Over Ethernet,” http://en.wikipedia.org/wiki/Powelf__over_Ethernet (last visited
Feb. 13, 2013). |

4. Attached hereto as Exhibit TT is a true and accurate copy of the first page of the
Wikipedia article “Power Strip,” http://en.wikipedia.org/wiki/waer_strip (last visited Feb. 13, 2013).

5. Attached hereto as Exhibit UU is a true and accurate copy of péges from the transcript of

the deposition of Milind Bhanoo.
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6. Attached hereto as Exhibit VV is a true and accurate copy of PerkinElmer Health Sci.,
Inc. v. Atlas Database Sofiware Corp.,.2011 WL 7005538 (T.T.A.B. Dec. 22, 2011).

7. Attached hereto as Exhibit WW is a true and accurate copy of Gen. Cable Techs. Corp.
v. Nat’l Rural Elec. Coop. Ass >’n, 2009 TTAB LEXIS 483 (T.T.A.B. June 25, 2009).

8. Attached hereto as Exhibit XX is a true and accurate copy of Alliance Tech. Servs. v.
Alliance Mach. Sys. Int’l, Inc., 2006 TTAB LEXIS 370 (T.T.A.B. Aug. 16, 2006).

9. Attached hereto as Exhibit YY is a true and accurate copy of McLellan v. Smith, 439
F.3d 137 (2d. Cir. 2006).
10. Attached hereto as Exhibit ZZ is a true and accurate copy of Scotto v. Almenas, 143 F.3d

105 (2d Cir. 1998).

1. Attached hereto as Exhibit AAA is a true and accurate copy of In re Sungard Dev.
Corp., 1999 WL 381033 (T.T.A.B. June 4, 1998).
12. Attached hereto as Exhibit BBB is a true and accurate copy of In re Optical Sensors Inc.,
2007 WL 2415745 (T.T.A.B. Aug. 13, 2007).
| 13. Attached hereto as Exhibit CCC is a true and accurate copy of V&S Vin Spirit
Aktiebolag v. Absolute Publ’g USA Inc., 2005 WL 3272828 (S.D.N.Y. Nov. 22, 2005).
14, Attached hereto as Exhibit DDD is a true and accurate copy of Z Prods., Inc. v. SNR

Prods,, Inc, 2011 U.S. Dist. LEXTS 95304§ (M.D. Fla. Aug. 18, 2011).

1 declare under the penalty of perjury that the foregoing is true and correct.

Dated: February 13, 2013 il

Shawn S. Smith
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CALFEE, HALTER & GRISWOLD LLP
The Calfee Building '
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Cleveland, OH 44114-1607
rrundelli@calfee.com
jeastrovinci@calfee.com

Dated: February 13, 2013 /Mark D. Giarratana/ _
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(n ] Iegrand" I Ortronics

CLARITY® POE PATCH PANEL

METE. AR Orircscs praduet duaeasinng ace Listed by widl h, beight and depth untess specified olherwise.
Periect for VolP, wireless access points, security cameras and more. Ortronics® Clarity PoE Patch Pénel eliminates the

- need for a separate power supply and is the most cost effective way to deptoy power where it is not easily accessible. Itis
available as a single unit or can be purchased in stages to delay the cost of the power until you're ready. And, the panel is
designed to allow easy access to cable terminations even when active. : ’ ’

w Compliant with [EEE 802.3af power specifications }

w LED indicators on front of panel easily identify the real time powering status of each port

® Serial port provides instatler detailed information and control of each port

w Order as a single unit that includes 16-port panel, PoE controller and power sUpply or as
separate components for a staged deployment

u Clarity PoE panels only occupy 1 rack space

w 260 watt power supply supports [EEE 802.3af maximum of 15.4 watts per channel measured at the 1DC

w Utilizes standard 110 termination ' '

a Meets TIA/EIA-568-B.2 Category 5e component spécifications

o Center tuned Clarity technology for elevated performance

w More transparent signal path when used with Clarity cords

» Supplied label fields and icon compatible

Clarity® PoE Patch Panel

DESCRIPTION '
Clarity 5E 16-port PoE powered panel, 260

watt, 1.75"x 19" x 10.5", 1 rack unit, Y568A/B

| .Clarity E 16-port PoE panel, without power or-
controller, 1.75"x 19,1 ‘rack unit, TS68A/B: . -
Power supply, 260 wat yith-output cable, for.
use-with QR _5EUPF-1",6
Control modute for 16-poit PoE, far use with.
OR-PPSEUPF14

OR-PPSECMS 14

For additional proﬂuct avaitability visit www.legrand.us/ortronics or contact sales at 800-934-5432

ORTRO001046
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Power over Ethernet - Wikipedia, the free encyclopedia

Power over Ethernet

From Wikipedia, the free encyclopedia

Power over Ethernet or PoE describes a standardized system to

* pass electrical power along with data on Ethernet cabling. This
allows a single cable to provide both data connection and electrical
power to such devices as network hubs or closed-circuit TV
cameras. Unlike standards such as Universal Serial Bus which also
power devices over the data cables, PoE allows long cable lengths.
Extra pairs of wire, not used for data transmission, are used for
power. Up to 25 watts is available for a device, depending on the
version of the standard in use.

Numerous non-standard schemes had been used prior to PoE
standardization to provide power over Ethernet cabling. Some are
still in active use.

Page 1 0f 12

Contents

1 Standard development
m 2 Comparison with other integrated data and power
standards
m 3 Uses
m 4 Terminology
m 4.1 Power sourcing equipment
m 4.2 Powered device
m 5 Power management features and integration
m 5.1 Switch power features
m 5.2 Integrating EEE and PoE
m 6 Standard implementation
m 6.1 Powering devices
m 6.2 Configuration via Ethernet layer 2 LLDP
m 7 Non-standard implementations
m 7.1 Cisco
m 7.2 PowerDsine
m 7.3 Passive
m 7.4 High Wattage, 56V
8 Power capacity limits
9 See also
10 References
11 External links

Given a single Power over Ethernet connection
(single gray cable looping below), a PoE splitter
provides both data (gray cable looping above) and
power (black cable also looping above) connections
for a wireless access point. The splitter is the silver
and black box in the middle, between the wiring
box on the left and the access point (with its two
antennas) on the right. The PoE connection
eliminates the need for a nearby power outlet.

http://en.wikipedia.org/wiki/Power_over_Ethernet

2/13/2013
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Power strip - Wikipedia, the free encyclopedia

Power strip

. From Wikipedia, the free encyclopedia

A power strip (also known as an extension block, power board, plug
board, trailer lead and by many other variations) is a block of electrical
‘sockets that attaches to the end of a flexible cable (typically with a mains
plug on the other end), allowing multiple electrical devices to be powered

from a single electrical socket. Power strips are often used when many
electrical devices are in proximity, such as for audio/video and computer
~ systems. Power strips often include a circuit breaker to safely limit the
electric current flowing through them.

Contents

m 1 Control
2 Indication
3 Energy-saving features and standby power
4 Socket arrangement
5 Surge protection and filtering
m 5.1 Daisy chaining and surge protection
6 Overload protection
7 Safety
m 7.1 US regulations
m 7.2 EU and UK regulatlons
8 History
9 See also
10 References
11 External links

Control

Power strips can include a switch to turn all devices on and off. Some have
outlets which are individually switched. "Master/slave" strips can detect
one "master" device being turned on or off (such as the PC itself in a
computer setup, or a TV in a home theatre) and turn everything else on or
off accordingly.

Remote control strips allow a group of devices to be switched remotely,
often over the Internet. These types of power strips are usually used in a
data center, to allow computer systems or other devices to be remotely

restarted.

http://en.wikipedia.org/wiki/Power_strip

Page 1 of 6

Basic French/Belgian power strip (power
cable not shown)

[lluminated power switch on a power strip

2/13/2013
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MILIND BHANOO
LAYERZERO vs. ORTRONICS

July 18, 2012
1

IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos.: 3,998,542
and 3,998,543,

For the Marks: LAYERZERO and LAYER 0

Issued on : July 19, 2011

LAYERZERO POWER SYSTEMS, INC.

Petitioner,

ve. . Cancellation No. 92054573
ORTRONICS, INC.,

Registrant.

30(b) (6) DEPOSITION OF

MILIND BHANOO

Taken on Wednesday, July 18, 2012, at 9:32
a.m.

At the Offices of:

Calfee, Halter & Griswold, LLP

1405 East Sixth Street

Cleveland, Ohio 44114

Before Kimberly K. Giel, a Registeréd
Professional Reporter and Notary Public in and

for the State of Ohio

EsquireSolutions.com

) ES QUIRE ' 800.211.DEPO (3376)
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MILIND BHANOO
LAYERZERO vs. ORTRONICS

July 18, 2012
2

APPEARANCES :

On behalf of the Petitioner:
Calfee, Halter & Griswold, LLP, by
RAYMOND RUNDELLI, ESQ.

JULIET P. CASTROVINCI, ESQ.

1405 East Sixth Street

Cleveland, Ohio 44114

(216) 662-8200

On behalf of the Registrant:
McCarter & English, by

MARK D. GIARRATANA, ESQ.
SHAWN SMITH, ESQ.

185 Asylum Street

Hértford, Connecticut 06103

(860) 275-6719

ALSO PRESENT:

James M. Galm

(Thereupon, Deposition Exhibits-

1 through 4 were marked for identification.)

2ESQUIRE

800.211.DEPO (3376)
EsquireSolutions.com



O W W g o U

11
12
13
14
15
16
17
18
19
20
21
22
23
24

25

MILIND BHANOO July 18,2012

LAYERZERO vs. ORTRONICS

3

MILIND BHANOO, of lawful age, called for
examination, as provided by the Federal Rules of
Civil Procedure, being by me first duly sworn, as
hereinafter certified, deposed and said as
follows:

EXAMINATION OF MILIND BHANOO
BY-MR.GIARRATANA:
Q Could YOu state your full name

for the record?

A Milind Bhanoo.

Q Could you spell that please?

A MILIDND, BHANDODO.

Q My name 1is Mark Giarratana. I'm

an attorney with McCarter & English and we
represent Ortronics, Inc. in this trademark
cancellation before the U.S. Trademark &
Patent Office.

A Good morning.

Q Good morning. I'm going to place
before you what's been marked previously with
" Exhibit Number 1, which is a Renotice of
30(b) (6) Deposition of Petitioner and ask if
you've seen that prior to today?

A Yes, I have.

0 Okay. And did you also review,

ESQUIRE 800211 DEPO (3378

EsquireSolutions.com
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MILIND BHANOO
LAYERZERO vs. ORTRONICS

Mr. Bhanoo, the topics for deposition which

are identified on pages 5 through 8 of that

document?
A Yes, I have.
Q And I'm also going to place

before you now what's been previously marked
with Exhibit Number 2, and I'm going to
represent that this is an e-mail from your
attorney to our office indicating the topics
on which you would be prepared to testify and
ask if you could take a look at that and
confirm that you are prepared to testify on
those topics indicated?

A Yeg, I am.

Q Okay. And do you understand that
this is a deposition under the Federal Rules
of Civil Procedure 30 (b) (6) whereby you are
designated as a corporate representative and
your answers are answers -- excuse me, the
answers that you will provide to the questions

today will be answers on behalf of the

corporation?
A Yes.
Q Okay. And when I refer to the

corporation, I'm referring to the petitioner,

July 18, 2012
4

S0 v s EsquireSolutions.com

) ESQUIRE 800.211‘.DEPO (3376)
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MILIND BHANOO
LAYERZERO vs. ORTRONICS

'LayerZero Power Systems, Inc. Do you

understand that?

A Yes, I do.

Q | Okay. Mr. Bhanoo, could you
identify for us your current poéition with

LayerZero Power Systems, Inc.?

A President.

Q And how long have you held that
position? |

A Just overlll yvears.

Q And are you a founder of the
company?

A Yes, I am.

Q Have you been the president ever

‘since you founded the company?

A Yes.
Q Were you the sole founder of the
company or did someone else start the venture

with you?

A  Two of us started together.

Q And who is the other cofounder?
A James Galm.

Q And Mr. Galm, what is his

position with the company?

A He's vice president.

D ESQUIRE

July 18, 2012
5

800.211.DEPO (3376)
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A And‘I don't recall his name.

Q Did he run away from the booth
after that? _

A He apologized. He said I didn't
want to, you know, didn't want to upset
anyone. I wasn't upset. I was just telling
him that there was a situation brewing and so
he took off.

Q Now, your company doesn't compete
with Ortronics in any way, does it?

| A I have not seen that yet. And I
say that because the history of every cabinet
and rack manufacturer in our industry éo far
is that they start with rack level, cabinet
level type products, but eventually customers
will ask them or they see the market as a
lucrative market, but they end up goingbinto
rack level PDUs, powef distribution units.
And if and when they do, they become our
competitors because they're in the same space

as we are with regards to distributing power.

Q Does your company sell rack level
PDUs?
A Not yet.

Q Okay. Is it a plan of yours to

ESQUIRE ' o 800.211.DEPO (3376)

EsquireSolutions.com
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sell rack level PDUs?

A It's always been in our, what's
it called, in our product space. Any time
power distribution on the raised floor to
critical power systems is involved, that's in
our product space.

Q So currently today is my
understanding correct that your company is not
competing with rack mounted PDUs?

A Correct. | |

Q But you're concerned that in the
future you might get into rack mounted PDUs
and then you would be competing with rack
mounted PDUs?

A Correct. And there's a history
to that. It's not just something I dreamt up.
If you look at where we started with our
upstream mid level static transfer switch
product, we.when we started the company had no
grand designs of being a power distribution
company. But our customers came to us and
they said, We like the Way you guys do’-things,
we like the way you do business, we like the
way you're positioning yourselves with all the

monitoring and reliability, but it's not

DESQUIRE

800.211.DEPO (3376)
EsquireSolutions.com
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sufficient just to do static transfer
switches. We want you to do distribution. So
believer it or not, kicking and screaming we
got into the distribution business. But they
like our products so much that they keep
asking us to go further and further
downstream. So we started with static
switches, then we got into bulk mid level
power distribution units, then the remote
panels, and guess what. We're at RPPs now,
remote power panels, which is one level
removed, as I was describihg to you at Coit
Road, one level removed froﬁ the actual
cabinet that houses the servers themselves.

So the néxt logical progression would be for
our customers to say, you know, we have your
monitoring system that monitors from your bulk
static transfer switch all the way down to
your RPPs. Why don't you guys extend yourself
all the way into the racks, and now with one
click of one button we'll be able to see the
entire infrastructure of power delivery to our
computers. And that's a logical progression
which I fully anticipate will happen.

Q So do you see yourself or your

,. ESQUIRE _ 800.211.DEPO (3376)

EsquireSolutions.com
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company developing monitoring products that
are going to go down to rack mounted PDUs or
do you see yourselves as actually developing
and selling the rack mounted PDUs?

A There are three things that will
get involved with rack mount. One we've
already started on as of 2004 or 2005, let's
just say 2004. It's a little fuzzy, but
that's about right. The rack mounted static
transfer switch. Texas Instruments asked us

to develop one. They had told us that they

would consider buying something like 700 of

them. We had been approached by a consulting
engineering firm to design one for them
because one of their large customers wanted to
buy them.

For reasons of capaéity and,
design capacity and manufacturing capacity, we
decided to not go after that. We developed
cut sheets. I have cut sheets in my computer
for rack mounted switches, I have
specifications. We procured product for it.

We designed the first enclosure. We were in

the midst of designing controls for it when we

pulled the plug on it because there were

800.211.DEPO (3376)
EsquireSolutions.com
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demands being made on our other core products
that we couldn't support with the limited
resources we had. So that's been an interest
of ours, rack mounted static switches. The
same people that are now selling rack mounted
static sWitches are augmenting theilr products
with rack mounted PDUs. So in addition to
static switches, they're adding power
distribution elements to it. Same thing that

happened at the bulk level to us ié already

'happening at the rack level to manufacturers

of transfer switches. And examples of that
would be APC, Schneider Electric. They're a
division of Schneider Electric. Emerson has
rack mounted products. Gosh, what's the nane
of the company. In any case, there's a few of

these competitors out there. We know we're

going to be asked. It's just a matter of time

before we'll be asked to do it.

Q So these are competitors of yours
that are sellingvboth rack mounted static
transfer switches and rack mounted PDUs?

A Yeah, as well as static switches
and PDUs in the space that we currently

occupy.

ESQUIRE:

800.211.DEPO (3376)
EsquireSolutions.com
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Q Right now, if I understand you
correctly, you are upstream of the rack?

A Yes.

Q But you anticipate possibly

developing products that are going to be rack

mounted?
A Precisely.
Q Thank you.

MR. RUNDELLI: I'll interject as
well. When this gets written up, I'm going
to -- it's my intent to designate everything
that he talks about future plans will be |
designated as commercially sensitive trade
secret. I don't want anybody to get caught by
surprise under the protective order.

MR. GIARRATANA: That's totally
understandable, right. You know, T haven't
looked at the prdtective order to see

technically how you do it. I have no desire

" to reveal your confidential secret information

to Ortronics. Maybe during a break we can
talk about how you want to do that.

MR. RUNDELLI: Sure.

MR. GIARRATANA: Sometimes it's a

little bit cumbersome if we designate the

. ESQUIRE ' 800.211.DEPO (3376)

EsquireSolutions.com
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PerkinElmer Health Sciences, Inc. v. Atlas Database..., 2011 WL 7005538...

2011 WL 7005538 (Trademark Tr. & App. Bd.)
THIS OPINION IS NOT A PRECEDENT OF THE T'.T.A.B.
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

PerkinElmer Health Sciences, Inc.
V.
Atlas Database Software Corp.

Cancellation No. 92046554
December 22, 2011
Hearing: May 10, 20
*1 1. Stephen Samuels of Samuels & Hiebert for PerkinElmer Health Sciences, Inc.
Christopher J. McHattie of The McHattie Law Firm for Atlas Database Software Corp.

Before Quinn, Taylor and Ritchie
Administrative Trademark Judges
Opinion by Quinn

Administrative Trademark Judge:

PerkinElmer Health Sciences, Inc. (“petitioner”™) filed a petition to cancel a registration owned by Atlas Database Software
Corp. (“respondent”) of the mark LABWORKS (in typed form) for “computer software and manuals therefore [sic] for use
in connection with medical records, patient inform'atioﬁ, clinical histories, clinical task workflow, radiology and laboratory
test ordering and results reporting, and providing remote access to the foregoing between users” (in International Class 9);
and “application service provider featuring software for use in connection with medical records, patient information, clinical
histories, clinical task workflow, radiology and laboratory test ordering and results reporting, and providing remote access to

the foregoing between users; computer software consultation, design for others and development” (in International Class 42). !
As grounds for cancellation, petitioner alleges that respondent's mark, when used in connection with respondent’s goods and/
or services, so resembles petitioner's previously used mark LABWORKS for computer software for laboratory information
management, namely software for maintaining and managing a database of information pertaining to laboratory procedures, for
planning, scheduling, tracking and evaluating laboratory events and procedures, for maintaining records of laboratory procedure
data, for reporting information about the status and results of laboratory procedures, and for the transfer of data to and from
laboratory instruments; and for computer software consultation, design and development for others, as to be likely to cause
confusion under Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d).

Réspondent, in its answer, denied the salient allegations of likelihood of confusion. Respondent also asserted several affirmative
defenses, including laches. '

Evidentiary Objections
Petitioner raised more than two dozen separate objections, coVering nine pages of argument. Respondent, for its part, raised close

to four dozen separate objections, covering fifteen pages of argument. Many of the parties' objections relate to admissibility
(e.g., hearsay), while others relate to relevance and probative value.
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*2 The evidentiary record in this case is voluminous, with over one thousand pages of testim ony, and hundreds of exhibits. This
has been a vigorously litigated proceeding. We have read and considered the entire record in making our demsxon, according
the testimony and other evidence whatever probative value it merits.

Most of petitioner's objections are grounded on hearsay. Suffice it to say that, in reading the record, we have kept in mind the
hearsay nature of some of respondent's evidence; in those cases, we have not considered the evidence to prove the truth of the
matter asserted in the objected-to exhibits, but rather for the effect it would have on the relevant public. To the extent that any
of respondent's testimony was not based on personal knowledge, but appeared to be somewhat speculative, we have considered
petitioner's objections in giving the testimony its appropriate probative value.

Insofar as respondent's objections are concerned, we have considered petitioner's testimony and evidence regarding events
continuing on after respondent's date of first use so, to that extent, respondent's objection thereto is overruled. Many of
respondent's other objections are based on hearsay, and we have considered the evidence not for the truth of the matter asserted
in the objected-to exhibits, but rather for the effect it would have on the relevant public. We also have considered respondent's
objections grounded on lack of personal knowledge, lack of foundation and/or lack of authentication and, when appropriate,
have weighed the evidence in light of the objections.

Suffice it to say that none of the respective party's objected-to evidence is outcome determinative, either if considered
individually or collectively. Therefore, we see no reason to belabor this opinion with a detailed discussion of them. In sum,
we have considered the entire record with an eye on the parties' objections, and accorded the evidence whatever probative
weight it merits.

The Record

The record consists of the file of the involved registration; the pleadings; trial testimony, with related exhibits, taken by each
party; a certified copy of petitioner's pending application, official records of the state of Delaware, third-party registrations,
and respondent's responses to certain of petitioner's interrogatories, all introduced by way of petitioner's notice of reliance; and
third-party registrations, petitioner's responses to certain of respondent's interrogatories and request for admissions, respondent’s
own responses (o certain of petitioner's interrogatories, as provided by Trademark Rule 2.120()(5), and excerpts of printed
publications, all made of record by way of respondent's notices of reliance. Both parties filed briefs, and both were represented
by counsel at an oral hearing. '

The Parties

Michael Epton, founder of petitioner's original predecessor in interest, worked for the New Orleans Health Department as a
chemist, before being employed by the Sewage and Water Board of New Orleans in various positions, including as a chemist
and a water purification supervisorlaboratory director. In the mid-1980's, Mr. Epton began developing software to automate the
control and management of laboratory instruments used in environmental laboratories dealing with sewage and water facilities.
This type of software is categorized as a “laboratory information management system,” commonly referred to by the generic
acronym “LIMS,” which functions to manage the flow of samples through a laboratory, to control the interfacing of laboratory
instruments, and to generate results from the raw data. Prior to the automation afforded by this type of software, a laboratory
would order tests on paper, raw data from instruments would be recorded by hand in notebooks, calculations would be made
by hand, and results would be reported in writing or by phone.

*3 Petitioner's LABWORKS software was first used in environmental labs because those were the ones most familiar to Mr.
Epton:

During the time period 1986 to 1995, did AAS [a predecessor of petitioner] actively try to market its LABWORKS software
program to hospital or medical or clinical testing labs?
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Not to my knowledge.
Why was that?

We had many customers that were familiar to us. We were selling our products to - over time, you know, our customer base
was growing. We never ruled out selling anything to anybody. But the medical and clinical customers were not familiar. And
we had plenty of business. We were growing rapidly. We sold to the people we were familiar with. It was a business decision.
(Epton dep. I1, p. 10).

Mr. Epton went on to explain that he never made calls or completed any sales to clinical laboratories 2.

1 think it was a business decision made by AAS to - well, we had lots of customers, customers that we were
familiar with, customers who had made us aware of the feature sets that were relevant to their business.
And we were selling software. We were growing our business. We had plenty of work. And so we made
a business decision to sell to the customers we were familiar with. We never ruled out any particular kind
of customer, that I know of. (Epton dep. I1, pp. 126-27).

Michael Lehtola, one of petitioner's salespersons, confirmed that petitioner's core markets are environmental water and waste
water plant laboratories, and process control laboratories. Although some of petitioner's competitors may have licensed their
LIMS software to clinical and medical laboratories, petitioner never did. (Lehtola dep. I, p. 29). Fufther, MTr. Lehtola is unaware
of any sales by petitioner to medical laboratories. (Lehtola dep. II, p. 33). According to Mr. Lehtola, all LIMS software have
similar functions, no matter the type of laboratory in which the software is used. (Lehtola dep. I, p. 65). “My software provided
features that would provide a lab to log in samples, order tests on those samples, enter results against those tests, and prepare
and produce reports.” (Lehtola dep. I, p. 239). Insofar as testing ordering and reporting is concerned, since 1998, petitioner
provided remote access to the ordering and results reporting between users. (Lehtola dep. I, p. 241).

Respondent is essentially in the business of the development and sale of software used to connect medical reference laboratories
to physicians, thereby allowing doctors or other clinicians to order medical tests from a lab and receive results electronically.
Respondent realized that two major medical laboratories, Quest and LabCorp, were offering software to physicians so_that
the physicians could easily order tests from those labs. As explained by Robert Gregory, respondent's senior vice president of
corporate strategy, respondent developed its software in the mid1990's to assist other medical reference laboratories in the sale
of their services to doctors and hospitals in the community by automating the entry of test orders and the return of individual
patient test results to those physicians and hospitals. (Gregory dep., pp. 294-95). Mr. Gregory then identified a target audience
comprising hospitals with their own medical labs; “hospital outreach” occurs when hospitals sell their medical testing services
to physicians outside of the hospital setting by using the extra'capacity contained within the hospitals' own medical laboratories.
Respondent marketed its connectivity software to hospitals and other commercial medical testing laboratories as a way for them
to compete with Quest and LabCorp labs. (Gregory dep., pp. 93-96). Respondent's software, which facilitates electronic order
entry and the delivery of test results, is functional only in the medical lab environment. (Gregory dep., p. 113). Respondent's
customers include Cleveland Clinic, University of Virginia Medical Center, Vanderbilt University Medical Center and Mayo
Clinic. (Gregory dep., p. 224).

*4 Prior to the events leading up to this proceeding (as discussed infra), the parties were entirely unaware of one another and
the use of the other's mark. '

Standing

Petitioner has demonstrated its standing to bring this cancellation proceeding against the involved registration. In particular,
petitioner's application Serial No. 78579196, filed March 3, 2005, to register the mark LABWORKS, was refused registration
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under Section 2(d) on the basis of respondent's Registration No. 2833981 sought to be cancelled in this proceeding. Lipfon
Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982). Further, petitioner has shown use of
its mark LABWORKS, and that it is not a mere intermeddler. See Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d
1842 (Fed. Cir. 2000); and Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023 (Fed. Cir. 1999).

Priority

As an initial matter, respondent raises the issue that petitioner is not the owner of the mark. We will spend little time on this
red herring, given Mr. Epton's clear and unambiguous testimony (with supporting documents) about the adoption of the mark
LABWORKS and the chain of title of the mark. Mr. Epton and his wife formed Automated Systems Design, Inc. (“ASD”)
in 1985, and adopted the mark LABWORKS. In 1988, ASD transferred all of its assets, including the mark LABWORKS, to
Analytical Automation Specialists, Inc. (“AAS”). In 2001, AAS merged into PerkinElmer LIMS, Inc., and the corporate name
was changed to PerkinElmer Labworks, Inc. This entity merged in 2004 into PerkinElmer LAS, Inc., and in 2008, the corporate
name was changed to PerkinElmer Health Services, Inc., which is the named petitioner.

Based on the record, we find that petitioner's ownership of the mark LABWORKS, through use by predecessors in interest,
has been unbroken since the mark was adopted.

As to priority, respondent has established March 1, 1996 as the date for its first use of the mark LABWORKS in connection
with its goods and services. Thus, in order to establish priority, petitioner must prove an earlier date of first use.

Respondent essentially contends that each party has priority in its own respective areas of use: “both Registrant and Petitioner
have an assertable right of priority in connection with their own specific niche of use.” (Brief, p. 21). “In 1996, AAS [petitioner's
predecessor in interest] was not likely to expand its use to include the uses made by Registrant.” (Brief, p. 22).

To establish priority, petitioner is relying on its common law rights as shown by its actual use in connection with computer
software and related services.

Mr. Epton testified that he created petitioner's LABWORKS software during 1985-86. The first sale and shipment of the software
under the mark occurred on February 14, 1986; the first customer was O.H. Materials, an environmental engineering company
engaged in the testing of soil samples and samples of water and hazardous waste for chemicals and contaminants that could
impact human health. (Epton dep. I, pp. 35-40). Petitioner installed the software and configured it, in consultation with the
customer's professionals, so that petitioner's software met the needs of the customer's testing laboratory. Mr. Epton's personal lab
book lists the various sales of the software in every year through May, 1998. Mr. Epton, in his testimony, chronicled a long list of
petitioner's customers, namely environmental governmental laboratories testing various water and soil samples for contaminants
posing a threat to human health. Given Mr. Epton's work experience with the City of New Orleans in the area of water and
waste water, it is not surprising that through the years most of petitioner's customers have been environmental laboratories,
testing water and waste water. As indicated earlier, “we [petitioner] made a business decision to sell to the customers we were
familiar with.”

*§ As petitioner's business grew, other types of industrial laboratories utilized petitioner's software. Petitioner has identified
seven major industries for customers for its software: water and wastewater; process control; power generation; environmental;
forensics; food and beverage; and public (local, state and federal governments) health departments. (Lehtola dep. I, p. 123;

ex. P-121).3

Based on the record before us (including the specific wording of the identification of goods in petitioner's application), we find,
for purposes of this proceeding, that petitioner has established the following prior rights based on its common law use:
Computer software for laboratory information management, namely software for maintaining and managing a database of
information pertaining to laboratory procedures, for planning, scheduling, tracking and evaluating laboratory events and
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procedures, for maintaining records of laboratory procedure data, for reporting information about the status and results of
laboratory procedures, and for the transfer of data to and from laboratory instruments in the fields of environmental, water and
waste water, utilities, process control, forensics, food and beverage, and agriculture; and

Computer software consultation, design and development for laboratories in the fields of environmental, water and waste water,
utilities, process control, forensics, food and beverage, and agriculture.

In each software application petitioner's goods have been used by laboratories in testing samples for contaminants that may
impact human health.

We do not see the need to discuss respondent's remarks directed to the doctrine of natural expansion. (Brief, pp. 22-29). See
Electronic Data Systems Corp. v. EDSA Micro Corp., 23 USPQ 1460 (TTAB 1992). Petitioner did not rely on the doctrine in
its discussion of the issues; further, respondent states that “there is no evidence of record to indicate that Petitioner, even today
markets this type of software [connectivity software for use by medical testing laboratories].” (Brief, p. 24). We agree with this

assessment and, thus, see no need to resort to natural expansion when considering the similarity between the goods. 4

As to petitioner's services, respondent goes so far as to contend that petitioner has failed to. establish common law rights for
any services. Respondent argues that any services “were rendered under the AAS brand in connection with modifying the
LABWORKS brands product,” essentially concluding that petitioner either lacks common law rights for services, or that any
such rights did not accrue until after respondent's first use. (Brief, p. 38).

Contrary to respondent's contention, the record supports petitioner's claim of use of its mark LABWORKS in connection with
its services since at least as early as 1995. Mr. Epton testified that petitioner's software was usually configured to best fit the
operations of a particular laboratory situation. In addition, petitioner must integrate its software with other software that the
customer already was using:

*6 [IIn most cases, it has to do with integrating to other software that customers may be using, such as
for tracking and manufacturing processes, or it could be financial software. You know, many organizations
have an overall organizational computing environment, of which LABWORKS is one part. And integrating
with the rest of that usually involved having to perform consulting roles to determine what needs to be done,
what options exist for doing it, and then to negotiate and agree upon a plan and a price to do it.

Mr. Epton went on to indicate that petitioner's services “sometimes involve creating software modification,” and that “the
computer software consultation, design for others and development services” were rendered in 1995 and 1996 by AAS, one of
petitioner's predecessors in interest. (Epton dep. 11, pp. 40-41).

Mr. Epton's testimony is clear and unambiguous regarding this use. Oral testimony, even of a single witness, if “sufficiently
probative,” may be enough to prove priority. Powermatics, Inc. v. Glebe Roofing Products Co., 341 F.2d 127, 144 USPQ 430
(CCPA 1965); and 4U Co. of America, Inc. v. Naas Foods, Inc., 175 USPQ 251 (TTAB 1972). In the present case, Mr. Epton's
testimony is not “characterized by contradictions, inconsistencies and indefiniteness,” but rather carries with it “conviction of
its accuracy and applicability.” B.R. Baker Co. v. Lebow Bros., 150 F.2d 580, 66 USPQ 232 (CCPA 1945). Further, the oral
testimony is buttressed by documentary evidence; a booklet on AAS's goods and services states, for example, that “[w]e can help
you with network definition, hardware acquisition, installation, configuration, training and support,” and “[i]f other software
is required, we provide the professional analysis and programming resources.” (Ex. P-74). See Elder Mfg. Co. v. International
Shoe Co., 194 F.2d 114, 92 USPQ 330 (CCPA 1952).

Accordingly, we find priority, based on common law rights, in favor of petitioner on the specific goods and services identified
above.
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LIKELIHOOD OF CONFUSION

Our determination under Section 2(d) is based on an analysis of all of the facts in evidence that are relevant to the factors
bearing on the likelihood of confusion issue. /n re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973). Petitioner has the burden to establish that there is a likelihood of confusion by a preponderance of the evidence. In any
likelihood of confusion analysis, however, two key considerations are the similarities between the marks and the similarities
between the goods and/or services. See Federated Foods, Inc. v. Ft. Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976). These factors, and the other relevant du Pont factors in the proceeding now before us, will be discussed in this decision.

*7 Petitioner contends that the marks are identical, and that the goods and/or services are closely related, concluding that “the
evidence shows that almost all of the relevant DuPont factors favor or strongly favor Petitioner PerkinElmer.” (Brief, p. 54).

Respondent's position may be summarized as follows:

Petitioner and Registrant have each used the LABWORKS mark for over 14 years in their respective industries without even
being aware of each other and without even a hint of actual confusion or a likelihood of confusion. Indeed, before the Office
action in issue, neither party knew that the other even used the LABWORKS mark in connection with its software. This “dispute”
only exists because Petitioner overreached with its identification of its goods during the prosecution of its trademark application
to register its use of the LABWORKS mark and then refused to acknowledge that its only plausible claim to the LABWORKS
mark is in the “industrial” LIMS marketplace. (Brief, p. 10).

% 3 ok ok %

The reality is that both the goods of Petitioner and the goods of Registrant are software for use with computer hardware that
functions in a laboratory environment but after that gross similarity, the similarity ends. The type of laboratory is different. The
functions are different. The purposes are different. The customers are different. (Brief, p. 16).

According to respondent, the parties' goods “solve two completely different problems.” (Brief, p. 19). While the parties both
market software products related to laboratories, these laboratories “perform completely different functions in completely
different marketplaces.” (Brief, p. 31).

As one of the starting points of our likelihood of confusion analysis, it is instructive to look to the guidelines set forth in TMEP
§1402.03(d) (8 ® ed. 201 1) regarding identifying computer programs with specificity. The section states in relevant part:

Any identification of goods for computer programs must be sufficiently specific to permit determinations

. with respect to likelihood of confusion. The purpose of requiring specificity in identifying computer
programs is to avoid the issuance of unnecessary refusals of registration under [Section 2(d)] where
the actual goods of the parties are not related and there is no conflict in the marketplace ... Due to
the proliferation and degree of specialization of computer programs, broad specifications ... will not be
accepted, unless the particular function or purpose of the program in that field is indicated ... Generally,
an identification for “computer software” will be acceptable as long as bot the function/purpose and
the field are set forth. (emphasis added).

In the present case, petitioner's identification of its goods in its application indicates the software's function/purpose as used in
laboratories. The identification does not specify, however, the fields of industry in which the laboratories operate. This situation
is contrasted with respondent's identification, which includes terminology indicating that the software is for use in the medical/
clinical field. -
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*8 After review of the extensive record, and the comments made in response to questions at the oral hearing, the Board, quite
frankly, cannot help but wonder if this case could have been settled with some tweaking of the respective identifications of

goods/services in petitioner's application and respondent's registration. 5 Such action, we believe, might have gone a long way
in convincing the examining attorney that the contemporaneous registration of the marks was appropriate. Be that as it may, we
are tasked with deciding, based on the record before us, the issue of likelihood of confusion; we now turn to the du Pont analysis.

The Marks

Petitioner's mark LABWORKS and respondent's mark LABWORKS are identical in every respect, namely in sound,
appearance, meaning and commercial impression. Respondent “conced[es] that Registrant's LABWORKS mark and Petitioner's
LABWORKS mark are literally identical.” (Brief, p. 29). Although not raised as an affirmative defense, respondent, for the first
time in its brief, alleges that petitioner's mark is merely descriptive. We decline to consider respondent's claim inasmuch as it
neither was pled as a “defense” in the answer nor tried by the parties under Fed. R. Civ. P. 15(b); for respondent to raise it for the
first time in the brief at final hearing is manifestly untimely. Thus, we have given respondent's allegation no consideration. See,

~e.g., Hornby v. TJX Companies Inc., 87 USPQ2d 1411, 1415 (TTAB 2008); and Chicago Corp. v. North American Chicago
Corp., 20 USPQ2d 1715, 1717 n.5 (TTAB 1991). See generally TBMP §314 (3d ed. 2011). So as to be clear, we consider
petitioner's mark to be inherently distinctive. '

The identity between the marks is a factor that weighs heavily in favor of a finding of likelihood of confusion.

Fame

Petitioner argues that its mark is “quite strong and well-known.” (Brief, pp. 49-30). To the extent pétitioner’s claim may be
construed as a claim of fame, we begin by noting that fame of the prior mark plays a dominant role in likelihood of confusion
cases featuring a famous mark. Bose Corp. v. QSC Audio Products Inc., 293.F.3d 1367, 63 USPQ2d 1303 (Fed. Cir. 2002); Recot
Inc. v. M.C. Becton, 214 F.3d 1322, 54 USPQ2d 1894 (Fed. Cir. 2000); and Kenner Parker Toys, Inc. v. Rose Art Industries,
Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir. 1992). Because of the extreme deference accorded to a famous mark in terms
of the wide latitude of legal protection it receives, and the dominant role fame plays in the likelihood of confusion analysis, it
is the duty of the party asserting fame to clearly prove it. Lacoste Alligator S.A. v. Maxoly Inc., 91 USPQ2d 1594, 1597 (TTAB
2009); and Leading Jewelers Guild Inc. v. LJOW Holdings LLC, 82 USPQ2d 1901, 1904 (TTAB 2007).

*9 Petitioner's mark has been in use since 1986; during that time period, petitioner made over 500 sales of its software. Sales
revenue for goods and services sold under the mark LABWORKS, from 2002 through 2008, total about $46 million. Petitioner
has advertised its products every year since 1986 (but no promotional expenditure numbers have been introduced), and petitioner
has appeared at the annual Pittsburgh Conference (“PITTCON”) trade show from 1988 to 2009; this is the largest trade show
and technical conference of analytical chemists in the country. (Epton dep. I, p. 140). Further, petitioner has occasionally been
the subject of unsolicited publicity in industry publications.

The record establishes that petitioner has enjoyed a degree of success with its goods and services sold under its mark
LABWORKS. We have no way to gauge the degree, however, inasmuch as petitioner has not given us any context in which

to do so. See Bose Corp. v. QSC Audio Products-Inc., 63 USPQ2d at 1309. Accordingly, we find that the record falls short of
proving fame as contemplated by case law and, thus, decline to confer on petitioner's mark the exalted status of “famous.”

This factor is neutral.

Third-Party Mark Usage

This factor bears on the degree of distinctiveness of petitioner's mark for purposes of the likelihood of confusion analysis. By
relying on third-party uses and registrations of LABWORKS marks, or variants of “LABS-” or “~-WORKS?” formative marks in
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connection with laboratory goods and services, respondent would have us conclude that petitioner's mark is entitled to a limited
scope of protection that does not extend to respondent's mark for its goods and services.

If the common elements of conflicting marks are words that are suggestive (i.e., “weak”), then this reduces the likelihood
of confusion. See, e.g., Keebler Co. v. Murray Bakery Products, 866 F.2d 1386, 9 USPQ2d 1736 (Fed. Cir. 1989) (PECAN
SANDIES and PECAN SHORTEES); Magnaflux Corp. v. Sonoflux Corp., 231 F.2d 669, 109 USPQ 313 (CCPA 1956)
(MAGAFLUX and SONOFLUX); and Land-O-Nod Co. v. Paulison, 220 USPQ 61 (TTAB 1983) (CHIROPRACTIC and
CHIRO-MATIC).

The Board has, in the past, given weight to evidence of widespread and significant use by third parties of marks containing
elements in common with the involved marks when considering claims of likelihood of confusion, because such evidence may
demonstrate that confusion is not, in reality, likely to occur in the marketplace. See Miles Laboratories Inc. v. Naturally Vitamin
Supplements Inc., 1 USPQ2d 1445, 1462 (TTAB 1987).

In support of its argument on this factor, respondent introduced an electronic search report of the Office's database showing three
live third-party registrations of the mark LABWORKS, (Respondent's Ex. R-31). The registrations cover software marketed to
architects and designers for designing the physical layout of laboratories (RN 2766229 of the mark LABWORKS); installation,
servicing, maintenance and repair of food, chemical, veterinary and medical laboratory equipment (RN 4044750 of the mark
LABWORKS EQUIPMENT SERVICE, INC.); and inventory software for tracking inventory in a laboratory (RN 2031087
of the mark LABWORKS).

*10 Given the dictionary meanings of the commonly used and understood terms “lab” and “works,” there is little hesitation in
finding that the m ark LABWORKS is suggestive when used in connection with goods and/or services that manage laboratory
workload. However, the registrations, in and of themselves, fail to prove that “LABWORKS” is a commercially weak term.
Absent evidence of actual use, third-party registrations have little probative value because they are not evidence that the marks
are in use on a commercial scale or that the public has become familiar with them. See Smith Bros. Mfg. Co. v. Stone Mfg. Co., 476
F.2d 1004, 177 USPQ 462,463 (CCPA 1973); and Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria La Michoacana Inc., 98
USPQ2d 1921, 1934 (TTAB 2011). Even respondent acknowledges that “these [registrations] have no probative value.” (Brief,
p. 44).

Mr. Epton was asked about his knowledge of competitors that use “LLAB” as the first term in their marks for LIMS software;
he suspected that there were “many” uses, and that he was aware of “several.” (Epton dep. II, pp. 117-18). Respondent also
introduced, through the testim ony of Jack Baldini, twenty examples of advertisements for a variety of laboratory products, all
of which are identified with marks starting with “LAB-" or ending with “~-WORKS.” :

To state the obvious, it is not surprising that several marks used in the laboratory industry would begin with the term “LABS.”
However, although we have carefully considered the evidence of third-party usage, we find that it is not persuasive in
meaningfully diminishing the distinctiveness of petitioner's mark. Firstly, we point out that none of the marks is identical to
petitioner's mark LABWORKS, as is the case with respondent's mark. Secondly, respondent has not furnished any evidence
regarding the extent of use of the marks by these third parties so that we might gauge the exposure to relevant customers. See
Carl Karcher Enterprises Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125, 1131 (TTAB 1995). Thus, this evidence is entitled
to limited probative value.

In sum, there is a lack of probative evidence demonstrating that the term LABWORKS has been so commonly used that
petitioner's mark is only entitled to a narrow scope of protection. '

This du Pont factor is neutral in our likelihood of confusion determination.

The Goods and/or Services
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"Given that the marks are identical, the parties have focused a significant portion of their attention on the du Pont factor of
the similarity/dissimilarity between the goods and/or services. In considering this du Pont factor, we initially note that where
essentially identical marks are involved, as is the case here, the degree of similarity between the parties' goods and/or services
that is required to support a finding of likelihood of confusion declines. In re Shell Oil Co., 992 F.2d 1204, 26 USPQ2d 1687,
16881689 (Fed; Cir. 1993) (“even when the goods or services are not competitive or intrinsically related, the use of identical
marks can lead to the assumption that there is a common source”); Time Warner Entertainment Co. v. Jones, 65 USPQ2d 1650
(TTAB 2002); and In re Opus One Inc., 60 USPQ2d 1812 (TTAB 2001). It is only necessary that there be a viable relationship
between the two to support a finding of likelihood of confusion. /n re Concordia International Forwarding Corp., 222 USPQ
355,356 (TTAB 1983). The issue here, of course, is not whether purchasers would confuse the parties’ goods and/or services,
but rather whether there is a likelihood of confusion as to the source of these goods and/or services. /n re Rexel Inc., 223 USPQ
830 (TTAB 1984).

*11 So as to be clear, in considering this factor, we are comparing the following goods and services: Petitioner's (common
law rights):

Computer software for laboratory information management, namely software for maintaining and managing a database of
information pertaining to laboratory procedures, for planning, scheduling, tracking and evaluating laboratory events and
procedures, for maintaining records of laboratory procedure data, for reporting information about the status and results of
laboratory procedures, and for the transfer of data to and from laboratory instruments in the fields of environmental, water and
waste water, utilities, process control, forensics, food and beverage, and agriculture; and ' i

Computer sofiware consultation, design and development for laboratories in the fields of environmental, water and waste water,
utilities, process control, forensics, food and beverage, and agriculture.

Respondent's (identification in the involved registration):

computer sofiware and manuals therefor for use in connection with medical records, patient information, clinical histories,
clinical task workflow, radiology and laboratory test ordering and results reporting, and providing remote access to the foregoing
between users; and '

application service provider featuring software for use in connection with medical records, patient information, clinical histories,
clinical task workflow, radiology and laboratory test ordering and results reporting, and providing remote access to the foregoing
between users; computer software consultation, design for others and development.

Goods

In considering the goods, an initial matter involves the scope of respondent's identification as set forth in its involved registration.
Petitioner urges the Board to interpret respondent's identification of computer software “as covering software for use in
connection with each listed item separately, not software for use only in connection with all six of the individually listed
items.” (emphasis in original). According to petitioner, the identification “covers computer software for use in connection with
laboratory test ordering and results reporting,” and “also covers computer software for use in connection with each of the other
five individually listed items.” (emphasis in original). (Petitioner's Brief, p. 15). Petitioner then attempts to make the point
that the terminology “laboratory test ordering and results ordering” standing alone is broadly worded, and thus overlaps with
petitioner's software. ’ :

We do not share petitioner’s parsing of respondent's identification of goods. Rather, we agree with respondent's view that is
entirely consistent with the record: “That description, in its ordinary meaning suggests that ‘laboratory tests' are those performed
in a medical context other than ‘radiology’ tests. There is no comma between ‘radiology’ and ‘laboratory test.”” (Brief, p.
37). The identification includes the terminology “medical,” “patient,” “clinical” and “radiology.” It is clear to us that, in the
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context of the other items in the identification of goods, the term “laboratory test” refers to medical laboratory tests. See TMEP

§1402.01(a) (8 th ed, 201 1) (“In general, commas should be used in the identification to separate items within a particular
category of goods or services.”).

*12 We now turn to consider the parties' goods. Petitioner's goods are, at bottom, software to manage workflow and information
in a laboratory setting. As noted earlier, the genesis of petitioner's product, a member of the genre of computer sofiware called
“laboratory information management system” (“LIMS”), derived from Mr. Epton's work in an environmental laboratory and
his desire to manage the laboratory's workflow through automation: “The program I created ... was software for tracking work
being performed in a laboratory, for ordering analyses to be performed on samples, for entering results of that analyses, for
producing reports related to samples and analyses.” (Epton dep. I; pp. 18-20.). Mr. Lehtola confirmed these functions: “My
software provided features which would permit a laboratory to log in samples, order tests on those samples, enter results against
those tests, either manually or from an instrument, and prepare and produce reports.” (Lehtola dep. I, p. 239). Petitioner's
brochure, used in 1996, states that “LABWORKS is a PC based Laboratory Information Management System,” and “Basic
operations are sample login, tracking, results entry, reporting and invoicing.” (Ex. P-77). Petitioner touted certain efficiencies
afforded by its software, including making entry of data automatic; reducing typographical and clerical error, and paperwork;
providing tight, effective organization of the laboratory; and providing the laboratory manager with a better overall view of
the laboratory. (Epton dep. I, ex. P-67).

The record includes an article “Market Analyses and Perspectives - The Global LIMS Market: Standing Out in the Crowd” (May
1996) prepared by Strategic Directions International, Inc., which describes itself as the “leading international management
consulting firm in the highly specialized field of analytical instruments.” The article describes goods of the type sold by
petitioner: “Computers are used in the analytical laboratory to perform two basic tasks: collecting and analyzing data generated
by laboratory instruments, and managing information about the work of the lab itself. Laboratories generate large amounts of
information. A Laboratory Information Management System (LIMS) allows the laboratory to manage large sample loads more
efficiently and productively, streamlining workflow and resulting in an overall cost reduction for the lab. Consequently, a LIMS
has become an essential component of laboratories.” (Epton dep., Ex. R-1).

Although Mr. Epton was fully conversant with laboratory information management systems (LIMS), he was unfamiliar with
the acronym “LIS,” meaning “laboratory information system,” the type of system, most commonly used in médical testing
laboratories, to which respondent's software connects.

Mr. Gregory, familiar with both LIS (“laboratory information system”) and LIMS (“laboratory information management
system”), articulated the differences between the two:

*13 LIS is a system which we encounter regularly in hospital laboratories and also in commercial
laboratories, which is a specialized information technology solution designed to help the hospital that is
doing medical testing on patients manage the work flow associated with taking in test orders and the
specimens associated with them for specific patients, managing the process of getting those specimens to
the right instruments, having the right tests performed on those specimens using those instruments, also then
getting back the results, ensuring that the results are properly subject to quality control, using operations
within the LIS, and then reporting out those results to the physicians who have ordered those testing for
those patients. They tend to be patient-centric. In fact, they are. They have to be, because all of the work
that's being performed in that context is being performed for - on a work flow that is directed for - to a
specific order with one or more tests associated with that order for a specific patient ordered by a physician.
So all of the work flow is very oriented toward dealing with specific specimens associated with patients and
delivering the results associated with those test requests. All of it is done by LISs and, in fact, everything that
we interface with when we do an electronic interface to sending orders and/or to get out results electronically
is with LIS systems. LIMS systems are more flexible, much more open-ended types of environments. They
are specialized IT solutions that can handle work flows that are oriented toward samples, typically, and
not oriented generally toward patients. And basically, as I said before, they are oriented toward batches of
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samples, or in the case of a clinical trial, they may be oriented toward basically subjects in a study, all of
whom are in a particular batch or in a particular category by definition. They are not, to my knowledge,
patientcentric. That is not the way they work. And while they have a lot more flexibility in terms of how
they can be designed, that is to say that you can create work flows in them to do specific kinds of things,
they tend not to work very well in the medical testing laboratory, because L1Ss are much more really built
to work in that way. You can create a wide-ranging test catalog, a patient-centric master patient index and a
patient-centric approach, and in LIS, it's really, out of the box, much more capable of being used by clinical
laboratories than a LIMS system. (Gregory dep., pp. 99-102).

The primary purpose of respondent's software is to connect the IT systems of medical laboratories with the IT systems of
hospitals and physicians in order to allow remote medical test order entry and reporting. Respondent's LABWORKS software
routinely interfaces with LIS systems in order to facilitate remote electronic entry of testing orders and to report the final results
of such testing in connection with a specific identifiable patient. Respondent's LABWORKS software is not able to connect '
to laboratory instruments, prepare worklists for lab technicians, or take raw data to produce the results eventually reported to
doctors ordering tests.

*14 Respondent itself acknowledges, while arguing that there is no likely confusion, that “[b]oth Registrant and Petitioner
market software products related to laboratories.” (Brief, p. 31). Indeed, that is the simple reality in this case, namely that both
parties' goods are software for use in a laboratory environment. But, that is where the similarity ends. The mere fact that the
parties' goods fall under the broad category of software for use in laboratories is not a sufficient basis upon which to find that
they are related for purposes of likelihood of confusion. See In re W.W. Henry Co., 82 USPQ2d 1213, 1215 (TTAB 2007); and
Harvey Hubbell Inc. v. Tokyo Seimitsu Co., Ltd., 188 USPQ 517, 520 (TTAB 1975). The goods perform different functions
and are used for different purposes. In a nutshell, petitioner's goods control the workflow in environmental and industrial
laboratories; respondent's goods connect patient records and medical laboratory test orders and results with physicians and other
clinicians. Further, as will be discussed in a later section of this decision, the software is used by different types of laboratories.
It is difficult for a LIMS vendor to come over to the LIS space in the medical field. (Gregory dep., p. 121). And, respondent's
software is not even a LIS, but rather an application that interfaces with LIS systems in the medical laboratory field.

In its attempt to show that the goods are related, petitioner introduced excerpts of more than twenty thirdparty websites showing
that each entity markets its software to both medical and non-medical testing laboratories (including public health labs). (Sousa
dep., exs. P-1 through P-22). For example, P-12 shows that LabLite, in marketing its software and consulting services, indicates
that its customers include “water and waste water treatment plants, universities, pharmaceutical, petrochemical, medical,
manufacturing, genetic, food testing, environmental, research, mining, and more.” We also recognize that in the same trade
magazine an article about petitioner's LABWORKS software appeared on the same page as an article about a competitor's LIMS
_software that is marketed to clinical labs. (Lehtola dep. II, p. 133).

Petitioner also submitted twelve use-baéed third-party registrations showing that each of the marks covers software and services
intended for use by a variety of different laboratories, including both medical and non-medical testing laboratories. (Notice of
Reliance, NR-11 through NR-22).

- The evidence of third-party uses and registrations to show a relationship between the goods is not persuasive. It is not surprising
that a single entity may offer its goods to a variety of customers in different fields, both medical and non-medical. However, this
evidence fails to establish that the same specific types of software involved herein - laboratory information management systems
to manage workflow in environmental and industrial laboratories on the one hand, and connectivity software connecting patient
records and medical laboratory test orders and results with physicians on the other - ever emanate from the same source.

%15 In the course of its business, respondent has assisted medical laboratories using respondent's LABWORKS software
in notifying public health departments when medical test results show a highly contagious disease; governmental regulations
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require such notification. Although this capability of communicating with public health entities is not actively marketed to
respondent's customers, the feature is “in [respondent's] arsenal.” (Gregory dep., pp. 311314). Respondent's website for its
LABWORKS software indicates that respondent's Public Health Division is a “related” division with its own website. (Sousa
ex. P-32). The exhibit indicates that respondent established a centralized data-brokering capability through its data center,
which receives reports to determine if the incidents are reportable. If they are, respondent will report them to the appropriate
public health department through respondent's public health link, or “PHIL.” Thus, respondent has linked .its LABWORKS
software customers to public health departments to assist the customers in complying with reporting regulations. However, it
would appear that contact between respondent and public health departments is made through respondent's PHIL software. The
following appears on respondent's website, quoting Mr, Gregory:

Atlas is approaching private-sector laboratories that it has worked with on the LabWorksside of the
equation, he says. LabWorks is an order-entry solution that outreach programs use. To make this strategy
workable, Atlas is establishing a centralized databrokering capability through its data center in Agoura
Hills, Calif. The Center will receive incident reports that come out of any laboratory information system
enrolled in the program. We'll take those incident reports, filtered to determine that they are in fact reportable
incidents, and then broker them to the appropriate local health department that is supposed to receive that -
report by statute, Gregory says. We call this the public health information link or PHIL.

Although we recognize the importance of the relationship between medical testing laboratories and public health departments,
-the simple fact is that these classes of customers are different.

In view of the above, we find that the parties' goods are specifically different, serving very specific and distinct purposes and
functions, The dissimilarity between the goods weighs in favor of respondent.

Services

As indicated above, petitioner has established prior common law rights in its mark for computer software consultation, design
and development for laboratories in the fields of environmental, water and waste water, power generation, process control,
forensics, food and beverage, and agriculture.

-Registrant's services are identified as “application service provider featuring software for use in connection with medical
records, patient information, clinical histories, clinical task workflow, radiology and laboratory test ordering and results
reporting, and providing remote access to the foregoing between users; computer software consultation, design for others and
development.”

*16 The presence of a semicolon in respondent's recitation of services is significant for purposes of the likelihood of
confusion analysis. See Cunningham v. Laser Golf Corp., 55 USPQ2d at 1846 (“the identification of goods/services stated
in the registration ... frames the issue”). Thus, respondent's services are construed to’include separate categories of services
comprising “application service provider featuring software for use in connection with medical records, patient information,
clinical histories, clinical task workflow, radiology and laboratory test ordering and results reporting, and providing remote
access to the foregoing between users” and “computer software consultation, design for others and development.” That is
to say, the “computer software consultation, design for others and development” services are set apart from the remainder
of the recitation by a semicolon, and these services therefore stand alone, and constitute separate services to be compared

to petitioner's services for purposes of our analysis under the second du Pont factor. See TMEP §1402.01(a) (8th ed. 2011)
(“Semicolons should generally be used to separate distinct categories of goods and services within a single class.”). Accordingly,
~ for purposes of comparing petitioner's services to respondent's services, we will focus on the broadly worded “computer software
consultation, design for others and development” services portion of the recitation set forth in respondent's registration,
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Where the services in an involved registration are broadly identified as to their nature and type, as is the case herein, such that
there is an absence of any restrictions as to the channels of trade and no limitation as to the classes of purchasers, it is presumed
that in scope the recitation of services encompasses all the services of the nature and type described therein, that the identified
services are offered in all channels of trade which would be normal therefor, and that they would be purchased by all potential
buyers thereof. Paula Payne Products Co. v. Johnson Publishing Co., 473 F.2d 901, 177 USPQ 76 (CCPA 1973); Kalart Co.
v. Camera-Mart, Inc., 258 F.2d 956, 119 USPQ 139 (CCPA 1958); and In re Elbaum, 211 USPQ 639 (TTAB 1981).

Thus, respondent's “computer software consultation, design for others and development” is presumed to encompass all types of
these services and that they would be offered in all trade channels which would be normal therefor. Accordingly, these services
would include the identical type of services rendered by petitioner. Moreover, the trade channels would necessarily include the
same trade channels and purchasers as those of petitioner's services, including environmental and other industrial laboratories.

*17 The fact that respondent's other services recited in the registration are delineated for the medical laboratory setting is
irrelevant. The broadly worded “computer software consultation, design for others and development” services are separated
from the more specifically worded portion of the recitation by a semi-colon. Thus, the limitation included in the first portion of
respondent's recitation to medical testing laboratories does not extend to the later separate portion.

Likelihood of confusion may be found based on any item that comes within the identification of goods and/or services in the
involved registration. Tuxedo Monopoly, Inc. v. General Mills Fun Group, 648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981).
Accordingly, we find that petitioner's services are related to respondent's “computer software consultation, design for others
and development” services so that, when rendered under identical marks, confusion among purchasers is likely to occur. The
identity between the marks and the legally identical services (again, as recited in the registration) outweigh the sophistication
of the purchasing decision (see discussion, infra). '

The legal identity between the services weighs in favor of petitioner.
Trade Channels and Classes of Purchasers

Petitioner identified seven major industries for customers for its software: water and wastewater; process control; power
generation; environmental; forensics; food and beverage; and agricultural. (Lehtola dep. I, p. 123; ex. P-121). In saying this,
we recognize that petitioner's software is used by public health departments; but in each instance, save one, the laboratories
are testing environmental samples. The record is replete with examples of petitioner's software being used to test water and
soil samples by various state and local government environmental testing labs, and other government agencies such as the U.S.
Department of Agriculture and the Environmental Protection Agency to detect contaminants that may be harmful to human
health.

Respondent's customers are testing laboratories in the medical field, and have included Cleveland Clinic, University of Virginia
Medical Center, Vanderbilt University Medical Center and Mayo Clinic.

The potential customers for the parties' goods and services are, in very general terms, testing laboratories, but that is where the
similarity ends, To be sure, the record is devoid of evidence to show that there is any overlap in purchasers. That is to say, the
software is directed to different purchasers. ’

The record includes, however, one instance when petitioner's software has been used to run tests on human blood to detect
lead that can cause lead poisoning. This essentially is the only example, a public health laboratory, to which petitioner points

~hoaama (ratantial and onfoal) of tha nariaat inhi . .
hasers (potential and actual) of the partics' software. The State of Michigan Department of Public

in identifying common purchas
Health purchased a license to use petitioner's software to automate its laboratory and manage the testing of human blood to detect

lead. (Epton dep. I, pp. 130-31; dep. II, pp. 84-87; Lehtola dep., pp. 146-148). The date of this'sale is not reflected in the record.

wiNgxt © 2013 Thomson Reuters. No claim to original U.S. Government Works. 13

XY



PerkinElmer Health Sciences, Inc. v. Atlas Database..., 2011 WL 7005538...

*18 In this regard, petitioner states that “[m]ost telling is the evidence that both parties offered to sell their LABWORKS
software to public health laboratories.” (Reply Brief, p. 8). Indeed, respondent discussed selling its LABWORKS software to

_ the Los Angeles Department of Public Health. We also recognize that respondent has discussed the utility of its software in
veterinary, toxicology and clinical trial laboratories. However, the simple fact is that respondent never has consummated a sale
other than to medical testing laboratories, a fact reflected in its recitation of services.

Petitioner's LABWORKS software also has been used by one customer (Kennecott Utah Copper Corp. in 1992) to support
testing of urine to ensure safety in its mining operations. (Lehtola dep. I, pp. 33-35).

In sum, the record shows one use of petitioner's software by a public health laboratory to test blood, and that respondent had
discussions, but no sale, with a single public health laboratory. Any perceived overlap in this field is insufficient upon which
to base a finding that there are common purchasers for the parties' goods. ’

Petitioner makes the point at every opportunity to assert that there is nothing to prevent its software from being used in clinical
labs to test human blood, urine and tissue. (Epton dep. I, pp. 127-128). In doing so, petitioner points out that similar equipment
and instruments are used in both environmental and clinical labs, and the record supports this assertion. According to petitioner,
it does not matter when using petitioner's software whether the laboratory instruments are tesiing blood, urine, tissue, water
or soil. (Lehtola dep. I, pp. 61-65). Mr. Epton testified that “I know of no reason we could not interface any computerized
instrument,” including those used in testing blood, urine and human tissues. (Epton dep. II, p. 9; p. 11). Mr. Epton recalled
that customers have wanted to use petitioner's software for new purposes not even envisioned by petitioner, such as analyzing
jet fuels and spills at military bases. (Epton dep. I, p. 191). Petitioner has not actively promoted its LABWORKS software for
other uses, but such uses “could be going on without our knowledge,” and “we heard tales” of other uses. (Epton dep. II, pp.
91-92). Mr. Lehtola insists that petitioner's software could be configured to work in any laboratory, including hospital, medical
and clinical. Mr. Lehtola essentially asserts that petitioner's software would be useful in any lab that receives samples, orders
~ tests and receives reports. (Lehtola dep. I, p. 35; pp. 40-41; p. 123).

Although petitioner insists that its potential customers include public health laboratories performing clinical analyses, this
insistence is undercut by the fact that its customers in the field amounted to a single one, namely the Michigan state lab testing
human blood for the presence of lead. At most, a second use involved the testing of urine for mining safety by a private mining
company. On cross-examination, when Mr. Epton was asked if he could identify a single customer of petitioner that was not in
the water and waste water, environmental, process control, food and beverage, chemical, utilities, transportation or agricultural
industries, he answered “No.” (Epton dep. II, p. 104). Mr. Lehtola is not aware of any sales by petitioner to medical labs.
(Lehtola dep. I1, p. 33). ‘

#19 Although petitioner never ruled out configuring its software to run in clinical laboratories, it never did so. As highlighted
by respondent's evidence, entry into the medical laboratory field can be challenging; there are numerous hurdles to jump,
including knowledge of medical testing codes, HIPPAA requirements, Medicare and Medicaid, and health insurance payment

frameworks. © Outside of the environmental and industrial laboratory settings, any use by petitioner appears, by and large, to
be de minimis at best, and theoretical at worst. Further, to the degree that there could ever be an overlap in public health labs,
as noted above, the likelihood of confusion would be de minimis. Electronic Design & Sales, Inc. v. Electronic Data Systems
Corp., 954 F.2d 713, 21 USPQ2d 1388, 1392 (Fed. Cir. 1992) (“the mere purchase of the goods and services of both parties
by the same institution does not, by itself, establish similarity of trade channels or overlap of customers ... the likelihood of
confusion must be shown to exist not in a purchasing institution, but in ‘a customer or purchaser.” (emphasis in original)).

Petitioner and respondent do not attend the same trade conferences to market their respective LABWORKS software, and the
parties advertise in different trade publications; this comes as no surprise inasmuch as their products are targeted at different
classes of purchasers.
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When all of the testimony and evidence is considered, we find that the parties' goods are sold in different trade channels
to different customers. In sum, the same individuals do not encounter the mark an_d products or, even if they did (as in, for
example, a public health lab), they would do so only in the context of a thoughtful purchasing process leaving no room for
misunderstanding about the sources of the respective software (as discussed infra). See Edwards Lifesciences Corp. v. VigiLanz
Corp., 94 USPQ2d 1399, 1411-13 (TTAB 2010). i

The dissimilarity between trade channels and c lasses of purchasers weighs in favor of respondent. 7

Conditions of Sale/Sophistication of Purchasers

As a first point, respondent atterripts to confine petitioner to its argument made during prosecution of its application. When
faced with the Section 2(d) refusal based on respondent's registration, petitioner argued that there was no likelihood of confusion
between the marks “because the parties' respective goods are different.” Petitioner further alleged: “[The parties'] customers
would typically be sophisticated specialists within their respective fields, and would not be easily susceptible to confusion,
None of the pertinent goods would be purchased on impulse, or without careful consideration of the party standing behind
them.” (Response to Office action, 3/23/06). ’

*20 Petitioner's statements were made in an attempt to avoid the need for this cancellation action if it could overcome the
examining attorney's refusal of registration. We have considered petitioner's prior statements as illuminative of shade and tone
in the total picture of likelihood of confusion, but nothing more than that. See Interstate Brands Corp. v. Celestial Seasonings,
Inc., 576 F.2d 926, 198 USPQ 151 (CCPA 1978); and Anthony's Pizza & Pasta International, Inc. v. Anthony's Pizza Holding
Co., 95 USPQ2d 1271, 1281 (TTAB 2009).

In any event, the record establishes that the purchase of either of the parties' software involves a thoughtful decision; the same
applies to the parties' services. This high degree of care when making the purchasing decision is not surprising given the nature -

of the goods, as well as their relatively expensive cost.® The relevant purchasing public for the laboratory goods and services
comprises laboratory managers, scientists and other laboratory professionals, In many instances, whether in maiters of detecting
water and soil contaminants hazardous to public health, or of a patient's blood test, there is much at stake. Further, the software
involves setup and customization to match a customer's needs. Simply put, these products are not “off-the-shelf” ones that are
bought on impulse, but rather are bought after careful thought.

Mr. Lehtola testified that “I've sold systems anywhere that from the first contact with a customer to the invoice was nine years,
all the way to probably less than a month, maybe two wecks, and then all across the board in between there.” (Lehtola dep.
11, p. 53). Mr. Lehtola further stated that he dealt with many types of professional people in the buying process, ranging from
laboratory owners and managers, to bench chemists. (Lehtola dep. I, p. 239). Mr. Epton echoed these comments, indicating
that sales to public health laboratories included discussions with “engineers, consultant, bureaucratic officials who had roles in
purchasing and approving purchases.” (Epton dep. 11, p. 35). '

Mr. Gregory stressed the need for respondent to intelligently discuss the customer's needs prior to purchase, especially given
that “[I]aboratorians, in my experience anyway, are a very demanding and exacting lot.” (Gregory dep., p. 143). Mr. Gregory
testified that he discussed purchases with the potential customer's IT department, chief executive officer, chief financial officer
and physicians, among other professionals. (Gregory dep., p. 324).

Based on the record and the nature of the products and services, we find that they are likely to be bought only after careful
consideration by persons who are quite knowledgeable about what and from whom they are buying. See Electronic Design &
Sales, Inc. v. Electronic Data Systems Corp., 21 USPQ2d at 1392; Astra Pharmaceutical Products, Inc. v. Beckman Instruments,

Inc., 718 F.2d 1201, 220 U.SPQ 786,791 (1% Cir. 1983); Dynamics Research Corp. v. Langenau Mfg. Co., 704 F.2d 1575,217
USPQ 649 651 (Fed. Cir. 1983); and Edwards Lifesciences Corp. v. VigiLanz Corp., 94 USPQ2d at 1413 In sum, the purchase
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of the parties' respective goods and services entails a thoughtful decision made by knowledgeable purchasers; the conditions
of sale significantly diminishes the likelihood of confusion.

*21 This factor weighs in respondent's favor.
Actual Confusion

Respondent points to the coexistence of the involved marks for a period of over 14 years without any reported instances of
actual confusion between them. Respondent highlights the fact that neither party had ever heard of the other party or the other's
mark until respondent's mark was cited by the examining attorney as a bar to registration of petitioner's applied-for mark. Mr.
Gregory indicates that respondent never received any cease and desist letter from petitioner, that there have been no misdirected
communications and that he is unaware of any use of the parties' goods in the same laboratory. (Gregory dep., pp. 185; 187-89).

A showing of actual confusion would of course be highly probative, if not conclusive, of a likelihood of confusion. The opposite
is not true, however. The lack of evidence of actual confusion carries little weight. J.C. Hall Co. v. Hallmark Cards, Inc., 340
F.2d 960, 144 USPQ 435, 438 (CCPA 1965). In any event, while there is some evidence bearing on the extent of petitioner's
use, the record is devoid of probative evidence regarding the extent of use of respondent's mark. Firstly, while respondent points
to 14 years of contemporaneous use of the marks since 1996, Mr. Gregory stated that respondent did not actively market its
LABWORKS brand product until 2003. (Gregory dep., p. 86). Secondly, although Mr. Gregory testified that respondent enjoys
a 20% market share (Gregory dep., p. 163), no further information was introduced to give context to this figure. That is to
say, neither respondent's sales under the mark or advertising expenditures for promotional efforts are of record. Thus, we are
unable to accurately gauge whether there has been a meaningful opportunity for confusion to have occurred in the marketplace.
Notwithstanding the above, proof of actual confusion is not necessary to establish likelihood of confusion. Giant Food, Inc.
v. Nation's Foodservice, Inc., 218 USPQ at 396. Nevertheless, it is “instructive™ that the parties were totally unaware of one
another until the Office raised respondent's registration as a bar to registration of petitioner's mark. See Sheller-Globe Corp. v.
Scott Paper Co., 204 USPQ 329, 333 (TTAB 1979).

Accordingly, the eighth du Pont factor involving the length of time during and conditions under which there has been
contemporaneous use without evidence of actual confusion is considered neutral. ‘

Laches

The affirmative defense of laches was pleaded>in the answer, and is the only pleaded defense that respondent maintained in its
brief. Respondent contends that petitioner unreasonably delayed in bringing this cancellation proceeding. More specifically,
respondent contends: “petitioner filed the instant cancellation proceeding 10 years after [respondent] began use of its mark; 3
years 7 months and 14 days after respondent filed for its registration; and 2 years 10 months and 4 days after [respondent’s]
application was published for opposition.” (Brief, p. 52). Respondent further asserts that petitioner has not explained the reasons
for its delay, and that respondent, during the delay, continued to develop the goodwill built around its mark.

*22 We agree with pétitioner's assessment that laches has not been established. Laches is generally available against a Section
2(d) claim of likelihood of confusion, the only exception being when confusion is inevitable. National Cable Television Assn.
Inc. v. American Cinema Editors Inc., 973 F.2d 1572, 19 USPQ2d 1424 (Fed. Cir. 1991). In order to prevail on the affirmative
defense of laches, a defendant must establish that there was undue or unreasonable delay by the plaintiff in asserting its rights,
and prejudice to the defendant resulting from the delay. Bridgestone/Firestone Research Inc. v. Automobile Club de I'Ouest
de la France, 245 F.3d 1359, 58 USPQ2d 1460 (Fed. Cir. 2001). Mere delay in asserting a trademark-related right does not

= qanr:] R 1
necessarily result in changed conditions sufficient to support the defense of laches. There must also have been some detriment

due to the delay. Bridgestone/Firestone Research Inc. v. Automobile Club de I'Ouest de la France, 58 USPQ2d at 1463.
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Respondent's Registration No. 2833981 issued on April 20, 2004. There is no evidence to suggest that petitioner had actual
knowledge of respondent's mark until respondent's registration was cited as a Section 2(d) bar in an Office action dated May
1, 2006. However, petitioner is charged with constructive notice of the registration when it issued on April 20, 2004. Teledyne
Technologies, Inc. v. Western Skyways, Inc., 78 USPQ2d 1203, 1210 (TTAB 2006), aff'd unpublished opinion, Appeal Nos.
2006-1366 and 1367 (Fed. Cir. Dec. 6,2006); and Christian Broadcasting Network Inc. v. ABS-CBN International, 84 USPQ2d
1560, 1572 (TTAB 2007). The petition for cancellation was filed on October 31, 2006, approximately 2 1/2 years later.

Firstly, we find that the time period between the issue date of respondent's registration and the filing of petitioner's petition
for cancellation does not constitute unreasonable delay. Secondly, we find that respondent's proofs fall short of establishing
detriment due to the delay. Hornby v. TJX Companies Inc., 87 USPQ2d 1411, 1419 (TTAB 2008). Although respondent asserts
that it built up goodwill during the alleged delay, the record is devoid of sales figures, advertising expénditures, and the like;
in the absence of such facts, it is impossible to assess the detriment, if any, suffered during the alleged delay.

Accordingly, respondent's affirmative defense of laches fails.
Conclusion

The evidentiary record in this case is substantial, and the arguments are numerous. We have carefully considered all of the
evidence made of record pertaining to the issue of likelihood of confusion, as well as all of the parties' arguments related thereto,
including any evidence and arguments not specifically discussed in this opinion.

*23 With respect to the goods, the identity between the marks weighs heavily in petitioner's favor. However, the dissimilarity
between the goods, trade channels and classes of purchasers are factors that weigh in favor of respondent. Further, the thoughtful
purchasing decision made by discriminating purchasers is a significant factor in respondent's favor. On balance, we find that
the du Pont factors weigh in favor of respondent, and a finding of no likelihood of confusion.

Keeping in mind that petitioner has the burden of proof of establishing its likelihood of confusion claim by a preponderance
of the evidence, we see petitioner's likelihood of confusion claim regarding the goods as amounting to only a speculative,
theoretical possibility, notwithstanding that identical marks are involved. Language by our primary reviewing court is helpful
in resolving the likelihood of confusion issue with respect to the goods in this case:

We are not concerned with mere theoretical possibilities of confusion, deception, or mistake or with de
minimis situations but with the practicalities of the commercial world, with which the trademark laws deal.

Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 21 USPQ2d at 1391, citing Witco Chemical Co. v. Whitfield
Chemical Co., Inc., 418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g 153 USPQ 412 (TTAB 1967).

The likelihood of confusion between the marks when used in connection with the parties' services is a different matter.
As explained above, a portion of respondent's recitation of services, “computer software consultation, design for others and
development,” is worded in an extremely broad manner. These broadly worded services overlap with the services previously
rendered by petitioner under the identical mark. Accordingly, petitioner has established a likelihood of confusion between the
marks for the parties' services.

Decision
The petition to cancel is granted as to the services in Class 42, and denied as to the goods in Class 9. Accordingly, Class 42
will be cancelled from Registration No. 2833981 in due course.

ekt © 2013 Thomson Reuters. No claim to original U.S. Government Works. : 17




PerkinElmer Health Sciences, Inc. v. Atlas Database..., 2011 WL 7005538...

Footnotes

1

2
3
4

Registratidn No. 2833981, issued April 20, 2004; Section 8 affidavit accepted.

A clinical laboratory analyzes “samples of materials from patients in relation to [the] practice of medicine.” (Epton dep. II, p. 72).
Except in one instance (see infira), these public health departments tested environmental samples such as water and soil.

In saying this, we note the absence of probative evidence to show that in 1996, when respondent first used its mark, the type of

- petitioner's software used in environmental labs would naturally expand to use in medical labs. See Electronic Data Systems Corp. v.

EDSA Micro Corp., 23 USPQ2d at 1463-64 (“Before the doctrine of natural expansion may be invoked by [the plaintiff], it must be
shown that the new goods, i.¢., the extension of the line of business from that which pre-existed [the defendant's] arrival, evolved from
the manufacturing and marketing activities of [the plaintiff] and did not result from the acquisition of a new business by a diversifying
company.”). We recognize that some of petitioner's competitors may have sold their LIMS software to clinical laboratories in later
years; but, as is readily apparent from this record, petitioner itself has not expanded its use to clinical laboratories.

In narrowing petitioner's common law rights in this proceeding to software for use in laboratories in the fields of environmental,
water and waste water, utilities, process control, forensics, food and beverage, and agriculture, we do not mean to suggest that this
would be the only acceptable identification that might convince the examining attorney to withdraw the refusal. It may well be that
the examining attorney would be persuaded to withdraw the refusal if, as respondent suggests, petitioner's identification of goods
were limited to use in laboratories in “environmental and industrial” fields.

Petitioner's software does not actually utilize any test codes in its applications. (Epton dep. IL, p. 149).

With respect to the services, the broadly worded recitation “computer software consultation, design for others and development”
does not bear any limitations as to trade channels and purchasers. Thus, as pointed out earlier, given the similarity of respondent's
services to petitioner's services, it is presumed that the parties' services are rendered in the same trade channels to the same classes
of purchasers.

An early edition of petitioner's software was listed at $17,500. (Epton dep. I, p 95, ex. P-48). Respondent's evidence does not include
the price of its goods or services.

2011 WL 7005538 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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Citation # 1
2009 TTAB Lexis 483

General Cable Technologies Corporation v. National Rural Electric Cooperative Association
Opposition No. 91165554 to Application Serial No. 78337966 filed on December 8, 2003
Trademark Trial and Appeal Board

2009 TTAB LEXIS 483
June 11, 2009, Hearing

June 25, 2009, Decided

CORE TERMS: opposer, cable, software, electric, cooperative, wire, consumer, channels, vendor,
customer, registration, specification, similarity, deposition, famous, fame, electrical, purchaser,
advertising, initiative, energy, users, inventory, interface, format, logo, technology, dissimilarity,
confidential, purchasing ,

DISPOSITION:

[*1]

Decision: The opposition is dismissed and the application will register in due course,

Also, as explained above, within thirty days of the mailing date of this decision, the parties are
ordered to resubmit a redacted copy of all testimony and exhibits submitted under seal, including
their briefs, with only those portions which truly need to be kept under seal redacted, failing which
the entire record will be made public.

COUNSEL:
Timothy D. Pecsenye of Blank Rome LLP for General Cable Technologies Corporation.

Elizabeth C. Buckingham of Dorsey & Whitney LLP for National Rural Electric Cooperative
Association.

JUDGES: Before Hairston, Walsh and Bergsman, Administrative Trademark Judges
OPINION BY: BERGSMAN

OPINION:
THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.

Opinion by Bergsman, Administrative Trademark Judge:
National Rural Electric Cooperative Association ("applicant") filed a use-based application for the
design mark shown below for services ultimately identified as "promoting the interests of electric

cooperatives by promulgating standards for uniform data formatting to facilitate the transfer of
data between software applications," in Class 35.

Link to Image Link to Image
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In [*2] the application, applicant described its marks as "three arcs forming a boomerang" and it
claimed March 1, 2001 as its date of first use of the mark anywhere and in commerce.,

General Cable Technologies Corporation ("opposer) opposed the registration of applicant's mark on
the ground of priority of use and likelihood of confusion under Section 2(d) of the Trademark Act of
1946, 15 U.S.C. §1052(d). n1 Specifically, opposer alleged that it is the owner of ten registrations
for variations of what it refers to as the "Roleaux” design mark shown below for, inter alia, the
following goods and services: ’

Link to Image Link to Image

Wire and cable for energy and electrical applications, namely bare and insulated
electrical wire and cable, interlocked armored cable, buried and aerial trunk cable,
distribution and drop cable, plenum cables, electrical power instrumentation and control
cable, electrical aluminum cable, and low, medium and high voltage power
transmission cable, in Class 9; n2

Mail order and internet catalog services featuring electrical wire and cable, in Class 35;
n3 and,

Design for others of electrical wire and cable products, [*3] in Class 42. n4

nl Opposer also alleged that applicant's mark does not function as a service mark because
applicant licenses its mark to third parties as a certification mark. However, because opposer did
not reference this ground of opposition in its brief, or at the oral hearing, we find that opposer has
waived it.

n2 Registration No. 2654145, issued November 26, 2002; Sections 8 and 15 affidavits accepted
and acknowledged. We did not set forth the entire description of goods. We listed the most

relevant products. ‘
n3 Registration No. 2811285, issued February 3, 2004; Sections 8 and 15 affidavits accepted and

acknowledged.
n4 Registration No. 2735482, issued July 8, 2003; Sections 8 and 15 affidavits accepted and

acknowledged.

Because the mark in the three above-noted registrations is closer to applicant's mark than

opposer’s other marks, we have focused our likelihood of confusion analysis on these marks, as
well as on services that opposer contends fall within the natural [¥4] scope of expansion of its
registered marks. ‘

Applicant denied the salient allegations in the notice of opposition.

Preliminary Issues

A. Improper designation of confidential testimony and evidence.

http://www?3.lexis.com/getandprint/htmlreportcontent.html?sessionld=D59D4037CF54434... 2/13/2013
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Opposer introduced into evidence the discovery depositions of applicant's Rule 30(b)(6) witnesses,
Martin E. Gordon and Gary A. McNaughton, and the testimony deposition of Lisa Lawson, opposer's
Vice President of Corporate Communications, under seal without any attempt to delineate the truly
confidential portions by redaction. However, the parties cannot shield from public information that
which is not appropriately confidential. See Trademark Rule 2.27(d) and (e). It is readily apparent
that most of the testimony submitted under seal is not confidential. Within thirty days of the
mailing date of this decision, the parties are ordered to resubmit a redacted copy of the discovery
and testimony depositions with attached exhibits submitted under seal with only those portions
which truly need to be kept under seal redacted. The redacted copy will be placed in the public
record. If the parties fail to make this submission as to any sealed deposntlon the entire deposition
and [*5] exhibits will become part of the public record.

B. Evidence attached to briefs.

Opposer submitted its main brief with evidentiary attachments comprising duplicates of evidence
and testimony previously filed during the assigned testimony periods. Evidence which was timely

. filed during the parties' trial periods need not, and should not, be resubmitted. Life Zone Inc. v.
Middleman Group, Inc., 87 USPQ2d 1953, 1955 (TTAB 2008); Entm’t Group Ltd. v. Nintendo of
Am. Inc., 45 USPQ2d 2021, 2022 (TTAB 1998). Opposer seems to be under the impression that
attaching previously-filed evidence to a brief is a courtesy or a convenience to the Board. It is
neither. When considering a case for final disposition, the entire record is readily available to the
panel. Because we must determine whether such attachments are properly of record, Trademark
Rule 2.123(l), citation to the attachment requires examination of the attachment and then an
attempt to locate the same evidence in the record developed during trial, requiring more time and
effort than would have been necessary if citations were directly to the trial record. Accordingly, we
did not consider the [*6] attachments to opposer's brief. We only considered the evidence that
was timely filed during the assigned testimony periods. ’

The Record

By rule, the record includes applicant’s application file and the pleadings. Trademark Rule 2.122(b),
37 CFR §2.122(b).

A. Opposer‘s evidence.

1. A notice of reliance on copies of opposer's pleaded registrations prepared and issued by the U.S.
Patent and Trademark Office showing both the current status of and the current title to the
registrations;

2. Notices of reliance on applicant's responses to selected interrogatories and requests for
admission;

3. A notice of reliance on the following discovery depositions:
a. Martin E. Gordon, applicant's Research Project Manager, with attached exhibits; and,

b. Gary A. McNaughton, an engineering consultant with Cornice Engineering, a
contractor engaged by applicant, with attached exhibits; and,

4. The testimony deposition of Lisa Lawson, opposer's Vice President of Corporate Communications,
-with attached exhibits.

http://www?3.lexis.com/getandprint/htmlreportcontent.html?sessionld=D59D4037CF54434... 2/13/2013
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B. Applicant's evidence.

1. The testimony deposition of Robert D. Saint, applicant's principal engineer, with attached
exhibits; and,

2. The testimony [*7] deposition of Gary A. McNaughton with attached exhibits.
The Parties
A. Opposer.

Opposer is a leading g!dbal developer and manufacturer of wire and cable. Opposer, through its
predecessors, has manufactured and sold wire and cable for over 150 years. It has operated as an
independent public company since 1997. n5 :

n5 Opposer's 2005 Form 10-K, pp. 3 and 5-6, filed with the U.S. Securities and Exchange
Commission attached as part of Exhibit 1 to the Lawson Dep.

Opposer's operations are divided into three main segments: (1) energy; (2) industrial & specialty;
and (3) communications. '

Energy cable products include low-, medium - and high-voltage power distribution and
-power transmission products for overhead and buried applications. Industrial &
specialty wire and cable products conduct electrical current for industrial, OEM,
commercial and residential power and control applications. Communications wire and
cable products transmit low-voltage signals for voice and data applications. n6

[*8]

The principal market for opposer's energy cable products are power utilities such as rural electric
associations. n7

né Id.

n7 Id at 5.

------------ End Footnotes- - - -----------

In addition to wire and cable products, opposer supplies its customers with a managed inventory
system wherein customers may monitor and maintain inventory, as well as other inventory control,

product ordering and information distribution systems. n8

------- - - -----FoOtnotes - - = = = == === ==~
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n8 Lawson Dep., pp. 27-30.

Opposer's Roleaux design mark is a housemark used in connection with all of opposer's products
and services since 1927. It is placed on all of opposer's products, packaging, literature and
advertising and promotional materials. n9

[*9]
B. Applicant.

Applicant is a trade association for electric cooperatives. An electric cooperative is an energy utility
owned by the customers. There is no stock. The customers vote for an individual to represent them
on the board of directors. n10 Applicant promotes the interests of electric cooperatives by lobbying
legislative bodies, providing technical expertise, education and training in engineering, human
relations, information technology and the law. n11 Companies that sell goods and services to
electric cooperatives (hereinafter "vendors") may join applicant as associate members. n12

| nl10 Gordon Dep., pp. 15, 23-24.
nll Gordon Dep., pp. 19-20, 21; Saint Dep., pp. 9- 11
n12 Gordon Dep., pp. 25-26, 28; McNaughton Testimony Dep., p. 16.

Applicant's mark is the logo for the MultiSpeak initiative. n13 MultiSpeak is a project to develop
standards for data format and exchange. The purpose of the initiative is to reduce the cost and
effort necessary to integrate different software [¥10] applications. n14

[Applicant's] MultiSpeak Specification is an industry-wide software standard that
facilitates interoperability of dlverse business and automation applications used in
electric utilities.

X % X

MultiSpeak is a specification for the automation of business processes and the
exchange of data among software applications commonly applied in utilities. The
foundation of the specification is an agreement on the details of the data objects that
need to be exchanged to more fully integrate disparate software applications. The
MultiSpeak specification is intended to assist vendors and utilities to develop
interfaces that enable software products from a variety of vendors to
interoperate without the need for extensive custom interface development.
(Emphasis added).

~ http://www3.lexis.com/getandprint/htmlreportcontent html?sessionld=D59D4037CF54434... 2/13/2013
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X X %

MultiSpeak defines data objects and specifies mesSage structures so that vendors or
utilities can write a single, common interface that facilitates communication with

another type of software. n15

ni3 Gordon Dep., p. 50.
ni4 McNaughton Testimony Dep., pp. 7, 13; Gordon Dep., pp. 50, 52, 64, 89, 93 and 107; Saint
Dep., pp. 12-14. [*11]

nl5 McNaughton Testimony Dep., Exhibit 22.

Electric cooperatives benefit from industry-wide software standards for data format and exchange
as follows:

1. It facilitates a high level of application integration;
2. It minimizes expensive and maintenance-intensive custom interfaces;

3. It allows utilities to focus on the best software application available rather than
interface-type issues; and, : '

4. It reduces the deployment time and risk in implementing new software. n16

------------ End Footnotes- - ------------

Software developers benefit from industry-wide software standards for data format and exchange
as follows: '

1. It reduces the time spent in developing and maintaining custom interfaces;
2. It frees programmers to develop better applications;
3. It facilitates the release and implementation of new products; and,

4. It increases the willinghess of utilities to invest in new software applications. [*12]

http://www3.lexis.com/getandprint/htmlreportcontent.html?sessionld=D59D4037CF54434... 2/13/2013
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nl7

The MultiSpeak initiative has three types of membership: (1) vendor members comprising software
vendors; (2) auditing members comprising service providers (e.g., consultants or system
integrators); and (3) utilities. n18 Representative vendor members include IBM, Oracle, and
Siemens. nl19

nl18 McNaughton Testimony Dep., pp. 16-17, 23; Saint Dep., p. 16.
n19 McNaughton Dep., Exhibit 22; Saint Dep., pp. 18-19.

Applicant first used its logo in the March 2001 issue of Rural Electrification, applicant's magazine
for electric cooperatives. n20 The logo has been in continuous use since its first use. n21 Only
applicant may use the logo as a stand alone mark. n22 Vendors may use the logo in combination
with other matter pursuant to a license to indicate membership in the MultiSpeak initiative, to
indicate [*13] that a product is in compliance with the MultiSpeak specification or to indicate that
a company or person has achieved specific training in connection with the MultiSpeak specification.
n23

n20 Gordon Dep., p. 62.

n21 McNaughton Testimony Dep., p. 19.
n22 McNaughton Testimony Dep., pp. 19-20.
n23 McNaughton Testimony Dep., p. 20.

Applicant actively promotes the MultiSpeak initiative at electric utility industry conferences, trade
shows and other meetings because the success of the project depends upon the willingness of
software vendors to support the standard and the willingness of utilities to demand compliance with
the MultiSpeak standards. n24

n24 McNaughton Testimony Dep., p. 10; Saint Dep., pp. 14-15.

http://www3.lexis.com/ getandprint/htmlreportcontent. html?sessionld=D59D4037CF54434... 2/13/2013



Page 8 of 15

Standing

Because opposer has properly made its pleaded registrations of record, opposer has [¥14]
established its standing. Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844
(Fed. Cir. 2000); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185,189
(CCPA 1982).

Priority

Because opposer's pleaded registrations are of record, Section 2(d) priority is not an issue in this
case as to the marks and the services covered by the registrations. King Candy Co. v. Eunice King's
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974).

Likelihood of Confusion

Our determination under Section 2(d) is based on an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the issue of likelihood of confusion. In re E. I.
du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). See also, In re
Majestic Distilling Company, Inc., 315 F.3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 2003).

A. The fame of opposer's marks.

This du Pont factor requires us to consider the fame of opposer's mark. Fame, if it exists, plays a
‘dominant role in the likelihood of confusion analysis because famous marks enjoy a broad [*15]
scope of protection or exclusivity of use. A famous mark has extensive public recognition and
renown. Bose Corp. v. QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1305 (Fed. Cir.
2002); Recot Inc. v. M.C. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed. Cir. 2000); Kenner
Parker Toys, Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22 USPQ2d 1453, 1456 (Fed. Cir.
1992). :

Fame may be measured indirectly by the volume of sales and advertising expenditures of the
goods and services identified by the marks at issue, "by the length of time those indicia of
commercial awareness have been evident,” widespread critical assessments and through notice by
independent sources of the products identified by the marks, as well as the general reputation of
the products and services. Bose Corp. v. QSC Audio Products Inc., 63 USPQ2d at 1305-1306 and
1309. Although raw numbers of product sales and advertising expenses may have sufficed in the
past to prove fame of a mark, raw numbers alone may be misleading. Some context in which to
place raw statistics may be necessary (e.g., the substantiality of the sales or advertising [¥16]
figures for comparable types of products or services). Bose Corp. v. QSC Audio Products Inc., 63
USPQ2d at 1309. :

We have considered the following testimony and evidence in determining whether opposer's mark
is famous:

1. Opposer has been using its mark since 1927; n25
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2. Opposer has made substantial sales of wire and cable in the United States during the five years
preceding Ms. Lawson's testimony: n26 ‘
YearNet Sales

2007 $ 1.8 billion

2006 $ 1.5 billion

2005 $ 952 million

2004 $ 788 million

2003 $ 615 million
-------------- Footnotes - - - - - ---- ==~~~ -~

n26 Lawson Dep., Exhibit 1 (Opposer's 2007 Annual Report, Bates No. 1767). Opposer reported
worldwide revenues, but Ms. Lawson testified that 40% of opposer's sales are from the United
States. (Lawson Dep., p. 9). The figures listed above are U.S. sales.

n27 Lawson Dep., pp. 21-23; Exhibit 1 (Opposer's 2007 K-1 Form, Bates No. 1331). Out of an
abundance of caustion, we have not listed the actual advertising figures because we are not clear
whether they are truly confidential.

mememm - End Footnotes- - --------~-~---

4. While opposer vies with Southwire as the largest manufacturer of wire and cable in the United
States, it is the largest supplier of energy cable in the United States. n28

n28 Lawson Dep., p. 33.

B R - End Footnotes- - - - - - = - - - -~~~

Based on our review of the evidence, we find that opposer's Roleaux design mark has achieved a
high degree of recognition as a mark for wire and cable products, such that the mark would be
viewed as a strong and distinctive mark. However, we cannot find on this record that the relevant
U.S. consumers have been so exposed to the mark, or that they are so aware [*18] of it, that it
can be considered a famous mark as contemplated by the case law. In view of the extreme
deference that a famous mark is accorded, and the dominant role fame plays in the likelihood of
confusion analysis, a plaintiff asserting that its mark is famous has a duty to clearly prove fame.
Leading Jewelers Guild Inc. v. LJOW Holdings LLC, 82 USPQ2d 1901, 1904 (TTAB 2007); Blue Man
Productions Inc. v. Tarmann, 75 USPQ2d 1811, 1819 (TTAB 2005).
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In this case, opposer's evidence falls short of proving that its mark is famous because opposer's
mark is primarily displayed in connection with the trade name General Cable as shown below. n29

-------------- Footnotes - - - -----~-=---~--

n29 Lawson Dep., Exhibits 1-5, 8-12. We note that in some of the packaging presented in Lawson
Dep. Exhibit 7 the Roleaux design mark is displayed in an ornamental manner; but that appears to
be the exception rather than the rule.

Link to Image Link to Image

Furthermore, the industry publications about opposer introduced into evidence [*¥19] (Lawson
Deposition Exhibit 5) do not reference the desigh mark although it may appear next to the trade
name, : ’

The problem with opposer's evidentiary showing on the issue of fame is that there is nothing that
demonstrates that the Roleaux design mark has any renown independent of the trade name
General Cable. Cf. Bose Corp. v. QSC Audio Products Inc., 63 USPQ2d at 1308 ("If a product mark
used in tandem with a famous house mark . . . has independent trademark significance, it should
not be a great burden to substantiate the point"). The nature and context in which the mark is
used is a reliable measure of mark independence, as is the strength of the public reputation of the
product mark. Id. As indicated above, there is very little evidence that opposer's Roleaux mark is
used as a stand alone mark or that it has any recognition separate and apart from opposer's trade
name. Because we will not infer fame, we find that although the strength of opposer's mark is a
factor that favors opposer, opposer's mark does not rise to the level of a famous mark.

B. The similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and [*20] commercial impression.

We now turn to the du Pont likelihood of confusion factor focusing on the similarity or dissimilarity
of the marks in their entireties as to appearance, sound, connotation and commercial impression.
In re E. I. du Pont De Nemours & Co., 177 USPQ at 567. The marks at issue are arbitrary designs.
As such, they are perceived graphically, rather than being spoken or read: that is, they are not
translated into words. In fact, neither party references the designs in their advertising and
promotional materials (e.g., there is no look for advertising). Moreover, neither party submitted
any evidence concerning how consumers perceive the respective marks. Accordingly, the similarity
or dissimilarity of the marks must be analyzed simply on the visual similarity of the marks.
Daimler-Benz A.G. v. Ford Motor Co., 143 USPQ 453, 456 (TTAB 1964). See also General Foods
Corp. v. Ito Yokado Co. Inc., 219 USPQ 822, 828 (TTAB 1983) (the comparison of design marks
comes down to a "subjective 'eye ball' reaction"). Comparing each of the marks in their entireties,
we find that applicant's mark is similar to opposer's mark. [*¥21] While a close visual inspection
of the marks reveals some differences, the overall impressions created by the marks are similar
(i.e., intersecting arcs forming a circular triangle).

C. The similarity or dissimilarity and nature of the products and services described in the
application and registrations.

As noted above, opposer three most relevant registrations cover wire and cable, sales services in

connection with wire and cable including providing customers with access to inventory control
systems, and designing wire and cable. Applicant seeks to register its mark for what are essentially

http://www?3.lexis.com/getandprint/htmlreportcontent. html?session]ld=D59D4037CF54434... 2/13/2013



Page 11 of 15

trade association services for electric cooperative (i.e., a form of electric utilities) in the nature of
"promulgating standards for uniform data formatting to facilitate the transfer of data between
software applications." On their face, the services of applicant appear to be different from the
goods and services of opposer in terms of their character and use. Accordingly, it is incumbent
upon opposer to show that its respective goods and services and applicant's services are related in
some manner and/or the conditions surrounding the marketing thereof are such that they

would [*¥22] be likely to be encountered by the same person under circumstances that could give
- rise (because of the marks) to the mistaken belief that they originate from or are in some way
associated with the same source. Champion International Corp. v. Genova, Inc., 199 USPQ 301,
305 (TTAB 1978).

Opposer's testimony and argument is directed almost exclusively to the similarity of trade channels
and class of consumers. n30 While both opposer and applicant sell their goods and services to
electric cooperatives, that does not change the distinctly different character and use of their goods
and services. Opposer's contention that the channels of trade and classes of consumers are the
same does not address the similarity of the goods and services themselves. "The mere fact that
two products may move in the same channels of trade to the same class of purchasers does not,
ipso facto, prove that there is a definite relationship between the goods." Champion International
Corp. v. Genova, Inc., 199 USPQ at 305. See also Canada Dry Corp. v. American Home Products
Corp.., 468 F.2d 207, 175 USPQ 557 (CCPA 1972) (despite the fact that applicant's laundry
~detergent [*¥23] is sold in the same channels of trade to the same consumers as opposer's soft
drinks, the two products are so different in their essential character and purpose that there is no
- likelihood of confusion); Alliance Mfg. Co., Inc. v. Chicago Musical Instrument Co., 184 USPQ 118,
121 (TTAB 1974). As discussed more fully below, there is no evidence of record to show that the
goods and services of the parties will come to the attention of the same types of actual or potential
consumers or users suggesting a common origin.

n30 Lisa Lawson testified that opposer provides its customers with access to a vendor managed
inventory system which automatically keeps track of the wire and cable the customer has on hand

-and replenishes the supply as appropriate. (Lawson Dep., pp. 27-28). Opposer also provides an
online system where customers may check inventory, receive reports and access product data
sheets. (Lawson Dep., pp. 28-29). We find that these services are ancillary to the sale of opposer's
wire and cable and that they are not related to promulgatmg software specifications for data format
and exchange.

In view of the foregoing, we find that applicant's services are not related to opposer's goods and"
services.

D. The similarity or dissimilarity of likely-to-continue trade channels and classes of consumers or
users.

The channels of trade and classes of consumers or users factor involves how and to whom the
goods and services at issue are sold or marketed. We must determine, therefore, whether there is
likely to be an overlap between the respective purchasers/users of the goods and services of the
parties to confuse actual and potential purchasers/users. Electronic Design & Sales v. Electronic
Data Systems, 954 F.2d 713, 21 USPQ2d 1388, 1390 (fed. Cir. 1992).

[W]here both applicant's goods 'and opposer's services are marketed and sold in the
medical and certain other fields, it is error to deny registration simply because
"applicant sells some of its goods in some of the same fields in which opposer provides
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its services," without determining who are the "relevant persons” within each corporate
customer. This is especially true where, as here, the Board acknowledged that
"applicant's goods are specifically different and noncompetitive." [Internal [*¥25]
citations omitted].

Thus, although the two parties conduct business not only in the same fields but also
with some of the same companies, the mere purchase of the goods and services by
both parties by the same institution does not, by itself, establish similarity of trade
channels, or overlap of customers. The likelihood of confusion must be shown to exist
not in a purchasing institution, but in "customer or purchaser." [Internal citations
omitted] (Emphasis in the original).

Electronic Design & Sales v. Electronic Data Systems, 21 USPQ2d at 1391.

It's clear from the record that both parties market products and services or otherwise interact with
electric cooperatives. Applicant uses its mark to identify the MultiSpeak initiative for developing
software standards for use by electric cooperatives and software suppliers. Opposer sells wire and
cable to electric cooperatives, including members of applicant. In fact, opposer was formerly an
associate member of applicant. Opposer and applicant attend the same trade shows and place
advertisements in the same publications, :

Indeed, at at least one IEEE trade show, [applicant's] and [opposer's] [¥26] booths,
which both prominently displayed their respective [marks], the Roleaux Mark and the
NR Mark that Applicant uses in connection with its MultiSpeak initiative, were located
directly next to one another. n31 :

Because opposer and applicant market their goods and services to electric cooperatives through
the same media, opposer contends that the channels of trade and classes of consumers are
identical. n32 The problem with opposer's argument is that opposer presumes that the same
people who buy wire and cable for an electric cooperative are also involved with the software used
by electric cooperatives. There is no evidence regarding the organization of electric cooperatives
that establishes that the persons in charge of information technology are also responsible for '
purchasing wire and cable. Considering the obvious complexity involved in distributing electricity
and managing an electric cooperative, it is inconceivable that the individuals in charge of
information technology [¥27] are also involved with purchasing wire and cable. Based on this
record, there is no basis for us to presume that the same people in charge of information

technology are also the same individuals who purchase wire and cable. Electronic Design & Sales v.

Electronic Data Systems, 21 USPQ2d at 1391 ("it cannot be presumed . . . that the general
computer services are selected by the same individuals who select battery chargers and power
supplies"). Therefore, the mere fact that both parties market their goods and services to electric.
cooperatives through the same media does not establish that actual and potential purchasers from
electric cooperatives wouid be the same.
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In view of the foregoing, we find that that channels of trade and classes of consumers are different
notwithstanding that both parties market their goods and services to electric cooperative through
the same media.

" E. Degree of consumer care.

The degree of care that relevant consumers exercise [*28] in purchasing opposer’'s wire and cable
products and utilizing applicant's specialized software standards weighs against finding that there is

_a likelihood of confusion. We are convinced that electric cooperatives and software vendors
interested in applicant's software standards exercise a very high degree of care before agreeing to
use the standard. The use of applicant's software standards involve considerable planning that
requires that electric cooperatives and software vendors have a specific purpose or plan for
implementing the standards. This entails educating cooperatives and vendors regarding the
benefits of standard specifications for data format and exchange. n33

Q. What have you done to convince companies like IBM and Oracle to become
members?

A. Well, I show them that we have developed a specification that they can use, that
can be - - a standardized specification that they can use to do their integration so they
don't have to do customized integration, and point out that we are also encouraging
utilities to specify MultiSpeak usage when they buy software, so if one of their
customers specifies MultiSpeak, if they already have it, already utlhzmg it, they [*29]
can comply with that request.

A. When you make this pitch, what happens?

Q. Well, they either agree or disagree. And, you know, they don't join on the spot. It's
not like they sign up and have their - - you know, it not that type of operation.

But the people that I talk to that go to these trade shows is usually not the
decision maker. So they have to take it back to their corporate decision
makers, which are sometimes marketing people, sometimes software
development people. It varies by company. n34

n33 Saint Dep., pp. 14-15; McNaughton Testimony Dep., PP- 10-11.
n34 Saint Dep., pp. 20-21.
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Applicant uses knowledgeable engineers to promote the benefits of the standardized software data
formats and the electric cooperatives and software vendors have equally knowledgeable personnel
evaluating the costs and benefits of a standardized interface. Because of the technology involved
and the personal marketing necessary to promote standard software protocols, the electrical
cooperatives [*¥30] and software vendors know that they are dealing with applicant as the source
of the software standards.

By the same token, we find that opposer's purchasers undoubtedly exercise a high degree of care
in purchasing wire and cable, especially the electric utilities that purchase opposer's energy related
products. Opposer's wire and cable are specialized products that are undoubtedly purchased in bulk
after significant research and comparison of competing products.

We therefore find that the parties' products and services are purchased after careful consideration
by person who are knowledgeable about the goods and services and their source.

F. No instances of actual confusion.

Opposer and applicant have been concurrently using their marks since March 2001. Applicant
argues that during the period that the parties have been concurrently using their marks on
purportedly related goods and services and in purportedly identical channels of trade in connection
with the same classes of consumers there have been no reported instances of actual confusion.
n35 On the other hand, opposer argues that evidence of actual confusion is not necessary to prove
likelihood of confusion and that [*31] since applicant is rendering a trade association type
service, people will be less likely to report confusion. n36

n35 Applicant's Brief, p. 11.

n36 Opposer's Reply Brief, pp. 15-18. Opposer also asserts that applicant did not prove its date of
first use and, thus, there is no basis for asserting that there has been any concurrent use.
However, as indicated above, applicant has been continuously using its mark since March 2001.
(Gordon Dep., p. 62; McNaughton Testimony Dep., p. 19). See National Bank Book Co. v. Leather
Crafted Products, Inc., 218 USPQ 826, 828 (TTAB 1993) (oral testimony may be sufficient to prove
the first use of a party's mark when it is based on personal knowledge, it is clear and convincing,
and it has not be contradicted); Ligwacon Corp. v. Browing-Ferris Industries, Inc., 203 USPQ 305,
316 (TTAB 1979); GAF Corp. v. Anatox Analytical Services, Inc., 192 USPQ 576, 577 (TTAB 1976).

Where the parties have coexisted in the marketplace [¥32] under circumstances where there has
been an opportunity for confusion to have occurred, the lack of any reported instances of confusion
is a factor that the Board may consider. G.H. Mumm & Cie v. Desnoes & Geddes, Ltd., 917 F.2d
1292, 16 USPQ2d 1635, 1638 (Fed. Cir. 1990) (despite over a decade of marketing in the United
States, opposer was unable to offer any evidence of actual confusion); Mr. Hero Sandwich
Systems, Inc. v. Roman Meal Co., 781 F.2d 884, 228 USPQ 364, 367 (Fed. Cir. 1986) (the
concurrent use of the marks for approximately 20 years without any reported instances of
confusion suggests that the marks are not likely to cause confusion); King Candy Co. v. Eunice
King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974) (absence of confusion for
over 20 years supports finding that confusion is not likely). Because we have previously found that
the channels of trade and classes of consumers are different, there has not been a meaningful
opportunity for confusion to have occurred and, therefore, the lack of any reported instances of
confusion is a neutral du Pont factor.
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G. Balancing the factors.

In [*33] view of the facts that applicant's services are so different from opposer's goods and
services, that applicant's services and opposer's goods and services move in different channels and
are sold to different classes of consumers, and that the purchasers/users and potential
purchasers/users of the goods and services at issue exercise a high degree of care, we find that
there is no likelihood of confusion by the contemporary use of applicant’'s design mark and
opposer's Roleaux marks. We reach this conclusion despite the strength of opposer's Roleaux
marks and the similarity of the marks of the parties. We also note the interesting role played by
the lack of any reported instances of actual confusion under the facts in this case. Had we accepted
opposer's contention that the channels of trade and classes of consumers are identical, then the
lack of any reported instances of confusion would suggest that there is no likelihood of confusion.
However, the lack of any reported instances of confusion actually supports our finding that the
channels of trade and classes of consumers are different.

Legal Topics:
For related research and practice materials, see the following legal topics:
Trademark LawProtection of RightsRegistrationFederal RegistrationTrademark LawU.S. Trademark

Trial & Appeal Board ProceedingsOppositionsGroundsTrademark LawU.S. Trademark Trial & Appeal
Board ProceedingsOppositionsStanding

GRAPHIC: _
Illustrations 1 and 2, no caption; Logo, no caption
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Citation # 2
2006 TTAB Lexis 370

Alliance Technical Services, Inc. v. Alliance Machine Systems International, Inc.
Opposition No. 91159099 to application Serial No. 76381608 filed on March 13, 2002
Trademark Trial and Appeal Board

2006 TTAB LEXIS 370
January 19, 2006, Hearing

August 16, 2006, Decided
CORE TERMS: opposer, plant, customer, corrugated, software, machine, integrated, purchaser,
corrugated paper, purchasing, box, lengthy, third-party, finishing, machinery, similarity, overlap,
sophisticated, misdirected, engineers, registration, sophistication, manufacturing, corrugator,
handling, selling, entity, marketplace, technology, buy

DISPOSITION:
[*1]

Decision: The opposition is dismissed.

COUNSEL:
Eric O. Haugen of Haugen Law Firm for Alliance Technical Services, Inc.

J. Thomas Vitt and Andrew J. Cosgrove of Dorsey & Whitney for Alliance Machine Systems
International, Inc.

JUDGES: Before Quinn, Hairston and Kuhlke, Administrative Trademark Judges.
OPINION BY: QUINN

OPINION: -
THIS DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE TTAB

Opinion by Quinn, Administrative Trademark Judge:

An application was filed by Alliance Machine Systems Internationai Inc. to register the mark shown
below

Link to Image Link to Image

for "material handling products for the paperboard packaging and corrugated industries, namely,
folder/gluers, stackers, pre-feeders, loaders, conveyors, and bundle-handlers." n1
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nl Application Serial No. 76381608, filed March 13, 2002, based on allegations of first use
anywhere and first use in commerce at least as early as February 2000.

Alliance Technical Services, Inc. opposed registration under Section 2(d) of the Trademark Act on
the ground that applicant's mark, as used in connection with applicant's goods, so resembles
opposer's-previously used mark ALLIANCE for software for use in a variety [*2] of applications in
the corrugated paper industry, and for repair and maintenance services performed on machines in
the corrugated paper industry, as to be likely to cause confusion.

Applicant, in its answer, denied the salient allegations of the notice of opposition.

The record consists of the pleadings; the file of the involved application; trial testimony, with
related exhibits, taken by each party; stipulated affidavit testimony with related exhibits; a copy of
opposer's pending application to register the mark ALLIANCE, and applicant's responses to certain
of opposer's requests for admission, all introduced in opposer's notice of reliance; and copies of
third-party registrations made of record by way of applicant's notice of reliance. Both parties filed
briefs, and both were represented by counsel at an oral hearing held before the Board.

The Parties

Opposer is engaged in supplying software for equipment in the corrugated paper industry (90
percent of opposer's revenues). Opposer also is engaged in the repalr and maintenance of
equipment in the corrugated paper industry (10 percent of opposer's revenues). Opposer's
software ranges in price from $ 5,000 to over $ [*3] 3 million. Daniel P. White, opposer's
executive vice president, testified that opposer promotes its goods and services in trade
magazines, as well as through appearances at trade shows.

Applicant manufactures and sells machinery used on the finishing side of corrugated box plants;
applicant does not sell corrugating machines and is not involved in the corrugating side of the
business. Rick Wilkinson, applicant's vice president of sales and marketing, testified that applicant's
machinery ranges in price from $ 30,000 to over $ 1 million. The goods are promoted in
advertisements in trade publications and at trade shows.

Priority of Use

We first turn to the issue of priority. Opposer does not own a registration, but rather is relying
upon common law rights. n2 Opposer, as noted above, pleaded rights in the mark ALLIANCE; the
notice of opposition did not include reference to other marks that opposer has used, such as
ALLIANCE TECHNICAL SERVICES INC. or variations thereof. Nevertheless, it is clear that the
parties, at trial, litigated the issues of priority and likelihood of confusion with respect to opposer's
marks ALLIANCE as well as ALLIANCE TECHNICAL SERVICES INC. (with [*4] or without a design
feature). Inasmuch as opposer's rights in the mark ALLIANCE TECHNICAL SERVICES INC. (with or
without a design feature) were tried by the consent of the parties, we will treat the mark as if it
had been pleaded in the notice of opposition. Fed. R. Civ. P. 15(b). See also TBMP § 507.03(b) (2d
ed. rev, 2004).

n2 Opposer's application serial no. 76581610 to register the mark ALLIANCE is currently suspended
pending a final determination in the present proceeding.

We find that opposer has established prior common law rights in its marks ALLIANCE per se, and
ALLIANCE TECHNICAL SERVICES INC. (with or without a design). n3 Mr. White's testimony,
coupled with the exhibits, support opposer's priority claim. Although applicant vigorously contests
opposer's use of ALLIANCE standing alone, exhibit nos. 2-9 show such use. Mr. White also testified
that while opposer is disciplined about calling itself by its formal corporate name, customers
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routinely refer to opposer as "Alliance."

n3 Applicant, in its brief (pp. 8-9), seems willing to concede that opposer has rights in its logo
mark.

Further, and more specifically, the [¥5] testimony and evidence establish prior use of these marks
in connection with software for the corrugated paper industry, and with repair and maintenance
services for the corrugated paper industry.

Likelihood of Confusion

Our determination under Section 2(d) is based on an analysis of all of the facts in evidence that are
relevant to the factors bearing on the likelihood of confusion issue. In re E. I. du Pont de Nemours
& Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood of confusion analysis, two key
considerations are the similarities or dissimilarities between the marks and the similarities or
dissimilarities between the goods and/or services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976). "Not all of the factors may be relevant or of equal
weight in a given case,” and "any one of the factors may control a particular case." In re Majestic

Distilling Co., Inc., 315 F.3d 1311, 65 USPQ2d 1201, 1205 (Fed. Cir. 2003), citing In re Dixie

Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir. 1997).

After reviewing the record, we conclude that the marketplace realities [¥6] make confusion
unlikely to occur. Opposer's goods and services and applicant's goods are specifically different and
noncompetitive. This factor, coupled with the detailed, lengthy and personal nature of the
purchasing process, the high cost of the involved goods, and the sophistication of purchasers,
make it unlikely for confusion to occur. Kellogg Co. v. Pack 'em Enterprises Inc., 951 F.2d 330, 21
USPQ2d 1142 (Fed. Cir. 1991) [any single factor may play a dominant role in a likelihood of
confusion analysis].

The Marks

In comparing opposer's mark ALLIANCE with applicant's mark ALLIANCE and design, there is no
significant difference between the two. The marks are identical in sound and meaning. The only
difference between the marks is the design feature in applicant's mark. However, this design
feature is clearly subordinate to the literal portion of applicant's mark, and does not serve to
sufficiently distinguish the marks in terms of appearance or commercial impression.

When comparing applicant's mark with opposer's mark ALLIANCE TECHNICAL SERVICES INC. (with
or without a design), we likewise find that the marks are-similar. In comparing the marks,

we [*¥7] have not ignored either the "TECHNICAL SERVICES INC." portion of opposer's mark or,
when used, the design feature. However, while we have considered the marks in their entireties, it
is well settled that one feature of a mark may be more significant than another, and it is not
improper, for rational reasons, to give more weight to this dominant feature in determining the
commercial impression created by the mark. See In re National Data Corp., 753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985). With opposer's mark ALLIANCE TECHNICAL SERVICES, INC, (with or
without a design), the arbitrary portion "ALLIANCE" dominates the mark. This portion of the mark
is most likely to be remembered by purchasers and will be used in calling for opposer's goods and
. services. And, as shown by the record, opposer's mark is often shortened to just ALLIANCE.

We find that any differences between the marks are outweighed by the similarities. In sum, the
parties' marks are similar in sound, appearance, meaning and commercial impression.

The similarities between the marks favor opposer.
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Goods and/or Services

Mr. Wilkinson explained the industry in which both parties operate. Corrugated [*8] material is
durable cardboard used to make boxes, packaging, and displays. Corrugated material is composed
of two sheets of cardboard with a fluted wave between the sheets, and this material is made into a
structural package. The manufacture of corrugated packaging, according to Mr. Wilkinson, is
divided into two parts: 1) the manufacture of corrugated sheets from paper on a corrugated
machine, typically called a "corrugator"; and 2) the finishing of the corrugated sheet material by
cutting, folding, gluing and printing the material to make a finished product. Simply put, as Mr.
Wilkinson explains it, the corrugating side of the business creates the corrugated board, and the
finishing side of the business takes the corrugated board and turns it into a box, the finished
product. According to Mr. Wilkinson, corrugating plants take paper, put it in a machine called a
"corrugator,” and the plant makes the board on the corrugator. Once the board is made, it's die cut
into pieces that are moved down to the finishing machines. Mr. Wilkinson states that applicant's
"machines go in front of and behind finishing machines that would die cut, fold and glue these
boxes." (Wilkinson dep., p. 11). [*9] Mr. Wilkinson further testified that some manufacturing
plants have both corrugators and finishing line equipment, while some plants have just a
corragator, and other plants have just finishing line equipment for the corrugated material.
Opposer's software is directed in large part to the corrugating side of the plant, whereas applicant's
machines are used in the finishing side of the plant.

Mr. Wilkinson also testified that the corrugated paper industry has two major segments. The first
group, referred to as "integrateds," comprise a few Fortune 500 companies that own forestland,
paper mills and corrugated manufacturing plants. These companies include Georgia Pacific,
International Paper and Weyerhaeuser. The second group, known as "independents," usually are
privately-owned companies that operate one or more corrugated box plants. Unlike the
"integrateds,"” the "independents" are not in the business of making paper to turn into boxes; they
simply make boxes.

As shown by the record, opposer sells software for the corrugated paper industry, and supplies
aftermarket machine support services. Mr. White testified that "we don't make the machinery, we
make the software, we provide the [¥10] network services that allow the machinery to
communicate back and forth." Mr. White went on to state, "in the machinery service side of the
business we can and do help our customers keep specific materials handling machines

running." (White dep., pp. 12-13). Mr. White estimates that 90 percent of opposer's revenues flow
‘from the sales of its software, while - the remaining 10 percent of revenues are from its machinery
support services. '

With respect to software, opposer installs the software at the factory level for use in machines on
the factory floor. Mr. White described the software's application as follows: "I would say
manufacturing business management would be the fairest general descriptor, manufacturing
business management, not accounting, not payroll, everything else." (White dep., p. 165). Opposer
sells a variety of software applications "enabling plants to monitor and control virtually all
resources more efficiently." (White dep., ex. no. 7). The applications serve a range of functions,
including monitoring corrugator production schedules; providing inventory on a real-time basis;
maximizing corrugator productivity while minimizing trim; preparing load tags for finished [*11]
product; monitoring machines; and scheduling deliveries. (White dep., ex. no. 9).

On the services side, Mr. White testified that opposer has 75-100 customers; most of opposer's
customers are repeat customers, and most of the revenues come from the large "integrateds.”
~According to opposer's "Products & Services Summary," opposer "specializes in providing high
quality on-site service products to the corrugated industry on Marquip equipment, extending from
detailed machinery tune-ups to retrofits, rebuilds, installations and training." (White dep., ex. no.
- 7). Mr. White testified that opposer aiso has repaired equipment of other manufacturers,
specifically naming four; the evidence suggests, however, that opposer's services are focused on
equipment manufactured by Marquip. In this connection, Mr. White testified that 80-90 percent of
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opposer's services' revenues relate to work on Marquip equipment.

With respect to applicant's goods, Mr. Wilkinson testified that with the exception of its folder
gluers, all of applicant's equipment may be characterized as "material handling equipment.”" Mr.
Wilkinson defines such equipment as "equipment that handles stacks of corrugated, delivers
them [*¥12] to the machines, takes the individual blanks away from the machine and generally
creates a stack to be shipped to the end user." (Wilkinson dep., p. 16). Mr. Wilkinson further
testified that 85% of applicant's sales of its material handling machines are to the seven
"integrateds;" and approximately 80% of applicant's specialty folder gluers are sold to
"independents."

We acknowledge that the parties' goods and opposer's services are sold in the same industry,
namely the corrugated paper industry. Nevertheless, there are significant and specific differences
between opposer's software and applicant's material handling equipment. The involved goods
relate to different aspects of the corrugated paper business. Further, opposer's services, as actually
renderéd in the field, concentrate on one manufacturer's equipment. And, we might add, opposer’s
services constitute only 10 percent of opposer's total revenues.

We recognize that applicant's machinery, not unlike most modern manufacturing equipment, uses
embedded software for automation purposes. Given the sophistication of the respective software
and equipment, however, we do not find this connection to be dispositive of the likelihood [*¥13]
of confusion issue.

In sum, opposer's goods and services are specifically different from and noncompetitive with
applicant's goods. This factor favors applicant.

Third-Party Use

Applicant contends that opposer's mark is weak based on 1) opposer's relatively modest sales
figures and modest promotional expenditures, and 2) the fact that opposer is just one of "dozens"
of companies that use the term ALLIANCE.

As part of its evidence relating to this factor, applicant has relied upon exhibits accompanying the
affidavit of Andrew Cosgrove, submitted in connection with the parties' stipulation of facts.

The stipulation indicates that it was submitted to provide "a savings of time and expense,” and that
the affidavit and accompanying exhibits "are properly offered for admission and to be made of
record as stipulated trial testimony." The stipulation lastly states that "Opposer does not waive any
objections to the Affidavit and its accompanylng documents on any other grounds, mcludlng
relevance, admissibility, and timeliness." ,

Mr. Cosgrove, in his affidavit, states that he is an attorney with the law firm representing applicant,
and that the documents accompanying his affidavit [¥14] "are printouts that were published on
the Internet and were accessed by this Afflant at the Internet address included on the printouts on
the date included on the printouts.”

Opposer contends that the exhibits are not self-authenticating, but rather are unauthenticated
Internet documents. Opposer has moved to strike the Internet exhibits, stating that "such
documents may be introduced into evidence through the testimony of a person who can properly
authenticate and identify the subject materials” and that the exhibits "are not printed publications,
and are not allowed to be made of record by a Notice of Reliance." (Reply Brief, p. 6).

The objection is overruled inasmuch as Mr. Cosgrove, in his affidavit, authenticated the Internet
evidence. The evidence consists of excerpts of third-party websites. This Internet evidence,
however, is entitled to minimum probative value. There are no corroborating facts regarding the
extent of the third-party uses of ALLIANCE. That is to say, the record is devoid of information
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regarding sales, market share, promotional efforts, and the like under the third-party marks. Thus,
we cannot ascertain whether the marks have made an impact in the marketplace, [*15] or that
customers are even familiar with the uses. See, e.g., Carl Karcher Enterprises Inc. v. Stars
Restaurants Corp., 35 USPQ2d 1125, 1131 (TTAB 1995). '

Applicant more specifically points to two other uses of ALLIANCE by entities in the corrugated paper
industry. Mark Duchesne, applicant's president and chief executive officer, testified that he was
aware of two third-party uses of ALLIANCE in the industry. He identified Alliance Packaging, a
corrugated manufacturer located in the state of Washington that has been using that name since
2001; and Alliance Group, an association of corrugated box manufacturers. :

These two third-party uses likewise are entitled to minimal probative value. Again, there is no
evidence regarding the extent of these uses or that customers are familiar with them. Standing
alone, the existence of these uses does little to impact the distinctiveness of opposer's mark for its
goods and services. _

Applicant also introduced nineteen third-party registrations for ALLIANCE or ALLIANCE formative
marks. The third-party registration evidence is of no value. Firstly, the registrations are not
evidence of use of the marks shown therein. Thus, they are not [*¥16] proof that consumers are
familiar with such marks so as to be accustomed to the existence of similar marks in the
marketplace, and as a result are able to distinguish between the ALLIANCE marks based on slight
differences between them. Smith Bros. Mfg. Co. v. Stone Mfg. Co., 476 F.2d 1004, 177 USPQ 462
(CCPA 1973); and Richardson-Vicks, Inc. v. Franklin Mint Corp., 216 USPQ 989 (TTAB 1982).
Secondly, none of the registrations specifically covers goods or services in the corrugated paper
industry.

In sum, applicant's evidence hardly establishes that opposer’s rights to exclude others from using
the term ALLIANCE is, in applicant's words, "necessarily very limited." In our du Pont analysis, this
“factor is neutral.

Trade Channels

Opposer's goods and applicant's goods travel in similar trade channels, albeit specifically distinct.
While both parties operate in the corrugated paper industry, the goods move in distinct trade
channels within the industry. Admittedly, both parties advertise in the same trade publications, and
attend the same trade shows. However, with respect to the "integrateds," to whom sales comprise
the majority of revenues [*¥17] flowing from sales of the parties' goods, information technology
(IT) professionals purchase opposer's computer software, whereas engineers buy applicant's
equipment. See Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 954 F.2d 713, 21
USPQ2d 1388, 1391 (Fed. Cir. 1992) ["[a]lthough the two parties conduct business not only in the
same fields but also with some of the same companies, the mere purchase of the goods and
services of both parties by the same institution does not, by itself, establish similarity of trade
channels or overiap of customers."].

As for the "independents," the parties’ goods are bought by the plant owners. Thus, there would
appear to be an overlap in this situation. Further, with respect to opposer's services, there appears
to be an overlap in both the "integrateds" (where engineers would make the purchasing decision)
and the "independents" (where plant owners make the purchasing decision).

This factor cuts both ways depending on the specific situation.
Conditions of Sale and Classes of Purchasers
Applicant has expended significant effort to show that the involved goods are expensive and that

the purchasing process, [*¥18] involving sophisticated purchasers, is lengthy, detailed and highly
personal in nature.
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As will be apparent from the discussion below, this du Pont factor weighs heavily in applicant's
favor. See In re Shell Qil, 992 F.2d 1206, 26 USPQ2d 1687, 1688 [the various du Pont factors
"may play more or less weighty roles in any particular determination"]. "Indeed, any one of the
factors may control a particular case.” In re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d
1531 (Fed. Cir. 1997), citing In re du Pont, 177 USPQ at 567. Simply put, the marketplace realities
make confusion unlikely to occur.

Mr. White testified that opposer’s software could range in price from $ 5,000 to over $ 3 million for
a substantial implementation. As in the case of applicant's sales, opposer engages in face-to-face
meetings, and opposer routinely makes site visits to the prospective customers' plants. The
software sales require technical analysis and customization efforts with the customer's information
technology department. As Mr. White stated, "Typically you're dealing with the IT or information
technology systems department at a corporate level." (White [*19] dep., p. 167). The sales
process may take as little as thirty days, or as long as a few months: "So I would say never less
than 30 days, typically months,.and I think a year is the extreme at the other end, and then you've
got those who you're not entirely certain are ever going to buy." (White dep., p. 172).

Mr. Wilkinson explained that applicant sells large, expensive and sophisticated material handling
machinery used in the finishing side of a corrugated box plant. Applicant sells specialty folder
gluers ($ 600,000-$ 1 million); load formers ($ 40,000); automatic pre-feeders ($ 80,000-$
200,000); stackers ($ 300,000-$ 450,000); bundle breakers ($ 60,000-$ 80,000); and inverters
and rotators ($ 30,000).

As noted earlier, 85 percent of applicant's sales are made to the "integrateds.” According to Mr.
Wilkinson, applicant stays in direct contact with the "integrateds" on a weekly basis; these regular -
contacts increase if there is a project under consideration. For the "integrateds," the sales process
ranges from around three months to three years. The process includes in-person visits to the plant
to meet with the customer, resulting in a detailed written sales proposal with technical [*20]
specifications and drawings. The sales process with "independents” usually takes a shorter period
of time to complete, but the process still involves face-to-face meetings and detailed written
proposals. That sales process may even be more personal in nature inasmuch as it involves a
major investment by the plant owner that may transform the "independent's" business.

Mr. Wilkinson confirms that applicant, in selling its goods, deals with plant engineers and
maintenance supervisors. The "integrateds" generally have an experienced team that deals with
applicant in negotiating the various terms of the sale. In selling goods to "independents,” applicant
often deals directly with the owner of the company. In either event, Mr. Wilkinson maintains that
customers and their purchasing personnel are sophisticated and knowledgeable about the
corrugated equipment that is being purchased.

As previously noted, while the parties conduct business in the same industry with some of the
same companies, the mere purchase of the goods and/or services of both parties by the same
institution does not, by itself, establish similarity of trade channels or overlap of customers. "The
likelihood of confusion [¥21] must be shown to exist not in a purchasing institution, but in a
‘customer or purchaser.” Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 21

USPQ2d at 1391 (emphasis in original).

Insofar as the "integrateds” are concerned, opposer, in selling its software, deals with the
information technology department. Applicant, in negotiating with the "integrateds," deals with a
purchasing team that generally includes a director of corporate purchasing who negotiates
commercial aspects of the sale, a director of manufacturing or engineering services who handles
the technical details of the purchase, as well as plant managers and engineers, Thus, there is no
overlap.

With respect to the "independents," both parties deal with the owners of the companies. The
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owners may be a second or third generation family member who has owned and operated a
corrugated box plant. In each instance, the purchasers are knowledgeable about the industry. After
a lengthy, personal sales process, these purchasers know with whom they are dealing.

Insofar as opposer's services are concerned, in rendering its services to the "integrateds,"
opposer's contacts include plant engineers [¥22] and plant maintenance supervisors. With respect
to the "independents," opposer deals directly with the owners. Thus, there is an overlap here with
applicant's customers. The record shows, however, that repair and maintenance services constitute
only about 10 percent of opposer's business. Thus, any overlap is de minimis. In any event, these
plant owners are very sophisticated customers. :

Given the detailed, lengthy and personal nature of the purchasing process, and the high cost of the
involved goods, as well as the sophistication of the purchasers, confusion is not likely to occur. Mr.
White essentially admitted as much when he testified, in pertinent part, as follows (dep. pp. 175-
79): -

Do you think that it's even remotely possible that somebody could go through the
[purchasing] process you've just described thinking that you're not Alliance Technical
but, instead, are Alliance Machine Systems?

If--your--your question assumes something that actually is the problem. In
answering your question, no. But the real problem is could I conceivably lose the
opportunity to ever get an opportunity to make the initial contact with that customer
because they assume that somehow [*¥23] I'm affiliated with not just a competitor but
that there is some relationship and they can't or won't buy, and, again, it's anecdotal. I
don't have a paper trail, but a--a potential client in Germany, just to illustrate, we were
trying to set up a meeting with someone who is an original equipment manufacturer in
Germany. It's just another supplier. He's not even a converter, and he would be in a
position to create opportunity for us as sort of an add-on, our systems would
complement his systems, and we were trying to set up the meeting, his initial reaction
or question is why on earth would I take a meeting with a competitor, and his
assumption was that somehow we were related to Alliance Machine Systems
International, who competes with his concern.

Now, obviously, if I'm relaying all this--all of this to you, we had this conversation with
this client who took the meeting.

I don't know how many meetings, to be frank, that I haven't been invited to because
people based on misinformation or confusion never gave us the opportunity.

The fairest answer to a fair question is could anyone--it's virtually impossible that if
we got to a point in the process where we were [*24] here that anyone
would be confused. We have some anecdotal, internal hearsay. I completely respect
that, honest face or not, if I can't prove it and--and, obviously, there's got to be a
standard for that, it's just what I'm saying...It's almost a suffocating association
because of the disparity in size between the two entities, and--and given that there
never was anyone but us as Alliance preceding their use of the name, the assumption
for the longest time, from 2000--and I don't even want to suggest that we're pastit
because we still have these episodes that would suggest some kind of confusion at
some level. There is the assumption at Weyerhaeuser, of all places, and any sane
person at Weyerhaeuser would know us as separate entities. But the question was
casual, was what is the association? Did they buy you? Did you buy them? And it
makes the smaller entity the more nervous because you sort of disappear in all the
noise and confusion of this. ' '

So our reality is that we won't get those opportunities. You know, can I--do I have
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paper trails like I do with the misdirected paymen’ts? No. I mean, I'm not going to
waste anyone's time saying I can prove something that I can only [¥25] relate based
on anecdotal conversations, but the issue for me is getting that opportunity...

So I would acknowledge it's unlikely once we get to a certain point in the
sales process that there could be confusion. Our concern is in what may or may
not be happening when they're coming up with that short list of vendors to invite, and
I've got too many instances where I found out after the fact that assumptions were
made, that I'm not going to exclusively attribute to your client's use of Alliance, but I
know of instances where there were near misses, and I can only know about those near
misses because someone says so-and-so thought there was some relationship between
your two companies or what have you.

So it isn't even necessarily our competitors. It's such a small group of suppliers that
the fact that two of us would bother to have the same name implies because it's such--
if our customer base were 20 million instead of --instead of 2,000, and it's even less
than that when you start lumping those plants that are controlled by a single buying
entity... '

But that would be the fairest--thank you for allowing me the answer because it was
lengthy, but the concern of [*¥26] the problem as I perceive it is before we get to the
point where there's a lot of contact. (emphasis added)

Mr. White further testified (pp. 231-232):

Are you aware of any evidence of somebody buying one of [applicant's machines] or
any of these other pieces of capital equipment thinking that [applicant] was [opposer]?

I'm not aware, no.
Would you agree with me that's pretty unlikely?
I would grant you that.

What I'm looking for is whether there's any evidence that you're aware of a customer
~ or potential customer seeing [applicant's] logo on a machine and then being confused
by that use and thinking there's an affiliation between the two companies?

Well, depending on their visual acuity, and I have--I'm nearsighted severely--

I'm not asking for speculation. I'm asking for a real life example if you're aware of that
ever happening?

Oh, my--no, I'm not aware of it ever happening.

Y, Mr. White essentially concedes that in view of the lengthy

negotiating process leading up to a sale, prospective customers are not likely to be confused as to
source. Thus, at least at the point of purchase after [*¥27] a lengthy buying process, Mr. White
recognizes that confusion is not likely to occur among purchasers. See Amalgamated Bank of New
York v. Amalgamated Trust & Savings Bank, 842 F.2d 1270, 6 USPQ2d 1305, 1308 (Fed. Cir.
1988); and Bongrain International Corp. v. Delice de France Inc., 811 F.2d 1479, 1 USPQ2d 1775

~Z
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(Fed. Cir. 1987) [Businessmen in the marketplace are in a better position to know the real life
situation than bureaucrats or judges.].

We fully agree with Mr. White's assessment. That is to say, given the detailed, lengthy and
personal nature of the sales process, and the high cost of the involved goods, as well as the
sophistication of the purchasers, confusion is not likely to occur. Sales of the parties’ specifically
different and noncompetitive goods occur only after long-term negotiations, direct communications
and on-going contacts between the seller and the sophisticated buyer. See Continental Plastic
Containers Inc. v. Owens Brockway Plastic Products, Inc., 141 F.3d 1073, 46 USPQ2d 1277, 1282
(Fed. Cir. 1998) ["[T]he wholesale purchasers may be characterized as sophisticated buyers
because...sales to these parties are likely [¥28] to be the culmination of long-term negotiations,
direct communications between the parties and ongoing contact...These purchasers are very
unlikely to be confused over the source of the bottles."]. See also Electronic Design & Sales, Inc. v.
Electronic Data Systems Corp., 21 USPQ2d at 1388; Dynamics Research Corp. v. Langenau Mfg.
Co., 704 F.2d 1575, 217 USPQ 649 (Fed. Cir. 1983); and Hewlett-Packard Co. v. Human

Performance Measurement, Inc., 23 USPQ2d 1390 (TTAB 1991).

On the other hand, Mr. White is concerned about what he perceives to be initial confusion. (White
dep., pp. 179). Many courts have recognized the initial interest confusion theory, even though no
actual sale is finally completed as a result of the confusion, as a form of likelihood of confusion

which is actionable. See HRL Associates, Inc. v. Weiss Associates, Inc., 12 USPQ2d 1819 (TTAB
1989), aff'd on other grounds, 902 F.2d 1546, 14 USPQ 2d 1840 (Fed. Cir. 1990) [Board found that

the likelihood of initial interest, pre-sale confusion overcame the sophisticated purchaser defense;
on appeal, the Federal Circuit expressly avoided reaching the issue [¥29] of initial interest _
confusion]. See generally J. T. McCarthy, McCarthy on Trademarks and Unfair Competition, § 23:6
(4<th> ed. 2004). However, as is the case in any inter partes proceeding involving likelihood of
confusion, the plaintiff has the burden of proof to show, by a preponderance of the evidence, that it
is entitled to prevail on its claim. Initial interest confusion, even when the marks are similar, will
not be assumed, but rather must be proven by the evidence. The problem with opposer’s theory,
however, is that the record falls short of proving initial interest confusion. Mr. White's testimony is
telling on this point (p. 180):

Are you aware, Mr. White, of a single incident in the United States where you didn't get
an opportunity to bid for a software project because of this issue with Alliance Machine?

I, myself, at the moment am not aware of that specific consequence being the result of
what I just described to you. :

As readily conceded by Mr. White, his theory is supported not by probative evidence that has been
introduced into the record, but rather by mere anecdotal statements. The claim of initial interest
confusion is too speculative on [¥30] which to base a finding of likelihood of confusion in this
case. At most, the record in support of initial interest confusion is de minimis and weak.

In sum, the record shows that when selling their respective goods to the large "integrateds,”
opposer and applicant generally are dealing with different purchasing agents of the same business:
opposer negotiates with information technology professionals while applicant deals with engineers.
We recognize that when opposer is selling its services to the "integrateds," it is likely to be dealing
with engineers as well. And, when the parties are selling to the "independents,” they are likely to
be dealing with the same purchasing agent, namely the owner of the plant. As shown by the
evidence, however, any overlap involves only a de minimis number of individuals. Moreover, these
purchasers are very sophisticated and, after a lengthy buying process, they certainly know with
whom they are dealing. "Where the purchasers are the same, their sophistication is important and
often dispositive because '[s]ophisticated consumers may be expected to exercise greater care."
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Electronic Design & Sales Inc. v. E!ectroniic Data Systems Corp., 21 USPQ2d at 1392, [*31] citing

Pignons S.A. de Mecanigue de Precision v. Polaroid Corp., 657 F.2d 482, 212 USPQ 246, 252 (1st
Cir. 1981). '

The conditions of expensive sales and the sophistication of purchasers is a du Pont factor that
weighs heavily in applicant's favor. Further, as noted earlier, the parties' goods are specifically
different and noncompetitive. "There is always less likelihood of confusion where goods are
expensive and purchased after careful consideration." Electronic Design & Sales Inc. v. Electronic
Data Systems Corp., 21 USPQ2d at 1392, citing Astra Pharmaceutical Products v. Beckman
Instruments, 718 F.2d 1201, 220 USPQ 786, 790 (1st Cir. 1983). Indeed, this factor principally
controls the result in the present case. In re Dixie Restaurants Inc., 41 USPQ2d at 1533. See
Dynamics Research Corp. v. Langenau Mfg. Co., 217 USPQ at 649 [Court affirmed conclusion that
because the marks are used on goods that are quite different and sold to different, discriminating
customers, there is no likelihood of confusion even though both parties used the identical mark
DRC.].

Actual Confusion

Opposer, in connection with [¥32] this factor, has introduced evidence that it characterizes as
"substantial." (Brief, p. 23). Opposer points to "misdirected payments, attempts to put charges
through on credit cards believed to be associated with the wrong party, misdirected inquiries based
upon materials affixed to machines sold by Applicant and serviced by Opposer, and the like." Id.
Opposer claims that it never experienced, during a ten-year period, any confusion-based problems
until applicant began using its ALLIANCE mark. As asserted by opposer, a showing of actual
confusion is highly probative of a likelihood of confusion. In re Majestic Drilling Co., 65 USPQ2d at b,
1205.

Applicant claims that over a period of five years of contemporaneous use, "there has not been one
example of real, relevant trademark confusion.” (Brief, p. 18). Applicant dismisses opposer's
evidence as comprising "a few isolated instances of misdirected payments, almost all by the large
integrated companies, and most occurring several years ago, shortly after [applicant's] name
change.” (Brief, pp. 18-19). Applicant further criticizes opposer's evidence on the grounds that
three of the purported instances of actual confusion [¥33] involve foreign entities; that the
documents in support of opposer's claim constitute inadmissible hearsay; and that the evidence
falls short of showing actual trademark confusion. Applicant further contends that, to the extent
opposer's evidence shows actual confusion, the confusion is de minimis.

Although we have considered all of the purported instances of actual confusion, the three involving
foreign entities are entitled to less probative weight than the others. We say this after taking into
account differences in language, and the significant point that the likelihood of confusion analysis
centers on domestic customers.

As to applicant's hearsay objection, hearsay is an out-of-court statement offered to prove the truth
of the matter asserted. Fed. R. Evid. 801(c). Courts have responded to the hearsay objection in
varying ways. See generally, J.T. McCarthy, McCarthy on Trademarks and Unfair Competition, §
23:15 (4<th> ed. 2004). '

We have not considered Mr. White's testimony and relevant exhibits for the truth of the matter
asserted. We have accepted the testimony and evidence to show, however, that opposer received
misdirected [*34] payments and inquiries that were meant for applicant. Thus, we deem the
testimony and evidence to be admissible.

As to the probative value of the testimony and evidence, Mr. White indicated that he did not know
the identities of the specific persons making the mistakes, or the reason why the persons made the
mistakes. In the absence of such corroborating evidence about these misdirected payments and
inquiries, we are reluctant to place significant weight on this evidence. Had the specific individuals
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who were purportedly confused been identified and made available for cross-examination, they
could have explained their reasons for their misdirected communications. While Mr. White testified,
not surprisingly, that the reason for the misdirected communications was the similarity between
the marks and the goods and/or services sold thereunder, we would prefer to hear it from the
individuals themselves. See Toys "R" Us, Inc. v. Lamps R Us, 219 USPQ 340 (TTAB 1983) [While
sales clerk's testimony is not excluded as hearsay, the evidence has little weight if there is no
evidence to indicate whether "the reason for the question as to affiliation was the result of the
similarity [*¥*35] of the marks."].

In sum, we have accorded only minimal weight to opposer's evidence on this factor. We also agree
with applicant that such occurrences are so few in number, over a period of five years of
contemporaneous use, that they are de minimis.

This factor is neutral..
Conclusion

Based on the record before us, we see opposer’s likelihood of confusion claim as amounting to only
a speculative, theoretical possibility. Language by our primary reviewing court is helpful in
resolving the likelihood of confusion controversy in this case:

We are not concerned with mere theoretical possibilities of confusion, deception, or
mistake or with de minimis situations but with the practicalities of the commercial
world, with which the trademark laws deal.

Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 21 USPQ2d at 1391, citing Witco
Chemical Co. v. Whitfield Chemical Co., Inc., 418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA
1969), aff'g 153 USPQ 412 (TTAB 1967).

We have carefully considered all of the evidence pertaining to the relevant duPont factors, as well
as all of the parties' arguments [*36] with respect thereto (including any evidence and arguments
not specifically discussed in this opinion), and we conclude that opposer has not proved its Section
2(d) claim of likelihood of confusion, as based on its common law rights.

Legal Topics:

For related research and practice materials, see the following legal topics:

Trademark LawLikelihood of ConfusionSimilarityAppearance, Meaning & SoundGeneral
OverviewTrademark LawU.S. Trademark Trial & Appeal Board
ProceedingsOppositionsGroundsTrademark LawU.S. Trademark Trial & Appeal Board
ProceedingsOppositionsStanding

GRAPHIC:
Illustration 1, no caption
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Synopsis

Background: Arréstee brought action pursuant to § 1983
against police officer alleging Fourth Amendment violations
arising from his arrest and prosecution following an
altercation between arrestee and officer. The United States
District Court for the' Northern District of New York, Hood,
J., granted officer's motion for summary judgment, and appeal
was taken.

Holdings: The Court of Appeals, Miner, Circuit Judge, held
that:

[1] presumption of probable cause arising from grand jury
indictment was inapplicable to arrestee's claims pursuant
to § 1983 against police officer for false arrest, unlawful
imprisonment, and unreasonable search and seizure; '

[2] presumption of probéble cause arising from grand jury
indictment applied to arrestee's claims against police officer
for malicious prosecution;

[3] genuine issues of material fact existed as to whether police
officer secured indictment against arrestee through bad faith

or perjury;

[4] as a matter of first impression, presumption of probable
cause arising from second grand jury indictment was not
negated by the return of a “No True Bill” by first grand jury;
and

[5] genuine issues of material fact precluded summary
judgment on qualified immunity grounds.

Vacated and remanded.

West Headnotes (10)

1]

12]

131

[4]

Civil Rights

&= Criminal Law Enforcement; Prisons
Under New York law, presumption of probable
cause arising from grand jury indictment was
inapplicable to arrestee's claims pursuant to
§ 1983 against police officer for false arrest,
unlawful imprisonment, and unreasonable search
and seizure. 42 U.S.C.A, § 1983. '

13 Cases that cite this headnote

Malicious Prosecution
#= Finding of Grand Jury

Under New York law, presumption of probable
cause arising from grand jury indictment applied
to arrestee's claims against police officer for
malicious prosecution.

10 Cases that cite this headnote

Malicious Prosecution
g= Necessity

Under New York law, the absence of probable
cause is an essential element of a claim for
malicious prosecution.

13 Cases that cite this headnote

Malicious Prosecution
%= Finding of Grand Jury

Under New York law, because an indictment
gives rise to a presumption that probable cause
exists, if plaintiff is to succeed in his malicious
prosecution action after he has been indicted, he
must rebut that presumption by establishing that
the indictiment was produced by fraud, perjury,
the suppression of evidence or other police
conduct undertaken in bad faith.

32 Cases that cite this headnote
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151

(6]

171

181

" Federal Civil Procedure

%= Tort Cases in General

Under New York law, genuine issues of material
fact existed as to whether police officer secured
indictment against arrestee through bad faith or
perjury, precluding summai‘y judgment for police
officer on defense of presumption to probable
cause in malicious prosecution claim brought by
arrestee.

35 Cases that cite this Headnote

Malicious Prosecution
$= Finding of Grand Jury

Under New York law concerning arrestee's
malicious prosecution claim against police
officer, presumption of probable cause arising
from second grand jury indictment was not
negated by the return of a “No True Bill” by
first grand jury, where newly discovered evidence

was presented to the court that authorized the

presentation of arrestee's case to the second grand
jury.

9 Cases that cite this headnote

. Civil Rights

¢= Good Faith and Reasonableness;
Knowledge and Clarity of Law; Motive and
Intent, in General

The doctrine of qualified immunity offers
protection for government officials performing
discretionary functions from liability for civil

damages insofar as their conduct does not violate

clearly established statutory or constitutional
rights of which a reasonable person would have
known.

30 Cases that cite this headnote

Civil Rights

&= (Good Faith and Reasonableness;
Knowledge and Clarity of Law; Motive and
Intent, in General
Qualified immunity extends to . protect a
government actor if it was objectively reasonable

for him to believe that his actions were lawful at
the time of the challenged act.

6 Cases that cite this headnote

[9] Civil Rights

4= Sheriffs, Police, and Other Peace Officers
An arresting officer is entitled to qualified
immunity as a matter of law if the undisputed

~ facts and all permissible inferences favorable
to the plaintiff show that officers of reasonable
competence could disagree on whether the
probable cause test was met.

31 Cases that cite this headnote

[10] Federal Civil Procedure

: g= Civil Rights Cases in General
Genuine issues of material fact existed as
to whether it was objectively reasonable for
officer to believe that probable cause existed to
arrest arrestee for resisting arrest and disorderly
conduct, precluding summary judgment for
police officer on basis of qualified immunity
in arrestee's § 1983 claims against police
officer alleging Fourth Amendment violations
arising from his arrest and prosecution. U.S.C.A.
Const.Amend. 4; 42 U.S.C.A. § 1983,

48 Cases that cite this headnote

Attorneys and Law Firms

*139 Lee D. Greenstein, Albany, NY, for Plaintiff-
Appellant.

Gregory S. Mills, Clifion Park, NY, fdr Defendant-Appellee.

Before: MINER, WESLEY, Circuit Judges, and RAKOFF,
District Judge. !

Opinion
MINER, Circuit Judge.

Plaintiff-appellant Frank McClellan (“McClellan™) appeals
from a summary judgment and an order denying
reconsideration entered in the United States District Court
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for the Northern District of New York (Hood, J.)2 in
favor of defendant-appellee Steven Smith (“Smith™), a police

officer employed by the City of Rensselaer> but not on
duty at the time of the events giving rise to this action.
The action was brought pursuant to 42 U.S.C. § 1983 to
redress alleged Fourth Amendment violations related to the
arrest and prosecution of McClellan following an altercation
involving Smith and McClellan. The violations were pleaded
in claims against Smith for false arrest, malicious prosecution,
unlawful search and seizure, and unlawful imprisonment.

In decisions following cross-motions for summary judgment

and a motion by McClellan for reconsideration, the District
Court determined that all the Fourth Amendment claims
related to the underlying assault charges were barred by
the grand jury indictment of plaintiff and that the Fourth
Amendment claims derived from the resisting arrest and
disorderly conduct charges, as well as the false arrest claim
related to the assault charges, were barred in any event by the
doctrine of qualified immunity. For the reasons that follow,
we vacate the judgment and order of the District Court and
remand for further proceedings consistent herewith.

BACKGROUND

1. The Confrontation and Altercation

The parties give somewhat different versions of the
confrontation and ensuing *140 altercation that resulted in
McClellan's arrest and prosecution. Because the differences
are critical to the disposition of this appeal, we set them forth
separately.

A. McClellan's Version

On November 16, 2000, at 7:30 P.M., McClellan was
unloading grocery bags from his automobile, which was
parked directly in front of his house at 95 Washington
Avenue, Rensselaer, New York. He was standing as close as
possible to his car while unloading the bags and handing them
to his girlfriend, Michelle Cristo, who carried them into the
house. At some point in the unloading process, as McClellan
was leaning into the driver's side with the door open and
his back to Washington Avenue, Smith drove by in the lane
where McClellan was parked. As he passed, Smith honked
his horn and gestured to McClellan with his middle finger.
McClellan returned the gesture, whereupon Smith abruptly
turned his car around in a driveway a short distance away
and drove back toward McClellan. As McClellan finished
unloading and closed his car door, Smith suddenly turned his

car into the lane of incoming traffic and stopped at a forty-
five degree angle to McClellan's car and only inches away
from it. Smith's side-view mirror grazed McClellan's hand,
and McClellan was essentially trapped in the triangular area
where the two cars met. Witnesses confirmed McClellan's
assertion that Smith's car at this point was parked at an angle
and blocked oncoming traffic.

After he stopped his car, Smith yelled and cursed at
McClellan saying: “Who the f--- are you? You just gave me
the finger. You know who I am? I am a cop.” Although
it turned out that Smith was indeed a Detective Sergeant

in the City of Rensselaer Police Department, he wore no

uniform and his car bore no police markings. He appeared
agitated, and his eyes were bloodshot and glassy and he was
red-faced. McClellan was concerned that Smith had been
drinking. McClellan did not believe, given the circumstances,
that Smith was a police officer and requested identification.
Smith responded that “he did not have to show ... any f---
ing ID” and attempted to exit his car by pushing the door
into McClellan. McClellan, in an effort to avoid a physical
confrontation, held Smith's door closed with his hands and
body, and advised Smith that he would not let him out until
he produced identification. Smith continued trying to push
his way out of the car, threatening to “kick [McClellan's] f---
ing ass” and to arrest him. During the altercation, McClellan
heard Smith use the word “backup” but was not able to see
a radio or other poiice equipment in Smith's car or determine
who he was talking to. Eventually, McClellan yelled to Cristo
to call the police.

Ultimately, Smith was able to push McClellan out of the
way with his car door and by punching him in the face.
Smith apparently struck his face on the car door as he exited.
After wrestling with Smith, and without throwing a punch,
McClellan was able to hold Smith down over the hood of
McClellan's car. At that point, McClellan noticed that Smith
was bleeding profusely from the injury to his face and saw
him speak into a hand-held radio and say that he was being
beaten (which was not true) and needed backup. McClellan
then told Smith that he would release him if he promised
to stop fighting. Smith said he would stop, and McClellan
released him and walked toward his house. As he did so,
Smith grabbed him and told him to wait. McClellan once
again asked for identification and once again was rebuffed.
The Rensselaer police arrived moments later and Smith
directed an officer to arrest McClellan. En route to the police
*141 station, McClellan told the police officer that he did
not know Smith was a police officer and was only trying to
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restrain him from getting out of the car in order to avoid a
fight.

B. Smith's Version

On November 16, 2000, at about 7:30 P.M., Smith was
driving on Washington Avenue in the City of Rensselaer,
where he served in the Police Department as a Detective
Sergeant. He was wearing street clothes. and driving an
undercover vehicle with a portable police radio between the
two front bucket seats. The radio was at all times receiving
transmissions from fellow officers. As he drove, Smith saw
a vehicle ahead of him swerve and then saw McClellan in
the middle of the road with the door to his car wide open.
Perceiving that McClellan was impeding traffic and putting
himself in danger of being struck, Smith beeped his horn
twice on approaching McClellan. As he passed, Smith saw,
in his rear view mirror, McClellan extend his middle finger
and shout “F---you.” Smith also observed another car behind
him swerve to avoid McClellan.

Smith thereupon turned his vehicle around and returned to
where McClellan was standing for the purpose of advising
him to get out of the road. Smith pulled up alongside
McClellan and parked at an angle so that the right side and
rear of Smith's vehicle extended into the other lane. The left
side of the vehicle was about four feet from McClellan's car
and the rear of the vehicle was across the middle of the other
lane. As he pulled up alongside, Smith rolled down his driver
side window and told McClellan he was a “cop.” McClellan

replied: “I don't give a f~-- who you are.” McClellan then -

started swinging at Smith while Smith was still seated and
struck him in the left side of the head. Smith leaned away from
McClellan and called for backup on his portable radio.

Smith then tried to exit his vehicle and told McClellan he
was under arrest. McClellan stood in front of Smith's car

door and pushed against it to prevent Smith from exiting his ‘

vehicle. Smith finally opened the door and got his left foot
out. At that point, McClellan pushed the car door in such a
way that the top of the door struck Smith's face, causing a
deep facial laceration. Smith was able to exit the car with his
portable radio in hand, having used it to call for assistance.
" McClellan grabbed him and threw him face down across the
hood of McClellan's vehicle, holding him in that position
with the weight of his body. At that point, other officers
arrived at the scene. Smith believed that McClellan was in
violation of the Vehicle and Traffic Law when he stood on
Washington Avenue with his car door open, impeding traffic
and endangering himself.

11. The State Charges Against McClellan and their
Disposition -
Immediately following the incident described above,
McClellan was charged with four violations of the New York
Penal Law: Aggravated Assault on a Police Officer; Assault
in the Second Degree; Resisting Arrest; and Disorderly
Conduct. He was arraigned before a judge of the Rensselaer
City Court on the morning following the incident and held
without bail. A preliminary hearing was held four days later
in the City Court, which determined that there was reasonable
ground to believe that a felony had been committed. On
the day following the hearing, the Rensselaer County Court,
pursuant to McClellan's application, set bail at $50,000, bond
or cash. McClellan posted a bond after having been confined
for six days.

*142 On February 1, 2001, the case against McClellan
was presented to a Rensselaer County Grand Jury. The
presentation was conducted by an Assistant District Attorney
from Washington County because of a conflict of interest
arising from the employment of Smith as a part-time
investigator in the office of the Rensselaer County District
Attorney. Both McClellan and Cristo testified before the
grand jury. The grand jury returned a “No True Bill,” and all
charges against McClellan were dismissed. Smith reported to
the Chief of his Department “[t]hat the Washington County
DA's Office presented the case and it was no billed[,] and
I wasn't very happy with the District Attorney. I think he
was very young and that he was unqualified, not qualified to
present it.” '

Smith continued his interest in the case, having, in his
supervisory capacity, appointed a new investigator to replace
Detective Michael Smith because he “felt that Michael Smith
wasn't handling the investigation properly.” He instructed the
new investigator, Officer Gerald Amedio, to recanvass the
neighborhood where the incident occurred. At some point in
the continuing investigation, Smith was advised by Assistant
District Attorney Mark Loughran of Rensselaer County that
the case could be presented to a new grand jury on the basis
of new evidence if a judge so ordered.

In the search for new evidence, Smith discovered that
one Dan Malark, confined to the Rensselaer County Jail,
was willing to testify to a purported admission made by
McClellan during his confinement in the jail. Smith reported
to District Attorney Patricia DeAngelis that Malark would

3
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testify in return for a “deal” in his prosecution on a domestic
relations charge. DeAngelis refused to bargain with Malark.
Eventually, Amedio and Smith came up with the name of
Ronald Fordley, another inmate who purportedly had heard
McClellan's admission. Another inmate of the County Jail,
Larry Fuller, also provided a statement relative to the alleged

_admission by McClellan. However, it was Fordley's affidavit
that constituted the newly discovered evidence that formed
the basis for the May 2, 2001, Order of the Rensselaer County
Court allowing the case against McClellan to be submitted to
a second grand jury.

The second grand jury heard the case against McClellan
as presented by the Rensselaer County District Attorney's
Office, Smith having previously terminated his part-time
employment there. McClellan and Cristo again were among
those who testified, but this time the grand jury returned an
indictment charging McClellan with the following violations
of the New York Penal Law: Aggravated Assault on a Police
Officer; Assault on a Police Officer; and Assault Second
Degree. The jury impaneled in Rensselaer County Court for
the trial of the charges contained in the indictment found
McClellan “not guilty” on all counts on June 7, 2002, The trial
was conducted for the prosecution by the Saratoga County
District Attorney, Smith having by the time of trial returned to
his employment by the Rensselaer County District Attorney
- on a full-time basis.

1. Proceedings in the District Court

The action giving rise to the appeal at bar was commenced
by the filing of a complaint on September 5, 2002. Invoking
the provisions 0f 42 U.S.C. § 1983, McClellan alleged causes
of action against Smith arising out of the above-described
incident as follows: False Arrest; Malicious Prosecution;
Unlawful Search and Seizure; and Unlawful Imprisonment,
Causes of action also were pleaded against the City of
Rensselaer for failure to train and failure *143 to supervise.
As previously noted, the City of Rensselaer is not a party
to this appeal. Issue was joined by the filing of an answer
on November 14, 2002. Following disclosure and discovery,
Smith filed his motion for summary judgment on June 1,
2004, and McClellan filed his opposition to Smith's motion
and his own motion for partial summary judgment on July
12, 2004. Following additional submissions by the parties,
the District Court rendered a decision dated September
8, 2004, granting summary judgment to Smith dismissing
the complaint and denying McClellan's motion for partial
summary judgment with prejudice. McClellan thereafter

made a motion for reconsideration, which the District Court
denied in a decision dated October 25, 2004,

In its decision granting summary judgment, the District Court
opined that “[McClellan's] Fourth Amendment claims for
false arrest, malicious prosecution, unlawful imprisonment,
and unreasonable search and seizure all arise from
[McClellan's] allegation that he was arrested without probable
cause” and that “the existence of probable cause to arrest
would prove fatal to all of [McClellan's] claims.” The court
noted that New York law provides that indictment by a grand
jury establishes a presumption of probable cause for arrest
in the absence of a showing of fraud, perjury, suppression
of evidence, or other bad faith police conduct. Finding that
“IMcClellan] has failed to show that variations in [Smith's]
testimony resulted from bad faith rather than mere confusion
or lapse of memory regarding a fast moving series of events,”
and further finding that it is “without consequence” that the
first grand jury returned a “No True Bill,” the District Court
concluded that there was a failure to rebut the presumption
arising from the second grand jury's finding of probable
cause. The court therefore determined that “McClellan's
Fourth Amendment claims fail as they relate to these three
assault charges.”

Turning to the charges of resisting arrest and disorderly
conduct for which McClellan was originally arrested but
never indicted, the District Court observed that the facts
surrounding the incident are heavily disputed, that the
question of probable cause is predominantly factual, and
that the court therefore would not determine whether there
was probable cause to arrest McClellan for resisting arrest
or for disorderly conduct. However, the court did ﬁnd\ that
Smith was entitled to qualified immunity on an objective
reasonableness standard because a reasonable jury could
only conclude that reasonable officers could disagree on the
constitutionality of the seizure. The District Court therefore
found that “[Smith] is entitled to qualified immunity with
respect to the remainder of [McClellan's] Fourth Amendment
claims.”

On reconsideration, the District Court reviewed the three
errors that McClellan claimed were made by the District
Court in granting summary judgment: that the court
misapplied the facts in finding that Smith was entitled to
qualified immunity; that the court misapplied the facts an

the law in determining that McClellan had failed to rebut
the presumption of probable cause created by the grand jury
indictment; and that the District Court misapplied the law by
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holding that the presumption of probable cause arising from
the grand jury indictment applies to McClellan's false arrest
claim.

In rejecting the claim that it misapplied the facts to the
issue of qualified immunity, the District Court considered the
following facts established:

[McClellan] admitted that [Smith]
identified himself as a police officer
and that [McClellan] heard [Smith]
call for backup *144 while outside
the police car and say the word
“backup” while inside the police
car. [McClellan] also admitted to
restraining [Smith] by his wrists
on top of [McClellan's] car, and
although [McClellan] did not witness
[McClellan's] car door hit [Smith]
in the face, [McClellan] admitted to
seriously injuring [Smith].

Upon these facts, the court stated “that the only rational
conclusion a jury could reach is that reasonable officers would
disagree about the legality of [Smith's] conduct” and that
therefore “[Smith] was entitled to qualified immunity.”

As to the grand jury indictment establishing a presumption
of probable cause for the arrest, the District Court cited New
York Court of Appeals-authority for the proposition that the
presumption applies only in cases of malicious prosecution
but also cited lower court authority for application of the
presumption in false arrest cases. The court rejected the claim
that the presumption was overcome by “variations” in Smith's
grand jury testimony, noting that the variations “all arise from
the detailed, fast-moving series of events that occurred” in
the course of the altercation. But even if the presumption
did not apply to false arrest, according to the District Court,
Smith “is entitled to qualified immunity on the false arrest
claim as it relates to the three felony assault charges” for
the reasons previously given by the court in support of its
finding of qualified im munity as grounds for dismissal of all
of McClellan's other claims.

DISCUSSION

1. The Standard of Review

We review a summary judgment determination de novo. See
Miller v. Wolpaff & Abramson, LLP, 321 F.3d 292, 300 (2d
Cir.2003). Summary judgment may be granted only where
there is no genuine issue as to any material fact and the
moving party (Smith in the case at bar) is entitled to a
judgment as a matter of law. Fed.R.Civ.P. 56(c). In ruling
on a motion for summary judgment, a court must resolve all
ambiguities and draw all factual inferences in favor of the
nonmoving party. Anderson v. Liberty Lobby, Inc., 477 U.S.
242, 255, 106 S.Ct. 2505, 91 L.Ed.2d 202 (1986). To grant
the motion, the court must determine that there is no genuine
issue of material fact to be tried. Celotex Corp. v. Catrett, 477
U.S. 317, 322-23, 106 S.Ct. 2548, 91 L.Ed.2d 265 (1986).
A genuine factual issue derives from the “evidence [being]
such that a reasonable jury could return a verdict for the
nonmoving party.” Anderson, 477 U.S. at 248, 106 S.Ct.
2505. The nonmoving party cannot defeat summary judgment
by “simply show[ing] that there is some metaphysical doubt
as to the material facts,” Matsushita Elec. Indus. Co. v.
Zenith Radio Corp., 475 U.S. 574, 586, 106 S.Ct. 1348,
89 L.Ed.2d 538 (1986), or by a factual argument based on

~ “conjecture or surniise,” Bryant v. Maffucci, 923 F.2d 979,

982 (2d Cir.1991). The Supreme Court teaches that “all that is
required [from a nonmoving party] is that sufficient evidence
supporting the claimed factual dispute be shown to require
a jury or judge to resolve the parties' differing versions of
the truth at trial.” First Nat'l Bank of Ariz. v. Cities Serv.
Co., 391 U.S. 253, 288-89, 88 S.Ct. 1575, 20 L.Ed.2d 569
(1968); see also Hunt v. Cromartie, 526 U.S. 541, 552, 119
S.Ct. 1545, 143 L.Ed.2d 731 (1999). It is a settled rule
that “[c]redibility assessments, choices between conflicting
versions of the events, and the weighing of evidence are
matters for the jury, not for the court on a motion for summary
judgment.” Fischl v. Armitage, 128 F.3d 50, 55 (2d Cir.1997).
The failure of the District Court to heed this rule caused it to
fall into error, as will be seen.

*145 . Presumption of Probable Cause

[11 At the outset, we identify an error made by the
District Court in applying the presumption of probable cause
arising from a grand jury indictment. In the opinion of the
District Court, as modified in its decision on reconsideration,
the grand jury indictment of McClellan on felony assault
charges demonstrated probable cause for his arrest on those
charges. Because liability for the torts of false arrest, unlawful
imprisonment, and unreasonable search and seizure under
New York law give rise to liability under 42 U.S.C. § 1983 (as
does the New York tort of malicious prosecution), see Cook
v. Sheldon, 41 F.3d 73, 77-79 (2d Cir.1994), we look to New
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York law to determine whether a presumption of probable
cause arising from a grand jury indictment can be a defense
to these claims, see Savino v. City of New York, 331 F.3d 63,
75 (2d Cir.2003).

As in Savino, the District Court here

analyzed [the] malicious prosecution and false arrest
claims together because it believed that the presumption
of probable cause arising from [the] indictment was
applicable to both claims .... But the New York Court
of Appeals has expressly held that the presumption of
probable cause arising from an indictment “applies only
in causes of action for malicious prosecution and is totally
misplaced when applied in false [arrest] actions.”

Id. (quoting Broughton V. State, 37 N.Y.2d 451, 456, 373
N.Y.S.2d 87, 335 N.E.2d 310 (N.Y.1975)) (alteration in
Savino )(internal citation omitted).

[2] Although the District Court, in dismissing the false
arrest, unlawful imprisonment, and unreasonable search and
‘seizure claims, erred in applying what it considered to be
an unrebutted presumption of probable cause arising from
the grand jury's indictment of Smith, the court did not err in
- applying the presumption to the malicious prosecution claim.
The court's error as to that claim lies elsewhere, as will be
seen.

I11. Overcoming the Presumption of Probable Cause

31 141
element of a claim for malicious prosecution. See Colon v.
City of New York, 60 N.Y.2d 78, 82, 468 N.Y.S.2d 453, 455
N.E.2d 1248 (N.Y.1983). Although a grand jury indictment
gives rise to a presumption that probable cause exists and
a claim for malicious prosecution in relation to the crimes
described in the indictment thereby is defeated, it should be
noted that the presumption may be rebutted by evidence of
various wrongful acts on the part of police: “If plaintiff is to
succeed in his malicious prosecution action after he has been
indicted, he must establish that the indictment was produced
by fraud, perjury, the suppression of evidence or other police
conduct undertaken in bad faith.” /d. at 83, 468 N.Y.S.2d 453,
455 N.E.2d 1248.

In Boyd v. City of New York, 336 F.3d 72 (2d Cir.2003), we
-were confronted with a malicious prosecution claim by one
who had been indicted by a grand jury for criminal possession
of stolen property and unauthorized use of a motor vehicle.

The absence of probable cause is an essential

Boyd, 336 F.3d at 74-75. The charges had been dismissed
on a finding that statements regarding the purchase of the
vehicle were made while in police custody and prior to the
giving of Miranda warnings. Id. at 75. According to the police
version, the arrest did not occur until Boyd was outside his
home and after he had made the incriminating statement. /d. at
74. According to Boyd, the arrest took place inside his house
and before he made the statement. /d

*146 Addressing the presumption of probable cause created
by the grand jury indictment, we observed that “[tJhe
presumption is rebuttable, and may be overcome by evidence
establishing that the police witnesses ‘have not made a
complete and full statement of facts ... that they have
misrepresented or falsified evidence ... or otherwise acted in

- bad faith.” ” Id at 76 (citation omitted). We concluded as

follows: “At this preliminary stage, construing all inferences
in the light most favorable to Boyd, a jury could reasonably
find that the indictment was secured through bad faith or
perjury, and that there was malicious prosecution of Boyd.
Therefore, the issue of probable cause cannot be resolved by
summary judgment.” Id, at 77.

[S] As in Boyd, we think that a jury could reasonably find

that the indictment against McClellan was secured through
bad faith or perjury. The District Court identified three
“variations” in the version of events given by Smith as noted
by McClellan: whether McClellan kicked the door into Smith
or pushed the door into Smith; whether Smith's car was
parked parallel on the street or at a diagonal; and whether
McClellan punched Smith only a few times or ten to fifteen
times. The District Court stated that these variations “all arise
from the detailed, fast-moving series of events that occurred
between [McClellan] and [Smith].” The Court concluded
that it would “not hold that inconsistency alone in [Smith's]
detailed description of the events raises a question of fact as
to whether [Smith] engaged in fraud, perjury, suppression of
evidence, or other bad faith conduct.”

But it is not only the inconsistencies in Smith's version
of the confrontation or -even the gross disparities in the
versions of the protagonists that suggest bad faith conduct
in the procurement of the indictment. McClellan has offered
evidence that Smith: was the instigator of the altercation;

. may have been intoxicated; lied to the arresting officer about

McClellan's responsibility for the altercation; admittedly was
displeased with the original grand jury result; supervised
the investigation despite his obvious conflict of interest;
reassigned the case because the officer originally assigned
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