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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Nemsi Books,
Cancellation No. 92053560
Petitioner,
Registration No. 3,801,207
V.

Sabine Niederberghaus-Lesavoy

Registrant

REGISTRANT'S REPLY BRIEF IN MOTION TO STAY PROCEEDING

The lawsuit filed on March 31, 2011 in United States District Court for the Central District of
California by Registrant against Petitioner and its associated entities for declaratory judgment, trademark
infringement, passing off, unfair competition, false designation of origin, cybersquatting, and violation of
California Business and Professions Code Section 17200 et. seq. was served on the named Defendants'
principals, who include officers of the Petitioner, on April 8, 2011.

In its Response Brief, entitled "Motion to Deny Defendants [sic] Motion to Stay Proceedings",
Petitioner concedes that the federal court civil action covers the same issues and is therefore duplicative
of the instant Cancellation proceedings, stating that the federal action "seek[s] to affirm the validity of the
mark WINNETOU", which is the subject mark of the U.S. federal trademark registration that is at issue in
both proceedings. For that reason alone, the Board should grant the Registrant's Motion to Stay, as there
does not appear to be any dispute over whether the federal court and Board proceedings will decide the
same issue.

Petitioner's Response Brief additionally contains unsubstantiated and legally insufficient
allegations of fraud that have no bearing on the instant Motion to Stay and should therefore not be
considered in deciding whether to grant the Motion.

It is standard procedure for the Board to stay administrative proceedings pending the outcome of
court litigation between the same parties involving related issues. Alfred Dunhill of London, Inc. v.
Dunhill Tailored Clothes, Inc., 293 F.2d 685, 130 U.S.P.Q. 412 (C.C.P.A. 1961), cert. denied, 369 U.S.
864, 133 U.S.P.Q. 702 (1962); Whopper-Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. 805, (T.T.A.B.
1971). TB.M.P. § 510.02(a) states that, "Ordinarily, the Board will suspend proceedings in the case
before it if the final determination of the other proceeding will have a bearing on the issues before the

Board." It is also not unusual for the Board to suspend proceedings in situations such as this, where the
federal litigation commenced after the Board proceeding was initiated. See, e.g., Midland Cooperatives,
Inc. v. Midland International Corp., 164 U.S.P.Q. 579 (C.C.P.A. 1970).

Registrant's Motion to Stay is neither an abuse of process nor an attempt to avoid the issues raised
in the instant proceedings. Rather, the federal court civil action addresses first the matter of the subject
registration's validity, which is common to both proceedings, and incorporates additional claims
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concerning the Petitioner's vexatious and willful intermeddling conduct against Registrant's business
related to the subject mark. The latter claims, and the remedies sought by Registrant in connection
therewith, are outside the jurisdiction of the Board, therefore it is believed that the federal court venue
will provide the most efficient forum in which to adjudicate and dispose of the inter-partes dispute.

On the question before the federal court of declaratory relief concerning the validity of the subject
registration will be decided the gravamen of the instant Board proceeding. Therefore, the result of the
federal court action would almost certainly be determinative of the instant proceeding and it is
unnecessary and undesirable to proceed in both fora simultaneously. Petitioner has argued that principles
of judicial economy are absent from the facts concerning the Motion to Stay because the federal court
case "will not significantly affect the resources expended by the Board and the parties in the present
proceeding”. On the contrary, running both cases simultaneously will impair the efficiency of the federal
government and judiciary, by unnecessarily wasting scarce resources of the Board and federal court and
tying up their calendars with redundant, duplicative proceedings.

For the foregoing reasons, Registrant respectfully requests that the instant Cancellation
proceeding be stayed pending the outcome of civil action Case No. CV11-01736-DDP(FFMXx).

Dated: April 15, 2011 By: W

Victor K. Sapphire', Esq
Connolly Bove Lodge & Hutz LLP

333 S. Grand Ave., Suite 2300
Los Angeles, California 90071
(213) 787-2523
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CERTIFICATE OF SERVICE

I certify that a copy of the REGISTRANT'S MOTION TO STAY PROCEEDING was
sent via First Class Mail this 15th day of April, 2011 to:

Nemsi Books
307 West Third Street, PO Box 191
Pierpont, South Dakota 57468-0191
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