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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,173,207 and 3,173,208
Mark: ADD A ZERO and ADD A ZERO & Design
Date of Registration: November 21, 2006

Adidas AG )
)

Petitioner, )

)

v ) Cancellation No. 92053314

)

Christian Faith Fellowship Church )
)

Respondent. )

RESPONDENT’S RESPONSE TO PETITIONER’S EVIDENTIARY OBJECTIONS
AND
OBJECTIONS TO PETITIONER’S EVIDENCE

Respondent, Christian Faith Fellowship Church (the Church), hereby submits its
Response to Petitioner, adidas AG (adidas), Statement of Evidentiary Objections dated October
30, 2014, The Church repeats and incorporates by reference herein its Response to Petitioner’s
Motion to Strike (TTABVUE No. 53). As stated therein, the Church properly included
discovery deposition testimony of Mssrs. Mason and Logan and corresponding exhigits under 37

C.F.R. 2.120()(4). (TTABVUE No. 57)
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RESPONSE TO EVIDENTIARY OBJECTIONS

A. Respondent’s Portions of Mason Discovery Deposition [RX1] :
1. Mason Deposition, P. 108, line 21 - P. 111, line 12

This is an excerpt of the Rule 30(b)(6) deposition of the Church for which Mr. Mason
was designated to testify, (PNORI, PX9 at 11) A “Rule 30(b)(6) witness need not have
personal knowledge of the designated subject matter.” QBE Ins. Corp. v. Jorda Enterprises,
Inc.,277 F.R.D. 676, 688 (S.D. Fla. Jan. 30, 2012); see also, PPM Fin. Inc. v. Norandal US4,
Inc., 392 F.3d 889-894-95 (7th Cir. 2004) (rejecting argument that trial court should not have
credited the testimony of a witness who lacked personal knowledge where the witness was a
30(b)(6) witness and “was free to testify to matters outside his personal knowledge as long as
they were within the corporate rubric”). Therefore, adidas’ objection for lack of personal
knowledge is without merit.

Adidas’ hearsay objection to Mr. Mason’s testimony regarding the website notes (RNOR,
RX3) that show ADD A ZERO apparel was to be added to the Church’s website is likewise
without merit. Mr. Mason’s testimony is not hearsay for at least three reasons. First, Mr. Mason
was not repeating what the notes say:

Q. ‘Was the church updating its website in late 20107

! Adidas noticed and took the 30(b)(6) deposition of the Church, it asked questions that it chose to ask, and the
Church’s corporate designees answered those questions based on the knowledge and information of the Church.
The testimony is the testimony of the Church. The examination of the witness by counsel for adidas elicited the
objected to testimony. Adidas’ counsel had the opportunity not to ask for the testimony that was given and to seek
to strike the testimony if it was unresponsive or otherwise objectionable. It did not. Adidas now seeks to rely in its
Trial Brief on selective, misleading excerpts of the depositions which would be manifestly unfair to the Church.

The Church has the right to counter-designate portions of testimony so that the Board has the benefit of all the
Church’s testimony on a topic. 37 C.F.R. § 2.120()(4). If the testimony relied upon by the Church is objectionable,
which it is not, adidas has waived its objection.
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A. Yes, it was. And we had a setback with the website design because one of
the key guys that was designing the website and doing a lot of the
background work of it passed away.
RNOR, RX1 at 110:10-15. This testimony did not repeat what the notes say, but rather was
testimony about activities at the Church that were within the knowledge of the Church. Indeed,
before the website notes were even introduced as an exhibit at the deposition, Mr. Mason
testified about work on the website:
Q. Was there any changes in the efforts to sell Add A Zero apparel over the
years?
A. The plan was-- with the online bookstore was to have product in the
physical bookstore at the designed church, to be made available online as
well as the teachings, CDs, different .things, books that were produced as
well.
Q. That was the plan. The plan was not implemented, correct?
A. With the Add A Zero apparel, not until I believé December -- December --
I don't know the exact date when it was put on the website. I'm sure I
could find it.
RNOR, RX3 at 83:12-24.
Second, the website notes are not hearsay under Fed. R. Evid. 803(6) because they are
business records. The website notes were produced in response to Request for Production No. 1
(“All Documents, including but not limited to, all business records, emails and written

communications, that Respondent has created, received or transmitted to or from another Person
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that discusses or mentions Respondent’s Website.”) Mr. Mason corroborated that the notes were
business records during the 30(b)(6) deposition:
Q. Were you involved in the process of collecting documents in response to

the document request served by Adidas in this case?

A. Yes.

Q. What efforts were made to locate documents that were responsive to the
request?

A. We had to try to locate e-mail communications from former employees,

documents filed away and speaking with some of the volunteers that
work in the various areas of the church.
PNORI1, PX9 at 24:7-16.
Third, Mr. Mason’s testimony pursuant to Rule 30(b)(6) “represents the corporation’s
position on the topic” and is neither his personal opinion nor hearsay. Brazos River Auth. V. GE

Ionics, Inc., 469 F.3d 416, 433 (5th Cir. 2006).

2. Mason Deposition, P. 111, line 21 - P. 117, line 4

This is an excerpt of the Rule 30(b)(6) deposition of the Church for which Mr. Mason
was designated to testify. (PNORI, PX9 at 11) A “Rule 30(b)(6) witness need not have
personal knowledge of the designated subject matter.” QBE Ins. Corp. v. Jorda Enterprises,
Inc.,277 FR.D. 676, 688 (S.D. Fla. Jan. 30, 2012); see also, PPM Fin. Inc. v. Norandal US4,
Inc., 392 F.3d 889-894-95 (7th Cir. 2004) (rejecting argument that trial court should not have
credited the testimony of a witness who lacked personal knowledge where the witness was a

30(b)(6) witness and “was free to testify to matters outside his personal knowledge as long as
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they were within the corporate rubric”). Therefore, adidas’ objection for lack of personal
knowledge is without merit.

Mr. Mason’s testimony pursuant to Rule 30(b)(6) “represents the corporation’s position
on the topic” and is neither his personal opinion nor hearsay. Brazos River Auth. V. GE Ionics,
Inc., 469 F.3d 416, 433 (Sth Cir. 20006).

Lastly, the fliers are not hearsay because they are not offered for the truth of the matter,
Fed. R. Evid. 801(c), and because they are business records, Fed. R. Evid. 803(6). They were
produced in response to a Request for Production from adidas seeking, generally, samples or
copies of promotional materials (RFPs 22 and 23). As discussed above, these documents were
produced in response to the requests for production and came from the Church’s files. These

documents were business records of the Church kept in the ordinary course of business.

3. Mason Deposition, P, 117, line 5 - P. 118, line 18

This is an excerpt of the Rule 30(b)(6) deposition of the Church for which Mr. Mason
was designated to testify. (PNOR1, PX9 at 11) A “Rule 30(b)(6) witness need not have
personal knowledge of the designated subject matter.” QBE Ins. Corp. v. Jorda Enterprises,
Inc., 277 F.R.D. 676, 688 (S.D. Fla. Jan. 30, 2012); see also, PPM Fin. Inc. v. Norandal USA,
Inc., 392 F.3d 889-894-95 (7th Cir. 2004) (rejecting argument that trial court should not have
credited the testimony of a witness who lacked personal knowledge where the witness was a
30(b)(6) witness and “was free to testify to matters outside his personal knowledge as long as
they were within the corporate rubric”). Therefore, adidas® objection for lack of personal

knowledge is without merit.
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Moreover, Mr. Mason’s testimony regarding the order form (RX8) provides evidence
sufficient to support a finding that the form is what it appears to be:

Q. Do you recognize Exhibit 16;.?

A. Yes, I recognize Exhibit 16. It’s an order form for the ADD A ZERO apparel.”
RX1 at 117:13-15.

Adidas’ selective designation of excerpts of Mr. Mason’s testimony changes the meaning
of that testimony and is misleading. In fairness, the Board should consider the additional
testimony of Mr. Mason designated by the Church. 37 C.F.R. § 2.120(j)(4). That testimony
clearly authenticates the form. Establishing how it was used is not necessary to understand what
it is and what it was intended to be used for.

Finally, the form is not hearsay because it is not offered for the truth of the matter, Fed.
R. Evid. 801(c), and because it is a business record, Fed. R. Evid. 803(6). It was produced in
response to a Request for Production from adidas seeking, generally, samples or copies of
promotional materials (RFPs 22 and 23). As discussed above, this document was produced in
response to the requests for production and came from the files of the Church. This document is

a business record of the Church kept in the ordinary course of business.

4, Mason Deposition, P. 118, line 19 - P. 121, line 2

This is an excerpt of the Rule 30(b)(6) deposition of the Church for which Mr. Mason
was designated to testify. (PNOR1, PX9 at 11) A “Rule 30(b)(6) witness need not have
personal knowledge of the designated subject matter.” QBE Ins. Corp. v. Jorda Enterprises,
Inc., 277 FR.D. 676, 688 (S.D. Fla. Jan. 30, 2012); see also, PPM Fin. Inc. v. Norandal US4,

Inc., 392 F.3d 889-894-95 (7th Cir. 2004) (rejecting argument that trial court should not have
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credited the testimony of a witness who lacked personal knowledge where the witness was a
30(b)(6) witness and “was free to testify to matters outside his personal knowledge as long as
they were within the corporate rubric™). Therefore, adidas’ objection for lack of personal
knowledge is without merit.

Again, Mr. Mason’s testimony regarding a photograph of the Church’s bookstore (RX9)
provides ample evidence to support a finding that the photograph is what it appears to be:

Q. Are you familiar with what’s pictured in Exhibit 17?

A. Yes.

Q. Do you know what it’s a picture of?

A. Yes. It’s a picture of the bookstore of Christian Faith Fellowship Church.

RX1 at 119:5-10.

What was for sale in the bookstore was within the knowledge of the Church, and
certainly within the personal knowledge of Mr. Mason, whose responsibilities for the Church
included: “The management of the office staff, building manager, and the financial
recordkeeping of the church and all the business aspects.” PNORI, PX9 at 12:2-4 (emphasis
added).

The picture, which shows ADD A ZERO apparel advertised in the bookstore, is relevant
to the use of the Marks during the period in question and goes to the issue of no abandonment.
Further, adidas’ argument of unfair prejudice is unfounded. Mr. Mason’s testimony clearly
establishes that the advertisement for ADD A ZERO apparel has “been there for a number of

years.” RX1 at 120:24,
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B. Mason Discovery Depositions Exhibits*
1. RX 3 [Mason Dep. Ex. 11]

As discussed above, the website notes are not hearsay because they are not offered for the
truth of the matter, Fed. R. Evid. 801(¢c), and because they are business records, Fed. R. Evid.
803(6). The website notes were produced in response to Request for Production No. 1 (“All
Documents, including but not limited to, all business records, emails and written
communications, that Respondent has created, received or transmitted to or from another Person
that discusses or mentions Respondent’s Website.”) Mr. Mason corroborated that the notes were
business records during the 30(b)(6) deposition:

Q. Were you involved in the process of collecting documents in response to

the document request served by Adidas in this case?

A. Yes.

Q. What efforts were made to locate documents that were responsive to the
request?

A. We had to try to locate e-mail communications from former employees,

documents filed away and speaking with some of the volunteers that
work in the various areas of the church.

PNORI1, PX9 at 24:7-16.

? Again, adidas took Mr. Mason’s deposition. Adidas could have moved to strike Mr. Mason’s testimony and
corresponding exhibits for the various reasons identified at the time of the deposition, but it didn’t. In fact, had
adidas objected to Mr. Mason’s testimony at that time, the Church would have had the opportunity on cross-
examination to correct the record time (e.g., establish personal knowledge, authenticate records, establish documents
were business records, etc.).
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Adidas’ objection that the notes lack authentication is without basis. Authentication
merely requires evidence sufficient to support a finding that the matter in question is what is
claimed. Mr. Mason’s testimony does that:

Do you recognize Exhibit 117
Yes.

What do you recognize it to be?

R S

Notes from a notebook from the web team'’s discussions concerning the
design of the new website.
Do you know who these notes are from?

A. [ believe these note are from Dawn Scofield.

RNOR, RX1 at 109:9-17. Mr. Mason recognized the notes and identified them. They were
sufficiently authenticated.

Lastly, adidas’ objection that the website notes are irrelevant is not supportable. The
website notes show a concerted effort over an extended period of time (including for a number of
months preceding commencement of this proceeding) that the Church was planning a new
website that would include an on-line store. The store was to (and does) include ADD A ZERO
apparel, which establishes the Church’s intent regarding continued use of the Marks. The notes

are certainly relevant to the issue of abandonment.

2. RX 4 [Mason Dep. Ex. No. 12]
RX 5 [Mason Dep. Ex. No. 13]
RX 6 [Mason Dep. Ex. No. 14]
RX 7 [Mason Dep. Ex. No. 15]
The fliers (RX4-7) are not hearsay because they are not offered for the truth of the matter,

Fed. R. Evid. 801(c), and because they are business records, Fed. R. Evid. 803(6). They were

QB\31509681.1



produced in response to a Request for Production from adidas seeking, generally, samples or
copies of promotional materials (RFPs 22 and 23). As discussed above, these documents were
produced in response to the requests for production and came from the files of the Church.
These documents were business records of the Church kept in the ordinary course of business.

Adidas’ objection that the fliers lack authentication is again without basis.
Authentication merely requires evidence sufficient to support a finding that the matter in
question is what is claimed. Mr. Mason’s testimony does that:

Q. Do you recognize Exhibit 12 [RX4]?

A Yes, sir.
Q. What is it?
A

It is a promotional flier that was designed.

o

Do you know if Alicia Harris designed this flier?

A. 1 believe she did.

Q. Okay. Was that -- did you find this document in your files when you
searched for documents responsive to adidas” document request?
A. The document was found on a computer that was in use for Alicia Harris

when she was the church secretary at that time.

Do you recognize Exhibit 13 [RX5]?
A. Yes.

Q. What do you recognize it to be?

10
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A. A flier with the ADD A ZERO trademark on it

Q. Do you recognize Exhibit 14 [RX6]?7
A. Yes.
Q. What do you recognize it to be?
A. A flier with the ADD A ZERO trademark
Q. Mr. Mason, do you recognize Exhibit 15 [RX7]?
A. Yes. It appears to be kind of a reverse of the previous Exhibit 14
Q. What do you recognize it to be?
A. A flier with the ADD A ZERO trademark
Was this also found on the computer of Alicia Harris?
A. I believe it was.

RNOR, RX1 at 111:21-112:21, 113:19-23, 115:5-8, and 116:14-21. Mr. Mason recognized the
documents and identified them. They were sufficiently authenticated.

Lastly, adidas’ objection that the fliers are irrelevant is not supportable. The fliers show
carly marketing efforts to promote ADD A ZERO apparel. The fliers are relevant to the
Church’s use and the public’s perception of the Marks, issues central to this cancellation

proceeding.

11
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....................... ;3;_RX8_LMasoaneposition Ex. No. 16]

Similar to the fliers (RX4-7), the order form (RX8) is not hearsay because it is not
offered for the truth of the matter, Fed. R. Evid. 801(c), and because it is a business record, Fed.
R. Evid. 803(6). It was produced in response to a Request for Production from adidas seeking,
generally, samples or copies of promotional materials (RFPs 22 and 23). As discussed above,
this document was produced in response to the requests for production and came from the files of
the Church. It is a business record of the Church kept in the ordinary course of business.

Adidas’ objection that the order form was not authenticated is again without basis.
Authentication merely requires evidence sufficient to support a finding that the matter in
question is what is claimed. Mr. Mason’s testimony does that:

Q. Do you recognize Exhibit 16 [RX8]?

A. Yes, I recognize Exhibit 16. It’s an order form for the ADD A ZERO apparel.
RNOR, RX1 at 117:13-15. Mr. Mason recognized the document and identified what it was. It
was sufficiently authenticated.

Lastly, adidas’ objection that the order form is irrelevant is not supportable. The order
form shows early marketing efforts to promote ADD A ZERO apparel. The order form is
relevant to the Church’s use and the public’s perception of the Marks, issues central to this

cancellation proceeding.

4. RX 9 [Mason Deposition Ex. No. 17]
Adidas’ objection that the photograph of Exhibit 17 was not authenticated is again
without basis. Authentication merely requires evidence sufficient to support a finding that the

matter in question is what is claimed. Mr. Mason’s testimony does that:

12
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Are you familiar with what pictured in Exhibit 17 [RX9]?

Yes.

Do you know what it’s a picture of?

> o > R

Yes. It’s a picture of the bookstore of Christian Faith Fellowship Church.
RNOR, RX1 at 119:5-10. Mr. Mason recognized the picture and identified what it was. It was
sufficiently authenticated.

What was for sale in the bookstore was within the knowledge of the Church, and
certainly within the personal knowledge of Mr. Mason, whose responsibilities for the Church
included: “The management of the office staff, building manager, and the financial
recordkeeping of the church and all the business aspects.” PNORI, PX9 at 12:2-4 (emphasis
added).

The picture, which shows ADD A ZERO apparel advertised in the bookstore, is relevant
to the use of the Marks during the period in question and goes to the issue of no abandonment.
Further, adidas’ argument of unfair prejudice is unfounded. Mr. Mason’s testimony clearly
establishes that the advertisement for ADD A ZERO apparel has “been there for a number of
years.” RX1 at 120:24.

Moreover, adidas submitted in PNOR9, PX10 another picture of the same scene in the

bookstore which shows the ADD A ZERO apparel prominently displayed for sale.

5. RX 10 [Mason Deposition Ex. No. 18]
Adidas’ objection that the price list sign for ADD A ZERO apparel was not authenticated
again fails. Authentication merely requires evidence sufficient to support a finding that the

matter in question is what is claimed. Mr. Mason’s testimony does that:

13
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Do you recognize Exhibit 18 [RX10]?

>

Yes. It appears to be the same similar sign of the price list of the apparel
that’s posted in the bookstore above the apparel.

Similar to the one that’s posted in the bookstore?

Yes.

Not the same, correct?

> o R

The one in the bookstore appears to be 11 by 17 in size.

Q. Now, does Exhibit 18 accurately reflect the prices at which the various
ADD A ZERO apparel was sold?

A, Yes, I believe it’s true.
RNOR, RX1 at 121:11-24. Mr. Mason recognized the sign and identified what it wds‘ It was
sufficiently authenticated.

The sign is not inadmissible hearsay because it is not offered for the truth of the matter,
Fed. R. Evid. 801(c), and because it is a business record, Fed. R. Evid. 803(6). The sign (RX10)
was produced in response to a Request for Production from adidas seeking, generally, samples or
copies of promotional materials (REPs 22 and 23). As discussed above, this document was
produced in response to the requests for production and came from the files of the Church. The
document is a business record of the Church kept in the ordinary course of business. Lastly, the
list is relevant because it was part of the marketing efforts of ADD A ZERO apparel advertised

in the bookstore and goes to the issue of no abandonment.

14
QB\31509681.1



C. Respondent’s Portions of Logan’s Discovery Deposition [RX 12]

Logan Deposition, P. 38, line 22 - P, 39, line §

This is an excerpt of the Rule 30(b)(6) deposition of the Church for which Mr. Logan was
designated to testify. (PNOR1, PX9 at 11) A “Rule 30(b)(6) witness need not have personal
knowledge of the designated subject matter.” QBE Ins. Corp. v. Jorda Enterprises, Inc., 277
F.R.D. 676, 688 (S.D. Fla. Jan. 30, 2012); see also, PPM Fin. Inc. v. Norandal USA, Inc., 392
F.3d 889-894-95 (7th Cir. 2004) (rejecting argument that trial court should not have credited the
testimony of a witness who lacked personal knowledge where the witness was a 30(b)(6) witness
and “was free to testify to matters outside his personal knowledge as long as they were within the
corporate rubric”). Therefore, adidas’ objection for lack of personal knowledge is without merit.

Mr. Logan’s testimony is relevant to the issue of use in commerce. Sales to out of state
residents who travel to the Church is use in commerce of the Marks under Larry Harmon. Larry
Harmon Pictures Corp. v. The Williams Restaurant Corp., 929 F.2d 662 (Fed. Cir. 1991). Thus,
the Church’s 30(b)(6) testimony that ADD A ZERO apparel was sold to Wisconsin residents is
directly on point for the issue of use of the Marks in commerce. Moreover, the sale of ADD A
ZERO apparel through the Church’s website goes to the issue of the Church’s intention to
continue use of the Marks. Sales of ADD A ZERO apparel on the website substantiates the
Church’s plans begun in 2008 and continuing through September 2010 (over two months before

the filing of the petition) and beyond for an on-line store, which is currently in operation.

D. Screen Shots of Respondent’s On-Line Store
Adidas’ objection to the screen shots of the Church’s on-line store (RNOR, RX 13) is

unfounded. Under TBMP 704.08(b), “a document obtained from the Internet may be admitted

15
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into evidence pursuant to a notice of reliance in the same manner as a printed publication in
general circulation in accordance with 37 CFR § 2.122(e).” The screenshots are publicly
available, identify their day of access, and the url. Moreover, the relevance of the documents
was clearly indicated: “The on-line store’s existence substantiates the Church’s intentions in
2008 [and continuing through September of 2010 (RX3) and beyond] to have an on-line store
where ADD A ZERO apparel would be offered for sale, as Mr. Mason testified during his

deposition.” RNOR at 3; RNOR, RX1 at 81:9-12.

E. Testimony Deposition of Craig Mason
1. Mason Testimony Deposition, P. 13, lines 4-21; P. 27, line 12 - P. 28, line 4

Mr. Mason’s testimony concerning the demographics of the Church is relevant to
establishing that a large part of the Church’s congregation resides in Wisconsin. This fact
establishes that a large part of the Church’s congregation travels across state lines to attend
services at the Church in Zion, IL. Thus, the testimony is related to the fact the ADD A ZERO
apparel is being marketed and sold to out of state residents traveling across state lines and that
the Marks are being used in commerce. It is therefore relevant evidence. Fed. R. Evid. 401.
Moreover, Mr. Mason testified regarding information within his personal knowledge. There is
no evidence that Mr. Mason was not speaking from personal knowledge. Further, this testimony
is consistent with the 30(b)(6) testimony of the Church regarding the demographics of the
Church’s congregation. PNOR1, PX9 at 136:4-12 and PNOR10, PX26 at 38:23-24.

In addition, adidas waived its objections by failing to object on these grounds to this
testimony during the deposition. Had counsel for adidas obj ected at that time, the Church could

have elicited testimony from Mr. Mason to demonstrate the relevance of the testimony and that

16
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he had personal knowledge of the subject matter about which he testified. Fed. R. Civ. Proc.

32(d)(3)(A).

2. Mason Testimony Deposition, P. 14, line 3 - P. 15, line 7

Mr. Mason’s testimony concerning the sale and offer for sale of ADD A ZERO apparel to
out of state members of the Church is relevant to establishing that the Church’s Marks were used
in commerce. Sales (and offers for sale) of ADD A ZERO apparel to out of state residents who
travel to the Church is use in commerce under Larry Harmon. Larry Harmon Pictures Corp. v.
The Williams Restaurant Corp., 929 F.2d 662 (Fed. Cir. 1991). It therefore constitutes relevant
evidence. Fed. R. Evid. 401.

Moreover, Mr. Mason testified regarding information within his personal knowledge.
There is no evidence that Mr. Mason was not speaking from personal knowledge. Mr. Mason, as
the executive pastor of the Church, has duties that include on a day-to-day basis “the
management of the office staff, building manager, and the financial recordkeeping of the
church and all the business aspects.” PNOR1, PX9 at 12:2-4 (emphasis added). Mr. Mason is
familiar with the financial records of the bookstore which prove that sales of ADD A ZERO
apparel were made to parishioners attending from Wisconsin. (See, Mason Trial Dep. at 20:10 -

24:10; Respondent’s Trial Ex. 4)

3. Mason Testimony Deposition, P. 16, line 14 - P. 19, line 15; P. 28, lines 20 - 22
Mr. Mason’s testimony concerning the sales receipt (Respondent’s Trial Ex. 3) is relevant
because it proves that a member of the military temporarily stationed at the Great Lakes Naval

Base purchased ADD A ZERO apparel. Sales (and offers for sale) of ADD A ZERO apparel to
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out of state residents (e.g., members of the military temporarily stationed at the Great Lakes
Naval Base) who travel to the Church is use in commerce under Larry Harmon. Larry Harmon
Pictures Corp. v. The Williams Restaurant Corp., 929 F.2d 662 (Fed. Cir. 1991). It is therefore
relevant evidence. Fed. R. Evid. 401.

Moreover, Mr. Mason testified regarding information within his personal knowledge.
There is no evidence that Mr. Mason was not speaking from personal knowledge. Mr. Mason, as
the executive pastor of the Church, has duties that include on a day-to-day basis “the
management of the office staff, building manager, and the financial recordkeeping of the
church and all the business aspects.” PNOR1, PX9 at 12:2-4 (emphasis added). Mr. Mason is
familiar with the financial records of the bookstore including the sales receipt in question
(Respondent’s Trial Ex. 3).

Lastly, Respondent’s Trial Ex. 3 is not inadmissible hearsay because it is not offered for

the truth of the matter, Fed. R. Evid. 801(c), and because it is a business record, Fed. R. Evid.

803(6):
Q. Mr. Mason, do you recognize Exhibit Number 3?
A, Yes, 1 do.
Q. Was this a record maintained by you for the church?
A. Yes, it is.

Mason Trial Dep. at 16:24 - 17:5. The sales receipt is therefore not hearsay. This testimony

further corroborates Mr. Mason’s personal knowledge of the financial records of the Church.
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4. Mason Testimony Deposition P. 20, line 10 - P. 24, line 10; P. 28, lines 6-18

Mr. Mason’s testimony concerning the checks (Respondent’s Trial Ex. 4) written by
Wisconsin residents to purchase ADD A ZERO apparel in the Church’s bookstore in Zion,
Ilinois is relevant because it proves not only that ADD A ZERO apparel was sold in commerce
to Wisconsin residents, but also that ADD A ZERO apparel was sold in commerce before the
filing of the trademark applications. It is therefore relevant evidence. Fed. R. Evid. 401.

The checks (Respondent’s Trial Ex. 4) are not inadmissible hearsay because they are not
offered for the truth of the matter, Fed. R. Evid. 801(c), and because they are business records,
Fed. R. Evid. 803(6):

Q. Mr. Mason, do you recognize Exhibit Number 47

A Yes.

Q. Could you please describe what it is?
A

Exhibit Number 4 is a photocopy of checks that were received in the
bookstore sales from - from purchases.

Q. Were these records maintained by you from [sic] the church?
A. Yes, it was.
Mason Trial Dep. at 20:10-19. Therefore, the checks are not hearsay. Mr. Mason’s testimony
also provides evidence sufficient to support a finding that the checks are what he describes them
to be:
Would you described what the checks show.
A. Sure. These checks show that they were written to Christian Faith
Fellowship Church, and in the memo of some of the checks, two out of the
three checks, it shows for T-shirts. One actually says T-shirts, bookstore.
And on the side marking of the original, you can see where "bookstore”

was written in on the form that was turned in for the day's sales, or the
copies of the checks.
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Id at 21:12-21. Thus, they were adequately authenticated. Moreover, as commercial paper, they

are self-authenticating under Fed. R. Evid. 902(9).

F. Mason Testimony Deposition Exhibits

As an initial matter, adidas has obj ected to Respondent’s Trial Exhibit Nos. 3 and 4 (sales
receipt and checks, respectively, that demonstrate sale of ADD A ZERO apparel at the bookstore
to parishioners attending the Church from out of state) because the documents were produced
after the close of discovery. Adidas never requested the documents in discovery. If it had
requested the documents, it would have identified the request. Instead, it refers to the letter from
the Church’s counsel transmitting the documents, a letter which likewise does not indicate that
the documents were requested.

Adidas previously served on counsel for the Church Petitioner’s Objection to Late
Document Production, in which it cited Wolverine Outdoors iﬁ support of its contention that the
documents should be excluded. Wolverine Outdoors, Inc. v. Marker Volkl, et al., 2013 WL
5655832 (TTAB 2013). But the document at issue in Wolverine Qutdoors had been requested
during discovery. Id. at 6. What’s more, the Wolverine Outdoors Board held that it would not
consider the document because the opposing party “had no opportunity to cross-examine [the]
witnesses as to the information disclosed” in the document. Id. Wolverine Outdoors is a very
different case from that presented here. Here, unlike Wolverine Outdoors, adidas did not
request the documents. And counsel for adidas did examine Mr. Mason regarding the sales
receipt and checks.

Moreover, in response to adidas” Objection, counsel for the Church wrote to counsel for

adidas on December 9, 2013 (see attached Exhibit A) stating that the documents:
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were not responsive to any discovery served by adidas. Even so, and because the
Church may rely on them in its case, we promptly produced the documents to
you. While discovery in the proceeding is closed, the Church may be willing to
consent to some additional, limited discovery about these documents. Please let
me know what discovery adidas would like to take.
Adidas never responded. Adidas had the opportunity four months before Mr. Mason’s
deposition to take discovery regarding these documents, but chose not to do so. The Church

made every effort to accommodate adidas® concerns, and adidas cannot now be heard to

complain that it was prej udiced.?

1. Testimony Deposition Exhibit No. 3

The sales receipt (Respondent’s Trial Ex. 3) is relevant because it proves a member of the
military stationed at the Great Lakes Naval Base purchased ADD A ZERO apparel. Sales (and
offers for sale) of ADD A ZERO apparel to out of state residents (e.g., members of the military
temporarily stationed at the Great Lakes Naval Base) who travel to the Church is use in
commerce under Larry Harmon. Larry Harmon Pictures Corp. v. The Williams Restaurant
Corp., 929 F.2d 662 (Fed. Cir. 1991). It therefore constitutes relevant evidence. Fed. R. Evid.
401.

Lastly, Respondent’s Trial Ex. 3 is not inadmissible hearsay because it is not offered for
the truth of the matter, Fed. R. Evid. 801(c) and is a business record, Fed. R. Evid. 803(6), nor is
it lacking authentication because it was identified by Mr. Mason:

Q. Mr. Mason, do you recognize Exhibit Number 37

* Adidas’ objection to these documents is essentially a motion to strike: adidas requests the Board not consider any
of the Church’s trial evidence related to these documents as a sanction for producing allegedly responsive
documents after the close of discovery. However, in Nobelle.Com, LLC v. Qwest Communications International,
Inc., the Board found that such a motion was essentially a request for discovery sanctions and denied the Petitioner’s
motion because sanctions are only available when a discovery order issued by the Board has been violated. 66
U.S.P.Q.2d 1300, 1302-3 (T.T.A.B. 2003). Like in Nobelle.Com where there was no violation of a discovery order,
neither was there a violation here. :
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A. Yes, I do.

Was this a record maintained by you for the church?

A. Yes, it is.

Q. Could you please describe what Exhibit 3 is?

A. Exhibit 3 is a copy of a sales receipt from the bookstore.

Q. And how do you know that?

A. I know that because it was attached to the -- the end-of-day sales report for

the bookstore.
Mason Trial Dep. at 16:24 - 17:14. Therefore, the sales receipt is a business record and not
hearsay and was properly identified by Mr. Mason. Moreover, that the sales receipt is for ADD
A ZERO merchandise can be confirmed by cross-referencing the sales receipt with Respondent’s
Trial Ex. 2 (see Mason Trial Dep. at 17:10-18:23; Respondent’s Trial Ex. 3 (receipt); and

Respondent Trial Ex. 2, Rept# 01355).

2. Testimony Deposition Exhibit No. 4

The checks (Respondent’s Trial Ex. 4) are not inadmissible hearsay because they are not
offered for the truth of the matter, Fed. R. Evid. 801(¢), and because they are business records,
Fed. R. Evid. 803(6):

Q. Mr. Mason, do you recognize Exhibit Number 47

A Yes.
Q. Could you please describe what it is?
A

Exhibit Number 4 is a photocopy of checks that were received in the
bookstore sales from - from purchases.
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Q. Were these records maintained by you from [sic] the church?

A. Yes, it was.

Mason Trial Dep. at 20:10-19. The checks are therefore not hearsay. Further, to prove
that the checks are for the purchase of ADD A ZERO apparel, the checks can be cross-
referenced with the bookstore’s ADD A ZERO sales receipts for February 23, 2005.
(Respondent Trial Exs. 2 and 4) Indeed, Mr. Mason testified that the checks could be proven to
pay for ADD A ZERO apparel:

The way that I can prove that these checks were from bookstore sales is from this

receipt journal item. It shows the sale amount and a date. I can also take that day

to go to the sales closeout report, or Z report as it's known as, to show that the

check numbers coincide with that date and that sales report at the end of the day,

because the sales report also records check numbers or whether it was a Visa,

MasterCard or what type of credit card was utilized.

(Mason Trial Dep. at 20:10-24:20; see e.g., Respondent Trial Ex. 2, Rept# 01625)

Mr. Mason’s testimony also provides evidence sufficient to support a finding that the
checks are what he describes them to be:

Q. Would you described what the checks show.

A. Sure. These checks show that they were written to Christian Faith
Fellowship Church, and in the memo of some of the checks, two out of the
three checks, it shows for T-shirts. One actually says T-shirts, bookstore.
And on the side marking of the original, you can see where "bookstore"
was written in on the form that was turned in for the day's sales, or the
copies of the checks.

Id. at 21:12-21. Thus, they were adequately authenticated. Moreover, as commercial paper, they

are self—authénticating under Fed. R. Evid. 902(9).
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OBJECTIONS TO PETITIONER’S EVIDENCE

The Church hereby submits its Objections to adidas’ Notices of Reliance.

A. Testimony Deposition of Edgar Bridges
1. Bridges Testimony Deposition, P. 11, lines 18-19

The subject testimony pertains to alleged telephone calls to two different alleged
“representatives” of the Church who allegedly said that the Church was not using the ADD A
ZERO Marks.

The Church objects to this testimony because it is inadmissible hearsay under Fed. R.
Evid. 801 and 802. The alleged statements are out of court statements made by another (not Mr.
Bridges) and are being offered to prove the truth of the matter asserted. These alleged statements
are inadmissible to prove that the Church was not using the ADD A ZERO Marks. One of the
people who allegedly made certain of the statements - an individual identified only as “Labella”
- is unknown and unidentifiable. The statements allegedly made by Ora Brown were not
admissions of the Church under Fed. R. Evid. 801(d)(2)(D) because adidas has not shown that
Ms. Brown had any responsibility with respect to the Church’s decisions regarding use of the
Marks. In fact, she had no such responsibility. (Mason Trial Dep. at 7-8)

To be an admissible admission against the church, Ora Brown’s statements would have to
be “concerning a matter within the scope of [her] . . . employment.” Fed. R. Evid. 801(d)(2X(D).
However, fundraising and marketing decision making, decisions about the manufacture and sale
of branded merchandise, strategizing, or policy making do ﬁot fall within the scope of Ms.
Brown’s employment. (Mason Trial Dep. at 7:21-10:18) The alleged statements, even if
accurate, were only Ms. Brown’s personal opinion and are therefore inadmissible hearsay. See,
e.g., Rowell v. BellSouth Corp., 433 F.3d 794, 800 (11th Cir. 2005) (statements of employees
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may not be admitted under Rule 801(d)(2)(D) unless there is some evidence that the statements
reflected some kind of participation in the decision or policy of the employer); Jaramillo v.
Colorado Judicial Dept., 427 F.3d 1303, 1314 (10th Cir. 2005) (to qualify as an admission of a
party opponent, the speaker must be involved in the decisionmaking process affecting the action
involved); Johnson v. Weld County, Colo., 594 F.3d 1202, 1209 (10th Cir. 2010) (employee's
statements are not attributable to his employer as party-opponent admission unless the employee
was involved in the decisionmaking process affecting the action at issue); and Stephens v.
Erickson, 569 F.3d 779, 793 (7th Cir. 2009) (employee need not have been personally involved
in the action at issue for her statement to constitute an admission, but her duties must encompass
some responsibility related to the decisionmaking process affecting the action). Further still,
adidas has the burden to prove that the alleged statements regarding the intent to use the ADD A
ZERO Marks are within Ms. Brown’s scope of employment. Crigger v. Fahnestock and Co.,
Inc., 443 F.3d 230, 238 (2nd Cir. 2006). Adidas has provided no evidence that Ms. Brown has
any responsibility with respect to the decision to use the Marks. Nor has adidas provided any
evidence that Ms. Brown had any decision-making authority for what goods would be sold in the
bookstore.

Therefore, the subject testimony is inadmissible hearsay under Fed. R. Evid. 801 and 802

and should be excluded from this proceeding.

2. Bridges Testimony Deposition, P. 16, line 12 - P. 17, line 1
The subject testimony pertains to an alleged telephone call with Ora Brown who

allegedly gave her personal opinion about how the Church used the ADD A ZERO Marks (e.g.,
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as a fundraising campaign vs. a promotional campaign), whether the Church was using the
Marks, and the Church’s intentions regarding use of the Marks.

The Church objects to this testimony because it is inadmissible hearsay under Fed. R.
Evid. 801 and 802. The alleged statements are out of court statements made by another (not Mr.
Bridges) and are being offered to prove the truth of the matter asserted. The alleged statements
are inadmissible to prove how the Church used the ADD A ZERO Marks (e.g., as a fundraising
campaign vs. a promotional campaign), whether the Church was using the Marks, and the
Church’s intentions regarding use of the Marks.* Adidas has provided no evidence that Ora
Brown had any decision making responsibility with respect to any matter concerning the Church.

Therefore, the subject testimony is inadmissible hearsay under Fed. R. Evid. 801 and 802

and should be excluded from this proceeding.

5. Bridges Testimony Deposition, P. 17, line 13-19

The subject testimony pertains to an alleged telephone call with Ora Brown who
allegedly gave her personal opinion about whether the Church was using the Marks, had any
inventory of ADD A ZERO apparel, and the Church’s intentions regarding use of the Marks.

The Church objects to this testimony because it is inadmissible hearsay under Fed. R.
Evid. 801 and 802. The alleged statement is an out of court statement made by another (not Mr.
Bridges) being offered to prove the truth of the matter asserted. The alleged statement is
inadmissible to prove whether the Church was using the Marks and the Church’s intentions
regarding use of the Marks. For the same reason, no inference can be made regafding whether

the Church had discontinued use of the Marks and its intentions for continued use of the Marks.

* Mr. Bridges originally testified that Ms. Brown said it was for a promotional campaign, but then changed his
testimony to say that she told him it was a fundraising campaign.
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Indeed, according to Mr. Bridges, Ms. Brown stated that she didn’t know whether there was any
ADD A ZERO apparel. If Mr. Bridges is to be believed, Ms. Brown said that the ADD A ZERO
apparel is not something she is responsible for. Thus, the statement claimed to be an admission
itself shows that Ms. Brown had no knowledge or decision-making authority with respect to
ADD A ZERO apparel.

Therefore, the subject testimony is inadmissible hearsay under Fed. R. Evid. 801 and 802

and should be excluded from this proceeding.

6. Bridges Testimony Deposition, P. 18, line 25 - P. 19, line 3

The subject testimony pertains to an alleged telephone call with a person named
“Labella.” No person named Labella works or has worked for the Church. The alleged person
indicated her unawareness of the ADD A ZERO apparel.

The Church objects to this testimony because it is inadmissible hearsay under Fed. R.
Evid. 801 and 802. The alleged statement is an out of court statement made by another (not Mr.
Bridges) being offered to prove the truth of the matter asserted. The alleged statement is
inadmissible to prove whether the Church was using the Marks and the Church’s intentions
regarding use of the Marks.

Further, the Church objects to this testimony as irrelevant. The statement was made by
an unknown person who claimed to have no knowledge regarding the ADD A ZERO apparel.
The statement has no relationship to this proceeding and does not have any tendency to make the
existence of any fact that is of consequence more probable or less probable with respect to the
use of the Marks. Adidas has not provided any evidence that the alleged “Labella” existed or

had any relevant information.
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Therefore, the subject testimony is inadmissible hearsay under Fed. R. Evid. 801 and 802

and irrelevant and should be excluded from this proceeding.

7. Bridges Testimony Deposition, P. 32, line 7 - P. 33, line 3

The subject testimony is the reading of a section of Mr. Bridge’s Declaration dated April
3, 2013 (Exhibit P4). The entirety of the exhibit that relates to the alleged telephone call with
Ora Brown that recounts what Ora Brown allegedly said is inadmissible hearsay under Fed. R.
Evid. 801 and 802. The alleged statements of Ora Brown are out of court statements made by
another (not Mr. Bridges) and are being offered to prove the truth of the matter asserted. The
alleged statements are inadmissible to prove whether the Church was using the Marks and the
Church’s intentions regarding use of the Marks. Moreover, the statements were not admissions
of the Church under Fed. R. Evid. 801(d)(2)(D). Adidas has provided no evidence that Ora
Brown had any decision making responsibility with respect to any matter concerning the Church.
The uncontroverted evidence is that she had no such responsibility. (Mason Trial Dep. at 7-8)

Therefore, the subject testimony is inadmissible hearsay under Fed. R. Evid. 801 and 802

and should be excluded from this proceeding.

8. Bridges Testimony Deposition, P. 33, line 25 - P. 34, line 13

The subject testimony is the reading of a section of Mr. Bridge’s Declaration dated April
3, 2013 (Exhibit P4). The subject testimony pertains to an alleged telephone call with a person
named “Labella.” No person named Labella works or has worked for the Church.

The Church objects to this testimony because it is inadmissible hearsay under Fed. R.

Evid. 801 and 802. The alleged statement is an out of court statement made by another (not Mr.
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Bridges) and is being offered to prove the truth of the matter asserted. The alleged statement is
inadmissible to prove whether the Church was using the Marks and the Church’s intentions
regarding use of the Marks.

Further, the Church objects to this testimony as irrelevant. The statement was made by
an unknown person who claimed to have no knowledge regarding the ADD A ZERO apparel.
The statement has no relationship to this proceeding and does not have any tendency to make the
existence of any fact that is of consequence more probable or less probable with respect to the
use of fhe Marks. Adidas has provided no evidence that the alleged “Labella” existed or had any
relevant information.

Therefore, the subject testimony is inadmissible hearsay under Fed. R. Evid. 801 and 802

and irrelevant and should be excluded from this proceeding.

B. Bridges Testimony Deposition Exhibits
1. Bridges Testimony Deposition, Exhibits 2 and 3

Adidas’ testimony Exhibits 2 and 3 purport to be copies of Mr. Bridge’s Reports of his
investigations of the Church.

The Church objects to these exhibits on the grounds of hearsay, irrelevance, and lack of
foundation. To the extent that these reports contain alleged statements of Ora Brown and a non-
existent person named Labella, these statements are inadmissible hearsay. The alleged
statements are out of court statements made by another (not Mr. Bridges) being offered to prove
the truth of the matter asserted. The alleged statements are inadmissible to prove whether the
Church was using the Marks and the Church’s intentions regarding use of the Marks. With

respect to Ms. Brown, her alleged statements are not admissions of the Church under Fed. R.
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Evid. 801(d)(2)(D). Adidas has provided no evidence that Ora Brown had any decision making
responsibility with respect to any matter concerning the Church. The uncontroverted evidence is
that she had no such responsibility. (Mason Trial Dep. at 7-8)

With respect to “Labella,” the testimony is irrelevant. The statement was made by an
unknown person who claimed to have no knowledge regarding the ADD A ZERO apparel. It
has no relationship to this proceeding and does not have any tendency to make the existence of
any fact that is of consequence more probable or less probable with respect to the use of the
Marks. Adidas has provided no evidence that the alleged “Labella” existed or had any relevant
information.

Further, the Church objects to Exhibits 2 and 3 for lack of foundation. Both of the
reports were signed by Mr. John Schoenfelt, not by Mr. Bridges. Mr. Bridges testified that he
creates an investigation report and then submits it to a website. There, others review and edit the
report. The report is then printed on Marksmen letterhead, someone else signs the report, and
then Marksmen sends it out. Exhibits 2 and 3 (the alleged “Bridges Reports™) were, in fact,
created by Marksmen, not by Mr. Bridges.

Therefore, Exhibits 2 and 3 contain inadmissible hearsay under Fed. R. Evid. 801 and

802 and lack foundation. For these reasons, they should be excluded from this proceeding.

2, Bridges Testimony Deposition, Exhibit 4
Adidas’ testimony Exhibit 4 purports to be Mr. Bridge’s Declaration dated April 3, 2013.
The declaration contains statements that pertain to an alleged telephone call with a person named

“Labella” and an alleged telephone call with Ora Brown.
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The Church objects to this exhibit on the grounds of hearsay and irrelevance. To the
extent that this declaration contains alleged statements of Ora Brown and a non-existent person
named Labella, these statements are inadmissible hearsay. The alleged statements are out of
court statements made by another (not Mr. Bridges) and are being offered to prove the truth of
the matter asserted. The alleged statements are inadmissible to prove whether the Church was
using the Marks and the Church’s intentions regarding use of the Marks. With respect to Ms.
Brown, her alleged statements are not admissions of the Church under Fed. R. Evid.
801(d)(2)(D). Adidas has provided no evidence that Ora Brown had any decision making
responsibility with respect to any matter concerning the Church. The uncontroverted evidence is
that she had no such responsibility. (Mason Trial Dep. at 7-8)

Further, with respect to “Labella,” the testimony is irrelevant. The statement was made
by an unknown person who claimed to have no knowledge regarding the ADD A ZERO apparel.
It has no relationship to this proceeding and does not have any tendency to make the existence of
any fact that is of consequence more probable or less probable with respect to the use of the

Marks. Adidas has provided no evidence that the alleged “Labella” existed or had any relevant

. information.

Therefore, Exhibit 4 contains inadmissible hearsay under Fed. R. Evid. 801 and 802 and
contains irrelevant testimony from a non-existent person. For these reasons, Exhibit 4 should be

excluded from this proceeding.
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CONCLUSION
For the reasons stated above, adidas’ objections to evidence should be denied, and the
Church’s evidence should be admitted to the record. Further, adidas’ hearsay evidence should be

stricken and excluded in its entirety from consideration in this precéeding.

Dated: December 1, 2014

300 North LaSalle Street
Suite 4000

Chicago, Illinois 60654
(312) 715-5000
Attorneys for Respondent
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.CERTIFICATE OF SERVICE

I certify that on December 1, 2014, I served the foregoing RESPONDENT’S RESPONSE

TO PETITIONER’S EVIDENTIARY OBJECTIONS AND OBJECTIONS TO PETITIONER’S

EVIDENCE on:
Angelo Notaro
John Zaccaria
Notaro, Michalos & Zaccaria P.C.
100 Dutch Hill Road
Orangeburg, New York 10962
by U.S. mail.
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Exhibit A



300 North LaSalle Street Attorneys at Law in:
Qwrks‘ y B]‘ddj} LLP Suite 4000 Phoenix and Tucson, Arizona

Chicago, Hlinois 60654-3422 Naples and Tampa, Florida

Tel 312.715.5000 Chicago, Uinois

Fax 312.715.5155 Milwaukee and Madison, Wisconsin
www.quarles.com Washington, DC

Shanghai, China

Writer's Direct Dial: 312.715.5260
E-Mail: richard.young@quarles.com

December 9, 2013

VIA E-MAIL
anotaro(@notaromichalos.com

Angelo Notaro

Notaro, Michalos & Zaccaria P.C.
1270 Broadway

Suite 807

New York, New York 10001-3224

RE: adidas AG v. Christian Fellowship Church Cancellation No. 92/053,314
Dear Angelo:

I received today “Petitioner’s Objection to Late Document Production.” The objection
relates to documents that the Christian Faith Fellowship Church produced on November 22,
2013. The four pages of documents that the Church produced on that date were only just
located. They were not responsive to any discovery served by adidas. Even so, and because the
Church may rely on them in its case, we promptly produced the documents to you., While
discovery in the proceeding is closed, the Church may be willing to consent to some additional,
limited discovery about these documents. Please let me know what discovery adidas would like
to take. ‘

ﬁegalgs, /

Richard W, Young
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WOLVERINE QUTDOORS, INC. v. MARKER VOLKL..., 2013 WL 5655832...

2013 WL 5655832 (Trademark Tr. & App. Bd.)
THIS OPINION IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

WOLVERINE OUTDOORS, INC.
v,

MARKER VOLKL (INTERNATIONAL) GMBH
MARKER VOLKL (INTERNATIONAL) GMBH
v,

WOLVERINE OUTDOORS, INC.

Opposition Nos, 91161363; 91177732; 91177736
September 30, 2013
Hearing: April 11, 2013
*1 Douglas Dozeman and Michael B. O'Neal of Warner Norcross & Judd LLP for Wolverine Outdoors, Inc.
Sarah K. Duran and Warren J, Rheaume of Davis Wright Tremaine LLP for Marker Volkl (International) GmbH

Before Cataldo, Wolfson, and Adlin
Administrative Trademark Judges
Opinion by Wolfson
Administrative Trademark Judge:

These consolidated proceedings involve the rights of Wolverine Outdoors, Inc. (“Wolverine”) and Marker Volkl (International)
GmbH (“Marker”) to register design marks depicting stylized representations of the letter “M” for a variety of goods and
services. The oppositions were consolidated on March 5, 2009, with Opp. No. 91161363 designated as the parent case. The
cases have been fully briefed and we have considered all arguments and evidence filed in each case. To begin with, we outline
the parties' claims and defenses in each opposition.

Opposition No. 91161363

This opposition involves Marker's application (filed April 5, 2003) to register the design mark depicted below (the “FLYING
M” mark):




WOLVERINE CUTDCOORS, INC. v. MARKER VOLKL..., 2013 WL 5655832...

for:
skiing and snowboarding helmets (International Class 9);

all-purpose sport bags, carry-on bags, rucksacks (International Class 18);

clothing, namely, after-ski boots, ski boot bags, ski bibs, boots, sport coats, winter sport gloves, headwear, skiing and
snowboarding mittens, athletic shoes and socks (International Class 25);

skiing and snowboarding gloves, elbow, knee and shin guards for athletic use, ski bindings and parts therefor, snow skis,
snowboard bindings and parts therefor, snowboards (International Class 28);

organizing festivals featuring winter sports, organizing winter sports tournaments, providing facilities and equipment for winter
sports tournaments (International Class 41).

Wolverine opposed registration under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), on the ground that the FLYING
M mark, when applied to the listed goods and services, so resembles Wolverine's previously used and registered marks shown

below as to be likely to cause confusion, mistake or deception: 2

Reuters, Mo claim to orig
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*2 and

The first and last marks depicted above are referred to hereinafter as the ““CIRCLE M” and the “OVAL M” marks, respectively,

and are registered for ““footwear”; the CIRCLE M marks are also registered for clothing, and various types of bags. i

Wolverine also pleaded common law rights in the below-depicted stylized letter “M” mark (the “BLOCK M” mark) for
“footwear:”

& 20014 Thomson Raulers,
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In its answer, Marker denied the salient allegations in Wolverine's notice of opposition and asserted that it was the first to use

its FLYING M mark and “an “M' as a source indicator” for the goods listed in its application. H

Marker later amended its answer to add counterclaims seeking cancellation of two registrations for Wolverine's CIRCLE M
mark (Reg. No. 2772456 for clothing and Reg. No. 2860830 for bags) on the ground of fraud. Marker further asserts priority

and likelihood of confusion as an additional ground for cancellation of the CIRCLE M mark for bags (Reg. No. 2860830). 12
Wolverine has denied the salient allegations in the counterclaims.

Opposition Nos. 91177732 and 91177736

On May 3, 2006, Wolverine filed intent to use applications to register the OVAL M mark

13 and the BLOCK M mark

4
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M for “clothing, namely shirts, sweatshirts, pants, shorts, pullovers, jackets, hats, gloves, socks and belts.” Marker filed notices
of opposition against Wolverine's applications, alleging prior use of the FLYING M mark

e

on the goods listed in Marker's application for the mark, including clothing and bags, as well as priority of use and ownership
of a registration for the mark M (in typed characters) for “safety ski bindings.” 5 Marker further alleges prior use of “the

letter M” in association with clothing 16 and that Wolverine's registration of its marks is likely to cause confusion, mistake or
deception among relevant consumers,

Wolverine has denied the salient allegations in Marker's notices of opposition. 17

The Parties

Opposer Wolverine Outdoors, Inc. is a subsidiary of Wolverine World Wide Inc., an international company “doing business
through international licensees and distributors.” 18 Atone point, it comprised four operating groups: “The Hush Puppies Group,

the Outdoor Group, the Heritage Group and the Wolverine Group.” " In 1998, Wolverine World Wide Inc. bought the footwear

7’21

company Merrell, 20 \which had “started out in 1981 as a maker of high performance hiking boots and which, over the years,

“expanded its footwear line to include backcountry ski shoes, trail running shoes, sport sandals, walking shoes and a full line
of footwear for outdoor enthusiasts.” 22 wolverine World Wide Inc. formed Wolverine Outdoors, Inc. upon the acquisition
of Merrell, and the Merrell brands have since been continuously controlled by Wolverine Outdoors. Mr. Zwiers, president of

Wolverine Outdoors, Inc., testified to the continuous expansion of the MERRELL brand “both in terms of its categories and

in terms of its global reach.” 2

*3 Applicant Marker Volk! (International) GmbH began as a family-run business founded in 1952 in Germany by Hannes

Marker, who invented the first safety release bindings for ski boots. 24 11 1981, Mr. Marker sold his business to a United States
company that became Marker International. The company was located in Salt Lake City until the mid to late-1980's, when it filed

sNext ©
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for bankruptcy and was purchased by two European investors, one of whom owned the “Volkl” company (which used VOLKL
for skis). The company thereafter consolidated Marker International with Volkl, becoming Marker Volkl (International) GmbH,

and returned to Germany. 2 In 2004, Marker was purchased by a company named “K2, Inc.” and moved to New Hampshire. 26

In 2007, K2, Inc. was bought by Jarden Corporation, where Marker remains today. 27 Its primary product line continues to be
ski bindings and accessories, i.e. helmets and goggles, supplemented by “apparel primarily for skiing, which is outer wear, but

also layering for apparel,” 28 and a sublicensee sells bags. 2

Evidentiary Matters
Before proceeding to the merits of the parties' respective claims, we address several evidentiary matters.

Wolverine's Objections -Marker's Notice of Reliance Evidence

Wolverine objects to the admission of certain news articles 30 ¢ the extent Marker offers these news articles to prove that
Wolverine did not enter the apparel and bags markets until December 2003 (the earliest date on any of the news articles submitted

by Marker). Wolverine also objects to the admission of certain magazine advertisements 31 to the extent these advertisements
are offered as evidence that the public is familiar with Marker's trademarks.

Wolverine's objections go to the probative value of the news articles and magazine advertisements and not to their admissibility.
Marker has properly submitted these documents as printed publications under a notice of reliance. Printed publications made
of record by notice of reliance are admissible and probative for what they show on their face, but not for the truth of the matters
contained therein, unless a competent witness has testified to the truth of such matters. Syngenta Crop Protection Inc. v. Bio-
Chek LLC, 90 USPQ2d 1112, 1117 n.7 (TTAB 2009). Accordingly, these documents have been considered for what they show
on their face but not to demonstrate the truth of what has been printed.

Marker's Objections - Motion to Strike

On December 8, 2011, Marker filed a motion to strike evidence attached to Wolverine's “Second and/or Supplemental Notice of
Reliance,” alleging that the evidence was untimely because the notice of reliance was filed after Wolverine's testimony period
had closed. The motion was granted as conceded. Wolverine resubmitted the material on February 27, 2012, during its rebuttal
period as plaintiff in the parent case. Marker filed a second motion to strike the evidence as improper rebuttal evidence, arguing
that the evidence goes to Wolverine's case-in-chief in the parent case.

*4 Wolverine argues that due to the consolidation of the cases, all proceedings must be tried on the same record; and that
because the evidence is admissible in the child cases, it would be impractical for the Board to “put on blinders” and preclude the

evidence in the parent case. 32 Wolverine's rebuttal period as plaintiff in the parent case was at the same time its main testimony
period as defendant in the child cases. Marker replies that the mere fact that the cases are consolidated does not require the
Board to treat the evidence as admitted in all proceedings; that the evidence has already been excluded by the Board's prior
order; and that “[t]o the extent that Wolverine seeks to introduce the evidence identified in the Notice of Reliance as part of its

rebuttal to Marker's evidence, the evidence should be disregarded and stricken.” 33

The evidence Marker seeks to exclude consists of newspaper and magazine articles that were identified during the testimony

deposition of Sue Harvey Brown, Patagonia Footwear's 34 marketing manager, as exhibit Nos. 15-34. As such, the evidence has
been properly made of record during Wolverine's main trial period. As for Marker's objection that the evidence was not properly
authenticated during the deposition, inasmuch as newspaper and magazine articles appearing in periodicals are considered self-

authenticating under Federal R. Evid. 902(6), the evidence is admitted. 35 However, we agree with Marker that the evidence
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goes to Wolverine's case-in-chief and that the timing of its filing of the evidence via notice of rehance was otherwise improper
rebuttal vis-a-vis the parent case. Trademark Rule 2.122(e).

Accordingly, we have considered the documents insofar as they were filed as exhibit Nos. 15-34 to Ms, Brown's testimony.

Marker's Objections - Filed by Marker With its Brief

Marker's Objections to Ms. Brown's Testimony

Marker objects to portions of Ms. Brown's testimony. First, as Ms. Brown was only employed by Wolverine during 2001-2009,
Marker objects to her testimony regarding events that occurred prior to 2001 and after 2009, and to Exhibit Nos. 10 and 14 as
having been created before Ms. Brown's employment. Ms. Brown's direct testimony regarding events that took place outside
the 2001-2009 timeframe have not been considered where it is clear the witness has no personal knowledge of such events. We
also have not considered exhibit No. 14 and the second page of exhibit No. 10. Ms. Brown testified concerning exhibit No. 14

that she had no personal knowledge of the promotional event described therein. 36 Similarly, although Ms. Brown testified that
she was familiar with the vendor who printed Wolverine's t-shirts in 2002, Ms. Brown did not specify that she was familiar

with them in 1998, when the second page of exhibit No. 10 (an invoice) was created. 37

*5 Secondly, Marker objects to Ms. Brown's statements regarding whether there is a close relationship between apparel and
footwear. Marker contends that Ms. Brown lacks personal knowledge about any such purported relationship and has not been
qualified as an expert to offer her opinion regarding same. We find that Ms. Brown has the necessary background and experience
in the outdoor footwear market to be aware of companies that have both footwear and clothing brands, and have considered
her statements of fact regarding examples of such companies and her lay opinion as to whether this is a common practice in
the industry, giving it whatever probative weight it merits. See Fed. R. Evid. 701 (allowing lay opinions of witnesses where
(a) rationally based on the witness's perception; (b) helpful to clearly understanding the witness's testimony or to determining
a fact in issue; and (c) not based on scientific, technical, or other specialized knowledge within the scope of Rule 702. We do
not, however, consider her qualified as an expert in this field.

Third, Marker objects to Ms. Brown's testimony regarding Wolverine's advertising expenditures or marketing and sales
numbers, as well as the introduction of Exhibit 8 to her deposition, for lack of personal knowledge. We have considered Ms.
Brown's testimony to the extent she testified based on her personal knowledge regarding sales of Wolverine's products, but
have not considered her testimony outside the relevant timeframe. As to exhibit No. 8, Ms. Brown stated affirmatively that she
recognized the figures listed therein. Therefore, we have considered the exhibit, with the exception of the two years post-2009
(i.e.,2010 and 2011) that occurred following her tenure. However, neither her testimony nor the evidence identified a breakdown
of the figures in terms of what goods were represented thereby or what marks were depicted on the goods covered by the sales
figures. In view thereof, both testimony and evidence have been considered for whatever probative value they may have.

Marker's Objections to Mr. Zwiers' Testimony

Marker objects to Mr. Zwiers' testimony on several grounds. First, Marker objects to the testimony to the extent it would be
considered part of Wolverine's case-in-chief in Opp. No. 91161363, Secondly, Marker claims that Mr. Zwiers does not have
personal knowledge of the use of Wolverine's marks in connection with promotional activities. Third, Marker objects to Mr.
Zwiers' testimony regarding whether a hkehhood of confusion exists with respect to the parties’ marks and certain third-party
marks.

Mr. Zwiers testified to Wolverine's first use of the CIRCLE M mark

LG, Governmen
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and the OVAL M mark

We agree with Marker that to the extent this testimony was presented to prove that Wolverine has priority in Opp. No. 91161363,
it should have been presented during Wolverine's case-in-chief in that opposition. His testimony has not been considered for
this purpose. However, to the extent this testimony goes to Wolverine's defense of its application to register the OVAL M
mark in the child cases, the evidence was not improper rebuttal, In addition, we find that Mr, Zwiers had the requisite personal
knowledge under Fed. R. Evid. 602 to testify regarding Wolverine's use of its marks. Any purported inadequacy that may exist
in the testimony, such as that it was indicated to be to the best of his knowledge, goes to the weight of the testimony and not
its admissibility. We have also considered Mr. Zwiers' testimony regarding third-party uses of similar marks, to the extent he
testified that he was personally familiar with any such marks. We further admit his testimony comparing Wolverine's marks
with such third-party marks and with Marker's mark, and his lay opinion regarding whether the marks are confusingly similar.
We find that this opinion testimony satisfies the rational-basis and helpfulness requirements of Fed. R. Evid. 701. On the other
hand, opinion testimony has minimal probative value as to consumer perception, and we will not substitute the opinion of a
witness, even an expert witness, for our evaluation of the facts. Edwards Lifesciences Corp., 94 USPQ2d 1399 (TTAB 2010);
citing Fisons Ltd. v. UAD Laboratories, Inc., 219 USPQ 661, 663 (TTAB 1983).

Marker's Objections to Ms. Bovee's Testimony

*6 Marker objects to Ms. Bovee's testimony on the ground that it is improper rebuttal and should have been presented during
Wolverine's case-in-chief. This objection is directed to Ms. Bovee's testimony regarding when Wolverine distributed apparel
and what marks appeared on such apparel. Marker's objection is well taken with regard to the testimony to the extent it concerns
when Wolverine first used those marks pleaded in Opp. No. 91161363, and the extent of such use. This was improper rebuttal
testimony and should have been presented during Wolverine's opening testimony period. However, this information, as with
Mr. Zwiers' testimony, is relevant not only to Wolverine's case against Marker's FLYING M mark, but also with respect to
Wolverine's defense in the oppositions brought by Marker against Wolverine's OVAL M and BLOCK M marks. Thus, we
have considered the testimony to the extent it may rebut Marker's case against Wolverine's pending applications in Opp. Nos.
9177732 and 91177736.

Marker's Objections to the Fall 2001 Wolverine Catalog
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Marker argues that Wolverine should be estopped from relying upon its Fall 2001 catalog because it was not produced during
discovery, but rather was submitted after Wolverine's testimony period closed. Wolverine contends that its failure to include the
catalog in Wolverine's timely responses to Marker's document requests was inadvertent; that Marker will not suffer prejudice;
and that Marker itself untimely disclosed nearly 100 pages that it had in its possession for almost a full year, well after the
testimony cut-off period. Marker rebuts the charge that it was not prejudiced by arguing that until the catalog appeared, Marker
was led to believe that no catalogs showed use of the OVAL M mark

on shoes before Spring 2002, which was after Marker began using its FLYING M mark at the 2002 Winter Olympics. We agree
with Marker that reliance on the 2001 catalog is prejudicial. Marker had no opportunity to cross-examine Wolverine's witnesses
as to the information disclosed in the catalog. We have not considered it.

The Record

Pursuant to Trademark Rule 2.122(b), the record includes Marker's application file (for Serial No. 76507077), Wolverine's
application files (for Serial Nos. 78875659 and 78874991), and the pleadings. In addition, the record consists of copies of
the parties' pleaded registrations that they have introduced in the respective cases. Marker also filed status and title copies of
additional registrations (with its notice of reliance): for the mark

(hereinafter the “SERIF M” mark); 3 fora typed letter M mark, 39 the standard character mark MARKER, 40 the stylized mark

-

*7 ,41 and the stylized mark

S ULE Government Works,
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.42 Marker also submitted a copy of Wolveriné's registration for the mark MERRELL (standard character form) for “retail store

services featuring footwear, clothing, bags, and accessories” under Marker's Supplemental Notice of Reliance. ** The parties
have treated these additional marks as being of record in this consolidated proceeding.

Wolverine has submitted six testimonial deposition transcripts (including exhibits) and two notices of reliance (introducing
Marker's discovery responses to certain of Wolverine's discovery requests; third-party registrations and applications; newspaper
and magazine articles; and the discovery deposition transcript of Michael Pereyo, including exhibits). We have considered this
evidence and testimony in accordance with our evidentiary rulings.

Marker has submitted six testimonial depositions (including exhibits); the affidavit of Greg Grip, Vice President of Marker
Volkl USA (with exhibits; cross examination and redirect was taken orally); 4 2 notice of reliance (introducing copies of

its registrations; magazine advertisements and news articles; third-party re:gistrations;45 portions of Mr. Zwiers' discovery
deposition and exhibits; two statements of use; several SEC filings; and discovery responses produced by Wolverine in response
to Marker's discovery requests); and a supplemental notice of reliance (introducing a status and title copy of Wolverine's
registration for the mark MERRELL, a magazine article, portions of the discovery depositions of Michael Pereyo and Mr.
Zwiers, with exhibits, and further discovery responses produced by Wolverine).

Standing

Both Wolverine (as plaintiff in Opp. No. 91161363) and Marker (as plaintiff in Opp. Nos. 91177732 and 91177736) have
made their pleaded registrations of record, showing themselves as owner and that the registrations are valid and subsisting.
Accordingly, they have established their standing in the respective oppositions. Cunningham v. Laser Golf Corp., 222 F.3d
943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185,
189 (CCPA 1982). Marker also has standing in the counterclaims by virtue of being the defendant in the parent case, and the
fact that Wolverine has asserted its registrations against Marker therein. Anthonys Pizza & Pasta International, Inc. v. Anthonys
Pizza Holding Company, Inc., 95 USPQ2d 1271, 1274 (TTAB 2090); Aries Systems Corp. v. World Book Inc., 26 USPQ2d
1926, 1930 n.12 (TTAB 1993).

Marker's Counterclaims for Fraud

*8 Because Wolverine's claims in Opp. No. 91161363 are dependent upon whether its pleaded registrations are cancelled, we
first address Marker's counterclaims to cancel Reg. Nos. 2772456 and 2860830.

Both registrations have been attacked as having been fraudulently procured. “Fraud in procuring a trademark registration or
renewal occurs when an applicant knowingly makes false, material representations of fact in connection with his application.”
In re Bose Corp., 91 USPQ2d 1938, 1939 (Fed. Cir. 2009), quoting Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 48, 1
USPQ2d 1483, 1484 (Fed. Cir. 1986). A party seeking cancellation of a trademark registration for fraud bears a heavy burden
of proof. In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938, 1939, citing W.D. Byron & Sons, Inc. v. Stein Bros. Mfg. Co.,
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377 F.2d 1001, 153 USPQ 749, 750 (CCPA 1967). “Indeed, ‘the very nature of the charge of fraud requires that it be proven
‘to the hilt’ with clear and convincing evidence. There is no room for speculation, inference or surmise and, obviously, any
doubt must be resolved against the charging party.”™ In re Bose, 91 USPQ2d at 1939, citing, Smith Int'l, Inc. v. Olin Corp.,
209 USPQ 1033, 1044 (TTAB 1981).

Marker claims that Wolverine knew, at the time it filed the statements of use in 2009 (Reg. No. 2772456) and 2010 (Reg.
No. 2860830), that it was not using the mark on all of the goods recited in the registrations. Upon careful consideration of the
testimony of Mr. Zwiers, Wolverine's corporate counsel, and Ms. Brown, Wolverine's employee, regarding the circumstances
surrounding their signing of the respective statements of use, we find that they did not have the requisite intent to defraud
the Office. Each independently testified to Wolverine's corporate procedures, which we find reasonable, for ensuring that the
statements accurately represented the goods upon which the marks were used, and each independently advised that they followed
those procedures at the time. For Reg. No. 2860830, covering backpacks and bags, Mr. Zwiers further testified that he believed
the mark was in use at the time he signed the statement of use (on January 21, 2004) because Wolverine first presented its line

of packs and bags at a New York trade show on December 10, 2003. 4 Asto clothing, Ms. Brown testified to her awareness

of the Oobe project,47 the presentation that Oobe made to Wolverine in January 2002, the sample line of clothing produced
by Oobe as part of its presentation, and Wolverine's subsequent agreement to, in her words, “purchase the apparel and then it

was sold at retail. Liquidated, basically.” 48 Mr. Pereyo confirmed that the Oobe apparel was liquidated and identified the date
as being sometime in the “Fall” of 2002, 49 The Oobe sample line of clothing included shirts, pants, vests, pullovers, jackets,

cardigans, caps, and t-shirts. >0 Thus, as of the date Ms. Brown signed the statement of use (July 21, 2003), the record evidence
shows the mark was in use on most, if not all, of the clothing items identified in the registration, and Marker has not shown that
Wolverine intentionally sought to defraud the Office into awarding it a registration for an overly broad list of goods.

*9 The record does not support a determination that Wolverine committed fraud in procuring the registrations. Accordingly,
Marker's counterclaims to cancel Reg. Nos. 2772456 and 2860830 on the basis of fraud are dismissed with prejudice.

Marker's Counterclaim - Likelihood of Confusion

We turn next to Marker's counterclaim to cancel Reg. No. 2860830 for the CIRCLE M mark

for “backpacks, daypacks, all-purpose sport and athletic bags, duffel bags, travel bags, fanny packs, shoulder bags and tote
bags” on the ground of priority and likelihood of confusion.

Because the registration is subject to cancellation, priority is at issue. Cf, King Candy Co., Inc. v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974); and Brewski Beer Co. v. Brewski Brothers Inc., 47 USPQ2d 1281, 1283-1284
(TTAB 1998). See also, Massey Junior College, Inc. v. Fashion Institute of Technology, 492 F.2d 1399, 181 USPQ 272, 275
n.6 (CCPA 1974) (“prior use need not be shown by a plaintiff relying on a registered mark unless the defendant counterclaims
for cancellation”). Both parties may rely on the filing date of any pleaded or involved registration they own as establishing a
constructive date of first use of its mark for the goods listed in such registration. Brewski Beer, 47 USPQ2d at 1283-1284 (parties
may rely on the respective filing dates of any registrations they own, but the evidence of record otherwise determines priority).
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Wolverine's Reg. No. 2860830 was filed on March 27,2002, based on Wolverine's bona fide intent to use the mark in commerce.
The earliest date Wolverine has claimed as the date of first use of its CIRCLE M mark

MARKER

on bags is December 10, 2003. Because the application filing date is the earliest of these two dates, Wolverine may rely upon
March 27, 2002 as its priority date.

Marker must therefore demonstrate that it established rights in its FLYING M mark

MaRKER

, or in a mark confusingly similar to Wolverine's CIRCLE M mark, as of March 27, 2002, and that a likelihood of confusion
exists between the marks.

Marker claims first use of the FLYING M mark “internationally for the 2003 winter ski season.” >} Ski seasons run from August
of one year to February of the next; the 2003 winter ski season accordingly would have run from August 2002 to February 2003.

Marker allegedly started filling orders for ski-season 2003 merchandise (bearing the FLYING M mark) in July 2002; 52 but

the earhest catalog showing luggage >3 bearing the FLYING M mark is dated “04-05,” 34 and the testimony does not support
an earlier date of use of the mark on luggage. Indeed, Marker's response to Wolverine's discovery request for first use dates of
the mark on luggage indicates that samples bearing the FLYING M mark on luggage was first shown to prospective purchasers

in December 2003 and that these samples were displayed in the 2004-2005 catalog. 35 Thus, the earliest date on which the
FLYING M mark appears to have been used on luggage post-dates Wolverine's priority date of March 27, 2002.

#10 Marker argues that it first used an INTERMEDIARY FLYING M mark

on luggage during the Winter Olympics at Salt Lake City in February 2002, 56 and that use of this mark gives it priority. We
consider the INTERMEDIARY FLYING M mark to be legally equivalent to Marker's FLYING M mark and Marker may
therefore “tack” the earlier use of the INTERMEDIARY FLYING M mark onto its later use of the FLYING M mark. See
American Paging Inc. v. American Mobilphone Inc., 13 USPQ2d 2036, 2039 (TTAB 1989), aff'd 923 F.2d 869 (Fed. Cir. 1990)
(A party seeking to rely on its use of an earlier mark may do so only if the earlier mark is “the legal equivalent of the mark in
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question or indistinguishable therefrom, and would be considered by purchasers as the same mark™); Zico Corp. v. Ideal Sec.
Hardware Corp., 527 F.2d 1221, 1224, 188 USPQ 485, 487 (CCPA 1976) (marks must create same, continuing commercial
impression). However, the “Salt Lake 2002” catalog from the 2002 Winter Olympics does not support Marker's claim that the
INTERMEDIARY FLYING M mark was used during the timeframe on luggage, bags, packs or the like. The catalog, exhibit 1-
L to Wiant's testimony deposition, shows use of the mark MARKER on luggage, not the INTERMEDIARY FLYING M mark,
which is shown in use only as to a “competition glove” and a baseball cap. It is in the 2004-2005 catalog, as noted above, that
the first appearance of the FLYING M mark is seen as applied to luggage. Therefore, Marker has not pre-dated Wolverine's
priority date of March 27, 2002 through use of the INTERMEDIARY FLYING M mark. Marker cannot claim priority based

on use of these marks on luggage. 37

Marker argues that it can pre-date Wolverine's priority date through its use and registration of two other marks. First, Marker
owns Reg. No. 1719521 for the SERIF M mark

for “ski bindings,” filed March 5, 1990. Marker has also shown that it used the SERIF M mark on bags as early as 1998. 8 As
noted above, Marker may rely on earher use of a different mark only if it is considered to be legally equivalent to its FLYING
M mark, that is, only if they create the same, continuing commercial impression. We do not consider Marker's SERIF M mark
to be sufficiently similar to its FLYING M mark to allow Marker to “tack” its first use of the SERIF M mark onto its later use

of the FLYING M mark. Accordingly, Marker cannot claim priority on the basis of this mark. 59

Marker also owns Reg. No. 1595584 for the typed letter M mark for “safety ski bindings,” filed October 16, 1989. 60 Marker

has shown that it used the mark as part of a combination mark, such as M48, M38, or M27, on safety ski bindings. 61 The
evidence does not show that Marker has used the letter M alone, or in the letter/number combination forms, on luggage. While
the filing date of Marker's registration for the letter M mark, and its use of the marks M48, M38, and M27 pre-date Wolverine's
use of its mark, there is no evidence that “safety ski bindings” are related to luggage, such that Marker can “tack” its use of these
marks on ski bindings to the FLYING M mark. Thus, Marker cannot claim priority on the basis of the typed letter M mark.

*11 Because Marker cannot show that it has priority in connection with luggage, its counterclaim to cancel Reg. No. 2860830
on the ground of likelihood of confusion is dismissed.

Priority

We now turn to the issue of priority with respect to Wolverine's claim under Section 2(d) in Opp. No. 91161363. As noted above,
priority was at issue in connection with our decision vis-a-vis Marker's counterclaim. However, priority is not typically at issue
in an opposition where a plaintiff pleads and later proves ownership in a valid and subsisting Principal Register registration,
King Candy, 182 USPQ at 110 (Trademark Act requires consideration under Section 2(d) of an opposer's registration, regardless
of whether the opposer is the prior user).

Because Wolverine owns an unchallenged registration, as well as two registrations the counterclaims against which have
been dismissed herein, priority would ordinarily not be at issue in this case, leaving Wolverine to prove its pleaded ground
of likelihood of confusion. Likewise, in Opp. Nos. 91177732 and 91177736, because Marker pleaded ownership of an
unchallenged registration, priority would ordinarily not be at issue in these oppositions, leaving Marker to its proof on the
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issue of likelihood of confusion. In this consolidated proceeding, however, Wolverine has proven ownership of its pleaded
registrations (in Opp. No. 91161363) and Marker has proven ownership of its pleaded registration (in Opp. Nos. 91 177732 and
91177736). We must therefore decide whether to treat priority as at issue in both oppositions, or as being not at issue in either.

The predecessor court to our reviewing court, the Court of Custom and Patent Appeals, in King Candy interpreted Section
2(d) as prohibiting any requirement that an opposer who owns an unchallenged registration prove prior use. The Court's
rationale was that to hold otherwise would negate the language of the statute (“No trademark...shall be refused registration
on the principal register on account of its nature unless it...(d) Consists of or comprises a mark which so resembles a mark

registered...,or...previously used in the United States by another and not abandoned”). 62 The court also concluded that if such
opposer were required to prove prior use, this would place the validity of its pleaded registration in issue, directly conflicting
with Trademark Rule 2.106(b), which requires that a counterclaim (i.e. petition to cancel) must be filed in order to place the
validity of a pleaded registration in issue. It would also conflict with the benefits conferred by Section 7(b), including the
presumptions that a registration is prima facie evidence of ownership, validity and exclusive right to use the registered mark,
and of Section 7(c)'s constructive use priority.

*12 We find these reasons pertinent to the case at hand. Here, both parties have obtained registrations, and with respect to the
marks and the goods/services recited therein, are entitled to the benefits of Section 7, the prohibition against having to prove
priority embedded in Section 2(d), and the procedural protection afforded them by Rule 2.106(b). Thus, in Opp. No. 91161363,
even if Marker were to show that it is the prior user of its marks, and in Opp. Nos. 91177732 and 91177736, even if Wolverine
were to show that it is the prior user of its marks, priority is not at issue for the registered marks and the respective listed goods
and services. See, e.g., Dating DNA LLC v. Imagini Holdings Ltd., 94 USPQ2d 1889, 1893 (TTAB 2010); M.C.1 Foods, Inc.
v, Bunte v. M.C.I. Foods, Inc., 86 USPQ2d 1044, 1046 (TTAB 2008) (“despite being consolidated, each proceeding retains its
separate character. The decision on the consolidated cases shall take into account any differences in the issues raised by the
respective pleadings....”). Cf. Calypso Technology, Inc. v. Calypso Capital Management, LP, 100 USPQ2d 1213, 1219 (TTAB
2011) (in combined opposition and cancellation proceeding, priority was not at issue in the opposition but was at issue in the
cancellation, where both parties owned registrations); and TBMP § 511 (2013).

On the other hand, we have considered the evidence of use that each party has submiited in its attempt to prove that it is the
first to have used its marks on goods that fall outside the scope of the pleaded registrations.

Likelihood of Confusion

We now turn to a discussion of the substantive merits of Wolverine's likelihood of confusion claims in Opp. No. 91161363.
Our likelihood of confusion determination under Section 2(d) is a legal conclusion, based on an analysis of all of the facts in
evidence that are relevant to the factors bearing on the likelihood of confusion issue (the du Pont factors). See Inre E. 1. du Pont
de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973); In re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d
1531, 1533 (Fed. Cir. 1997). “In any likelihood of confusion analysis, two key considerations are the similarities between the
marks and the similarities between the goods and/or services.” In re Max Capital Group Ltd., 93 USPQ2d 1243, 1244 (TTAB
2010). See also Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1357, 192 USPQ 24 (CCPA 1976). These factors,
and the other relevant du Pont factors in the proceeding now before us, are discussed below. Because evidence has been made
of record regarding the use of “M” marks by third-parties; the channels of trade; the relevant classes of consumers; and the
alleged lack of actual confusion, we have considered these additional factors in making our determination. To the extent any
other du Pont factors for which no evidence or argument was presented may nonetheless be applicable, we treat them as neutral.

Comparison of the Marks

*13 Under the first du Pont factor, we consider the similarity or dissimilarity of the parties' marks when they are viewed in their
entireties in terms of appearance, sound, connotation and commercial impression. Palm Bay Imports, Inc. v. Veuve Clicquot
Ponsardin Maison Fondee En 1772, 396 ¥.3d 1369, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005). The test is not whether the marks

Next €
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can be distinguished when subjected to a side-by-side comparison, but rather whether the marks are sufficiently similar in terms
of their overall commercial impression so that confusion as to the source of the goods offered under the respective marks is
likely to result. Spoons Restaurants Inc. v. Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff'd unpublished, No. 92-1086
(Fed. Cir. June 5, 1992); Dassler KG v. Roller Derby Skate Corp., 206 USPQ 255, 259 (TTAB 1980) (under actual marketing
conditions, consumers do not necessarily have the luxury of making side-by-side comparisons between marks, and must rely
upon their imperfect recollections). The proper focus is on the recollection of the average customer, who retains a general rather
than specific impression of the marks. Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975).

Marker's FLYING M mark

is strikingly similar to Wolverine's OVAL M mark

in terms of overall appearance. Both marks comprise the letter M in black set against a white background with a brushstroke
oval drawn around it. Both ovals are drawn so that their larger section is horizontal. The fact that the ovals slant in different
directions is unlikely to make a significant impression on prospective purchasers, who under actual marketing conditions, are
likely to merely recall a letter “M” in an oval design. The letter “M” in the marks is also an essential feature of both marks.
“[T]o that extent, the marks would sound the same when spoken and they would have the same letter mark meaning.” Nike,
Inc. v. WNBA Enterprises, LLC, 85 USPQ2d 1187, 1199 (TTAB 2007) (comparing the marks

and

L
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, both containing a stylized letter “S™). Although the letter M in each party's mark stands for quite different words, no record
evidence exists to prove that the public is aware of the underlying derivation of the letters. Cf., The Christian Broadcasting
Network, Inc. v. ABS-CBN International, 84 USPQ2d 1560, 1569 (TTAB 2007) (no evidence that the public was aware of the
meaning of the conflicting initials CBN and ABS-CBN). Accordingly, the first du Pont factor favors a finding of likelihood
of confusion with respect to Wolverine's OVAL M mark.

*14 Comparing Wolverine's CIRCLE M mark

MARKER

with Marker's FLYING M mark

D

, we again find the marks to be similar in their overall commercial impressions. Both marks contain a slanted letter “M” with a
prominent front-leading edge. The letter itself appears to be on an incline, decreasing in size from a longer front “leg” to a shorter
back “leg.” Both letters are set against circular carriers of reverse background. These visual similarities create similar overall

commercial impressions. In pronunciation, again, both marks would sound the same to the extent the marks would be spoken,
and there is no evidence to suggest the relevant consumer is aware of the derivation of the letter “M's'D’ in the parties’ marks.
The first du Pont factor thus also favors a finding of likehhood of confusion with respect to Wolverine's CIRCLEM mark.

Third-party Use of “M” Marks

The strength of a mark is determined by a variety of factors, including the length of time the mark has been in use, the volume
of sales under the mark and the extent of advertising or promotion of the goods with which the mark is used. Giant Food,
Inc. v. Nation's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390 (Fed. Cir. 1983). Wolverine has not argued that its marks
are famous and has not presented probative evidence regarding volume of sales under its marks or the extent of advertising
sufficient to show that its marks are famous or strong. On the other hand, the marks are fanciful, have been registered on the
Principal Register without resort to claims of acquired distinctiveness under Section 2(f) and, as such, have strong inherent
source-indicating power with respect to the goods listed in the registrations. The evidence shows that Wolverine has used the
CIRCLE M mark

o A

for a relatively long period of time nationwide; first use was in 1999 on footwear and in 1998 on t-shirts, *
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Marker argues that Wolverine's marks are weak in connection with clothing, because marks comprised of the letter “M” within a
circular carrier are commonly in use. Marker argues that this evidence demonstrates that consumers distinguish between various
“M” marks for clothing, and that they could therefore distinguish between Wolverine's OVAL M and CIRCLE M marks and
Marker's FLYING M marks.

“Evidence of widespread third-party use, in a particular field, of marks containing a certain shared term is competent to suggest
that purchasers have been conditioned to look to the other elements of the marks as a means of distinguishing the source of goods
or services in the field.” In Re Broadway Chicken Inc., 38 USPQ2d 1559, 1565 (TTAB 1996); Carefirst of Maryland, Inc., 77
USPQ2d 1492, 1514 (TTAB 2005). Marker introduced several apparel items offered by different companies with stylized “M”
design marks displayed within circular or oval carriers. The marks and the goods on which they were displayed are:

*15 displayed on a t-shirt; 64

displayed on a t-shirt; 65

displayed on a t-shirt % andona glove; 67

I PTRPPRN S S S T . e,
Ciovernment Works, \ e

ext” & 20014 Thomaon Hoeulers,




WOLVERINE OUTDOORS, INC. v. MARKER VOLKL...., 2013 WL 5655832...

displayed on a t-shirt and a pair of boxer shorts; 68

displ ayed on a t-shirt; 69

displayed on a glove; 70

displayed on a hat; 7l

s o on

L

CRoniey
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displayed on a hat; 72 and

displayed on a t-shirt; 73

Based on Marker's showing, we agree that marks comprised of a letter “M” within a circular carrier commonly identify clothing.
Accordingly, we find that Wolverine's marks are not strong in this class. The du Pont factor regarding the strength of plaintiff's

mark(s) favors a finding of likelihood of confusion only in classes 9, 18, 28, and 41, but not in class 25. 74

Comparison of the Goods

Under the second du Pont factor, we determine the similarity or dissimilarity of the goods as they are identified in Marker's
application and in Wolverine's registrations. Wolverine has registered its OVAL M mark
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MAZAMBA

for footwear, and its CIRCLE M mark

for footwear, various articles of clothing, and assorted types of bags. Marker has applied to register its FLYING M mark

(14 Thomson Rewters, No clalm to ordgingl LS aart Waorks,
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in International Classes 9, 18, 25, 28 and 41. A multiple-class application may be viewed as a group of applications for
registration of a mark in connection with goods or services in each class, combined into one application. Each class of goods or
services must be considered separately. See G& W Laboratories, Inc. v. G W Pharma Litd., 89 USPQ2d 1571, 1574 (TTAB 2009)
(an applicant for a multiple class application is in the same position it would be had it filed several single-class applications).

Inasmuch as opposer has opposed all five classes of goods in Marker's application, we address the similarity of goods for each
class.

1. International Class 9 - “Skiing and snowboarding helmets.”

Wolverine has not made use of any of its pleaded marks on skiing or snowboarding helmets or goods related to such helmets.
While priority is not at issue with respect to the goods for which Wolverine has registrations (i.e., footwear, clothing or
bags), Wolverine has not presented any testimony or evidence showing that footwear, clothing or bags are related to skiing

or snowboarding helmets. Marker, on the other hand, has shown that it has made use of its FLYING M mark on helmets. »
Accordingly, as Wolverine cannot prove priority for these goods, Wolvetine cannot prevail on its claims with respect to class 9.

2. International Class 28 - “Skiing and snowboarding gloves, elbow, knee and shin guards for athletic use, ski bindings
and parts therefor, snow skis, snowboard bindings and parts therefor, snowboards.”

*16 Because the goods in Class 28 cover a variety of items, we note that in the context of likelihood of confusion, it is sufficient
if priority and likelihood of confusion is found with respect to any item that comes within the identification of goods in the class.
Tuxedo Monopoly, Inc. v. General Mills Fun Group, 648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981); Rocket Trademarks
Pty Lid. v. Phard S.p.A4., 98 USPQ2d 1066, 1073 (TTAB 2011) (“[A] likelihood of confusion may be found with respect to a
particular class based on any item within the identification of goods for that class.”).

Wolverine has not made use of any of its marks on any of the items listed in Marker's application. 76 It also has not presented
any testimony or evidence showing that these goods are related to footwear, clothing or bags. On the other hand, Marker owns

a registration for the typed letter M for “safety ski bindings,” 7 has used variations of the letter “M” (i.e., M48, M38, M27)
on ski bindings, 78 and has used the FLYING M mark

P

=
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on ski gloves. 7 Accordingly, as Wolverine cannot prove priority, Wolverine cannot prevail on its claims with respect to class
28.

3. International Class 41 - “Organizing festivals featuring winter sports, organizing winter sports tournaments,
providing facilities and equipment for winter sports tournaments.”

Neither Wolverine nor Marker has shown that it has made use of any of its marks in association with any of these services.
Wolverine has not shown that footwear, clothing or bags are related to these services. Wolverine, as plaintiff in the opposition,
bears the burden of proof on its claims. Accordingly, as Wolverine cannot prove priority, Wolverine cannot prevail on its claims

with respect to class 41.

In accordance with the above findings, Marker is entitled to a registration for the FLYING M mark for the goods and services
in Classes 9, 28 and 41.

4, International Class 18 - “All-purpose sport bags, carry-on bags, rucksacks.”

Wolverine's Reg. No. 2860830 for the CIRCLE M mark

covers “backpacks, daypacks, all-purpose sport and athletic bags, duffel bags, travel bags, fanny packs, shoulder bags and tote
bags.” As we have denied Marker's counterclaim to cancel this mark, priority is not at issue in this case with respect to these
goods. The goods of Wolverine's registration for the CIRCLE M mark
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are legally identical in part to those in Marker's application.

Wolverine's registrations for the OVAL M and CIRCLE M marks also cover ““footwear.” Wolverine argues that footwear and
“all-purpose sport bags, carry-on bags, rucksacks” are related goods because these types of bags are within its “zone of natural
expansion” of footwear.

%17 As the Board has previously explained:

Under the doctrine of natural expansion, the first user of a mark in connection with particular goods or services possesses
superior rights in the mark not only as against subsequent users of the same or similar mark for the same or similar goods or
services, but also as against subsequent users of the same or similar mark for any goods or services which purchasers might
reasonably expect to emanate from it in the normal expansion of its business under the mark.... The application of the doctrine is
strictly limited to those cases where the expansion, whether actual or potential, is “natural,” that is, where the goods-or services
of the subsequent user, on the one hand, and the goods or services as to which the first user has prior use, on the other, are of
such nature that purchasers would generally expect them to emanate from the same source.

Among the factors to be considered in determining whether an expansion is natural are: (1) whether the second area of business
(that is, the subsequent user's area of business, into which the first user has or potentially may expand) is a distinct departure
from the first area of business (of the prior user), thereby requiring a new technology or know-how, or whether it is merely an
extension of the technology involved in the first area of business; (2) the nature and purpose of the goods or services in each
area; (3) whether the channels of trade and classes of customers for the two areas of business are the same, so that the goodwill
established by the prior user in its first area of business would carry over into the second area; and (4) whether other companies
have expanded from one area to the other.

Mason Engineering and Design Corp. v. Mateson Chemical Corp., 225 USPQ 956, 962 (TTAB 1985) (internal citations
omitted).

Wolverine's admissible evidence does not identify the date it first entered the “bags™ market. However, Ms. Brown verified
the authenticity of a large number of catalogs during her deposition, the earliest of which is dated ““Spring 2004” and covers

carry-ons, backpacks, wheelies, messenger bags, duffel-type bags, transit bags and briefcase alternatives. 89 1n considering
whether Wolverine's entry into the bags market would be considered a distinct departure from its footwear line, there is no
evidence that these products would not involve new technology or know-how in manufacturing. As to the nature and purpose
of the goods in each area, however, and whether the goodwill established in its footwear market would carry over to the bags
market, Wolverine has shown that it marketed both types of products through similar advertising channels to the same classes
of consumers. Indeed, Wolverine's catalogs for footwear include an outdoor line called “Outventure”; in its Fall 2003 catalog,

this line includes hiking boots, running and multi-sport shoes and sport sandals. 81 The Spring 2004 “Packs & Bags” catalog
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also includes a line called “Outventure Packs” where the emphasis is on the ““outdoor experience” and “the pulse of the trail.”
Advertising copy in the catalog carries the idea that the company is expanding: “...building upon long-held Merrell brand
principles of intelhgent product design, comfortable fit and protection - from the elements, for yourself, and now for your stuff
- Merrell continues to define the New Outdoor with this new product offering. Outventure Packs and Transit Bags: for the trail

and around the neighborhood.” 82

#18 As to whether other companies have expanded from footwear to bags, Wolverine submitted several use-based, third-

party registrations for marks that cover both footwear and various types of bags, such as backpacks and book bags. 83 Marker
also submitted a number of use-based third-party registrations for “M” marks covering both clothing and bags under a single

mark. 3 While the third-party registrations are generally of limited probative value, they nonetheless suggest that the goods
are of a type which may emanate from a single source, see In re Albert Trostel & Sons Co., 29 UsSPQ2d 1783, 1785 (TTAB
1993). In addition, the online “2006 MAZAMBA catalog” submitted by Marker shows footwear (shoes, sandals and socks)

being offered under the same letter “M” mark as luggage, backpacks, a “padfolio” and a brief case. *

Taken as a whole, we find that the evidence shows that “all-purpose sport bags, carry-on bags, rucksacks” are within Wolverine's
zone of natural expansion. Accordingly, the du Pont factor regarding the relatedness of the goods favors a finding of likelihood

of confusion in Class 18 with respect to both the OVAL M mark and the CIRCLE M mark.

5 International Class 25 - “After-ski boots, ski boot bags, ski bibs, boots, sport coats, winter sport gloves, headwear,
skiing and snowboarding mittens, athletic shoes and socks.”

Wolverine owns Reg. No. 3249275 for the OVAL M mark

for “footwear.” The goods of Marker's FLYING M mark

include “after-ski boots, boots, athletic shoes and socks.” After-ski boots, other types of boots and athletic shoes are all
considered footwear; thus, these goods are legally identical. As to “socks,” these are inherently related, complementary goods to
footwear, inasmuch as they are typically purchased together, may be matched as part of a set, and are obviously worn together.
See, e.g., In re Melville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991) (women's shoes are complementary to women's clothing
because they may be part of a coordinated outfit). Accord, In re Sela Products, LLC, 107 USPQ2d 1580 (TTAB 2013); American
Drill Bushing Co. v. Rockwell Manufacturing Co., 52 C.C.P.A. 1173, 342 F.2d 1019, 1022 (1965).
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Wolverine also holds Reg. No. 2772456 for the CIRCLE M mark

for “clothing, namely, shirts, t-shirts, sweatshirts, sweaters, pants, shorts, jackets, shells, vests, coats, hats, scarves, socks and
belts.” The goods of Reg. No. 2772456 (“coats” and “hats™) overlap with those identified in Marker's application (“sport coats”
and “headwear”). These goods are also legally identical.

#19 Wolverine further argues that sports clothing is within the footwear zone of natural expansion. Marker argues that there
is no “per se” rule that footwear and clothing are within a natural zone of expansion, and that Wolverine's expansion from

footwear to appare! was not natural. 86

On behalf of Wolverine, Mr. Zwiers 87 and Ms. Brown testified that it is typical for a footwear company to expand into apparel
and vice versa. Ms. Brown stated that “ever since I joined the team in 2001 there was [sic] discussions about we're going into

apparel.” 88 And while there were several yearé between the Oobe project and Wolverine's actual launch of its own apparel line
with the OVAL M mark, we consider Wolverine's actual expansion from footwear to apparel not to be a distinct departure from
its footwear business. Footwear and apparel are designed to be worn together and serve similar purposes; they are typically
sold to the same customers through similar channels of distribution. Significantly, other companies have similarly expanded

from footwear to apparel or vice versa. Ms. Brown named several examples, 89 namely North Face, Columbia, Nike and Under
Armour, as did Mr. Zwiers, who further explained Wolverine's intentions in expanding to apparel: that having the brand on

apparel, in contrast to footwear, gets it “higher up on the body and more visible...” 90 Wolverine also submitted copies of several

use-based, third-party registrations that cover both footwear and apparel. 1 The evidence and testimony shows that the goods
are related and may even be considered to be complementary in nature. Thus, the du Pont factor regarding the similarity of the
goods favors a finding of likelihood of confusion with both the OVAL M and the CIRCLE M mark.

Trade Channels and Classes of Purchasers

Under the third du Pont factor, we determine the similarity or dissimilarity of the trade channels in which, and the classes of
purchasers to whom, the respective goods are or would be marketed. Because there are no limitations or restrictions as to trade
channels or classes of purchasers in the pertinent identifications, we presume that those goods are or would be marketed in all
normal trade channels for such services and to all normal classes of purchasers of such services. See Paula Payne Products Co.
v, Johnson Publishing Co., 473 F.2d 901, 177 USPQ 76 (CCPA 1973); Kalart Co. v. Camera-Mart, Inc., 258 F.2d 956, 119
USPQ 139 (CCPA 1958); In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992).

Moreover, Ms. Brown identified Wolverine's trade channels as “mid to upper tier retailers in a number of different categories,

outdoor specialty, sporting goods, department stores, independent shoe accounts.” 92 Marker's trade channels similarly are the
“larger non-department store retail locations,” as well as “within the ski specialty retail community [and] the sporting good

community,” 93 which includes “sporting goods stores, sporting goods departments, outdoor recreation stores, winter sports
hard goods stores, ski and snowboard specialty stores, winter sport and ski rental shops, mail order sporting goods stores, and

online sales via the Internet.” 94 Both Ms. Brown on behalf of Wolverine, and Mr. Santos on behalf of Marker, named Dick's

Sporting Goods as a retailer. 95 Accordingly, we find that the trade channels overlap. The classes of consumers of the parties'

goods are also the same, namely ordinary consumers.
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*20 This du Pont factor favors a finding of likelihood of confusion.

Actua Confusion

Marker argues that there have been no instances of actual confusion, and that in response to Marker's First Interrogatories and

5’96

Requests for Production, specifically Interrogatory No. Wolverine indicated that it was unaware of any instances of actual

confusion. Ms. Brown also testified that she was unaware of any such instances. o7 The probative value of the absence of actual
confusion depends upon there being a significant opportunity for actual confusion to have occurred. Barbara's Bakery Inc. v.
Landesman, 82 USPQ2d 1283, 1287 (TTAB 2007). We have determined that the first use of the FLYING M mark occurred
in 2002 (based on the earlier use of the equivalent INTERMEDIARY FLYING M mark). However, in its September 15, 2009
responses to Wolverine's discovery requests, Marker stated that it had discontinued use of its FLYING M mark except on ski

bindings, helmets, and goggles. 98 Thus, we give little weight to the alleged absence of actual confusion in light of the relatively
short period of time that the marks co-existed in the marketplace and the lack of record evidence of the marketing conditions
under which there has been alleged concurrent use. In any event, the lack of evidence of actual confusion carries little weight in
a Board proceeding. Giant Food, Inc. v. Nation's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 396 (Fed. Cir. 1983); J &
J Snack Foods Corp. v. McDonald's Corp., 932 F.2d 1460, 18 USPQ2d 1889, 1892 (Fed. Cir. 1991); J.C. Hall Co. v. Hallmark
Cards, Inc., 340 F.2d 960, 144 USPQ 435, 438 (CCPA 1965). Accordingly, this du Pont factor is considered neutral.

Conclusion - Opp. No. 91161363

Because Wolverine has not shown a likelihood of confusion between its marks and Marker's FLYING M mark in classes 9, 28
and 41, Marker's application for the mark will proceed to registration in these classes.

Wolverine has shown a likelihood of confusion between its OVAL M and CIRCLE M marks and Marker's FLYING M mark in
classes 18 and 25. The marks are similar, the goods are legally identical in part, the trade channels are similar and the classes of
consumers are the same. In class 25, even though Wolverine's marks have been shown to exist in a crowded field, the goods are
in-part identical, and at least with respect to Wolverine's OVAL M mark, the marks are extremely close such that their similarities
far outweigh any general conclusion we may make that “M” marks surrounded by circular carriers are generally weak in the
clothing class. We note too that likelihood of confusion “is to be avoided, as much between ‘weak’ marks as between ‘strong’
marks.” King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 109 (CCPA 1974). Balancing these
factors, we find a likelihood of confusion between Wolverine's marks and Marker's FLYING M mark as applied to clothing.

*21 In sum, the opposition is sustained on the ground of likelihood of confusion in classes 18 and 25, and registration to
Marker of the FLYING M mark

™M

is refused in these classes. The opposition is dismissed in Classes 9, 28 and 41, and the mark will proceed to registration in

these classes in due course.

Opposition Nos. 91177732 and 91177736
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In Opp. No. 91177732, Wolverine has applied to register the OVAL M mark

&

for “clothing, namely shirts, sweatshirts, pants, shorts, pullovers, jackets, hats, gloves, socks and belts.” 9 In Opp. No.
91177736, Wolverine applied to register the BLOCK M mark

for the same goods. 100

Marker alleges prior use of the FLYING M mark

on the class 25 goods listed in its application and priority of use and ownership of two pleaded registrations: for the mark M

(in typed characters) for “safety ski bindings” 101 and for the SERIF M mark

for “ski bindings.” 102 A1so of record in this proceeding are Marker's registrations for the marks MARKER, 103
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and

e

1 106

05 and Wolverine's registration for the mark MERRELL for retail store services.

Because its pleaded registrations are of record, Marker has standing to oppose Wolverine's apphcations. Because Marker has
proven the status and title of its two pleaded registrations, priority is not at issue with respect to the goods identified therein.
However, Marker has not presented any testimony or evidence to show that “safety ski bindings” or “ski bindings” are related
to any of the goods identified in Wolverine's applications, or that the listed goods are within the zone of natural expansion for
ski bindings. Accordingly, Marker cannot prevail on the basis of these two registrations. We look then to Marker's allegations
of prior use and hkehhood of confusion with its SERIF M mark, the typed letter M mark, the INTERMEDIARY FLYING M
mark and the FLYING M mark. We first address the issue of priority.

The record evidence does not demonstrate Wolverine's use of the OVAL M mark

or BLOCK M mark

on clothing. Wolverine may claim May 3, 2006 as its constructive first use date for both marks on clothing, based on the filing
dates of the involved applications. Trademark Act Section 7(c), 15 U.S.C. § 1057(c). In addition, Wolverine has presented the
testimony of Wolverine Outdoors, Inc.'s president stating that Wolverine first used the OVAL M mark

313
28
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*22 on footwear in 1999, 107 bt this testimony was not supported by evidence showing use of the mark on footwear. On the
other hand, Wolverine has demonstrated first use of the CIRCLE M mark

on t-shirts and hats in 1998, 108 4nd that it commissioned Oobe, Inc. to produce a line of clothing bearing the CIRCLE M mark

in 2002 that resulted in commercial sales. 1% Accordingly, Wolverine may claim 1998 as its date of first use, based on use of the
CIRCLE M mark on clothing, if Wolverine may “tack” the use of the CIRCLE M mark onto the OVAL M or BLOCK M mark.

In our earlier discussion on tacking, we noted that in order for one mark to be “tacked” onto another, the marks must be
considered legal equivalents. That is, they must create the same continuing commercial impression. All of Wolverine's marks
utilize the identical rendering of the letter “M” and thereby create the same continuing commercial impression. Accordingly,
Wolverine may tack use of its CIRCLE M mark onto the OVAL M and BLOCK M marks for purposes of establishing priority.

In light of the above, Marker needs to show that it used an “M” mark on clothing or related goods prior to 1998 and that there
is a likelihood of confusion between the marks, Marker's first demonstrated use of an “M” mark on clothing was in 1989, when
it used the SERIF M mark

on a long-sleeved and a short-sleeved t-shirt. 10 A to the INTERMEDIARY FLYING M mark, Marker first used this mark

111

on gloves and hats during the February 2002 Winter Olympics in Salt Lake City; the mark was also used on ski pants and

vests during “the Olympic time period.” 112 \we consider this mark to be the legal equivalent of Marker's FLYING M mark

MARKER

, which it first used on jackets in 2003. 13 Accordingly, Marker may rely on February 2002 as the date of its first use of the
FLYING M mark. Marker has not submitted testimony or evidence to support a claim of use of a letter M mark (in typed or
standard character form, or as used in combination with numerals) on clothing. '

iy o ordging! UB Go

R
i

fes

&3




WOLVERINE OUTDOORS, INC. v. MARKER VOLKL..., 2013 WL, 5655832...

Based on the record described above, Marker has priority for clothing based on its earlier use of the SERIF M mark

only. We must therefore consider whether Marker has shown a likelihood of confusion between the SERIF M mark and
Wolverine's applied-for marks:

. As we have earlier discussed, multiple marks comprising “M” designs have been shown to be prevalent in the clothing class,
and consumers have been conditioned to distinguish based on minor differences between marks. While the letter “M” in each
mark is still an essential feature thereof, the unique stylizations of the letter “M's'D' in each mark differentiate their appearance
and overall commercial impression. Therefore, despite their use on similar goods, we find that confusion would be unlikely.

#23 Marker may not “tack” its earlier use of the SERIF M mark onto its FLYING M mark because the marks are not legal
equivalents. Likewise, even were we to consider Marker's letter M mark capable of being represented in a circular carrier similar
to the FLYING M mark, tacking would not be permitted because the goods on which Marker has used the M and “M-numerical
combination” marks are not substantially identical to clothing, the relevant goods of the FLYING M mark. Big Blue Products
Inc., 19 USPQ2d 1072, (TTAB 1991) (tacking permitted only when the two sets of goods are “substantially identical”).

Because Wolverine has shown that it was the first to use its CIRCLE M mark on clothing, and that Wolverine may tack its prior
use of the CIRCLE M mark to the OVAL M and BLOCK M marks, Marker cannot show that it has priority, a necessary element
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in Marker's claim on the basis of likelihood of confusion. Accordingly, Marker's oppositions to Wolverine's applications for
the OVAL M mark

and the BLOCK M mark

for “clothing, namely shirts, sweatshirts, pants, shorts, pullovers, jackets, hats, gloves, socks and belts” are dismissed.

Decision-Summary

In Opposition No. 91161363, Wolverine's opposition to Marker's application Serial No. 76507077 for the mark

is granted with respect to classes 18 and 25 and registration to Marker is refused in these classes. The opposition is dismissed
as to classes 9, 28, and 41, and the application will proceed to registration in these classes.

In Opposition Nos. 91177732 and 91177736, Marker's oppositions to Wolverine's applications Serial No. 78875659 for the
OVAL M mark
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and Serial No. 78874991 for the BLOCK M mark

are also dismissed, and the applications will proceed to registration.

Application Serial No. 76507077, filed under Section 44(¢), 15 U.S.C. § 1126(¢), based on German Registration No. 30242690,
which registered on February 26, 2003. Priority under Section 44(d) was not claimed.

Wolverine also asserted a dilution claim, but did not pursue this claim in its brief. Therefore, we consider this claim to be waived. See,
e.g., Knight Textile Corp. v. Jones Investment Co., 75 USPQ2d 1313, 1314 n.4 (ITAB 2005) (where opposer presented no arguments
in its brief regarding the claim of dilution, opposer is deemed to have waived the claim).

Reg. No, 2670836 for “footwear; clothing, namely shirts”; registered Janvary 7, 2003; renewed.

Reg. No. 2772456 for “clothing, namely, shirts, t-shirts, sweatshirts, sweaters, pants, shorts, jackets, shells, vests, coats, hats, scarves,
socks and belis”; registered October 7, 2003; Section 8 affidavit accepted; subject to counterclaim in this proceeding.

Reg. No. 2860830 for “backpacks, daypacks, all purpose sport and athletic bags, duffel bags, travel bags, fanny packs, shoulder bags
and tote bags”; registered July 6, 2004; Section 8 affidavit accepted; subject to counterclaim in this proceeding.

Reg. No. 2408922 for “footwear”; registered November 28, 2000; cancelled under Section 8 on July 1, 2011.
Reg. No. 2433428 for “footwear™; registered March 6, 2001; cancelled under Section 8 on October 7, 2011.

Reg. No. 3249275 for “footwear”; registered June 5, 2007. On February 22, 2012, the Board granted Wolverine's motion to amend
the notice of opposition to include a claim of rights to this registration and construed Marker's answer to paragraph 2 of Wolverine's
original notice of opposition (admitting only that Wolverine is listed as the owner of the registrations) “as extending” to Wolverine's
newly added registration.
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The two marks including the word MERRELL were cancelled under Section 8 in 2011, Accordingly, the registrations have not been
considered in the likelihood of confusion analysis. See Sunnen Products Co. v, Sunex Int'l Inc., 1 USPQ2d 1744, 1747 (TTAB 1987)
(expired registration has no probative value “other than for what it shows on its face, i.e., only that the registration issued” on the
registration date). Wolverine is relying on its common law rights to these marks.

Amended Notice of Opposition paragraph 2.
Answer, paragraphs 2 and 3.

Marker unsuccessfully sought to amend its answer to add counts of abandonment and non-use, and to include a counterclaim against
Reg. No. 2670836. See Board order dated January 27, 2011, denying Marker's motion to amend.

Serial No. 78875659.

Serial No. 78874991.

Reg. No. 1595584 for “safety ski bindings”; registered May 8, 1990; renewed.
Notices of opposition paragraphs 7 and 8.

Wolverine did not assert as an affirmative defense that it claims priority of use of any of its marks, but we find that the issue has been
tried by implied consent of the parties. See Citigroup Inc. v. Capital City Bank Group, Inc., 94 USPQ2d 1645, 1650, 1655-56 (TTAB
2010) (Board deemed unpleaded affirmative defense of tacking by prior use of an unpleaded mark to have been tried by implied
consent pursuant to Fed. R. Civ. P. 15(b)), qff'd, 637 F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011} H.D. Lee Co. v. Maidenform
Inc., 87 USPQ2d 1715, 1720 (TTAB 2008) (“Mere denial by applicant of opposer's allegation of priority of use is sufficient to put
opposer on notice that it must prove its pleaded priority, but it is insufficient to put opposer on notice that any priority opposer will
attempt to prove will have to predate the priority that applicant will attempt to prove through tacking™). :

Zwiers Dep., p. 6.
Id.

Brown Dep., p. 10; exhibit 1. The exhibit, “The First 20,” is a brochure describing Merrell's first twenty years of operation. In this
brochure, the company is referred to as the “Merrell Boot Company.” The parties use the shorthand “Merrell” to refer to Wolverine's
predecessor.

Brown Dep., p. 10.

Wolverine's Brief, p. 9.

Zwiers Dep., p. 8.

Wiant Dep., p. 20.

Id., p.21.

Id, p.23.

Id., p.22.

Id, p.23.

Id., p. 24; exhibit 8.

Marker's Notice of Reliance, exhibits 83 through 101.
Marker's Notice of Reliance, exhibits 10 through 27.

Wolverine also argued that Marker's motion to strike should be denied as premature because it was not based on an objection that
could have been promptly cured if raised by motion to strike, and that Marker should have raised the issue for the first time in its
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brief, We do not construe the admonition in TBMP § 532 so narrowly as to require summary denial of Marker's motion on this basis;
however, the better practice is for Marker to have filed its objections to said evidence at the briefing stage.

Marker's Motion to Strike Notice of Reliance, pp. 1-2. Emphasis in original.

Ms. Brown testified that she works for the Patagonia Footwear division of Wolverine Worldwide, Inc., which has the “official license
to market and make and sell [Wolverine] footwear globally.” Brown dep., p. 8.

During her testimony, Ms. Brown specifically identified exhibit Nos. 15 and 16 as product reviews that appeared in Travel & Leisure
(No. 15) and Aspen Peak magazine (No. 16) as well as confirming that “all of these [i.e., the products being reviewed in the articles]
I recognize as Merrell products that were featured in PR reviews.” Brown dep., pp. 39 and 40-41. Ms. Brown also stated that she
worked directly on the product placement ads for Wolverine's goods shown in exhibit Nos. 23 and 30. Even if we were to have
excluded the exhibits generally, these four would have been admitted based on Ms. Brown's authentication.

Brown Dep., p. 61.

Brown Dep., p. 23. The objection to the first page of exhibit No. 10 is overruled because that page is dated April 2, 2002, which was
within the relevant timeframe. The exhibit consists of two pages referencing two separate transactions.

Reg. No. 1719521 for “ski bindings™; registered September 22, 1992; renewed. Submitted with Marker's Notice of Reliance exhibit
6. See, e.g., Wolverine's Brief, p. 6. Marker also referred to Reg. No. 1638400 for the SERIF M mark

for clothing, but as the registration has expired and thus has no probative value, we have not considered it. Sunnen Products, supra.
Reg. No. 1595584 for “safety ski bindings”; registered May 8, 1990; renewed. Marker's Notice of Reliance exhibit 4.

Marker submitted copies of two registrations for the mark MARKER:

Reg. No. 1850699 for “luggage; namely, travel bags, flight bags, ruck sacks, fanny packs, knapsacks and multi-use bags; namely, all
purpose sports bags”; clothing; namely, parkas, jackets, ski suits, ski pants, ski vests, ski hats, pullovers, anoraks, shell suits, shell
pants, sweaters, hats, headbands, shirts, T-shirts, shorts, caps, and gloves; and sport bags; namely, ski boot bags, ski bags, and ski
binding bags”; renewed. Marker's Notice of Reliance exhibit 7.

Reg. No. 2558197 for “ski bindings and parts therefor”; renewed. Marker's Notice of Reliance exhibit 8.

Marker submitted copies of two registrations for the mark:
Reg. No. 899119 for “ski bindings”; renewed as amended to

. Marker's Notice of Reliance exhibit 3.

A
G
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Reg. No. 1711716 for “all purpose sport bags, totebags and rucksacks” and ““clothing; namely, pants, shirts, sweaters, jackets,
headwear and gloves”; renewed as amended to

. Marker's Notice of Reliance exhibit 5.

Reg. No. 2876482 for “skiing and snowboarding helmets” in Class 9; ““all-purpose sport bags, carry-on bags and rucksacks” in
Class 18; clothing, namely, ski boot bags, ski bibs, sport coats, winter spost gloves, headwear, winter sports mittens”™ in Class
25; “skiing and snowboarding gloves, skiing and snowboarding goggles, elbow, knee and shin guards for athletic use, skiing and
snowboarding mittens, ski bindings and parts therefor, snow skis, snowboard bindings and parts therefor and snowboards” in Class
28; and “organizing festivals featuring winter sports, organizing winter sports tournaments and providing facilities and equipment
for winter sports tournaments” in Class 41; Sections 8 and 15 combined declaration accepted and acknowledged. Marker's Notice
of Reliance exhibit 9.

Reg. No. 3368041; registered January 15, 2008, Marker's Supplemental Notice of Reliance dated April 25, 2012; exhibit 104,

The parties are commended for stipulating to submission of Mr. Grip's direct testimony under affidavit and the efficiencies realized
thereby, despite their evidentiary contentions discussed above.

Marker also submitted copies of third-party registrations for the first time with its brief. These have not been considered. Trademark
Rule 2.142(d); TBMP §§ 1203.02(e), 1207.01.

Zwiers Dep., p. 35.

Oobe Inc. was contracted by Wolverine in 2002 to make a presentation of a sample line of apparel for Wolverine to consider in
connection with its future entry into the apparel market. See, gen., Pereyo deposition.

Brown Dep., p. 35.
Pereyo Dep., p. 75.
Id., p. 74, exhibit 46.
Wiant Dep., p. 52.
Santos Dep., p. 85.

We use the term “luggage” with respect to Marker's goods to include the goods of its FLYING M application, namely, “all-purpose
sport bags, carry-on bags, rucksacks.” The term “luggage” is taken from Marker's catalogs for these goods.

Exhibit 1-R to Wiant deposition.
Wolverine's Notice of Reliance exhibit C, Marker's Responses to Interrogatories Nos. 1 and 2.

Wiant Dep., p. 43.

Marker does not hold a registration for the INTERMEDIARY FLYING M mark. And while Marker's registration for the MARKER
mark does pre-date Wolverine's priority date, the mark is not legally equivalent to the FLYING M mark and therefore does not enable
Marker to “tack” the priority date of the MARKER mark to the FLYING M mark.
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Wiant Dep., p. 40.

For the same reason, Marker cannot rely on earlier use of the MARKER marks to establish priority. These marks create entirely
different impressions from the single letter “M* marks. Marker's argument that because the Office allowed it to amend its registration

h——-

(with serifs) to the “modernized version”

™

(without serifs) does not compel the conclusion that the MARKER marks are legally equivalent to the FLYING M mark

N 1

. Moreover, the fact that the “M?” within the FLYING M and the “M” within the modernized MARKER mark is the same does not
make them legally equivalent.

Registered May 8, 1990; renewed.
Grip affidavit, paragraph 6.
Emphasis supplied.

Brown Dep., p. 21; exhibit 9.
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Kiltian Dep., exhibit 3. A copy of this company's website was also included as exhibit 5, offering for sale hats and a shoulder bag.
The mark has been registered by Marmot Mountain LLC; Reg. No. 3431634; registered May 20, 2008; Marker's notice of reliance
exhibit 28.

Id., exhibit 6. The mark has been registered by LeMans Corporation; Reg. No. 2812205; renewed; Marker's notice of reliance exhibit
34,

Id., exhibit 9.
Chermoshnyuk Dep., exhibit 3.
Neves Dep., exhibit 3.

Id., exhibit 7. The mark has been registered by Motorola Trademark Holdings, LLC.; Reg. No. 2201018; renewed; Marker's notice
of reliance exhibit 31.

Chermoshnyuk Dep., exhibit 5.

Id., exhibit 6. The mark has been registered by the Memphis Redbirds Baseball Foundation; Reg. No. 2298792; renewed; Marker's
notice of reliance exhibit 32.

Id., exhibit 9. The mark has been registered by the Regents of the University of Minnesota without the carrier; Reg. No. 2788911; a
Sections 8 and 15 combined declaration has been accepted and acknowledged; Marker's notice of reliance exhibit 30.

Jd., exhibit 17. The mark has been registered by an individual, Bryan Kettles; Reg. No. 3820041; registered on July 20, 2010; Marker's
notice of reliance exhibit 40.

We note that the evidence of third-party use provided by Marker includes some third-party use of “M” marks on “bags,” namely,
an online catalog of merchandise being offered under the Mazamba letter “M” mark (shown above) that includes “bags” (see
Chermoshnyuk Dep., exhibit 20); and a catalog under the Marmot letter “M” mark (shown above) that includes an over-the-shoulder
bag (see Killian Dep., exhibit 5.). We find this showing insufficient proof of market weakness of Wolverine's marks with respect
to “bags.”

Marker states in its Notice of Reliance that exhibits 10-27 thereto show products bearing the FLYING M mark. The exhibits appear
to show the mark on helmets and snow skis (although the copies are quite indistinct).

It is noted that “gloves” appear in class 25, but that “skiing and snowboarding gloves™ appear in class 28. Wolverine's class 25
registration (Reg. No. 2772456) initially included “gloves” but these were deleted from the identification of goods upon the filing
of the Section 8 affidavit.

Reg. No. 1595584; registered May 8, 1990; renewed. See Wiant Dep., p. 31; exhibit 10.
Grip affidavit, paragraph 6.

Wiant Dep., p. 7; exhibit 1K.

Brown Dep., p. 49; exhibit 68.

Id.; exhibit 55.

Id; exhibit 68. The “Outventure” line of bags was featured in each “Packs & Bags” catalog submitted; exhibits 68-73 (spanning
years 2003 to 2008).

Wolverine's Notice of Reliance, exhibits O, P, S and T.

Marker's Notice of Reliance, exhibits 28-41.

Chermoshnyuk Dep. p. '29, exhibit 20. “This is available on ... Mazamba.com.”
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86 Marker's Brief, p. 19.

87 We have consideted Mr. Zwiers' testimony in this regard, inasmuch as Marker also relied on his statements regarding Wolverine's
intent to enter the clothing market.

88 Brown Dep., p. 31.

89 1d,p.33.

90 Zwiers Dep., p. 16.

91 Wolverine's Notice of Reliance, exhibits N-T.

92 Brown Dep., p. 15.

93 Santos Dep., p. 20.

94 Wolverine's Notice of Reliance exhibit C (Marker's “Supplemental Responses in Response to Order of March 5, 2009 and Correction
of Request for Admission No. 14,” Interrog. 3).

93 Santos Dep., p. 21; Brown Dep. p. 19.

96 Marker's Notice of Reliance, exhibit 54.

97 Brown Dep., p. 50.

98 Wiant Dep., p. 86; Wolverine's Notice of Reliance exhibit E (Marker's “Answers to [Wolverine's] First Set of Discovery Requests,”
Interrogs. 3 and 5).

99

Serial No. 78875659.

100 gerjal No. 78874991,

101 Reg No. 1595584

102 Reg. No. 1719521,

103 Reg. No. 1850699 and No. 2558197.
104 Reg No. 899119 and No. 1711716,
105 Reg. No. 2876482.
106 Reg. No. 3368041.
107 Zwiers Dep., p. 52.

108 povec Dep., p. 26; exhibit 9; p. 44; exhibit 103.
109 See discussion supra at 18.

110 \Wiant Dep., pp. 40-42; exhibit 14.

Il See the “Salt Lake 2002” catalog; exhibit 1-L and the “Introducing M-Line 2002-2003” catalog, exhibit 1-K.

M2 Wiant Dep., p. 45.

113 Id., exhibit 15; see also the “Introducing M-Line 2002-2003” catalog, exhibit 1-K and Santos Dep., p. 64.
2013 WL 5655832 (Trademark Tr. & App. Bd.)
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