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J287-839
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,173,207 and 3,173,208
For the mark ADD A ZERO and ADD A ZERO & Design

- X
adidas AG,
Cancellation No. 92053314
Petitioner,
V.

Christian Faith Fellowship Church,

Respondent.

X

PETITIONER'S REPLY MEMORANDUM IN SUPPORT OF ITS OBJECTION
AND MOTION TO QUASH, PRECLUDE AND/OR STRIKE RESPONDENT'S
PRETRIAL DISCLOSURES, IN PART, AND NOTICE OF TESTIMONY
DEPOSITION AND FOR A PROTECTIVE ORDER

By orderissued October 17,2013, the Board suspended this proceeding, including testimony
periods, pending its determination of motion of adidas AG (“‘adidas” or “Petitioner”) to quash,
preclude and/or strike the Respondent's pretrial disclosures, in part, and notice of deposition of
Derrick Rose and for a protective order.

Counsel for adidas thereupon requested that Respondent withdraw a subpoena issued to Mr.
Rose in respect of the deposition pending the Board’s determination of adidas’ motion (2d Zaccaria
Decl. § 5 & Exh. A). The Respondent refused and indicated that Respondent would proceed with
the testimony deposition despite the suspension. (/d.)

As a consequence, adidas and Mr. Rose then filed a motion in the U.S. District Court for the
Northern District of Illinois for an order quashing the subpoena, for a protective order, and for other

relief. After briefing and oral argument, on October 30, the district court granted the motion in part.

(Notification of Docket Entry (2d Zaccaria Decl. Exh. B)).



A. The Issue Is Not The Court’s Authority To Issue A Subpoena; the Board Has the
Authority to Control Inter Partes Proceedings and to Enforce its Rules

The district court did not rule that the Respondent’s subpoena of Rose is proper and that
Respondent has a right to depose Mr. Rose. The district court, in fact, deferred to the Board’s
forthcoming decision on the present motion and ruled as follows (/d.):

The defendant [Respondent] shall be allowed to take the deposition
of Mr. Rose in the event that plaintiff’s [adidas’] motion presently
pending before the trademark trial and appeal board of the United
States Patent & Trademark Office is denied. Should that motion be
granted, it would appear that there will be no basis for Mr. Rose to be
deposed and the present dispute will become moot.  (Emphasis
added)

The issue does not pertain to the authority of the court to issue a subpoena.

Under 35 U.S.C. § 24, district courts are granted limited jurisdiction to issue subpoenas for
testimony "to be taken for use in any contested case in the Patent and Trademark Office." The scope
of this jurisdiction is ancillary to the authority, rules, and procedures of the Patent and Trademark
Office. "Section 24 is simply a provision giving teeth, through the courts' subpoena powers, to
authority conferred upon the Commissioner of Patents to regulate PTO proceedings." Abbott Labs.
v. Cordis Corp., 710 F.3d 1318, 1326 (Fed. Cir. 2013) (quoting Sheehan v. Doyle, 513 F.2d 895, 898
(1st Cir. 1975)) (internal quotation marks omitted); see also Frilette v. Kimberlin, 508 F.2d 205,212
(3d Cir. 1975) (en banc). Section 24 "permit[s] the compelling of testimony and evidence by the
district court which is sought at the proper stage of the Patent Office proceeding, and also to allow
the issuance of subpoenas in aid of discovery as authorized by the Patent Office but not otherwise."

Sheehan, 513 F.2d at 898 (emphasis added). In other words, the testimony sought must be

authorized by the Patent and Trademark Office rules pertaining to the underlying contested case.



The order of the Court and the transcript of the hearing before the Court clearly demonstrate
that the Court has deferred to the Board regarding the issues underlying the present motion (2d
Zaccaria Decl. Exhs. B and J).

The Board controls its own proceedings and has the authority to quash a notice of testimonial
deposition, on a variety of grounds, to enforce the Trademark Rules. TBMP § 521.

Pursuant to its authority, the Board suspended the proceedings including the previously
assigned testimony period of the Respondent.

When the Board suspended the proceeding to allow it to decide the very issue of the propriety
of the deposition, the Respondent was no longer “authorized” to proceed with the very testimony
deposition at issue.

Nevertheless, the Respondent attempted to disregard the suspension, the applicable rules of
practice and the Board’s initiation order.

Rule 2.121(a) provides that "[n]o testimony shall be taken except during the times assigned,
unless by stipulation of the parties approved by the Board, or upon motion granted by the Board, or
by order of the Board." 37 C.F.R. § 2.121(a). Further, the initiation order in this proceeding
specifies that: "Any testimony of a witness must be both noticed and taken during the party's
testimony period".

Respondent did not notice the testimony during the testimony period and, following the
suspension, refused to respect the suspension or abide by the requirement that the testimony

deposition be taken during the time assigned.



B. Respondent Does Not Provide Any Substantial Justification
For its Failure to Timely Supplement the Initial Disclosure

Moreover, despite its rhetoric, Respondent does not provide any explanation for its blatant
failure to timely supplement its initial disclosure to disclose Derrick Rose. adidas filed an Amended
Petition on November 7, 2011,

Respondent knew of Mr. Rose’s endorsement of adidas footwear and even tried contacting
him in December 2011. A news article, dated December 22, 2011, entitled “Pastor Seeks Bull’s
Help in Fight with Goliath,” reports that Respondent’s President and Pastor wrote to Rose and ask
that Rose urge adidas to withdraw the cancellation (2d Zaccaria Decl Exh. I). The article also makes
reference to adizero footwear and Rose’s endorsement of adidas footwear.

Rule 26(e) requires that a party supplement its disclosure “in a timely manner if the party
learns that in some material respect the disclosure or response is incomplete or incorrect, and if the
additional or corrective information has not otherwise been made known to the parties during the
discovery process or in writing” (Emphasis added).

Subsequent to the filing of the pending motion, Respondent supplemented its initial
disclosures to identify Mr. Rose on October 18, 2013, nearly two (2) years after adidas filed its
amended petition for cancellation.

Respondent’s supplementation, after both the close of discovery and adidas’ testimony
period, is untimely.

Respondent incredulously asserts that it disclosed Mr. Rose via Google search results
produced by Respondent during discovery (Young Decl. Exh. K). Among the search results

identified by the Google search are two news articles dated December 22 and 23, 2011, relating to



this proceeding and mentioning Mr. Rose. The provision of Google search results pages are facially
inadequate to identify Mr. Rose as a potential witness or as a person with knowledge. It does not
satisfy Respondent’s Rule 26 initial disclosure requirements. There is nothing in the Google search
results pages to suggest that Respondent is identifying Mr. Rose as a person likely to have
discoverable information or that Respondent would use him as a witness to support its claims or
defenses. Nor does the Google search results page address the possible testimony subjects of Mr.
Rose listed in Respondent’s thirteenth-hour supplemental initial disclosures.

Further, Respondent produced the Google search results on March 5,2012 (Young Dec. §12),
two days after the close of discovery.

adidas is unfairly prejudiced by Respondent’s improper and untimely disclosure designation
of Mr. Rose in Respondent’s pretrial disclosure. Discovery closed over one year ago. The testimony
period of adidas closed on September 17, 2013. The untimely disclosure precluded adidas from
adopting discovery and trial strategies pertaining to the designated subject matter of the proposed
testimony of Mr. Rose. Respondent’s ambush tactics have foreclosed discovery and testimony in
anticipation of this witness and the subjects proposed for his testimony.

Respondent claims that Mr. Rose is “uniquely qualified to testify about . . . the overlap in
customers for goods bearing the respective marks” (Respondent’s Response, p. 1).

There is nothing of record which support’s Respondent’s assertion that Mr. Rose is “uniquely
qualified” on this subject.

Respondent states that “there is no other person who has his [Rose] unique perspective on
the trade channels for the D. Rose/Adizero co-branded products and the Chicago community”

(Response, p. 7). This is mere conjecture and has no factual basis whatsoever.



The adidas basketball product marketing team is responsible for the sales and distribution
of adidas’ basketball shoes (Gatto Decl. §4). Itisalso thoroughly and fully familiar with all aspects
of the marketing of adidas basketball products in the United States inclusive of products marketed
under the adidas Adizero trademark. Id. at 5. Respondent could have sought the testimony
deposition of a marketing person employed by adidas who would have far greater actual knowledge
of the trade channels for adidas’ adizero footwear. Respondent chose not to do so.

In fact, Respondent did not even take any discovery depositions. It did not seek to depose
a single adidas employee concerning the marketing and trade channels of adidas footwear.

The D. Rose mark, on which Respondent seeks to depose Mr. Rose, is not even at issue in
the proceeding; it has not been pled by either party.

Respondent's allegations regarding the trade channels for adizero footwear are also factually
baseless and incorrect (Response p. 3). adizero products, and other adidas footwear endorsed by
Derrick Rose, are not targeted specifically to Chicago customers (Gatto Decl. § 9).

Published news articles contain numerous inflammatory statements that Respondent and its
counsel have made to the media demonstrating their intent and improper motive of embroiling Mr,
Rose in this dispute for the purpose of embarrassing Mr. Rose and pressuring adidas to gain some
perceived advantage including, for example, the following statements:

1. Respondent’s pastor James Logan stated, “I kind of hope he’d
intervene, intercede so to speak, and be a voice of reason with
Adidas and say, ‘Let’s just kind of resolve this with the church.””
(Zion Church Cries Foul In Trademark Dispute With Adidas,
CBS Chicago (Dec. 22,2011) (2d Zaccaria Decl Exh. D); see also

Pastor seeks Bull's help in fight with Goliath, chicagotribune.com
(Dec. 23, 2011) (2d Zaccaria Decl Exh. I)).



& CFFC’s counsel stated, “He’s profiting handsomely, Adidas is
profiting handsomely, and this is the church’s trademark. . . . I
want to know why it is that Derrick Rose is willing to trample on
the church’s rights and take their trademark.” (Church wants
NBA's Rose to step into trademark fight with Adidas, msn.com
(June 10, 2013) (2d Zaccaria Decl Exh. E)).

8, CFFC’s counsel stated, “Adidas thinks while they are making
billions of dollars selling shoes worldwide, and while they are
paying Derrick Rose a quarter of a billion dollars over 10 years to
endorse their products that they ought to be able to take the
church’s trademark and pay the church $5000 in return.” (Church
Wants to Settle Trademark Dispute With Adidas But Company
Refuses to Add More Zeros to 85,000 Offer, Christian Post (Jun.
11,2013) (2d Zaccaria Decl Exh. F)).

4. CFFC’s counsel stated, “You’ve got a working-class church up
against a company and a celebrity who think they can run
roughshod over that small church.” (David Vs. Goliath: Small
Church Takes On Adidas in Trademark Case, Fox Business (Jun.
13, 2013) (2d Zaccaria Decl Exh. G)).

5 CFFC’s counsel stated, “We didn’t want to spend the money, but

now that it’s going to trial the church is seriously considering

deposing Rose,” and that he intends to ask Mr. Rose why he

wants “to steal the trademark of a small church of parishioners of

modest means in Zion, Illinois?” (Adidas Trademark Lawsuit

Puts Derrick Rose On Defense, Forbes.com (June 11, 2013) (2d

Zaccaria Decl Exh. H)).'

At no time prior to Respondent’s pretrial disclosures, whether in its discovery responses,
produced documents, or in its statements to the media, did Respondent ever identify Mr. Rose as a
person with relevant knowledge, rather than a prominent NBA basketball player whose relationship

with adidas could be improperly exploited and leveraged by dragging him into this proceeding. Even

the media has questioned Respondent’s motives, (2d Zaccaria Decl Exh. H):

: Any statement in the cited articles to the effect that adidas offered to purchase

Respondent’s trademarks is untrue. adidas has never offered to purchase Respondent’s
trademarks. (2d Zaccaria Decl. § 4).



However, other than the production of Rose's ADIZERO basketball
sneaker, what does Rose have to do with this lawsuit? Why doesn't
Young subpoena Atlanta Hawks superstar Josh Smith who has his own
ADIZERO sneaker? Is this nothing more than a public relations stunt
to catch the media's attention? Seems that way.

adidas did not have any obligation to disclose Mr. Rose in its initial disclosure. Mr. Rose
is not a person with discoverable information that adidas ever intended to use to support its claims
and defenses.

Further, adidas objected to Respondent's Interrogatory No. 3, which sought information
regarding "license, sublicense, understanding or agreement . . . relating to the use or promotion of
Petitioner's Mark or Petitioner's Goods", on several grounds, including, relevancy. Respondent did
not file a motion to compel any other answer. Indeed, Respondent's pretrial disclosures does not list
license, sublicense, understanding or agreement relating to the use or promotion of adidas' mark or
adidas' goods as possible testimony subjects for Mr. Rose.

Respondent would excuse its untimely disclosure with bald allegations that “Mr. Rose is
within adidas’ control” and Mr. Rose is “adidas’ agent”. These statements are simply not true.
While Mr. Rose endorses adidas product, he is neither under adidas’ control nor an agent of adidas

(Gatto Decl. | 7).

C. Withdrawal of Claim for Partial Cancellation
Moots Respondent’s Alleged Purpose for Rose’s Testimony

The amended petition for cancellation asserts, in the alternative, a claim for partial
cancellation of the Respondent’s registrations.
Respondent alleges that it “intends to question Mr. Rose about his unique perspective on the

trade channels for adidas and his brand in the Chicago community” and that these “topics are



central” to adidas’ allegations for the partial cancellation claim (Response, p. 8). Respondent does
not assert that Mr. Rose has knowledge of any subjects relevant to the other claims plead in the
amended petition for cancellation.

adidas has filed herewith a withdrawal of its claim for partial cancellation. A copy is
attached hereto.

Therefore, the issue is moot.

The only claims now before the Board are whether Respondent’s registrations are void ab
initio for Respondent’s failure to use the ADD A ZERO marks in commerce before filing its
application, whether Respondent has abandoned the ADD A ZERO marks, and whether the ADD
A ZERO marks are ornamental and/or functional. Mr. Rose does not have knowledge relevant to
these claims. (Declaration of Derrick Rose (2d Zaccaria Decl. Exh. C)). The District Court stated
that Mr. Rose “knows nothing about” these claims (2d Zaccaria Decl. Exh. J, p. 19). Respondent
does not argue otherwise.

There never was a rational basis for alleging that Mr. Rose had knowledge relevant to partial
cancellation of Respondent’s registrations. That claim was based on the fact that Respondent’s
marked goods were sold only in its church bookstore for fundraising purposes, and not in actual
interstate commerce throughout the United States as adidas’ ADIZERO goods are sold.
Nevertheless, in view of the withdrawal of the claim for partial cancellation, the point is moot.
Whatever Mr. Rose may know about adidas products is certainly irrelevant to the claims remaining

in the case.



Conclusion
For the foregoing reasons and those set forth in its opening memorandum, adidas’ motion
to quash, preclude and/or strike respondent's pretrial disclosures, in part, and notice of testimony
deposition and for a protective order in so far as such pertain to designating Mr. Rose as a testimony

witness and/or taking his testimony should be granted in its entirety.

Date: November 21, 2013 Respectfully submitted,

/s/ Angelo Notaro

Angelo Notaro
anotaro@notaromichalos.com
John Zaccaria
jzaccaria@notaromichalos.com
Bradley S. Corsello
beorsello@notaromichalos.com
NOTARO, MICHALOS & ZACCARIA P.C.
100 Dutch Hill Road
Orangeburg, NY 10962

Tel: (845) 359-7700

Fax: (845) 359-7798

Attorneys for Petitioner
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing PETITIONER’S REPLY MEMORANDUM IN
SUPPORT OF ITS OBJECTION AND MOTION TO QUASH, PRECLUDE AND/OR STRIKE
RESPONDENT’S PRETRIAL DISCLOSURES, IN PART, AND NOTICE OF TESTIMONY
DEPOSITION AND FOR A PROTECTIVE ORDER was served on November 21,2013 by causing
a copy thereof to be sent via first class mail, postage prepaid, and emailed to:

Richard W. Young, Esq.
John Conour, Esq.
Quarles & Brady LLP

300 North Lasalle Street, Suite 4000
Chicago, Il 60654

dudlin. Felne

Kristin Tetro



J287-839
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,173,207 and 3,173,208
For the mark ADD A ZERO and ADD A ZERO & Design

X
adidas AG,
Cancellation No. 92053314
Petitioner,
V.

Christian Faith Fellowship Church,

Respondent.

------- X

WITHDRAWAL OF CLAIM FOR PARTIAL CANCELLATION
Pursuant to 37 C.F.R. § 2.114(c) and TBMP § 601.02, Petitioner adidas AG hereby
withdraws its claim for alternative relief of partial cancellation in the form of a restriction of
Registration Nos. 3,173,207 and 3,173,208, alleged in Paragraphs 28-37 of the First Amended
Consolidated Petition to Cancel.

Date: November 21, 2013 Respectfully submitted,

/s/ Angelo Notaro

Angelo Notaro
anotaro@notaromichalos.com
John Zaccaria
jzaccaria@notaromichalos.com
Bradley S. Corsello
beorsello@notaromichalos.com
NOTARO, MICHALOS & ZACCARIA P.C.
100 Dutch Hill Road
Orangeburg, NY10962

Tel: (845) 359-7700

Fax: (845) 359-7798

Attorneys for Petitioner




CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing WITHDRAWAL OF CLAIM FOR PARTIAL
CANCELLATION was served on November 21, 2013 by causing a copy thereof to be sent via first
class mail, postage prepaid, and emailed to:

Richard W. Young, Esq.
John Conour, Esq.
Quarles & Brady LLP
300 North Lasalle Street, Suite 4000
Chicago, 11 60654

_d(aﬁw‘ieim

Kristin Tetro




J287-839

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,173,207 and 3,173,208
For the mark ADD A ZERO and ADD A ZERO & Design

-
adidas AG,
Cancellation No. 92053314
Petitioner,
\2

Christian Faith Fellowship Church,

Respondent.

-X

SECOND DECLARATION OF JOHN ZACCARIA

I, JOHN ZACCARIA, hereby declare:

1 I am fully familiar with the facts in this declaration based on my own personal
knowledge.
Z I am one of the attorneys representing Petitioner adidas AG (“adidas”) in the above-

captioned matter.

. ! This declaration is submitted in support of Petitioner's Objection and Motion to
Quash, Preclude and/or Strike Respondent's Pretrial Disclosures, In Part, and Notice of Testimony
Deposition and For A Protective Order.

4. I am familiar with the communications between adidas and Respondent Christian
Faith Fellowship Church (“CFFC”) concerning the subject matter of this proceeding. adidas has
never offered to purchase CFFC’s trademarks.

% On October 16-18, 2013, counsel for adidas and counsel for CFFC exchanged

correspondence and met and conferred via telephone regarding CFFC’s testimony deposition



subpoena to Derrick Rose. Counsel for CFFC refused to withdraw the subpoena. True and accurate
copies of correspondence between counsel for adidas and CFFC are attached hereto as Exhibit A.

6. A true and accurate copy of a Notification of Docket Entry dated October 30, 2013
in adidas AGv. Christian Faith Fellowship Church, Case No. 1:13-cv-07567 (N.D. I11.) (the “Illinois
Action”™) is attached hereto as Exhibit B.

it A true and accurate copy of a declaration of Derrick Rose submitted in the Illinois
Action is attached hereto as Exhibit C.

8. A true and accurate copy of a news article entitled “Zion Church Cries Foul In
Trademark Dispute With Adidas” dated December 22, 2011 and downloaded from
chicago.cbslocal.com on November 7, 2013, is attached hereto as Exhibit D.

9. A true and accurate copy of a news article entitled “Church wants NBA's Rose to step
into trademark fight with Adidas” dated June 10, 2013 and downloaded from news.msn.com on
November 7, 2013, is attached hereto as Exhibit E.

10. A true and accurate copy of a news article entitled “Church Wants to Settle
Trademark Dispute With Adidas But Company Refuses to Add More Zeros to $5,000 Offer” dated
June 11, 2013 and downloaded from christianpost.com on November 7, 2013, is attached hereto as
Exhibit F.

11.  Atrue and accurate copy of a news article entitled “David Vs. Goliath: Small Church
Takes On Adidas in Trademark Case” dated June 13, 2013 and downloaded from foxbusiness.com

on November 7, 2013, is attached hereto as Exhibit G.



12. A true and accurate copy of a news article entitled “Adidas Trademark Lawsuit Puts
Derrick Rose On Defense” dated June 11, 2013 and downloaded from forbes.com on November 21,
2013, is attached hereto as Exhibit H.

13. A true and accurate copy of a news article entitled “Pastor seeks Bull's help in fight
with Goliath” dated December 23, 201 1and downloaded from chicagotribune.com on November 13,
2013, is attached hereto as Exhibit 1.

14.  True and accurate copies of transcript pages for the hearing on adidas’ motion to
quash, held on October 30, 2013 in the Illinois Action are attached hereto as Exhibit J.

I declare under the penalty of perjury that the foregoing is true and correct.

Executed on November 21,2013

Jo Zaccarj,a/



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing SECOND DECLARATION OF JOHN
ZACCARIA was served on November 21, 2013 by causing a copy thereof to be sent via first class
mail, postage prepaid:

Richard W. Young, Esq.
John Conour, Esq.
Quarles & Brady LLP
300 North Lasalle Street, Suite 4000
Chicago, 11 60654

it O

Kristin Tetro
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LAW OFFICE

NOTARO, MICHALOS & ZACCARIA P.C.

ANGELO NOTARO PATENTS
PETER C. MICHALOS TRADEMARKS
JOHN ZACCARIA COPYRIGHTS
NADER A. ABADIR
BRADLEY S. CORSELLO OF COUNSEL
AARON MILLER FRANK J. COLUCCI
October 16, 2013 MIETGH WONS0N

Via Email and Mail
Richard W. Young, Esq.
John E. Conour, Esq.
Quarles & Brady LLP
300 North LaSalle Street
Suite 4000
Chicago, lllinois 60654

Re: adidas AG
V.
Christian Faith Fellowship Church
U.S. Trademark Cancellation No. 92053314
TMs: ADD A ZERO and ADD A ZERO & Design
Our Ref. J287-839

Dear Rick and John;

We enclose copies of the following documents which were filed with the Trademark
Trial and Appeal Board today:

1. Petitioner's Objection and Motion to Quash, Preclude and/or Strike
Respondent's Pretrial Disclosures, in part, and Notice of Testimony
Deposition and for a Protective Order

2. Declaration of John Zaccaria with Exhibits A through E

We will request that the Board suspend the proceedings pending the disposition of
the motion.

Please confirm that you are withdrawing the subpoena to Derrick Rose pending the
disposition of the motion.

Very truly yours,

NOTARO, MICHALOS & ZACCARIAP.C.

L Zpostusa

JZ:kt John Zaccaria
Encs.

1270 BROADWAY, SUITE 807, New YORrk, NY 10001-3224 - Tel: (212) 278-8600 « Fax: (212) 278-8687
100 DuTcH HiLL ROAD, ORANGEBURG, NY 10962-2107 » Tel: (845) 359-7700 -« Fax (845) 359-7798
nmpc@notaromichalos.com + www.notaromichalos.com



LAW OFFICE

NOTAROQO, MICHALOS & ZACCARIA P.C.

ANGELO NOTARO PATENTS

PETER C. MICHALOS TRADEMARKS
JOHN ZACCARIA COPYRIGHTS
NADER A. ABADIR

BRADLEY S. CORSELLO OF COUNSEL
AARON MILLER FRANK J. COLUCCH
Qctober 17, 2013 MILTON WOLSON
Via Email

Richard W. Young, Esq.
John E. Conour, Esqg.
Quarles & Brady LLP
300 North LaSalle Street
Suite 4000

Chicago, lllinois 60654

Re: adidas AG
v. Christian Faith Fellowship Church
U.S. Trademark Cancellation No. 92053314
TMs: ADD A ZERO and ADD A ZERO & Design
Qur Ref. J287-839

Dear Rick and John:

The Trademark Trial and Appeal Board has suspended the proceeding pending
disposition of adidas’ objection and motion. A copy of the Board's suspension order is
enclosed.

Please confirm, in writing, today that the deposition subpoena to Derrick Rose is
withdrawn. We will have adidas AG convey the withdrawal of the subpoena to Mr. Rose’s

representative.
Very truly yours,
NOTARO, MICHALOS & ZACCARIAP.C.
; E ‘
JZ.df John Zaccaria
EnG.

1270 BroaDwWAY, SUITe 807, New York, NY 10001-3224 - Tel: (212) 278-8600 » Fax: (212) 278-8687
100 DuTcH Hitl RoAD, ORANGEBURG, NY 10962-2107 « Tel: (845) 359-7700 « Fax: (845) 359-7798
nmpc@notaromichalos.com « www.notaromichalos.com



300 North LaSalle Street Attorneys at Law in:
kas‘ B’M)} LLP Suite 4000 Phoenix and Tacson, Arizona
Chicago, Illinois 60654-3422 Naples and Tampa, Florida
' Tel 312.715.5000 Chicago, Hlinois
Fax 312.715.5155 Milwaukee and Madison, Wisconsin
www.quarles.com Washington, DC
Shanghai, China

Writer’s Direct Dial: 312.715.5260
E-Mail: richard.young@quarles.com

October 17, 2013

VIA E-MAIL

John Zaccaria

Notaro, Michalos & Zaccaria P.C.
1270 Broadway

Suite 807

New York, New York 10001-3224

RE: adidas AG v. Christian Fellowship Church Cancellation No. 92/053,314

Dear John:

I received your October 16 and 17, 2013 letters by email, including your request that we
withdraw the subpoena for Derrick Rose’s deposition. While we are not willing to withdraw the
deposition subpoena (and the Board has no jurisdiction over nonparty depositions, see TBMP
§521), I am available to discuss the scheduling of the deposition with you and counsel for Mr.
Rose.

. /
Very truly yours;

Richard W. Young

QB\23345063.1



LAW OFFICE

NOTARO, MICHALOS & ZACCARIA P.C.

ANGELO NOTARO PATENTS
PETER C. MICHALOS Tc@@iz?ﬁﬁf?
JOHN ZACCARIA
NADER A, ABADIR October 18, 2013
BRADLEY S. CORSELLO FR/?{S KC?LégiELCCI
AARON MILLER . ] »
Via Email  miron woison

Richard W. Young, Esq.
Quarles & Brady LLP
300 North LaSalle Street
Suite 4000

Chicago, lllinois 60654

Re: adidas AG
v. Christian Faith Fellowship Church
U.S. Trademark Canceliation No. 92053314
TMs: ADD A ZERO and ADD A ZERO & Design
Our Ref. J287-839

Dear Rick:

We requested that Christian Faith Fellowship Church (“CFFC”) withdraw its subpoena to
Derrick Rose since the Board has suspended the proceeding pending the disposition of adidas’
motion. You refused.

There is ample case authority that proceeding with the Rose deposition while the
cancellation is stayed is improper. We direct your attention to the case Abbott Labs v. Cordis
Corp., 710 F.3d 518 (Fed. Cir. 2013). A copy is enclosed. We also enclose a decision issued in
Peers Bearing Co. v. Roller Bearing Co. of Am., Inc., No. 12-216 (E.D.Pa 2012), where the court
held that a court's subpoena power under 35 U.S.C. § 24 is subject to the condition that the
“discovery sought must be otherwise authorized by the USPTO.”

We also direct your attention to 37 C.F.R. § 2.121(a) which provides: "No testimony shall
be taken except during the times assigned, unless by stipulation of the parties approved by the
Board, or upon motion granted by the Board, or by order of the Board."

The Board suspended the proceeding on October 17, 2013. Therefore, time previously
assigned for taking testimony has been cancelled.

Please be advised that adidas AG will seek its attorney’s fees and costs in connection with
any motion to quash and/or for a protective order that it is forced to file in district court.

Very truly yours,
NOTARO, MICHALOS & ZACCARIA Pe.

JZ:df %aooaria
Enhc.

1270 BROADWAY, SUITE 807, New YORK, NY 10001-3224 « Tel: (212) 278-8600 * Fax: (212) 278-8687
100 DuTcH HiLL ROAD, ORANGEBURG, NY 10962-2107 « Tel: (845) 359-7700 « Fax: (845) 359-7798
nmpc@notaromichalos.com « www.notaromichatos.com
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Writer's Direct Dial: 312.715.5260
E-Mail: richard.young@quarles.com

October 18,2013

VIA E-MAIL

John Zaccaria

Notaro, Michalos & Zaccaria P.C.
1270 Broadway

Suite 807

New York, New York 10001-3224

RE: adidas AG v. Christian Fellowship Church Cancellation No. 92/053,314

Dear John:

Thanks for your letter with authority. I have reviewed the cases that you included with
your letter but neither of them is relevant here. Section 521 of the TBMP makes very clear that
the TTAB lacks jurisdiction to address nonparty depositions taken by subpoena. Your motion
filed with the TTAB insofar as it seeks to defeat the trial deposition subpoena served on Derrick
Rose is procedurally improper. And the suspension of the proceeding does not affect the
Church's right to take the deposition as noticed. As we discussed yesterday, the suspension does
not stop discovery that has already been noticed or served. Iremain available to discuss any
scheduling concerns that you or Mr. Rose may have.

Vq truly yours,

Uaun. /&J
Ric ardW Youn

QB\23359830.1
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UNITED STATES DISTRICT COURT
FOR THE Northern District of lllinois — CM/ECF LIVE, Ver 5.1.1
Eastern Division

adidas A.G.
Plaintiff,
V. Case No.: 1:13—-cv-07567
Honorable Robert M. Dow Jr.
Christian Faith Fellowship Church
Defendant.

NOTIFICATION OF DOCKET ENTRY

This docket entry was made by the Clerk on Wednesday, October 30, 2013:

MINUTE entry before Honorable Jeffrey Cole: Motion hearing held. The motion
of plaintiff and Derrick Rose to quash the subpoena served by the defendant on Mr. Rose
pursuant to FRCP 45 and for protective order, and for attorneys' fees [5] is granted in par
and denied in part. The request for fees is denied. The motion for protective order
prohibiting the deposition of Derrick Rose is denied. The defendant's request for attorneys
fees [17] is denied. The defendant shall be allowed to take the deposition of Mr. Rose in
the event that the plaintiff's motion presently pending before the trademark trial and
appeal board of the United States Patent & Trademark office is denied. Should that motio
be granted, it would appear that there will be no basis for Mr. Rose to be deposed and the
present dispute will become moot. Allowing a deposition to proceed while prior to the
Board's disposition of the plaintiff's motion would be inefficient and result in burdens on
Mr. Rose, the parties, and their lawyers that can easily be avoided by waiting for the
Board to act. Conversely, if the Board rules against the plaintiff, Mr. Rose will be subject
to deposition, but under rules and guidelines that the court will establish after consultatior
with counsel for the parties. As explained in court, it appears that Mr. Rose has sufficient
information on at least one topic of inquiry that it cannot be said that this is one of those
rare cases where the deponent should be excused from fulfilling the obligation of every
man to testify. United States v. Nixon, 417 U.S. 683, 710 (1974). Mr. Rose's status as an
NBA star does not excuse him from testifying. Johnson v. Jung, 242 F.R.D. 481, 483
(N.D.IIl. 2007). And to its credit, adidas A.G. does not argue to the contrary. The
decisions reflected in this order are based exclusively on the very substantial discretion
invested in district courts under 26(b)(2)(C). Status hearing is set for 12/18/2013 at 8:30
am for a report on action taken by the Board, which hopefully will have occurred by then.
If the Board takes action earlier, counsel should call chambers.Mailed notice(jms, )

ATTENTION: This notice is being sent pursuant to Rule 77(d) of the Federal Rules of
Civil Procedure or Rule 49(c) of the Federal Rules of Criminal Procedure. It was
generated by CM/ECF, the automated docketing system used to maintain the civil and
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criminal dockets of this District. If a minute order or other document is enclosed, please
refer to it for additional information.

For scheduled events, motion practices, recent opinions and other information, visit our
web site atvwww.ilnd.uscourts.gov.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS

X
in re Subpoena of Derrick Rose

X

DECLARATION OF DERRICK ROSE

|, DERRICK ROSE, hereby declare:

1. | am fully familiar with the facts in this declaration based an my own personal
knowledge.
2. | am a professional basketball player. | play for the Ghicago Bulls

organization of the National Rasketball Assoclation. |am on the active list for the Bulls.
1 am currently expected to play for the Bulls in a pre-seasan game In Wichita, Kansas on
Oclober 23, 2018, and in other pre-season and regular season games as scheduled.

3. | have na personal knowledge relating to atrademark cancellation proceeding
pending in the United States Patent and Trademark Office before the Trademark Trial and
Appeal Board, adidas AG v. Christian Faith Felfowship Church, Canceliation Na.
92053314.

4. | have no personal knowledge of the use or non-use of én’y trademarks by
Christian Faith Fellowship Church.

5. | have no personal knowledge of any fundraising activities or communlty
programs of Christian Faith Fellowshlp Church.

6. I am not now, nor have | ever been, an employee of adidas AG.
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| daclare under the penalty of perjury that the foregoing is true and correct.

October £ 2-, 2013 /%ﬁ‘/ K

Derrick Rose
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Zion Church Cries Foul In Trademark
Dispute With Adidas

December 22,2011 9:25 PM

MOST POPULAR NEWS
View Comments

Ninth Man Charged In Videotaped
Rapes Of 3 Girls
ZION, Ill. (CBS) — There’s a legal battle Michael McChriston, 20, was ordered held in
underway between church and court — the llieu of $500,000 bail Wednesday for the Oct.
9 attack
basketball court, that is.

Man Charged With Causing South
And Bulls star Derrick Rose is being drawn into Loop Explosion
the middle of it. Daniel Tatman, 21, caused a small explosion
using an “incendiary device” and marijuana
in the bathroom of his apartment in the 1200
CBS 2's Derrick Blakley reports on the dispute block of South Michigan Avenue about 11
between a small, Lake County congregation and p.m., police said.

an international sportswear giant.

3 Dead, 4 Wounded In Overnight
Shootings

The youngest person wounded was a boy
thought tobe 5 or 6, who was shot in the
shoulder about 5:40 p.m. near 56th and
Mozart streets.

Victims Of Arlington Heights Fire
Identified

Two elderly women, one bound to a
wheelchair, lived at the home. Neighbors
speculated that the third fire victim may
have been a caretaker.

Reporting Derrick Blakl
eporiing Herriek Farey Cop Charged With Molesting Girl, And

Filed Under Later, Her Daughter

A veteran Chicago Police officer has been
charged with molesting a minor girl years
ago, and similarly attacking the victim’s 3-
year-old daughter late last month.

Bulls, Local, New s, Sports,
Syndicated Local

Related Tags

Add A Zero, Adidas,
Adizero, Bulls, Christian Legal Marijuana Could Bring Some

Faith Fellow ship Church, L
church, Pastor E. James Rose plays for the Bulls but plays in Adidas shoes. His Rose Two line Unwelcome Changes In lllinois )
In just a couple of months, pot will be legal in

Logan, Shoes, Zion

of shoes are promoted under the Adidas “Adi-Zero” trademark. Nllinois. The sale of medical marijuana
Bulls Central promises big changes to our communities. But
Shop for Bulls Gear That’s where Pastor E. James Logan of Christian Faith Fellowship as Dorothy Tucker reports, you might not like

Buy Bulls Tickets some of them.

Church comes in.

NBA Scoreboard
NBA Standings

Tearn STATS His logo — the words “add-a-zero” inside a Christian cross — was Follow CBS Chicago
Eﬁm Schedule intended to boost fundraising. It's featured on caps, T-shirts and

eam Roster
Team Injuries sweatshirts.

Don’t Miss This
Even though the church used the slogan first, but Adidas wants them

to give it up. Like us on foursquare
“The church went and they registered the trademark in the patent and
trademark office exactly as they should,” church attorney Richard H
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Zion Church Cries Foul In Trademark Dispute With Adidas « CBS Chicago

Young says. “Adidas started using the mark after that. Then, about
two years ago, Adidas decided they wanted to register it. And so they
went to the patent office and the patent office said no.”

The corporation is asking the patent office to cancel the church’s
trademark altoghether, arguing it doesn’t use it enough.

Not so, says the pastor. And he’s fighting back, making a direct
written appeal to Rose.

“I kind of hoped he’d intervene, intercede so to speak, and be a voice
of reason with Adidas and say, ‘Let’s just kind of resolve this with the

m

church,” Logan says.

So far, there’s been no response from Adidas or Rose, even in the
wake of his new, $95 million dollar contract.

Adidas has offered to pay the church to drop the logo, but it's only
offered $5,000. So, unless Adidas adds a zero or two of its own, the
pastor says, he has no intention of abandoning a logo that was
inspired by God.
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Church wants NBA's Rose to step
into trademark fight with Adidas

s news
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In 2006, Christian Faith Fellowship Churchin Zion, lll., trademarked Add A Zero to use in
raising money for its causes. The church cried foul three years later, when Adidas tried to
trademark adiZero.

Now the dispute is going to trial, and the church is seeking some star power to help make
its case.

Richard Young, a lawyer with Quarles Brady who’s representing the church, said it
has asked Bulls All-Star guard Derrick Rose to serve as a witness because he earns
millions promoting Adidas products with the trademark adiZero.

"He's profiting handsomely, Adidas is profiting handsomely, and this is the church's
trademark," Young told MSN.

Young said Rose has not responded to the church's request, though officials wrote him a
letter about a year and a half ago.

Related: NBA Finals 2013

"l want to know why it is that Derrick Rose is willing to trample on the church's rights and
take their trademark," Young said.

In 2011, The Chicago Tribune reported the dispute began in 2009 when Adidas tried to
trademark adiZero. The newspaper said the U.S. Patent and Trademark office denied the
request because the church had already claimed the term.

Young said the church has used Add A Zero to raise money for food pantries, soup kitchens
and an addition to the church.
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"We think it's exceedingly unbecoming for a company like Adidas ... to try to take a
trademark that was developed for good purposes and good reasons," Young said.

According to the Tribune, Adidas asked the government to revoke the church’s trademark,
and then offered the church $5,000 to give up ownership of the slogan.

The trial is scheduled to begin next month. Rose may have to give a deposition to the
church, which would submit his statements to the patent office to underscore its case.

Adidas and Rose did not immediately respond to requests for comment.
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Church Wants to Settle Trademark Dispute With
Adidas But Company Refuses to Add More Zeros
to $5,000 Offer

By Leonardo Blair
June 11, 2013 | 7:03 pm

Correction Appended

A trademark dispute between multibillion dollar
sporting goods company Adidas and a small lllinois
church that rejected the company's offer of $5,000

to give up their Add-A-Zero logo is heading to trial.

(Photo: facebook/adidas)

adizero f50 Messi The Christian Faith Fellowship Church proudly

declares on the main page of its website that: "Add-
A-Zero" was a Prophetic word spoken to our congregation in the early 2000s. In an effort to raise
money for the building fund, food pantry, and Firm Foundation Childcare Center, C.F.F.C Zion
had the Slogan and Logo trademarked."

A Forbes report notes that the Add-A-Zero trademark was also a symbol to encourage
congregants of the church to increase their weekly donations to the church by adding a zero to
their preferred amount.

Three years later on September 9, 2009, Adidas applied to trademark adiZero to use in the sale
of sports clothing, but their application was rejected because of the potential confusion it could
create with the church's brand.

About a year ago, according to Richard Young, a lawyer with Quarles & Brady in Chicago who's
representing the church, Adidas asked the U.S. Patent and Trademark office, which is

overseeing the case, to cancel the church's trademark registration for Add-A-Zero.

That request was denied approximately two weeks ago, "so now we're getting ready to go to
trial," said Young in an interview with The Christian Post on Tuesday.
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Church Wants to Settle Trademark Dispute With Adidas But Company Refuses to Add More Zeros to $5,000 Offer
"We have tried to resolve it. Adidas thinks while they are making billions of dollars selling shoes
and apparel worldwide, and while they are paying Derrick Rose a quarter of a billion dollars over
10 years to endorse their products that they ought to be able to take the church's trademark and
pay the church $5,000 in return," lamented Young.

"Does that sound fair to you? Does that sound like the Christian approach?" he quipped.

"Well, the church wants to hold on to its trademark, it adopted its mark for fundraising activities
to help with the mission of the church. So that's what the mark is all about," he added.

He explained, however, that the church was willing to consider worthwhile offers that can help the
church achieve its mission.

"The church is certainly willing to [consider better offers]," said Young. "If it didn't have the
fundraising ... if Adidas would help with that effort in a more significant way than $5,000, | think
that the church would certainly look favorably on such a proposal but Adidas hasn't done
anything more than to file their cancellation action and offer to pay $5,000," he said.

Sports attorney Jason Belzer points out in the Forbes report that preliminary hearings of the
dispute revealed that the church's Add-A-Zero logo has been the subject of two sales over four
years. "Question remains if these sales are sufficient to protect the ADD A Zero mark against
abandonment," notes Belzer.

Craig Mason, a pastor at the Christian Faith Fellowship Church, assured The Christian Post in
an interview on Tuesday, however, that the trademark was never abandoned in any way and
they continue to market products with the logo. He declined to discuss how much product the
church was moving and said "it doesn't matter."

The Christian Post reached out to Adidas for comment but no response was forthcoming from
the company at the time of publication.

Correction: Wednesday, June 12, 2013:

Richard Young, the attorney representing Christian Faith Fellowship Church in the trademark
dispute with Adidas, informed CP on Wednesday that he misspoke, and that he meant to say
that Derrick Rose was paid a quarter billion dollars over 10 years, rather than a quarter million
dollar over a year.
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David Vs. Goliath: Small Church Takes On Adidas in
Trademark Case

By Dunstan Prial
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Like the Biblical tale of David and Goliath, a small Chicago-area church is taking on sporting goods behemoth Adidas over the

use of a trademarked marketing phrase “Add a Zero.”

“We’'re ready to go to trial,” said Richard Young, an attorney representing the Christian Faith Fellowship Church, located about 40

miles north of Chicago in Zion, lll. “The question is is Adidas ready to go to trial.”

The church trademarked the phrase “Add a Zero” several years ago and uses it to sell items from a small store it operates. The

proceeds go towards a local food pantry.

The church also uses the phrase in its own fund raising, urging parishioners to “add a zero” to whatever amount they can afford

to donate.

Recently Adidas (ADDYY), the world’s second largest sporting goods retailer, started using a similar term -- ‘adizero’ -- to market

a specific line of clothes and sports equipment, and now they want the trademark for themselves.
Young said the church is willing to settle but that Adidas has been reluctant to come to the table.
“We think Adidas should join with the church in supporting the church’s good activities in Zion, lIl.,” he said.

The case is set for trial in July because the US Patent and Trademark Office last month turned down Adidas’ request to have the

church’s trademark rescinded and transferred to Adidas’ marketing term.
Young said Adidas once offered the church $5,000 to settle the matter, but the church rejected the deal.

The attorney said the Christian Faith Fellowship Church originally set out to raise $1 million through its fund raising efforts using

the “Add a Zero” phrase.

Asked if the $1 million figure might be a more palatable settlement offer from Adidas, the lawyer noted, “They're paying Derrick

Rose a quarter of a billion dollars.”

Rose, a star player for the NBA's Chicago Bulls and a local hero having grown up on the city’s South Side, is signed to a 14-year,
$250 million endorsement deal with Adidas. He could be called as a witness at the trial because his line of Adidas sneakers is

marketed under the company'’s ‘adizero’ line.

Rose’s testimony at trial would be significant, according to Young, because it would highlight the David versus Goliath nature of

the case.

“You've got a working-class church up against a company and a celebrity who think they can run roughshod over that small
church,” Young said. “We think it's important to recognize the callousness of what (Adidas) is doing. It's just not right and they

ought to be called out for it.”
Adidas did not respond to a request for comment and a representative for Rose couldn’t immediately be reached.
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Adidas Trademark Lawsuit
Puts Derrick Rose On Defense
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Derrick Rose may be a primary player in the trademark war between his own
David and Goliath. The Chicago native may soon be asked to pick a side
between his primary endorser and sporting-goods giant Adidas or a small
Chicago-area Church. In early July, the Trademark Trial and Appeal Board
will resume hosting the trademark battle over use of the marks ADD A ZERO
and ADIZERO.

The Christian Faith Fellowship Church, located in Zions, Illinois, owns
trademark registrations in ADD A ZERO (standard character mark) and ADD
A ZERO + (design mark), both issued on November 21, 2006. The ADD A
ZERO marks are used in connection with clothing, specifically for shirts and
caps. The church sells the ADD A ZERO apparel from its church store to help
fund a food pantry. The purpose of the mark, illustrative of its name, is to
encourage the Church’s worshippers to increase their weekly contributions by
simply adding a zero to the total donations.

Add |A

Zero

The "ADD-A-ZERO" (left) and "ADIZERO" (right) Trademarks are at the center of the dispute between sports
apparel juggernaut Adidas and a small Illinois Church.

ADIZERO

Adidas sought registration for the standard character mark ADIZERO on
September 9, 2009 for use in connection with similar articles of clothing.
However, their application to register the mark ADIZERO was denied because
of the likelihood of confusion that may result with the Church’s registered
marks. Regardless of their failure to obtain trademark protection, Adidas has
continued to market their ADIZERO line of footwear as the lightweight
alternative in athletic footwear.
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Despite generating profits in the billion-dollar range in 2012, Adidas offered a
mere $5,000 to the Christian Faith Fellowship Church to give up their
proprietary interest in the ADD A ZERO trademarks. The church refused this
offer. Since then, Adidas has failed to add a zero to their initial offer.

Initial hearings revealed that the Church’s ADD A ZERO mark has been the
subject of a total of two sales over the course of four years. Question remains
if these sales are sufficient to protect the ADD A ZERO mark against
abandonment.

In preparation for trial, the Chicago-area
Church is seriously considering deposing
Derrick Rose, the local hero despite his
attachment to Adidas. Despite this conflict
of interest, information sought by the
Christian Faith Fellowship Church’s
deposition of Rose may be unwarranted
and at best trivial. Richard Young, attorney
for the Church, seeks to offer Rose’s
testimony about why he wants “to steal the
trademark of a small church of
parishioners of modest means in Zion, Illinois?”

Chicago native and Bulls Point Guard
Derrick Rose may soon have to pick sides
in a dispute between a home town church
and his largest endorser. (Photo credit:
adifansnet)

However, other than the production of Rose’s ADIZERO basketball sneaker,
what does Rose have to do with this lawsuit? Why doesn’t Young subpoena
Atlanta Hawks superstar Josh Smith who has his own ADIZERO sneaker? Is
this nothing more than a public relations stunt to catch the media’s attention?
Seems that way.

Rose may be the centerpiece to an impeding conflict of interest. A decision
may have to be made to side with his hometown and the streets that raised
him in South Side Chicago or his primary endorser Adidas who offered him
$250 million over the course of 14 years. To this point, neither Rose’s agent
nor a lawyer for Adidas has commented on the trial.

Rose’s best solution may be to continue his silence. What does Rose gain by
speaking? The simple answer is nothing.

This public relations ploy may be the upstart of introducing new but unrelated
parties in litigation. Parties suing commercial enterprises may summon the
testimony of star powered athletes who endorse the commercial enterprises
products, despite having no connection whatsoever to the lawsuit.

This post was co-authored by Justin Vine.

Jason Belzer is Founder of GAME, Inc. and CSA, and a Professor of
Organizational Behavior and Sports Law at Rutgers University. Follow him
on Twitter @JasonBelzer
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Pastor seeks Bull's help in fight with Goliath

Adidas going after church's catchphrase, so pastor asks Derrick Rose for
intervention

December 23, 2011 | By Stacy St. Clair, Chicago Tribune reporter

A Lake County minister is trying to enlist the help of Bulls star Derrick Rose in his church's

David-and-Goliath battle with Adidas, the company that manufactures Rose's popular line of
basketball shoes.

The legal dispute started last year after the U.S. Patent and Trademark Office denied the German
sporting-goods company's trademark request for its adiZero footwear and apparel line — the
subbrand that includes the highly publicized Rose 2 series of shoes — because the Christian Faith
Fellowship Church in Zion already had claimed the term four years earlier.

Adidas now has asked the federal government to revoke the church's claim to the trademark, a
move that Pastor E. James Logan says has put a financial strain on the church that is already in
difficult economic times.

Christian Faith Fellowship Church trademarked the phrase "Add A Zero" in 2006 as part of a
campaign to boost donations. If congregation members gave $100 annually, Logan was
encouraging them to "add a zero" to that amount and make it $1,000. The church uses its
offerings to, among other things, run a food pantry and day-care center.

The congregation sells "Add A Zero" T-shirts and hats in its gift shop, but it does not move a large
volume, said attorney Richard W. Young, who is representing the church in the trademark
dispute. In some years, they may sell only two or three items with the slogan, he said.

Though the apparel line and the church catchphrase are spelled differently, the Patent and
Trademark Office ruled against Adidas' petition in part because they sound alike and both
involve clothing.

"It is likely that the purchasers would believe, mistakenly, that the goods/services come from a
common source," the office wrote in denying the company's appeal in March 2010. "Overall, the
similarities among the marks and the goods/services of the parties are so great as to create a
likelihood of confusion. The mark, adiZero, must therefore be refused.”

After losing a second appeal in September 2010, Adidas asked the federal government to rescind
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the church's claim to the slogan on the grounds it didn't use the phrase enough. That request is
pending.

"We obviously weren't looking for a fight," Logan said. "It's disheartening to see them go after us
like this. This is not the American way."

Adidas — whose long history of protecting its trademarks includes a $300 million jury verdict
against Payless Shoesource Inc. for trademark infringement in 2008 — offered the church
$5,000 to relinquish ownership of the slogan, Young said. The church rejected the offer.

The company released a statement Thursday saying it does not comment on legal matters.

"At the same time, we're certainly open to working with church officials to find a way to resolve
these issues," the statement read.

In a letter to Rose dated Dec. 2, Logan urged the Bulls star to ask Adidas to abandon its efforts.

"We are not an affluent congregation, but a working class church in a working class
community; and given the state of the economy we are working hard to keep our doors open,"
Logan wrote to Rose, who signed a 5-year, $94.8-million extension with the Bulls this week.

The adiZero line — a name given to reflect its distinction as Adidas' lightest-weight shoe — has
released three shoes in the Rose series since November. All three pay tribute to his South Side roots
and Chicago upbringing.

He is expected to wear the latest edition — dubbed Windy City — on Christmas when the Bulls
open their season against the Los Angeles Lakers. The shoes bear a map of Chicago's transit
system on the sock liner and light-blue laces representing the Blue Line train to O'Hare
International Airport.

Rose's agent did not respond to a request for comment.

sstelair @tribune.com
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proceeding -- isn't that the question that should be answered
by the board, not by the Court?

THE COURT: No, because, look, not in this case
because there are four specifications involved in their
application, I guess, to the board. Three of them clearly Rose
knows nothing about. He just doesn't.

The fourth one, at least as they point out in their
brief, is arguably a matter over which he has some knowledge,
and that is the distribution of his stuff. And I have other
questions, but the distribution of his branded stuff in certain
channels of commerce. For all we know, he sat down with adidas
staff and/or -- or whoever and guided them because he 1is more
familiar with the channels of commerce, depending on what --
supposedly they are in the area where the church are, right?
It's in the northern area. He may know much more about that
than all the high-ranking adidas people put together.

But you can find that out. You -- by the way, you
should not -- you should not infer anything from my questions
about how this is going to come out.

But -- but that is a matter that one predictably can
say, well, maybe he does know something. Maybe he'll get in
there and say, I have no idea what you're talking about. These
people, all they do is they pay me $250 miliion over 14 years.
That's all I care of. And beyond that, they got my permission

to do anything.
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Do they consult with you? Never. I wouldn't talk to
those people. They're awful. Or I really would Tike to talk
to them. I think I could be -- I could earn my money. They
never call. Basically that's the end of the deposition, and
Mr. Rose goes back to practice.

But -- but as a theoretical matter, I don't -- it's
hard to say if this is the -- if this is the only inquiry --
and there is not, there is others -- but if this is the only
inquiry, that he is a person who has no knowledge. First of
all, most of the cases, including cases I decided, that deal
with the I-don't-know-anything affidavit, they don't work
because everybody can say, I don't know.

So most of the cases and Wright & Miller take the
position that let's find out. You know, I'm a big -- I'm too
important to be deposed doesn't work. And I know that that's
not what Derrick Rose and adidas is saying.

So I -- I just, I find it hard to accept the -- at
least that part of the argument. I don't think Rose is too
important. There is arguably some knowledge he may have. How
peripheral, who knows. And what I may think is peripheral
listening to it, may be in Mr. Young's view since he runs the
case, his colleague's view, a very significant piece of
information. I can't judge that.

MR. NOTARO: That's true, your Honor. And -- but if

all of that is true, shouldn't they have noticed him in their
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initial disclosure? Isn't --

THE COURT: That (inaudible) --

MR. NOTARO: ~-- that the board's call?

THE COURT: That is a matter that I should not be
administering and the board should. And I agree with you. I
have no role to play in that.

MR. NOTARO: That's our point, your Honor. And I
don't know we said anywhere that he's too important to be
deposed in there. We basically said, he lacks the knowledge of
it. But I think again --

THE COURT: I don't accept that.

MR. NOTARO: If he is -- you know, he should have been
noticed in the initial disclosure. It should have been
supplemented. It never was. They let our trial period go
through. So we had no way to prepare it during discovery or in
our testimony period to refute whatever arguments they want to
come up with.

THE COURT: But if I -- if I were to rule in your
favor in that basis, on the timing basis, would I then not -- I
would cease to be sort of an ancillary adjunct of the board. I
simply would usurp the board's activities. You entrusted that
matter to an administrative agency. I have no authority to --
nor -- nor should I or would I. I have no idea what happened.

A11 those -- that's all fully briefed before the

board, yes?
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MR. NOTARO: Yes. And that's our point, your Honor,

that --

THE COURT: That I agree with.

MR. NOTARO: We should await the board's determination
before going forward with any -- any deposition of Mr. Rose if

it's appropriate.

THE COURT: Mr. Young?

MR. NOTARO: Thank you, your Honor.

MR. YOUNG: Thank you, your Honor.

Let me speak to the -- the issue that I think is at
the crux of adidas' argument, and that is this jurisdictional
question. The board is very clear that it has no jurisdiction
over nonparty depositions. The board's own rules say, the
board has no jurisdiction over nonparty depositions or adverse
witness (inaudible) --

THE COURT: Before you get to that, I don't -- I don't
disagree. But I would 1ike you to -- to deal with the other
rules, which really are not particularly dealt with in your
brief. And that is the rules on page 6 of the -- of adidas'
brief. Rule 2.1 -- 2.1 -- 2.121(a) states: No testimony shall
be taken except during the times assigned, unless by
stipulation of the parties, approved by the board, or upon
motion granted by order of the board.

MR. YOUNG: Right.

THE COURT: Under the rule the CFT*-- the CFFC may not
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currently -- that's their -- the next one, 35 USC 24 allows
Courts to issue subpoena if the discovery or testimony being
sought is authorized by -- that -- anyway, I am looking at the
one rule which they cite and --

MR. YOUNG: Right.

THE COURT: ~-- it's cited in various other places as
well.

MR. YOUNG: Right.

THE COURT: What about --

MR. YOUNG: And what happened here, your Honor, 1is, we
noticed the deposition. We issued the subpoena. We served the
subpoena. All --

THE COURT: During the period.

MR. YOUNG: Well, it was just before the period so
they'd have sufficient notice. And -- and it all noticed the
deposition for a date during the period. It was all proper.
It was all pursuant to this proceeding in the Patent and
Trademark Office.

THE COURT: Then what happens is, adidas goes in and
has an argument -- I have no idea about its validity or how it
would be received -- that says, you know, this is really sort
of a (inaudible) but we're sort of being ambushed. It's too
late. If Rose were so significant, why in the world wasn't he
named before and so on and so on.

And they say to the board, you know, we -- we want
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your informed discretionary decision about how to proceed. So
the board says, let's put a halt to everything, and we'll
consider this. That's where the matter lies now.

Now, leaving aside the rules and the question of who
has jurisdiction over what, because I think those are clear
questions, let's just look at this as a matter of -- of
discretion. A district court has enormous discretion, you
would concede, over -- over its own subpoenas.

MR. YOUNG: Absolutely.

THE COURT: It has enormous discretion over -- under
Rule 26 as to how discovery is to proceed, the manner in which
it's to proceed, the timing in which it's to go forward or not.
And I would prefer to look at it that way rather than to say --
because I do think adidas has an argument; and that is, if they
win and Rose is out of the mix, why ought we to subject -- and
I know you say adidas is a multi-billion-dollar goliath, nice
description, and -- and Rose is loaded. But why ought we to,
as an administrative matter cause parties to incur expense and
time, cause the district court to take its time, because there
will be time, if we don't need to?

It's impossible, Justice Frankfurter said, to
anticipate events still in the womb of time. I don't know what
the board 1is going to do. Neither do you.

MR. YOUNG: Right.

THE COURT: 1If you lose, then the case is over.
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Everything is moot. Why make them do it. I know you want to
do it. But why make a nonparty, who is an object of special
solicitude under Rule 45 in terms of burdens, go forward if he
doesn't need to? And I appreciate very much your willingness
to -- to be accommodating. But why do it?

What will happen if I go forward with this is, I can
guarantee you what will happen is, I'11 start getting calls
from adidas. They don't 1ike your tone. They don't like your
tie. They don't Tike your manners, and they don't like the way
you looked at him. They -- you're asking questions that are
improper.

No. That's what I get paid to do. But for every hour
that I spend with you, for every 20 minutes I spend with you,
that's 20 minutes that I can't spend on writing opinions or
deciding cases. And that, Judge Easterbrook said, is an hour
squandered.

MR. YOUNG: Well, your Honor, we don't want to
squander any of your time. And I don't believe we are
squandering any of your time. And we certainly recognize that
Mr. Rose's time is also valuable. And we don't want to
squander his time. I thought your idea setting out the ground
rules is a fine idea. We'd be willing to do that.

I don't anticipate taking more than a couple hours at
most of Mr. Rose's time. I think we laid out the subjects on

which we want to examine him. Those are clearly relevant and
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we'll keep it to that.

I don't anticipate that there would be any need for a
call to you. I think we can --

THE COURT: I agree with you. But that's great. But
that isn't -- that doesn't answer the question.

MR. YOUNG: Really --

THE COURT: Okay. Why -- you have to -- I think the
better question, leaving aside can I do this, because I have
the jurisdiction over the subpoena. But am I -- am I empowered
to do that given the rule that's cited on page 6, 2.12 --
2.121(a), that seems pretty explicit: No testimony shall be
taken except during the times assigned.

Well, right now there is nothing pending because the
board has suspended everything. But I want -- I want to view
this in a different way. I'm not going to decide this on the
basis of this rule. I'm going to decide it -- and I read this
several times -- on the basis of what I perceive is the
discretionary authority that I have under Rule 26(b) (2)(C),
which empowers me to do pretty much anything, rationally. I
can -- I can conclude that the testimony will be needlessly
cumulative or duplicative, which it's not. But there is a more
convenient and Tess burdensome means. And the burden, however
minimal, is outweighed by its likely benefit. Or conversely is
not outweighed by its Tikely benefit.

I don't see the point of going forward until the board
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either grants or denies adidas' motion. I'm not going to grant
your deny this motion. I'm going to take -- and I want to hear
the rest of the argument.

MR. YOUNG: Okay.

THE COURT: My instinct in this is to take this under
consideration. It sits here. You're not disadvantaged.

You're not out. If the board rules against you, it's all moot.
If you win and you are now allowed to take Mr. Rose's
deposition, because that would be the result, correct?

MR. YOUNG: Uh-huh. Right.

THE COURT: My view is, you should be -- you should be
allowed to take Mr. Rose's deposition. And then we'll figure
out what the ground rules are. I don't think Mr. Rose is
exempt by virtue of the fact that he says, I know nothing.

And I'11 give you some cases. One of them is a case
called Johnson against Jung, J-u-n-g, 242 FRD 481 at 483. 1It's
a decision I wrote in 2007. I offer it to you not sort of for
the truth of my belief there, but there is lots of cases,
number of Seventh Circuit cases and others, cited that -- that
almost never, when somebody says, I don't know anything, does
that work.

I do think he has enough knowledge about the one topic
that seems relevant to him, and that is the channels of
distribution.

But let me ask you this: What relevance is there to
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DECLARATION OF JAMES G. GATTO

I, James G. Gatto, hereby declare:

L I am fully familiar with the facts in this declaration based on my own personal
knowledge.
R This declaration is submitted in support of Petitioner's Objection and Motion to

Quash, Preclude and/or Strike Respondent's Pretrial Disclosures, in Part, and Notice of
Testimony Deposition and For a Protective Order.

: & I am the Director of Global Sports Marketing, Basketball of adidas.

4, The basketball product marketing team of adidas is responsible for the sale and
distribution of adidas' basketball shoes.

A The adidas basketball product marketing team is thoroughly and fully familiar
with all aspects of the marketing of adidas basketball products in the United States inclusive of

products marketed under the adidas adizero trademark.



6. Mr. Derrick Rose is a prominent and renown professional basketball player for
the Chicago Bulls. Mr. Rose endorses adidas products.

7. While Mr. Rose endorses adidas product, as other athletes do, Mr, Rose is not an
employee or agent of adidas. He is an independent person and is not a person under control of
adidas. He has no unique knowledge regarding adidas marketing activities.

8. adidas has not consulted with Mr. Rose with respect to the manner and trade
channels in which adidas sells adidas products. adidas does not confer with Mr. Rose regarding
matketing channels, or provide to or receive from Mr. Rose information regarding adidas
product marketing channels or product sales in Chicago or nea;'by areas.

9. The trade channels for adidas footwear, including adidas adizero footwear or
footwear endorsed by Derrick Rose, are not targeted specifically to Chicago. Rather, these
products are distributed and sold throughout the United States, in various markets.

1 declare under the penalty of perjury that the foregoing is true and correct.

Executed on November 29, 2013 /[)vamo A Aoﬁ“
{ajﬁes G. Gatio




CERTIFICATE OF SERVICE

1 hereby certify that a copy of' the foregoing DECLARATION OF JAMES C. GATTO
was served on November &\, 2013 by causing a copy thereof to be sent via first class mail,
postage prepaid:

Richard W. Young, Esq.
John Conour, Esq.
Quatles & Brady LLP
300 North Lasalle Street, Suite 4000
Chicago, 11 60654
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Kiistin Tetro
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