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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,173,207 and 3,173,208
For the mark ADD A ZERO and ADD A ZERO & Design

X

adidas AG, :
© Cancellation No. 92053314

Petitioner, :

V. ;

Christian Faith Fellowship Church, :

Respondent. :

X

PETITIONER'S MOTION FOR SUMMARY JUDGMENT

Petitioner adidas AG moves for summary judgment, pursuantto Fed. R. Civ. P. 56,
cancelling Respondent’s U.S. Trademark Registrations No. 3,173,207 for "ADD A ZERO"
and No. 3,173,208 for "ADD A ZERO” & Design (collectively “the Registrations,” the
trademarks collectively “the ADD A ZERO Marks"). This motion is made on the following
grounds:

. Abandonment due to non-use for more than three years
. The Registrations are void ab initio as the ADD A ZERO

Marks were not used in commerce

I. PROCEDURAL HISTORY

This cancellation proceeding was filed against Registration Nos. 3173207 and
3173208, cited by the Trademark Examining Attorney as a Section 2(d) bar to registration
of the application for Petitioner’s mark, ADIZERO, Ser. No. 77/822,018, for “footwear,

shirts, singlets, jackets, shorts, tights, bottoms.” (Zaccaria Decl. 14, ExhibitA.) Petitioner



instituted an ex parte appeal of the refusal on September 29, 2010. The appeal is
suspended pending the disposition of this cancellation proceeding.

The present cancellation proceeding was initiated on November 23, 2010.

On November 7, 2011, Petitioner filed an Amended Petition for Cancellation, now
the operative petition, alleging abandonment, non-use in commerce, ornamentality, and
alternatively, for partial cancellation. Respondent answered the Amended Petition on
December 15, 2011.

Petitioner conducted depositions of Respondent’s Ruie 30(b)(6) witnesses, Craig
Mason and Edward Logan, on February 29 and March 1, 2012, respectively.

Craig Mason is Respondent's treasurer, secretary and executive pastor. (Mason
Dep. 11, 17.)" Edward Logan is Respondent's senior pastor. (Logan Dep. at 8.) Mason
and Logan were designated as Respondent’s corporate representatives to testify on the

following subjects, among others, as listed in Petitioner’s Rule 30(b)(6) notice of deposition:

Mason Designated Subjects Logan Designated Subjects

use of the ADD A ZERO Marks by | applications that matured into the ADD A
Respondent on or in connection with | ZERO registrations
Respondent's goods

first use of the ADD A ZERO Marks in | stores and locations where Respondent's
commerce by Respondent on or in goods have been offered for sale, sold
connection with Respondent's goods and/or distributed by or for Respondent
under ADD A ZERO Marks

' Pages from the transcripts of the depositions of Craig Mason (*“Mason Dep.”)
and Edward Logan (‘Logan Dep.”) are attached to the accompanying Declaration of
John Zaccaria (“Zaccaria Decl.”) as Exhibits B and C, respectively. Petitioner has filed
an unredacted copy of this motion, deposition exhibits and deposition transcript pages
under seal since the thirty (30) day period to designate under Section 8 of the Board's
Standard Protective Order has not yet expired.
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sale and/or distribution of Respondent's
goods under the ADD A ZERO Marks by or
for Respondent

geographical territories (i.e., city, state) in
the United States where Respondent's
goods have been advertised, sold and/or
distributed under the ADD A ZERO Marks

purchase of Respondent's goods bearing
ADD A ZERO Marks by or for Respondent

channels of trade through which
Respondent's goods have been
advertised, sold and/or distributed under
the ADD A ZERO Marks by or for
Respondent

sale of Respondent's goods under the
ADD A ZERO Marks by or through
Respondent's bookstore

claims, allegations and defenses pled by,
or on behalf of, Respondent in the Answer
to the Petition for Cancellation in the
Proceeding

display of Respondent's goods bearing the
ADD A ZERO Marks at Respondent's
bookstore

use of ADD A ZERO Marks in connection
with fundraising by or for Respondent

(Mason Dep. at 10, 11; Logan Dep. at 6; Zaccaria Decl. 18, Exhibit M)

Discovery closed on March 3, 2012.

. STATEMENT OF UNDISPUTED FACTS

REDACTED




REDACTED

REDACTED

On March 23 and 24, 2005, the Registrant filed applications which matured into the
Registrations. The applications were Section 1(a) use-based applications for “clothing,
namely shirts, pants and caps.”

Notably, at the time the applications were filed, the only ADD A ZERO goods which
the Respondent had actually sold were REDACTED

REDACTED Respondent admits that it has never used the ADD A ZERO
Marks on or in connection with pants and never sold pants bearing the marks. (Resp.
Reg. Adm. 2, 5, 8, 11, 14, 17 (Zaccaria Decl. 12, Exhibit G); Mason Dep. at 57.)

Moreover, prior to the commencement of this cancellation proceeding in November
2012, ADD A ZERO goods were never in use in commerce in the ordinary course of trade.

The goods were never sold in commerce. REDACTED

REDACTED



REDACTED

REDACTED

In May 2010, Petitioner’s investigator contacted the Respondent by telephone to

determine whéther and how the ADD A ZERO Marks were being used.



Two of Respondent’s personnel, one who worked in the administration office of
Respondent, told the investigator that the ADD A ZERO Marks were no longer being used
and had not been used in years. (Bridges Decl. Exhibit A.)* Petitioner's investigator
reported:

We spoke with Ora Brown in the administrative office, who
informed us that we had reached Christian Faith Fellowship
Church at the captioned Zion, lllinois address. Brown said that
there are no products or services with the name ADD A ZERO
being marketed by Christian Faith Fellowship Church. She
said that ADD A ZERO was a promotional slogan “from an
event several years ago.” . . .

Brown said that the phrase was only used during a fundraising
effort that occurred “two or three years ago,” and has not been
used since by Christian Faith Fellowship Church. She said
that the church is no longer actively selling any of the ADD A
ZERO merchandise, but she added that the church “may have
a few left” of the sweatshirts and/or T-shirts. . . .

We also requested literature regarding the ADD A ZERO
fundraising campaign and/or catalogs of merchandise bearing
the ADD A ZERO DESIGN, but Brown said that there are no
such literature or catalogs available.

A few days after speaking with Brown, we once again
contacted Christian Faith Fellowship Church using the same
phone number as before. We spoke with Labella (surname
not given) in the administrative office . . . . Labella said that
Christian Faith Fellowship Church is not using the phrase ADD
A ZERO as a promotional slogan or fundraising catchphrase,
and is not selling apparel or other merchandise bearing an
ADD A ZERO DESIGN. She said that she has never heard of
Christian Faith Fellowship Church’s use of ADD A ZERO as
part of a fundraising effort, and she indicated that if the church
used this phrase in the past, “it must have been a few years
ago.”

Id.

2 “Bridges Decl.” refers to the accompanying Declaration of Edgar L. Bridges.
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REDACTED

REDACTED (Mason Dep. at 74).

REDACTED (Mason Dep. at 72).
REDACTED

REDACTED

REDACTED Respondent never sold ADD A ZERO pants at any time.
REDACTED

REDACTED

REDACTED (Zaccaria Decl. 11, Exhibit F.)*
REDACTED

REDACTED

In December 2010, obviously spurred into action by, and following, the

commencement of this proceeding, REDACTED

3To be clear, Petitioner does not concede that Respondent’s records are
accurate and that the sales of ADD A ZERO goods actually took place and reserves the

right to contest their accuracy.
-



REDACTED (Zaccaria Decl.[13, Exhibit H; Mason Dep.

at 141, 156, 157.) In addition, REDACTED
REDACTED (Resp. Int. 3, 7
(Zaccaria Decl.16, Exhibit K).) REDACTED
REDACTED

(Resp. Req. for Adm. 19-26 (Zaccaria Decl.§[17, Exhibit L); Mason Dep. at 81.) Mason

testified:
REDACTED
Id.
REDACTED
REDACTED (Mason Dep. 98-101.) REDACTED
REDACTED
REDACTED

(Mason Dep. 98-103; Zaccaria Decl. {15, Exhibit J) (Emphasis added)

. ARGUMENT
Summary judgment is appropriate in a trademark cancellation proceeding where,

as in this case, there are no genuine issues of material fact and the movant is entitled to



judgment as a matter of law. Fed. R. Civ. P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317
(1987).

There is no genuine issues of fact regarding Petitioner’s standing. A petition to
cancel may be brought by any person who believes he is or will be damaged by the
registration of a mark. Trademark Act § 14, 15 U.S.C. § 1064. In order to meet the
standing requirement, a plaintiff need only show that it has a real interest, /.e., personal
stake, in the outcome of the proceeding. See, Ritchie v. Simpson, 170 F.3d 1092, 50
U.S.P.Q.2d 1023 (Fed. Cir. 1999); Jewelers Vigilance Committee Inc. v. Ullenberg Corp.,
2 U.S.P.Q.2d 2021 (Fed. Cir. 1987).

Here, Petitioner's pending application has been refused registration in light of
Respondent’s existing registrations. (Zaccaria Decl. at [ 4-5, Exhibit A.) The rejection
of Petitioner’s trademark application on the basis of the challenged registration is a basis
for Petitioner’s standing.

A. The Reaistrations Should Be Cancelled for Abandonment

A registration may be cancelled at any time if the registered mark has been
abandoned. 15 U.S.C. § 1064(3). A mark is abandoned:

“[w]hen its use has been discontinued with intent not to resume
such use. Intent not to resume may be inferred from
circumstances. Nonuse for three (3) consecutive years shall
be prima facie evidence of abandonment. ‘Use’ of a mark
means the bona fide use of such mark made in the ordinary
course of trade, and not made merely to reserve a right in a
mark.”

15 U.S.C. § 1127.
Once a prima facie showing of abandonment has been made, the burden shifts to

the party opposing the abandonment to prove either use or actual intent to resume use.
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Cerveceria Centroamericana S.A. v. Cerveceria India, Inc., 892 F.2d 1021, 1025 (Fed. Cir.

1989).
It is undisputed that in the period of four years and one month from October 23,

2006 to November 23, 2010, when this proceeding was commenced, REDACTED

REDACTED
When contacted by Petitioner's investigator in May 2010, Respondent’'s employees
admitted the ADD A ZERO Marks were no longer in use and had not been used in years.
(Bridges Decl. {19]5-6.)
REDACTED
REDACTED (Zaccaria Decl. ]9, Exhibit E.) Respondent’s sales journal shows that in the
three years prior to the commencement of this proceeding on November 23, 2010,
REDACTED (Zaccaria Decl.§11, Exhibit F at
10.) Consistent with Respondent’s business records, Respondent’s personnel told
Petitioner’s investigator in May 2010 that the ADD A ZERO Mark was only used for a
fundraiser years previously and the ADD A ZERO goods were no longer for sale. (Bridges
Decl.qI5, Exhibit A.)
The record establishes abandonment of the ADD A ZERO Marks: first, by proof of
actual discontinuation and intent not to resume use of the ADD A ZERO Marks admitted
by Respondent's personnel; second, by the statutory presumption of prima facie

abandonment due to over three consecutive years of non-use.
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REDACTED does

Respondent’s sale of one (1) shirt from its old inventory
not constitute bona fide use in commerce in the ordinary course of trade. Oshman’s
Sporting Goods, Inc. v. Highland Import Corp., 16 U.S.P.Q.2d 1395 (T.T.A.B. 1990). ltis
well-settled that “[a]n effort to dispose of the remaining stock of an abandoned line of
merchandise does not constitute a ‘bona fide use...in the ordinary course of trade’ that
suffices to defeat a finding of abandonment.” Del-Rain Corp. v. Pelonis USA, Ltd., 29 Fed.
Appx. 35, 38 (2d Cir. 2002) (citing 15 U.S.C. §1127); Yamaha Corp. Of America v.
Wrightwood, 2002 TTAB Lexis 721 at *19 (T.T.A.B. 2002) (non-precedential) (holding that
non-use of abandoned mark for pianos began in 1992 even though twelve leftover pianos
were sold between 1992 and 1996); Uncas Mfg. Co. v. Clark & Coombs Co., 309 F.2d 818,
820, (1st Cir. 1962) (upholding finding of abandonment where salesmen attempted to sell
product because “[s]uch attempts to sell may well have been directed to disposal of the
remaining stock of an abandoned line of merchandise instead of an intention to continue
the line.”)®

Further, the sale of REDACTEDyer a three (3) year period is inconsequential and
does not qualify as continued use or intent to resume use of a mark. Oshman’s Sporting
Goods, Inc.,16 U.S.P.Q.2d at 1397 (finding abandonment where use of trademarked item
was "minimal" and "inconsequential"). “[M]inimal use of a mark which is not part of ‘an
ongoing program to exploit the mark’ is insufficient to vest a party with trademark rights.”

Anvil Brand, Inc. v. Consolidated Foods Corp., 464 F. Supp. 474, 481 (S.D.N.Y. 1978)

* The revenue from sale of ADD A ZERO goods over a three (3) year period
(January 8, 2007-November 23, 2010) REDACTED
RED (Zaccaria Decl. 11, Exhibit F at 10.)

® Copies of non-precedential decisions of the Trademark Trial and Appeal Board

are appended hereto.
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(finding abandonment where 80,000 to 120,000 dozen shirts bearing the mark sold prior
to 1970, compared with less than 100,000 shirts in the next five years)); see also, Pet Inc.
v. Bassetti, 219 U.S.P.Q. 911 (T.T.A.B. 1983) (rights not established or maintained by
sporadic, nominal shipments interspersed with long periods of inactivity); Lever Brothers
Co. v. Shacklee Corporation, 214 U.S.P.Q. 654 (T.T.A.B. 1982) (sales of four (4) units of
shampoo over four years are sporadic non-commercial token sales); La Societe Anonyme
Des Parfums Le Galion v. Jean Patou, Inc., 495 F.2d 1265, 1272 (2d Cir. 1974) (“[W]here
no present intent has been found to market the trademarked product, minimal sales have
been held insufficient to establish trademark rights.”)

The Oshman’s Sporting Goods case is directly on point. In Oshman, the petitioner
used its SUPERSPORT mark on shoes that itimported and sold in the U.S. from 1977 until
1983. After 1983, the petitioner stopped importing any additional shoes, did not advertise
those shoes, and sent its leftover inventory to factory outlet stores. /d. at *7. The
SUPERSPORT shoes remained available in some outlet stores for several years after
1983, however, because it was petitioner’s practice to keep shoes on display until they
were sold out. /d. at *6. The respondent asserted that the mark had been abandoned in
1983. The Board held that SUPERSPORT had been abandoned, explaining that “any
sales by petitioner after 1983 were de minimis in nature.” Oshman further held that “The
cessation of importation of SUPERSPORT shoes and the selling off of remaining inventory
without any intent to resume use is deemed abandonment of the mark.” /d.

Spurred into action by the commencement of this proceeding, the Respondent
resumed use of the marks on caps and shirts in December 2010. See Pet Inc. v. Bassett,

219 U.S.P.Q. 911 (T.T.A.B. 1983) (“The coincidence of these sales having been

12



undertaken less than two weeks prior to Bassetti's deposition is too much to swallow,
raising an inference that the sales were made for the express purpose of buttressing
Bassetti's position in the present proceeding.”) However, it is well-settled that
“la]lpandonment of a registered mark cannot be reversed by subsequent re-adoption of the
mark.” Parfums Nautee, Ltd. v. American Intl. Indus., 22 U.S.P.Q.2d 1306, 1310 (T.T.A.B.
1992). Later uses after abandonment “represent a new and separate use, and cannot
serve to cure the prior abandonment.” Id. at *14; see also Hornby v. TJX Companies, 87
U.S.P.Q.2d 1411, 1422 (T.T.A.B. 2008) (“subsequent use of the mark . . . would not
retroactively cure her past abandonment”); Stromgren Supports, Inc. v. Bike Athletic Co.,
43 U.S.P.Q.2d 1100, 1112 (T.T.A.B. 1997) (resumption of use after abandonment “would
represent a new a separate use which cannot serve to cure the abandonment”).

B. The Registrations Are Void Ab Initio Because The Marks Were Not Used in
Commerce As Of The Filing Date Of The Applications

In addition to abandoning the marks, there is no genuine issue of material fact that
Respondent did not use the ADD A ZERO Marks in commerce within the meaning of the
Trademark Act prior to the filing date of the applications for the Registrations.

Section 45 of the Trademark Act, 15 U.S.C. § 1127, in pertinent part, defines “use
in commerce” as follows:

Use in commerce. The term “use in commerce” means the
bona fide use of a mark in the ordinary course of trade, and
not made merely to reserve a right in the mark.

An application is void ab initio if the applied-for mark was not in use in commerce
at the time of the filing of the application. See Section 1(a) of the Trademark Act, 15

U.S.C. § 1051(a); and Intermed Communications, Inc. v. Chaney, 197 U.S.P.Q. 501

(T.T.A.B. 1977) (application void where the INTERMED mark had never been used in the
13



United States on or prior to the filing date in association with the services described in the
application).

Although the applications for the Registrations of the ADD A ZERO Marks were filed
under Section 1(a) on the basis of actual use, there was no “use in commerce” of the ADD
A ZERO Marks until 2011, many years after the applications were filed and the
Registrations granted, and only after this cancellation proceeding was initiated.

To the extent Respondent used the ADD A ZERO Marks on goods prior to filing its
applications on March 23 and 24, 2005, that use was solely intrastate use, within the
borders of lllinois. The goods were purchased from an lllinois supplier. The goods sold
exclusively at Respondent’s church bookstore in lllinois.

“A purely intrastate use of a mark does not provide a basis for federal registration.”
T.M.E.P. § 901.03. Federal ‘rights in and to a mark cannot be recognized for registration
purposes under the federally enacted Lanham Act unless and until there has been
movement of the trademarked product in more than one state, in commerce with foreign
countries or within the territories of the United States. That is, the mark must, at the time
of filing of the application for registration, be in use in commerce.” In re The Bagel Factory,
Inc.. 183 U.S.P.Q. 553, 554 (T.T.A.B. 1974) (sales entirely within Michigan cannot support
federal registration even when customer took product to Ohio after sale).

“The term ‘use in commerce’ means the bona fide use of a mark in the ordinary
course of trade”. 15 U.S.C. § 1127 (Emphasis added).

The only event upon which Respondent relies as use in commerce of the ADD A

ZERO Marks, prior to the filing dates of Respondent Applications, REDACTED
REDACTED
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REDACTED

REDACTED (Logan Dep. at 25.)
REDACTED
REDACTED (Logan Dep. at 19, 20.) Mason testified:
REDACTED
REDACTED
REDACTED
REDACTED The out-of-state friend was not a customer or

potential customer of the Respondent, nor was the gift a commercial or even a charity
fund-raising transaction.

In the ordinary course of trade, hats and shirts are sold to customers who pay for
them. A gift to a friend is not an “ordinary commercial transaction” that gives rise to federal

trademark rights. Sharkskins Surf Gearv. San Jose Sharks, 1996 TTAB Lexis 45, *12-13
15



(T.T.A.B. 1996). In Sharkskins Surf Gear, the registrant had privately sold or gifted a
dozen shirts bearing the registered mark solely to family members and friends prior to filing
a Section 1(a) application. /d. at *8. Although the friends were located in other states, this
use did not support the application because the transfers of possession “were plainly not
ordinary commercial transactions.” /d. at *10.

Likewise, Logan’s gift of ADD A ZERO goods across state lines on one occasion
was not a commercial transaction of Respondent and does not support the registration.
Respondent did not benefit from the gift of Logan to his friend. The gift did not encourage
anyone to increase their donation and did not even support the fundraising activities for
which Respondent says that it adopted the marks!

Mason, who CFFC designated as its corporate representative to testify on, inter alia,
first use of ADD A ZERO marks in commerce on or in connection with Respondent’s

goods, and sales and distribution of ADD A ZERO goods, testified that ~REDACTED
REDACTED

(Mason Dep. at 149.)

Further, Logan, who CFFC designated as its corporate representative to testify on,
inter alia, the ADD A ZERO applications, stores and locations where ADD A ZERO goods
have been offered for sale and/or distributed, and geographical locations where ADD A

ZERO goods have been advertised, sold and distributed, REDACTED
REDACTED

REDACTED
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REDACTED

(Logan Dep. at 37-38.) (Emphasis added).
REDACTED
REDACTED (| ggan Dep. at 30.)

Logan and Mason’s testimony substantiate that Respondent did not make any
shipment of the ADD A ZERO goods interstate, as an ordinary commercial transaction,
prior to filing the ADD A ZERO trademark applications. Respondent is bound by their
testimony elicited as its corporate representatives in this proceeding. See Rainey v. Am.

Forest & Paper Ass'n, Inc., 26 F. Supp. 2d 82, 94 (D.D.C. 1998).
17



“First, the Rule [30(b)(6)] states plainly that persons
designated as corporate representatives shall testify as to
matters known or reasonably available to the organization.
This makes clear that a designee is not simply testifying about
matters within his or her own personal knowledge, but rather
is speaking for the corporation. By commissioning the
designee as the voice of the corporation, the Rule obligates a
corporate party to prepare its designee to be able to give
binding answers in its behalf.”

/d. (Citations and quotations omitted); see also, Dorocon, Inc. v. Burke, 2005 U.S. Dist.

LEXIS 38839 *59-60 (D.D.C. November 1, 2005).

Moreover, although the registrations recite “pants” as a covered type of clothing,
Respondent admits that it has never used the ADD A ZERO Marks on pants, before or
after the applications were filed. (Resp. Req. Adm. 8, 14 (Zaccaria Decl. 17, Exhibit L);
Mason Dep. at 57.)

An application based on Section 1(a) “is void ab initio if the applied-for mark was not
in use in commerce at the time of the filing of the application.” Krause Publications v.
Chester Krause, 2007 TTAB Lexis 656, *15-16 (T.T.A.B. 2007) (nonprecedential)
(registration for museum services void ab initio because “applicant was not providing
museum services” when application was filed), aff'd, 257 Fed. Appx. 317 (Fed. Cir.) (per
curiam); see also Parametric Technology Corp. v. PLMIC, 2010 TTAB Lexis 64 at *30
(T.T.A.B. 2010) (nonprecedential) (registrant was not rendering identified services at the
time of filing, application void); Sharkskins Surf Gear, 1996 TTAB Lexis 45 at *10
(canceling mark used only for non-commercial transactions prior to filing).

In this case, the use was not “in commerce” as required by the Lanham Act, and the

Registrations should be cancelled as being void ab initio.
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CONCLUSION

For the foregoing reasons, Petitioner's motion for summary judgment should be

granted.

Date: April f_ 2012 Respectfully submitted,

i A
Angelo Notaro
anotaro@notaromichalos.com
John Zaccaria
izaccaria@notaromichalos.com
Bradley S. Corsello
bcorsello@notaromichalos.com
NOTARO, MICHALOS & ZACCARIAP.C.
100 Dutch Hill Road
Orangeburg, NY10962
Tel: (845) 359-7700
Fax: (845) 359-7798

Attorneys for Petitioner
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CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing PETITIONER'S MOTION FOR
SUMMARY JUDGMENT was served on April i 2012 by causing a copy thereof to be
sent via first class mail, postage prepaid, to:

Richard W Young, Esq.
Quarles & Brady LLP
300 North Lasalle Street, Suite 4000
Chicago, 11 60654
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