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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CORPORACION HABANOQOS, S.A., and EMPRESA )
CUBANA DEL TABACO, d.b.a. CUBATABACO, )

)
Petitioners, )
)
)

V. CancellatiolNo. 92053245

CIGARKING, LTD.,

Respondent.

)
)
)
)
)

REPLY BRIEF IN SUPPORT OF MOTION TO COMPEL DISCOVERY
AND TO SUSPEND PROCEEDINGS

Corporacion Habanos, S.A. and Empr€sdnana Del Tabaco, d.b.a. Cubatabaco
(“Petitioners”) hereby submit this Reply Brieffuwther support of their Motion to Compel
Discovery and To Suspend Proceedings (“Motion” or “MTC”), dated January 5, 2012
(Respondent Cigar King, Ltd. (“Respondent”)edmot oppose Petitioners’ request that the
Board reset the deadlines for discovery, dsate and trial periods. Response at 3.)

Respondent, without explanation, hasaasonably and improperly delayed and
obstructed the Board’s discoveamyocess; its continued refugalproduce responsive documents
is inexcusablé. Not until forced to do so by the Motion did Respondent finally email some
documents to Petitioners — on February 6, 2€H2same day that Respondent filed its
opposition to the Motion, arelmost three and a half monthfter they were due on October 26,
2011. These documents consist of 127 pages dbptsfrom various unghtified websites (the
printouts exclude any URLs (websiaddresses) or printout daitéoth of which are typically

found on internet printouts as a thea of course), five (5) mees of shipping invoices, and 13

! This obstructionism is especially improper, givenrsel’s representation of special expertise, and that
Respondent “stand [sic] ready, willing , and able tomfiais matter with its current counsel” (Dkt. 8).



images of cigars and cigar packaging. Theseahents are not Bates stamped, or organized or
labeled to correspond to the categories in the Document Requests, or as they are kept in the
ordinary course of business, as requiredrég. R. Civ. P. 34(b)(2)(E)(1) and TBMP § 406.04.

Respondent’s opposition does not contain onelwb explanation for its failure and
refusal to produce documents for almost three and a half months; its refusal to respond to any of
Petitioners’ efforts to resolve the discovery digsibr its refusal even to respond to Petitioners’
proposed Protective Order on December 14, 28ftdr, Respondent claimed it would only
produce documents with a protective ord8eeMTC at 3-5; Declaratio of David B. Goldstein
dated January 5, 2012 (“Decl.”) 11 3-11, and Bx& thereto (the discovery requests and
responses are Exs. A-D). (Nattil February 6, 2012 did Resndent agree to the Protective
Order, without any changes; Respondbintyever, has still not produced purportedly
confidential documents, as addressed belowg dgposition contains nadication that either
Respondent or its counsel hawnducted a proper, complete and thorough search of its records
for responsive documents and things in Respondpagsession, custody control, and in fact
strongly suggests otherwise.

Indeed, it is extremely implausible titae documents Respondent finally emailed on
February 6 comprise all of Respondent’s resp@endocuments and things. First, as noted, 127
of 145 pages are simply (undated and unidentifigi@ynet printouts. There is no claim that
these printouts come from Respondent’s filegact, it appears that Respondent’s counsel
simply searched the web and printed out pulvkt pages contemporaneous with filing its
opposition on February 6 (and with no explanation why counsel was unable to do that in the

almost five months since the DocumengRests were served on September 16, 2011).



Second, of the remaining 18 pages, 13 arelp@hotos (or photocopies) of cigars and
boxes. Thus, only 5 pages of Respondent’sioh@nts were produced (3 pages of shipping
records from 2004-05, and 2 pages of shippauprds from 2010). Third, Respondent admits
that it has additional responsive documents and things in its possession, yet provides no
explanation why these documents were not prelyqueduced, or why they have still not been
produced as of the filing of kW Reply, over five months aftthe Requests were served.

Given Respondent’s and its counsel’s obstomest conduct, Respondent should now be
ordered to produce the requested documentindmanation; and Respondent’s counsel should
be ordered: 1) to certify that he has condd@eomplete and thoroughaseh of hard copy and
electronic documents in Respondemdssession, custody or contrahd that there are no
further responsive documents or things to be predu2) to explain where and when the internet
printouts were obtained, includinghether they were obtained ditly from Cigar King’s files;
and 3) to provide an explanation with resgecny Requests for whidRespondent stated that
responsive documents would be produced in its Responses, and foitvaeitifies that no
responsive documents existee Corporacion Habanos, S.A. v. Finck Cigar, Cancellation
No. 92051542 ( TTAB Oct. 5, 2018).

Respondent does not dispute tididiled to object to my of Petitioners’ Document
Requests or Interrogatories, atmes not dispute that it hasiwed any objections theret&Gee
MTC at 4, 6;No Fear, Inc. v. Rules4 USPQ2d 1551, 1555 (TTAB 200Q@ane Co. v.

Shimano Industrial Cp184 USPQ 691 (TTAB 19757 BMP §§ 405.04(a), 406.04(a), 410.
Thus, to the extent Respondent belatedly raabgections to complying with the discovery

requests in its opposition to the Mm, those objections are waived.

2 As previously stated, Petitioners will seelpteclude Respondent from introducing or otherwise
relying on any responsive documents or informatiorpnotided in response to their discovery requests.
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Request Nos. 1-7, 17-19, 21, 29-33, 35-41: In its Responses to each of these Requests,
Respondent stated, without objection, thatuments responsive to these requesiis be
produced,” thereby admitting that documents respoadiv these Requests exist. Decl. Ex. C
(emphasis added). Respondent’s various argurtieaitg has produced all such documents, that
it does not have to produce the documents, that it will (at some unknown date) produce such
documents, or that, with no explanation, no documerist, are meritless, untimely, implausible
and continue to raise serious issues of Respuisdeompliance with its discovery obligations.
Therefore, Respondent should be ordered to medill responsive documents to these requests,
and Respondent and its counsel $tidne ordered to provide théave-identified cdification.

Respondent claims that docunefthought to be responsive” Request Nos. 1-2, 5-7,
have been produced. Response at 3-4. Hawrwae of the internet printouts, shipping
records, or cigar and box images could argubblgonstrued as responsive to these Requests,
and Respondent has not identified any such docuriients.

As toRequest Nos. 29-32, Respondent claimed that “documents and thivise
produced,” Response at 4{phasis added), but game explanatiorwhy these materials have
not been produced, or when they will be producas.of this filing, more than five months after

they were requested, Respondent has stilpraduced any responsive materials.

% The three pages of records of factory shipmenResponderith 2004-05 are non-responsive to
Request No. 7, which seeks documents suffidceshow use in commerce of the marks when
Respondent filed its application, because “shipmeragplicant’'s manufacturer to the applicant was not
use of the marbky applicantin commerce.”Avakoff v. S. Pacific Co765 F.2d 1097, 1098 (Fed. Cir.
1985) (original emphasis3ge S Indus. v. Stone Age Equipmgdt-. Supp. 2d 796, 808 (N.D. Ill. 1998).
Thus, Respondent should be ordete produce documents showinghtsa fideuse in commerce when

it filed its applications. If Respondent produces nthsibcuments, Petitioners may seek leave to amend
to allege that registration of the HAVANA SOUL and HABANA LEON marks virair alia, void ab
initio, and/or obtained by fraud. The tiny numbecigfrs shipped, according to the records produced,
also indicate mere token use of the marks, which is insufficient to support a registtstere.g.,
Paramount Pictures Corp. v. Whitgl USPQ2d 1768, 1773-75 (TTAB 1994if'd, White v. Paramount
Pictures Corp. 108 F.3d 1392 (Fed. Cir. 1997) (unpublished).
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As toRequest Nos. 36-40, Respondent does not deny it has responsive documents, but
apparently refuses to produce them, statinly that its expert may provide responsive
documents. As tRequest No. 41, Respondent likewise does mi&ny that it has documents, but
states that it does not understaimel request, and that “to the extémt the Request is deemed to
be clear and valid” responsive documents “hasen produced” [none are identified], “will be
produced” [no date is stated], or “will beggluced by [Respondent’s] expert.” Respondent not
only failed to object to Requelib. 41, thereby waiving any objeatis, but had many months to
seek clarification, and failed tto so. And whether or not arpert may provide documents is
irrelevant toRespondent’sbligation to produce all responsidocuments to Request Nos. 36-41
in its possession, custody, or control.

As toRequest No. 18, Respondent does not claim it has no responsive documents, but
rather that “document production is unnecessbegause, in Respondent’s view, the Request for
documents concerning channels of trade is irrglevahe objection, however, is waived. In any
event, “channels of trade” evidendéecluding how the cigars are sokld, retail, catalog,
internet, wholesale), and whether Respondent sgl cigars under the marks, plainly falls
within the broad definition of relevance. $p@ndent’s position thain adverse party must
accept the unsworn claims of itsaahey, raised for the first time in an opposition to a motion to
compel, is meritless and, if true, would elimm#be need for document discovery altogether.

As toRequest No. 3, which seeks documents concemihe meaning of “Habana” or

LE AN T

“Havana,” “including as those terms relatectgars,” Respondent does not claim it has no
responsive documents, but that it has no obligation to produce them because it “stipulates that
Habana or Havana refers to\éama, Cuba.” Response atRirst, any objection has been

waived. Second, Respondent, in the five mosthse the Requests were served, has never



proffered such a stipulation, and Petitioners haseaccepted it. Third, the “stipulation” is non-
responsive to the Request, because it seefgdRdent’s documents concerning the connection
of “Hav/bana” with cigars, which is nowhepart of Respondent’s imagined stipulation.

As toRequest No. 33, Respondent now claims that it does not have samples of “Cuban
seed tobacco” other than the toba that is in its cigars, yétcontinues to refuse to produce
samples of its cigars. Moreover, Responderktasano claim that it lacksufficient “control”
over its suppliers to obtain from them the allkg€uban seed tobaccoPetitioners note that
Respondent overcame the PTO'’s refusal to regiee marks solely by representing that its
cigars are “made from Cuban seed tobacco.relguif Respondent made such a claim to the
PTO to obtain its registrations,ist not too much to ask that it produce such samples in support
of its representation. If, contsato its representations toghfPTO, Respondent has no “Cuban
seed tobacco,” it shoultke required to so certify.

As toRequest No. 17, Respondent now states thatds no documents, despite having
previously stated, in its Rpsnses, that it had such docurtseut provides no explanation
whatsoever for the contradiction.

Respondent appears to have produced some documents respoRsiyecs Nos. 4, 19,

21, 35, but its production is almost certainly imaplete. For example, as to Request No. 21,
although Respondent stated inRssponses to Interrogatories 13 that its cigars have been

manufactured in Miami and Nicaragua, it feedy produced shipping invoices from cigar

* It remains Petitioners’ position that “HAV/BANA " cigar marks are unregistrable under § 2(e)(3)
for cigars made outside of Cuba from tobacco growtside of Cuba, whether the cigars are made from
claimed “Cuban seed tobacco” or n&eeCorporacion Habanos, S.A. v. Anncas, @88 USPQ2d 1785
(TTAB 2008) (refusing registration of HAVANA CLUB for “cigars made from Cuban seed tobacco”
grown outside Cuba)n re G & R Brands, LLCSerial No. 77417467, at 14 (TTAB June 14, 2010) (same
for HAVANA TIME for cigars and other tobacco prodsj If the Board were to so hold here, then
Petitioners’ “Cuban seed” related discovery requestsld be moot. Respondent, however, has not



manufacturers in Miami and Bia Springs, Florida, but no docemts identifying Nicaragua as

a place of manufacture of Respondent’s cigars. As to Request No. 19, although printouts from
Respondent’s website were produced, no othee&rd promotional documents were produced,
such as documents related to creation ofsblksite, prior iterationglrafts, or any other

promotional materials for the marks. As togdest No. 35, as noted, it appears that Respondent
or its counsel simply searched the webtf@ase documents; there is no indication that
Respondent’s files were searcHedresponsive documents.

Request No. 13: Respondent makes no representattian it has produced all responsive
documents in its possession, custody or contmoterning “Cuban seed tobacco,” and in fact it
appears to have produced none. Instead, it mst&tys that “most” references to “Cuban seed
tobacco” are found on web articles about its cigars or its acthmanufacturer, “Don Pepin,”
and produced some web articles (Petitioners tiwt the only two shping invoices produced
after 2005, both in 2010, do not show Don Pepithashipper; and no Cigar King documents
show Don Pepin as the maaafurer). Respondent shoulddrélered to produce all of
Respondent’socuments concerning “Cuban seed tobacaotd certify that it has none.

Request No. 20: Respondent previously stated titdtad no responsive documents
concerning the Habana Leones baseball tea@uba, but has now produced such documents
from Cigar King’s own websitehighlighting the serious concer with Respondent’s discovery
due diligence. Moreover, Respontldoes not claim that it hasqauced, or even searched for,
all responsive documents, includitige expected internal documeatsociated with creating the
website, prior iterations, or other promotiori®espondent’s claim that it had no obligation to

search for or to produce responsive documents be€aig®nersfound a responsive document

conceded this issue, and the sole basis for overcameniggfusal to register was the addition of the words
“made with Cuban seed tobacco” after the word “cigars.”
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on a website shows a serious misunderstanadf Respondent’s discovery obligations.
Respondent should be ordered to produce albrespe documents, or to certify, after diligent
search, that there are no others.

Request No. 26: Respondent previously stateétht would produce documents
responsive to this Request under a protectiveroi@espondent then proceeded to ignore for
almost two months, until February 6, the Rotive Order, executed by Petitioners’ counsel, and
sent to Respondent on December 14. Respondsiuffesied no explanation for its refusal to
agree to the Protective Order, unchanged fidmoember 14, until February 6 (filed on February
8, effective that date, and approved by the Baar February 13). Degp the fact that the
Protective Order is now in place, Respondentstiisiot produced any documents responsive to
this Request. Respondent further stated that responsive documents “will only be produced upon
an order by this Board,” Respa@nat 5, although it ianclear whether Rpsndent was referring
to the Protective Order or to an order speaify directing Respondetd produce documents
responsive to this Request No. Z8espondent should be so ordered.

Request Nos. 14-16, 22-24, 34: Rather than respond to Rieners’ efforts to resolve the
ambiguity in Respondent’s responses as tethdr it has no responsive documents, Respondent
continues the ambiguity, neither denying that it has responsive documents, nor producing such
documents. Respondent’s reference to gsiment concerning Request No. 13 offers no
explanation for its failure to produce documentpoesive to these requesisto clarify that it
has none. Moreover, Respondent has nmdyored any documents since 2005 supporting its
Interrogatory response concargiits manufacturers and ldiman, and no documents at all

concerning its Nicaragua manufakhg claim. Respondent’saiim that Petitioners were



obligated to subpoena third parties, while Resleon refused to produce documents or even to
address the discovery disputissfrivolous. Response at 5.

Interrogatory 8: Respondent overcame the PTO’s refusal to register its marks by
representing to the PTO that its cigars are “maitle Cuban seed tobaccolhterrogatory 8 is a
very simple Interrogatory that asked:

what Registrant meant by the terms “Cubkand” or “Cuban seed tobacco” as used

in its application and registratianith the USPTO, when it amended it

identifications of goods for tHdAVANA SOUL and HAVANA LEON marks on

September 25, 2006 from “Cigars” to “Cigars made with Cuban seed tobacco.”
Rather than answer that Interrégg directly, Respondent referréalits answer to Interrogatory
6, which appeared non-responsivettes Interrogatory simply aséddor the identity of persons
with knowledge. Respondent, however, has nepligtly affirmed that its statement in
Interrogatory 6 is its full and complete respotsénterrogatory 8: “[i]t is common knowledge
in the cigar industry that many of the tobaptants grown in Nicaragua, Honduras, and the
Dominican Republic are grown from seeds thadinate from Cuba.” Response at 1 (quoting
Response to Interrogatory 6).

Petitioners will hold Respondent to thispense and representation, and will object to
any other evidencitom any source that Respondenéatpts to introduce concerning its
understanding of the meaning“@uban seed” or “Cuban seed tobacco” when it amended its
applications. Respondent’s refusal to amgiyinterrogatory response, and its refusal for
months to produce any documents, whileralag that Petitioners should have deposed
Respondent so that it can “flesh out the infaior® is the worst sort of abusive discovery
gamesmanship.

Interrogatories9-13: In response to Interrogatori@sl1, Respondent stated that its

manufacturers represented to Respondexttitth HABANA LEON andHAVANA SOUL cigars



are made from tobacco “grown from Cuban seeds.” However, in its responses to Interrogatories
12-13, Respondent claimed that the manufacturely‘stated Nicaraguan grown tobacco to
Registrant,” and that “[tlhblend is comprised of all Nicagua tobacco.” Decl. Ex. D.
(emphasis added). On their face, these resgsoare plainly contradictory, and Respondent’s
unexplained assertion that théseno contradiction is absurd. Respondent’s argument that
Petitioners should obtain the requested infdionaby third party deposdns or subpoenas is
simply non-responsive, not to ntem extremely wasteful, concernifiespondent'&nowledge
andRespondent’sbligations. At a minimum, the Boasthould order Respondent to provide full
and complete non-contradictory responses torogatories 9-13, after tihough investigation.
CONCLUSION

For the reasons statedaae, and in all the papers and proceedings had herein,
Petitioners’ motion to compeliscovery should be granted.
Dated: New York, New York

February 22, 2012

Respectfullsubmitted,

RABINOWITZ, BOUDIN, STANDARD,
KRINSKY & LIEBERMAN, P.C.

By: /David B. Goldstein/
DAVID B. GOLDSTEIN
DANIEL S. REICH
45 Broadway, Suite 1700
New York, New York 10006-3791
(212) 254-1111
dgoldstein@rbskl.com
Attorneys for Petitioners
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CERTIFICATE OF SERVICE

The undersigned certifies thatrue and correct copy tife foregoing REPLY BRIEF IN
SUPPORT OF MOTION TO COMPEL DIS®VERY AND TO SUSPEND PROCEEDINGS

was served on Respondent by mailing via UsSt-ilass mail, postage prepaid, said copy on

February 22, 2012, to:

FrankHerrera

H NEW MEDIA

1749 NE Miami Court, Loft 308

Miami, FL 33132

Address of Record for Attorney for Respondent Cigar King, Ltd.

Frank Herrera

Herrera New Media Law

1405 N. Congress Ave., Suite 10
Delray Beach, FL 33445

s/
Daniel S. Reich




