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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  
________________________________________________ 
CORPORACION HABANOS, S.A., and EMPRESA ) 
CUBANA DEL TABACO, d.b.a. CUBATABACO,  ) 

) 
Petitioners,     ) 

) 
v.      ) Cancellation No. 92053245  

)   
CIGAR KING, LTD.,      ) 

) 
Respondent.     ) 

        ) 
 

MOTION TO COMPEL DISCOVERY AND TO SUSPEND PROCEEDINGS 
 

Pursuant to 37 CFR § 2.120(e), and TBMP §§ 411, 510, 523, Petitioners Corporacion 

Habanos, S.A. and Empresa Cubana Del Tabaco, d.b.a. Cubatabaco (“Petitioners”) hereby move 

to compel discovery from Respondent Cigar King, Ltd. (“Cigar King” or “Respondent”), to 

suspend the instant proceeding with respect to all matters not germane to the motion pending 

disposition of the motion to compel, and to reset the deadlines for close of discovery, pretrial 

disclosures and testimony periods after disposition of the motion.  As set forth in more detail 

below, and in the Declaration of David B. Goldstein (“Goldstein Decl.”), filed herewith, 

Petitioners made a good faith effort to resolve the issues raised by this Motion, without success.  

See 37 C.F.R. § 2.120(e)(1); TPMP § 523.02.   

Petitioners seek to compel complete responses to Document Requests 1-7, 13-24, 26, 29-

41, and to Interrogatories 8-13, and in support thereof state as follows:   

Background Facts 

Cigar King obtained registrations for HAVANA SOUL and HABANA LEON, 

Registration Nos. 3,207,740 and 3,207,741, respectively, for “cigars made with Cuban seed 

tobacco” on February 13, 2007.  Petitioners filed a timely petition for cancellation dated 
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November 1, 2010, in which they asserted that the HAVANA SOUL and HABANA LEON 

registrations should be cancelled because, inter alia, the marks are deceptive, primarily 

geographically deceptively misdescriptive, and deceptive and deceptively misdescriptive 

pursuant to sections 2(a), (e)(1), (e)(3) of the Lanham Act; and Respondent made material 

misrepresentations of fact and material omissions of fact when it identified its cigars as “made 

with Cuban seed tobacco.”  Petition ¶¶ 54-69 (Dkt. 1).   

On January 11, 2011, the Board sua sponte issued a Notice of Default pursuant to Fed. R. 

Civ. P 55(a), noting that an Answer was due on December 14, 2010, and that that no answer had 

been filed, nor had Respondent filed a motion to extend its time to answer (Dkt. 5).  In its Order, 

the Board gave Respondent thirty days to show cause why judgment by default should not be 

entered.  After the time to respond had run, on February 23, 2011, Frank Herrera entered a 

Notice of Appearance on behalf of Cigar King (Dkt. 7).  On February 24, 2011, Mr. Herrera filed 

a Motion to Set Aside Default, arguing that Respondent’s delay in filing an answer “was caused 

from some confusion as to Registrant’s ability to properly defend itself in this matter”; 

“Registrant has spent several weeks seeking appropriate counsel well-versed in the defense of 

this [sic] matters, in particular in the defense of matters involving companies from the country of 

Cuba”; “[t]hrough…timely research, Registrant discovered that only a handful of attorneys in the 

United States have experience litigating against Petitioners and their counsel”; and “Registrant 

stand [sic] ready, willing, and able to defend this matter with its current counsel” (Dkt. 8). 

On February 25, 2011, Cigar King, through counsel, filed its Answer, which included two 

counterclaims for cancellation of Cubatabaco’s LA CASA DEL HABANO & DESIGN mark, 

Registration No. 1,970,9111 in IC 34 (Dkt. 9).  On April 28, 2011, the Board set aside its Notice 

of Default, noted and entered Respondent’s Answer, and set a counterclaim schedule (Dkt. 11). 
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On May 26, 2011, in lieu of an Answer, Petitioner Cubatabaco filed a Motion to Dismiss 

both counterclaims for failure to state a claim (Dkt. 12), which was granted by the Board on 

August 11, 2011 (Dkt. 16).  Petitioners served their Initial Disclosures on September 14, 2011.  

To date, Respondent has not served Initial Disclosures, and such disclosures have not been 

waived in this matter.  Goldstein Decl. ¶ 14.     

On September 16, 2011, Petitioners served by mail their First Request for Production of 

Documents and Things (“Document Requests”) calling for production of documents at the 

offices of Rabinowitz, Boudin, Standard, Krinsky & Lieberman, P.C., in New York, and their 

First Set of Interrogatories (“Interrogatories”).  See Goldstein Decl. ¶¶ 3-4, Exs. A, B.  

Respondent’s deadline to respond to the document requests and interrogatories was October 21, 

2011. 

After that deadline, on October 26, 2011, Respondent’s counsel sent an email to 

Petitioners’ counsel stating that he had “just discovered some discovery that [Petitioners] 

propounded last month,” acknowledging that responses “were due about a week ago,” and 

offering the excuse that “[i]t appears that this fell through the cracks with [a] recent office 

move.”  In that email, and a subsequent email dated October 27, Respondent requested a two 

week extension of time from October 26.  Goldstein Decl. Exs. E, F.  On October 27, 2011, 

Petitioners agreed to grant Cigar King’s post-hoc request to extend the time to comply with the 

Document Requests and Interrogatories from October 21 until November 9.  Goldstein Decl. 

Ex. F.  At no time did Respondent object to Petitioners’ call for production of documents at the 

offices of Petitioners’ counsel, or state that it would not produce the documents due by October 

21, at the agreed extension date of November 9.  Goldstein Decl. ¶ 12. 



 4

On November 9, 2011, Cigar King served “Registrant’s Responses and Objections to 

Petitioners’ First Request for Production of Documents and Things” (“Document Responses”), 

without making objections, including without objection to producing documents at the offices of 

Petitioners’ counsel as requested, but failed to produce any documents.  Goldstein Decl. ¶ 5, 

Ex. C.1  Instead, Cigar King stated that it would produce documents for Request Nos. 1-7, 13, 

17-19, 21, 26, 29-33, and 35-41.  To date, Respondent has continued to fail and to refuse to 

produce any documents in response to Petitioners’ document requests.  Goldstein Decl. ¶ 11. 

Also on November 9, 2011, Cigar King served “Registrant’s Responses to Petitioner’s 

First Set of Interrogatories to Registrant” (“Interrogatories”), again without making objections.  

Goldstein Decl. ¶ 6, Ex. D. 

Petitioners’ Good Faith Efforts to Resolve the Discovery Dispute 

Prior to bringing this motion to compel, Petitioners made extensive good faith efforts, 

through correspondence with counsel for Cigar King, to resolve the issues presented in this 

motion, but the parties have not been able to reach agreement, as Respondent has failed and 

refused to respond to any of Petitioners’ efforts.   

On November 15, 2011, Petitioners’ counsel emailed Respondent’s counsel (“November 

15 Email”), stating that “I have received your written responses to our document requests and 

interrogatories in the above-referenced matter, but no responsive documents[,]” and requested 

that Respondent “produce all responsive documents and things to be received by our office” no 

later than November 30 (40 days after they were originally due).  Goldstein Decl. ¶ 10; Ex. G.   

                                                      
1  Because Respondent failed to follow the Board’s stated preference that a responding party reproduce 
each discovery request immediately preceding the answer or objection thereto, see, e.g., TBMP § 
405.04(b), Petitioners necessarily are filing both their discovery requests and Respondents’ responses 
(Exs. C-D to Goldstein Decl.).   
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Having heard nothing from Respondent, on December 14, 2011, Petitioners’ counsel sent 

another email to Respondent’s counsel (“December 14 Email”), noting that he had received “no 

response to [his] email of November 15, 2011” and “received no documents or things.”  

Petitioners’ counsel identified and addressed in detail the specific document requests as to which 

Respondent’s production was either non-existent or incomplete, and identified and addressed 

five Interrogatory responses that were inadequate, incomplete, and improper.  In the email, 

Petitioners proposed that, despite Respondent’s failure to timely comply with the document 

requests and interrogatories, “in an attempt to avoid motion practice,” Petitioners were willing to 

agree that Respondent provide “full and complete production of the requested documents and 

things and Interrogatory Responses by December 23.”  Absent full and complete production by 

that date, Petitioners stated that they would “proceed with a motion to compel.”  Goldstein Decl. 

¶ 10; Ex. G.   

As of the date of this motion, January 5, 2012, Respondent has refused and failed to 

produce any documents whatsoever, or to respond to the November 15 Email or to the December 

14 Email, or even to state when it intended to produce documents due over two-and-a-half 

months ago.  Nor have Petitioners received any additional interrogatory responses.  Goldstein 

Decl. ¶ 12.  Because Respondent has failed to comply with its discovery obligations, despite the 

extensive efforts of Petitioners outlined above, Petitioners have no alternative but to bring this 

motion to compel and to suspend proceedings.  Given Respondent’s failure and refusal to 

produce any responsive documents, and its failure and refusal to respond to any of Petitioners’ 

efforts to resolve this discovery dispute without Board intervention, Respondent’s counsel’s 

claim that “Registrant stand [sic] ready, willing, and able to defend this matter with its current 

counsel” rings false. 
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ARGUMENT 

I. The Board Should Compel Respondent to Produce Responsive Documents and to 
Provide Complete Interrogatory Responses  
 
As noted, Respondent made no objections to any of Petitioners’ Document Requests or 

Interrogatories when it served its responses.  Therefore, Respondent has waived any objections 

thereto.  See No Fear, Inc. v. Rule, 54 USPQ2d 1551, 1555 (TTAB 2000) (where applicant failed 

to file timely objections, it waived its right to object to discovery requests on their merits); Crane 

Co. v. Shimano Industrial Co., 184 USPQ 691 (TTAB 1975) (where no timely objections made 

to interrogatories, “applicant has waived its right to object to the interrogatories on their merits 

and must reply to them as put.”); TBMP §§ 405.04(a), 406.04(a), 410.   

1. Request Nos. 1-7, 17-19, 21, 29-33, 35-41:  Respondent stated that responsive 

documents for these requests “will be produced.”  After Respondent failed to produce documents 

by October 21, 2011, he agreed that he would produce responsive documents by November 9, 

2011.  To date, Respondent has produced no documents or things responsive to these Requests.  

Respondent has acknowledged that documents and things responsive to these Requests exist, and 

these requests unquestionably seek documents and things relevant to this proceeding.  Thus, 

Respondent should be compelled to produce any and all responsive documents to these Requests 

in its possession, custody, or control.  See Pioneer Kabushiki Kaisha v. Hitachi High 

Technologies America, Inc., 74 USPQ2d 1672, 1679 (TTAB 2005) (“a party may request 

documents and things ‘which are in the possession, custody or control of the party upon whom 

the request is served’”) (quoting Fed. R. Civ. P. 34(a)). 

2. Request No. 13:  This Request seeks documents concerning “Cuban seed 

tobacco.”  Respondent stated that “[d]ocuments thought to be responsive [to this Request] will be 

produced as it relates to ‘…in the United States cigar industry,’” but has failed to and refused to 
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produce any such documents.  As previously stated, after Respondent failed to produce 

documents by October 21, 2011, he agreed that he would produce responsive documents by 

November 9, 2011.  To date, Respondent has produced no documents or things responsive to this 

Request.  Respondent has acknowledged that documents and things responsive to this Request 

exist, and the Request unquestionably seeks documents and things relevant to this proceeding.  

Thus, Respondent should be compelled to produce any and all responsive documents to this 

Request in its possession, custody, or control.2 

3. Request No. 20:  This Request seeks documents concerning the Habana Leones 

baseball team in Cuba, including all documents concerning any claimed connection or 

association between Cigar King, or any of Cigar King’s products, including HABANA LEON, 

and the Habana Leones Cuban baseball team, and any reference by Cigar King to the Habana 

Leones baseball team in its advertising, marketing or promotion of any of its products.  

Respondent stated that is has no responsive documents.  However, Cigar King’s own web site 

states: “The name of this great cigar comes from one of the more prominent teams in Cuban 

baseball history, the Habana Leones, who were affectionately nicknamed the Rojos or reds by 

their fans.”  Goldstein Decl. ¶ 12, Ex. H.  Thus, as stated in the December 14 Email, there is no 

possible good faith basis to claim that there are no responsive documents, and Respondent’s 

assertion raises very serious questions about Respondent’s and its counsel’s diligence in 

complying with its discovery obligations.  Thus, Respondent should be compelled to produce 

any and all responsive documents to this Request in its possession, custody, or control.   

4. Request No. 26:  This Request seeks documents sufficient to show the number or 

percentage of HAVANA SOUL and HABANA LEON cigars sold by or for Respondent by 

                                                      
2 Respondent has stated that it has no documents responsive to this Request with respect to use of the term 
“Cuban seed tobacco” “in relation to Respondent’s HAVANA SOUL or HABANA LEON cigars.”   
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specified channels of trade.  Respondent stated that it would produce responsive documents 

under a protective order.  Respondent, however, neither proffered a protective order, nor 

stipulated to the standard Board Protective Order.   As to this Request, Petitioners noted in the 

December 14 Email that the Board has a standing Protective Order, which Petitioners have 

agreed to in other matters with Respondent’s counsel with slight modifications.  Petitioners 

attached to the December 14 Email a Protective Order executed by Petitioners’ counsel, which is 

identical to that agreed upon by Respondent’s counsel in another matter except for the addition 

of an “Attorneys-Eyes-Only” provision, as requested by Respondent in its document response.  

Petitioners’ counsel asked Respondent to execute and either file or return to him the fully 

executed Protective Order for filing.  Petitioners also invited Respondent to send any proposed 

modifications to the Protective Order.  As noted in the December 14 Email, Respondent’s 

assertion that documents responsive to this request “will be produced as ‘Attorneys-Eyes-Only’ 

under a Stipulated Protective Order” cannot excuse Respondent’s failure to produce any 

documents responsive to this request for two-and-a-half months, given Respondent’s failure to 

respond to Petitioners’ proposed Protective Order or to proffer an alternative Protective Order.   

5. Request Nos. 14-16, 22-24, 34:  These Requests seek documents and things 

related to Respondent’s “Cuban seed tobacco” claim, including the place of manufacture of 

tobacco used in Respondent’s HAVANA SOUL and HABANA LEON cigars, and the tobacco 

blend used in those cigars.  In response to these Requests, Respondent stated ambiguously both 

“None,” and that Respondent’s “manufacturers are in a better position to produce such” things 

and documents.  To date, Respondent has failed to respond to Petitioners’ request in the 

December 14 Email that Respondent simply resolve the ambiguity, and Respondent has 

produced no documents.  In the December 14 Email, Petitioners specifically asked Respondent 



 9

to clarify whether it has no documents in its possession, custody, or control, and noted that 

whether manufacturers are in a “better position” to produce documents is irrelevant, as 

Respondent must produce whatever responsive documents or things it has in its possession, 

custody or control.  See Pioneer Kabushiki Kaisha, 74 USPQ2d at 1679 (“court could properly 

require [party] to seek discovery from its party opponent before burdening the nonparty”) 

(quoting Haworth Inc. v. Herman Miller Inc., 998 F.2d 975, 978, 27 USPQ2d 1469, 1472 (Fed. 

Cir. 1993)).  Moreover, as also noted in the December 14 Email, it is highly unlikely that 

Respondent has no documents responsive to Request Nos. 22-23, seeking, inter alia, the country 

of origin of tobacco used in its HAVANA SOUL and HABANA LEON cigars and whether any 

of the tobacco is “Cuban seed tobacco,”  particularly given Respondent’s explicit “Cuban seed 

tobacco” representations to the USPTO.  Thus, Respondent should be ordered to produce any 

responsive documents or to clarify that it has no documents responsive to these Requests in its 

possession, custody, or control. 

6. Interrogatory Nos. 8-13:  These Interrogatories ask Respondent to provide 

information concerning its “Cuban seed tobacco” claim, about the blend of tobacco used in its 

HAVANA SOUL or HABANA LEON cigars, and the identities of persons with information 

concerning Respondent’s “Cuban seed tobacco” claim.  In response to Interrogatory 8, seeking 

information about what Respondent meant by the terms “Cuban seed” or “Cuban seed tobacco” 

as used in its application and registration with the USPTO when it amended its identifications of 

good to “Cigars made with Cuban seed tobacco” in September 2006,  Respondent refers to the 

answer to a prior Interrogatory, which is wholly non-responsive as to Interrogatory 8.  Surely, 

Respondent, through counsel who claims special expertise in “litigating against Petitioners” 
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(Dkt. 8),  can state what it meant when it made representations about its use of “Cuban seed 

tobacco” to the USPTO, and the Board should order it to do so.   

In response to Interrogatories 9 through 11, Respondent stated that manufacturers of 

Respondent’s cigars have represented to Respondent that the cigars are made from tobacco 

“grown from Cuban seeds.”  However, according to Respondent’s responses to Interrogatories 

12 and 13, which are also incorporated as part of Respondent’s responses to Interrogatories 10 

and 11, those same manufacturers “ha[ve] not disclosed to the Registrant the exact blend of 

tobacco or what regions the tobaccos were grown in” and have only stated to Respondent that the 

blend consists of “Nicaraguan grown tobacco.”  On their face, Respondent’s responses to 

Interrogatories 12-13 appear to contradict its responses to Interrogatories 9-11, because, 

according to Respondent, the manufacturers “only stated Nicaraguan grown tobacco to 

Registrant.”  In light of this apparent contradiction, at a minimum, the Board should order 

Respondent to clarify these responses and provide a full response to Interrogatories 9-13 by 

identifying all persons in Respondent’s company to whom the manufacturers made the alleged 

representation that the cigars are made from tobacco grown from “Cuban seed,” all persons who 

made that representation to Respondent on behalf of the manufacturers, and what they said.  This 

information clearly falls within the scope of information “available to the party” that must be 

furnished by Respondent’s counsel.  See TBMP § 405.04(c) (“If the party served is a 

corporation…, the interrogatories must be answered by an officer [or] agent, who must furnish 

whatever information is available to the party served.  [An] attorney’s answers…must contain 

the information available to the party served.”) (citing Fed. R. Civ. P. 33(b)); see also Allstate 

Ins. Co. v. Healthy Am. Inc., 9 USPQ2d 1663, 1665-66 & n.3 (TTAB 1988) (“It is…clear that 

whoever it is who answers the interrogatories, the answers must include whatever information is 
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available to the party.”; “[A]nswers to interrogatories addressed to a corporation…must speak of 

the composite knowledge of the party, whether or not any officer thereof has personal knowledge 

of the facts.”).   

As Petitioners stated in the December 14 Email, Respondent’s Responses to these 

Interrogatories are “egregiously and woefully inadequate, incomplete, and improper, and clearly 

fail to comply with Registrant’s obligation to conduct appropriate diligence and provide 

complete and responsive Interrogatory Responses.”  Goldstein Decl. Ex. G.  Accordingly, 

Respondent should be compelled to provide complete responses to these Interrogatories.    

II. The Board Should Suspend Proceedings and Reset Deadlines After Disposition of 
the Motion 
 
Pursuant to TBMP §§ 510.03(a), 523.01 and 37 CFR § 2.120(e)(2), “[w]hen a party files 

a motion for an order to compel…the case will be suspended by the Board with respect to all 

matters not germane to the motion.”  37 CFR § 2.120(e)(2) (emphasis added).  Petitioners also 

request that, upon disposition of the motion, the Board reset the deadlines for discovery, 

including expert disclosure, and trial periods.  See 37 CFR §§ 2.120(a)(2), 2.121(a); Jain v. 

Ramparts Inc., 49 USPQ2d 1429 (TTAB 1998) (proceedings deemed suspended as of the filing 

of the motion and relevant deadlines reset).  Because of the persistent delays caused by 

Respondent’s refusal properly to respond to Petitioners’ Interrogatories and Document Requests, 

or to engage in good faith efforts to resolve the issues raised by Petitioners, discovery cannot 

fairly be completed within the period established by the current discovery schedule, which 

provides for completion by February 29, 2012.  In particular, Petitioners have been unable to 

prepare their expert disclosure, or to prepare for depositions of individuals identified by Cigar 

King.  Petitioners, therefore, request that all forthcoming dates in the discovery and disclosure 
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schedule be extended so that the discovery period closes 120 days after the determination of this 

motion, with the trial date schedule extended accordingly. 

CONCLUSION  

 For the reasons stated herein, Petitioners’ Motion to Compel and to Suspend Proceedings 

should be granted.   

Dated: New York, New York 
 January 5, 2012   

      Respectfully submitted,  

RABINOWITZ, BOUDIN, STANDARD, 
KRINSKY & LIEBERMAN, P.C. 

 
By:  /David B. Goldstein/   

DAVID B. GOLDSTEIN 
DANIEL S. REICH  
45 Broadway, Suite 1700 
New York, New York 10006-3791 
(212) 254-1111 
dgoldstein@rbskl.com 
dreich@rbskl.com 
Attorneys for Petitioners Corporacion Habanos, 
S.A. and Empresa Cubana del Tabaco  
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CERTIFICATE OF SERVICE  

The undersigned certifies that a true and correct copy of the foregoing MOTION TO 

COMPEL DISCOVERY AND TO SUSPEND PROCEEDINGS was served on Respondent by 

mailing via U.S. first-class mail, postage prepaid, said copy on January 5, 2012, to: 

 Frank Herrera 
 H NEW MEDIA 
 1749 NE Miami Court, Loft 308 
 Miami, FL 33132 

Address of Record for Attorney for Respondent Cigar King, Ltd.  
 
Frank Herrera 
H New Media 
P.O. Box 273778 
Boca Raton, FL 33427-3778 

 
          /s/   
Daniel S. Reich 



IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  
________________________________________________ 
CORPORACION HABANOS, S.A., and EMPRESA ) 
CUBANA DEL TABACO, d.b.a. CUBATABACO,  ) 

) 
Petitioners,     ) 

) 
v.      ) Cancellation No. 92053245  

)   
CIGAR KING, LTD.,      ) DECLARATION OF  

) DAVID B. GOLDSTEIN  
Respondent.     ) 

        ) 
 

DAVID B. GOLDSTEIN, an attorney duly admitted to the practice of law, 

declares under penalty of perjury that the following is true and correct: 

1. I am a member of Rabinowitz, Boudin, Standard, Krinsky & Lieberman, 

P.C., counsel for petitioners Corporacion Habanos, S.A. and Empresa Cubana Del Tabaco, d.b.a. 

Cubatabaco (“Petitioners”), and a member of the bar of the State of New York. 

2. I make this declaration in connection with Petitioners’ Motion To Compel 

Discovery and To Suspend Proceedings, dated January 5, 2012, filed herewith. 

3. Attached hereto as Exhibit A is a true and correct copy of Petitioners’ First 

Request for Production of Documents and Things, served on September 16, 2011 (hereinafter 

“Document Requests”). 

4. Attached hereto as Exhibit B is a true and correct copy of Petitioners’ First 

Set of Interrogatories to Registrant, served on September 16, 2011 (hereinafter 

“Interrogatories”). 

5. Attached hereto as Exhibit C is a true and correct copy of “Registrant’s 

Responses to Petitioners’ First Request for Documents,” dated November 9, 2011. 
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6. Attached hereto as Exhibit D is a true and correct unsworn copy of 

“Registrant’s Responses to Petitioners’ First Set of Interrogatories,” dated November 9, 2011.  

Respondent has never served a sworn copy. 

7. Petitioners, through their counsel, have made good faith efforts through 

correspondence with Cigar King, Ltd. (“Respondent”), through its counsel Frank Herrera, to 

resolve the issues presented in this motion, but the parties have not been able to reach agreement. 

8. Attached here at as Exhibit E is a true and correct copy of an email dated 

October 26, 2011 – five days after Respondent’s responses to the Document Requests and 

Interrogatories were due – in which Respondent requested a “two week extension of time (from 

today) to respond” to Petitioner’s Document Requests and Interrogatories. 

9. Attached hereto as Exhibit F is a true and correct copy of an email chain, 

including two emails dated October 27, 2011.  On October 27, 2011, Respondent’s counsel 

stated in an email to me: “I asked you yesterday if you would mind giving us an additional 2 

weeks (from yesterday to respond).  Do you agree?”  On that same day, I sent a response to 

Respondent’s counsel by email agreeing to extend Respondent’s time to respond to “two weeks 

from [October 26], as you proposed.” 

10. Attached hereto as Exhibit G is a true and correct copy of an email chain 

containing emails dated November 15, 2011 (“November 14 Email”) and December 14, 2011 

(“December 14 Email”).  In the November 15 Email, I wrote to Respondent’s counsel stating, “I 

have received your written responses to our document requests and interrogatories in the above-

referenced matter, but no responsive documents[,]” and I requested that Respondent “produce all 

responsive documents and things to be received by our office” no later than November 30, 2011, 

40 days after they were originally due (emphasis added).  Having heard nothing from 
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Respondent, on December 14, I sent another email to Respondent’s counsel, requesting that 

Respondent provide “full and complete production of the requested documents and things and 

Interrogatory Responses by December 23,” and noting that I had received “no response to 

my…email of November 15, 2011” and “received no documents or things.”  In the December 14 

Email, I also addressed open issues in Respondent’s document production and Interrogatory 

Responses.  I also stated that, despite Respondent’s failure to timely comply with the document 

requests and interrogatories, “in an attempt to avoid motion practice,” Petitioners were willing to 

agree that Respondent would produce all responsive documents and things and Interrogatory 

Responses by December 23, 2011.  In that email, I stated: “if we do not have full and complete 

production of the requested documents and things and Interrogatory Responses by December 23, 

and the other information requested by that date, we will proceed with a motion to compel.”  I 

also noted in the December 14 Email that the Board has a standing Protective Order, which 

Petitioners have agreed to in other matters with Respondent’s counsel with slight modifications.  

I attached to the December 14 Email a Protective Order, which I executed, and which is identical 

to that agreed upon by Respondent’s counsel in another matter except for the addition of an 

“Attorneys-Eyes-Only” provision, as requested by Respondent in its document response.  In the 

December 14 Email, I asked Respondent’s counsel to execute the Protective Order and either file 

or return to me for filing.  I also invited Respondent’s counsel to send any proposed 

modifications to the Protective Order.   

11. As of the date of this Declaration, Respondent has not provided any 

response to my December 14 Email, nor have I received any documents whatsoever or additional 

interrogatory responses.  Also as of the date of this Declaration, Respondent has not filed or sent 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

________________________________________________ 
CORPORACION HABANOS, S.A., and EMPRESA ) 
CUBANA DEL TABACO, d.b.a. CUBATABACO,  ) 

) 
Petitioners,     ) 

) 
v.      ) Cancellation No. 92053245  

)   
CIGAR KING, LTD.,      )  

) 
Registrant.     ) 

        ) 
 

PETITIONER S’ FIRST REQUEST FOR PRODUCTION OF 
DOCUMENTS AND THINGS  

 
Pursuant to Rules 26 and 34 of the Federal Rules of Civil Procedure and Title 37 of the 

Code of Federal Regulations Section 2.120, and the Orders of the Trademark Trial and Appeal 

Board dated November 4, 2010 and August 11, 2011, Petitioners Corporation Habanos, S.A. and 

Empresa Cubana del Tabaco d.b.a. Cubatabaco (“Petitioners”) hereby request that Registrant 

Cigar King, Ltd. (“Cigar King” or “Registrant”) respond to the written document requests and 

produce all documents called for herein at the offices of Rabinowitz, Boudin, Standard, Krinsky 

& Lieberman, P.C., 45 Broadway, Suite 1700, New York, NY  10006, within 30 days of the date 

hereof.  The responses to each of the following Requests for Production of Documents and 

Things are to be supplemented in accordance with Rule 26(e) of the Federal Rules of Civil 

Procedure and Title 37 of the Code of Federal Regulations Section 2.120. 

DEFINITIONS  
 
1. “Petitioners” means Corporation Habanos, S.A. and Empresa Cubana del Tabaco 

d.b.a. Cubatabaco. 

2. “Registrant” or “you” means Cigar King, its current and former affiliates, 

subsidiaries, parents, predecessors and successors in interest, and each of their present and 
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former principals, partners, officers, directors, executives, employees, agents, attorneys and 

licensees, and all other persons acting or purporting to act on its behalf. 

3. The term “communication” means the transmittal of information in the form of 

facts, ideas, inquiries or otherwise. 

4. The term “use” means “use” or “intended to be used.”   

5. The term “document” is defined to be synonymous in meaning and equal in scope 

to the usage of this term in Fed. R. Civ. P. 34(a), including, without limitation, electronic, digital, 

or computerized data compilations, emails, voicemails, phone records, drafts, translations, and 

non-identical copies.  

6. The term “including” means “including, but not limited to;” the term 

“concerning” means relating to, referring to, describing, evidencing, or constituting; the terms 

“all” and “each” shall be construed as “all and each;” the connectives “and” and “or” shall be 

construed either disjunctively or conjunctively as necessary to bring within the scope of the 

Request all documents that might otherwise be construed to be outside of its scope; and the use 

of the singular form of a word shall include the plural and vica versa. 

7. The term “HAVANA SOUL” refers to the trademark HAVANA SOUL as set out 

in trademark Registration No. 3,207,740 in the United States Patent and Trademark Office 

(“USPTO”). 

8. The term “HABANA LEON” refers to the trademark HABANA LEON as set out 

in trademark Registration No. 3, 207,741 in the USPTO 

9. The terms “mark HAVANA SOUL,” “mark HABANA LEON,” “ HAVANA 

SOUL mark,” and “HABANA LEON mark” refer to the trademarks HAVANA SOUL and 

HABANA LEON as set forth above.  



3 

10. The terms “HAVANA SOUL cigars” and “HABANA LEON cigars” refer to 

cigars currently or formerly produced, sold, distributed or promoted by Registrant bearing the 

trademarks HAVANA SOUL or HABANA LEON. 

The following General Instructions apply to each of the document production requests 

(hereinafter “Request(s)”) set forth herein: 

GENERAL INSTRUCTIONS  

1. In responding to the following Requests, you are required to furnish all 

documents that are available to you, including documents in the possession, custody or control of 

your current and former attorneys, accountants, agents, advertising agencies, design firms, 

employees, principals, representatives, or any other persons directly or indirectly employed or 

connected with you or your attorneys, or anyone else subject to your control. 

2. If any document requested is withheld because you claim that such document is 

privileged, provide the information for such document required by Rule 26(b)(5) of the Federal 

Rules of Civil Procedure and Title 37 of the Code of Federal Regulations Section 2.120. 

3. If you object to any Request on grounds other than privilege, state the precise 

grounds upon which your objection is based. 

4. Each Request is to be answered separately and in order. 

5. If any documents responsive to the following Requests have been lost, destroyed, 

transferred voluntarily or involuntarily to others not subject to the control of Registrant, or 

otherwise disposed of, or if any documents responsive to the following Requests exist but are not 

available, furnish a list identifying each such document, and setting forth the following 

information with respect to each document:  its date, author(s), sender(s), addressee(s) and 

recipient(s), and the subject matter of the document.  In each instance, explain the circumstances 
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surrounding each disposition or why such document is unavailable, including, in the event of 

such a disposition, the authorization therefor and the date thereof.   

6. If a document is produced in redacted form, state with particularity the reason(s) it 

was not produced in full, and describe generally those portions of the document that are not 

being produced in a manner sufficient to identify the document for purposes of a motion to 

compel discovery. 

7. If production of any requested document is objected to on the ground that it is 

burdensome and oppressive, identify:  (i) the precise reason why production poses a special 

burden; (ii) the approximate number of documents/pages that have been called for; and (iii) the 

location(s) of the document(s) that have been called for.   

8. Pursuant to Rule 34(b) of the Federal Rules of Civil Procedure, the documents 

produced shall be produced as they are kept in the ordinary course of business or shall be 

organized and labeled to correspond to the specific paragraph(s) of this Request to which they 

are responsive.   

9. If, after providing the requested information, you obtain or become aware of any 

further information or documents responsive to these Requests, you are required to produce to 

Petitioners such additional information or documents as required by Fed R. Civ. P. 26(e).  

1. All documents concerning Registrant’s adoption or selection of the marks 

HAVANA SOUL and HABANA LEON for use in connection with cigars.  

REQUESTS FOR PRODUCTION 

2. All documents concerning the use, design, or development and creation of any 

design, lettering, text, trade dress, or packaging, used or considered for use by Registrant in 

connection with the marks HAVANA SOUL or HABANA LEON.   
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3. All documents concerning the meaning of “Habana” or “Havana,” including as 

those terms relate to cigars. 

4. All documents concerning the meaning of “Havana Soul” or “Habana Leon.”   

5. All documents concerning Registrant’s application for the mark HAVANA SOUL 

in the USPTO (Serial Number 78705672), including all documents prepared, reviewed, or 

submitted in support of that trademark application and all documents concerning any subsequent 

communications with the USPTO regarding the application for or registration of the mark 

HAVANA SOUL. 

6. All documents concerning Registrant’s application for the mark HABANA LEON 

in the USPTO (Serial Number 78705677), including all documents prepared, reviewed, or 

submitted in support of that trademark application and all documents concerning any subsequent 

communications with the USPTO regarding the application for or registration of the mark 

HABANA LEON. 

7. Documents sufficient to show Registrant’s use in commerce of the marks 

HAVANA SOUL and HABANA LEON for “cigars” at the time Registrant filed its applications 

for the marks on September 1, 2005. 

8. All documents concerning Registrant’s amendments to its identifications of goods 

for the marks HAVANA SOUL and HABANA LEON on or about September 25, 2006, 

amending “Cigars” to “Cigars made with Cuban seed tobacco,” including all documents 

reviewed, considered, or prepared by Registrant that referred to “Cuban seed” or “Cuban seed 

tobacco” prior to amending its goods.   

9. All documents concerning any investigation, study or analysis conducted by or on 

behalf of Registrant on or before September 25, 2006, concerning its claims to the USPTO at that 
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time that the cigars sold under the marks HAVANA SOUL or HABANA LEON are “made with 

Cuban seed tobacco.”   

10. All documents concerning any investigation, study or analysis conducted by or on 

behalf of Registrant after amendment of the identifications of goods on September 25, 2006 

concerning its claims that its HAVANA SOUL and HABANA LEON cigars are “made with 

Cuban seed tobacco.”  

11. All documents concerning Registrant’s claims that Registrant’s HAVANA SOUL 

and HABANA LEON cigars are “made with Cuban seed tobacco,” including at the time 

Registrant amended its goods on September 25, 2006.    

12. All documents concerning what Registrant meant by the terms “Cuban seed,” 

“Cuban seed tobacco,” and “made with Cuban seed tobacco” at the time it amended its 

identifications of goods on or about September 25, 2006.  

13. All documents concerning “Cuban seed tobacco,” including the use of that term in 

relation to Registrant’s HAVANA SOUL or HABANA LEON cigars, or in the United States 

cigar industry.  

14. All documents concerning the seeds that are used to grow any tobacco used in 

Registrant’s HAVANA SOUL or HABANA LEON cigars that Registrant claims is grown from 

“Cuban seed,” including all documents concerning the country of origin of the seeds, how such 

seeds were obtained, and how and where Registrant or its suppliers or manufacturers obtain such 

seeds. 

15. All documents concerning when, or if, the “Cuban seeds,” or the “Cuban seed” 

progenitors of the seeds, used to grow any claimed “Cuban seed tobacco” used in Registrant’s 

HAVANA SOUL or HABANA LEON cigars came from Cuba. 
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16. All documents concerning how many generations the seeds used to grow the 

claimed “Cuban seed tobacco” used in Registrant’s HAVANA SOUL or HABANA LEON 

cigars are descended from the original seeds Registrant claims were taken from Cuba. 

17. All documents, including marketing reports, business plans, and internal 

memoranda, concerning Registrant’s actual or intended market, customers and users for 

Registrant’s HAVANA SOUL or HABANA LEON cigars. 

18. Documents sufficient to show the channels of trade through which Registrant has 

sold its HAVANA SOUL or HABANA LEON cigars, including documents sufficient to identify 

the persons, including retail entities, to which Registrant’s HAVANA SOUL or HABANA 

LEON cigars are distributed, or through which such products are sold. 

19. All documents concerning Registrant’s or third parties’ marketing, promotion or 

advertisement of Registrant’s HAVANA SOUL or HABANA LEON cigars, including examples 

or copies of each and every advertisement, display and item of promotional material, including 

on the Internet, and any and all drafts of same, whether used or not. 

20. All documents concerning the Habana Leones baseball team, including all 

documents concerning any claimed connection or association between Cigar King, or any of 

Cigar King’s products, and the Habana Leones baseball team, and any reference by Cigar King 

to the Habana Leones baseball team in its advertising, marketing or promotion of any of its 

products. 

21. Documents concerning the manufacture by or on behalf of Registrant of its 

HAVANA SOUL or HABANA LEON cigars, sufficient to identify all former or current 

manufacturers and places of manufacture of any such cigars.   

22. Documents sufficient to identify the characteristics, varietal, location and country 
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of origin, and region of origin within that country, of any tobacco used in Registrant’s HAVANA 

SOUL or HABANA LEON cigars, including whether any of the identified tobacco is claimed to 

be “Cuban seed tobacco,” and the basis for such claim. 

23. Documents sufficient to show the blend used in Registrant’s HAVANA SOUL or 

HABANA LEON cigars by frontmark, vitola, size or type of cigar, including the country and 

region of origin of the binder, filler, and wrapper, and any changes to the blend at any point in 

time, and the percentage of each type of tobacco used, including the percentage of “Cuban seed 

tobacco” used.  

24. All documents concerning any product of Cuban origin claimed to be used as an 

ingredient or component of Registrant’s HAVANA SOUL or HABANA LEON cigars. 

25. All documents concerning any alleged connection or association between 

Registrant’s HAVANA SOUL or HABANA LEON cigars and Cuba or Havana, Cuba.  

26. Documents sufficient to show the quantity and percentage of Registrant’s 

HAVANA SOUL and HABANA LEON cigars sold by or for Registrant by the following 

channels: (a) retail store; (b) internet; and (c) mail order catalog, respectively, for the last five 

years. 

27. All documents concerning consumers’ or potential consumers’ perceived country 

of origin of Registrant’s HAVANA SOUL or HABANA LEON cigars, any perceived 

geographic association with Registrant’s HAVANA SOUL or HABANA LEON cigars, or any 

association by consumers or potential consumers between Registrant’s HAVANA SOUL or 

HABANA LEON cigars and Cuba or Havana, Cuba, or Petitioners, including any actual or 

planned survey, study, test, market research, or analysis concerning same.   

28. Documents sufficient to disclose any tobacco products that Registrant purchases, 
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produces, distributes, or sells under marks or names that include the name of a geographic 

location in addition to products under the HAVANA SOUL and HABANA LEON marks.   

29. One sample of each of Registrant’s products that is packaged or has ever been 

packaged using the mark HAVANA SOUL, including one sample of each of the packaging or 

shipping materials, trade dress, text, labels, cigar bands, and boxes or containers.  

30. One sample of each of Registrant’s products that is packaged or has ever been 

packaged using the mark HABANA LEON, including one sample of each of the packaging or 

shipping materials, trade dress, text, labels, cigar bands, and boxes or containers.  

31. One sample of each cigar, by frontmark, vitola, size, or type produced, sold or 

promoted by Registrant bearing the mark HAVANA SOUL, and a copy of all trade dress or 

packaging used in connection with each frontmark, vitola, size, or type of cigar. 

32. One sample of each cigar, by frontmark, vitola, size, or type produced, sold or 

promoted by Registrant bearing the mark HABANA LEON, and a copy of all trade dress or 

packaging used in connection with each frontmark, vitola, size, or type of cigar. 

33. Samples of the “Cuban seed tobacco” that Registrant uses in its HAVANA SOUL 

Cigars, and samples of the “Cuban seed tobacco” that Registrant uses in its HABANA LEON 

cigars. 

34. Samples of the “Cuban seeds” that are used to grow the “Cuban seed tobacco” 

that Registrant uses in its HAVANA SOUL cigars, and samples of the “Cuban seeds” that are 

used to grow the “Cuban seed tobacco” that Registrant uses in its HABANA LEON cigars. 

35. All reviews, reports and mentions in any publication or media, including on the 

Internet, or by any third party of Registrant’s HAVANA SOUL or HABANA LEON cigars. 

36. All documents concerning Registrant’s Affirmative Defense of genericness. 
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37. All documents concerning Registrant’s Affirmative Defense of trademark 

misuse/unclean hands. 

38. All documents concerning Registrant’s Affirmative Defense of laches, including 

all documents concerning any alleged prejudice to Registrant as a result of any alleged action or 

inaction of Petitioners.   

39. All documents concerning Registrant’s Affirmative Defense of estoppel. 

40. All documents concerning Registrant’s Affirmative Defense of “the Registrations 

are Consistent with USPTO Records.” 

41. All documents concerning Registrant’s denials and other allegations set forth in 

paragraphs 17, 19, 21-25, 31-32, 35, 38-45, 47, 49 of Registrant’s Answer. 

Dated: New York, New York 
 September 16, 2011 
  

RABINOWITZ, BOUDIN, STANDARD, 
KRINSKY & LIEBERMAN, P.C. 
 
 
By:   /David B. Goldstein/   

DAVID B. GOLDSTEIN 
DANIEL S. REICH 
45 Broadway, Suite 1700 
New York, New York 10006 
(212) 254-1111 
dgoldstein@rbskl.com  
dreich@rbskl.com  
Attorneys for Petitioners Corporacion Habanos, 
S.A. and Empresa Cubana del Tabaco 
 

mailto:dgoldstein@rbskl.com�
mailto:dreich@rbskl.com�


11 

 

The undersigned certifies that a true and correct copy of the foregoing PETITIONERS’ 

FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS was served on 

Registrant by mailing via U.S. first-class mail, postage prepaid, said copy on September 16, 

2011, to: 

CERTIFICATE OF SERVICE  

Frank Herrera 
H NEW MEDIA 
1749 NE Miami Court, Suite 308 
Miami, Florida 33132 
Counsel for Cigar King, Ltd. 
 
 

        /Daniel S. Reich/  
Daniel S. Reich 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

________________________________________________ 
CORPORACION HABANOS, S.A., and EMPRESA ) 
CUBANA DEL TABACO, d.b.a. CUBATABACO,  ) 

) 
Petitioners,     ) 

) 
v.      ) Cancellation No. 92053245 

)  
CIGAR KING, LTD.,      )  

) 
Registrant.     ) 

        ) 
 

PETITIONERS’ FIRST SET OF INTERROGATORIES TO REGISTRANT  

Pursuant to Rules 26 and 33 of the Federal Rules of Civil Procedure and Title 37 of the 

Code of Federal Regulations Section 2.120, and the Order of the Trademark Trial and Appeal 

Board dated November 4, 2010 and August 11, 2011, Petitioners Corporation Habanos, S.A. and 

Empresa Cubana del Tabaco d.b.a. Cubataba co (“Petitioners”) hereby request that Registrant 

Cigar King, Ltd. (“Cigar King” or “Registrant”) serve written answers, in accordance with the 

definitions and instructions contained herein, upon Rabinowitz, Boudin, Standard, Krinsky & 

Lieberman, P.C., 45 Broadway, Suite 1700, New York, NY  10006, within 30 days of the date 

hereof.  The responses to each of the following Interrogatories are to be supplemented in 

accordance with Rule 26(e) of the Federal Rules of Civil Procedure and Title 37 of the Code of 

Federal Regulations Section 2.120. 

 DEFINITIONS  

1. “Petitioners” means Corporation Habanos, S.A. and Empresa Cubana del Tabaco 

d.b.a. Cubatabaco. 

2. “Registrant” or “you” means Cigar King, its current and former affiliates, 
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subsidiaries, parents, predecessors and successors in interest, and each of their present and 

former principals, partners, officers, directors, executives, employees, agents, attorneys and 

licensees, and all other persons acting or purporting to act on its behalf. 

3. The term “communication” means the transmittal of information in the form of 

facts, ideas, inquiries or otherwise.  

4. The term “use” means “use” or “intended to be used.”   

5. The term “document” is defined to be synonymous in meaning and equal in scope 

to the usage of this term in Fed. R. Civ. P. 34(a), including, without limitation, electronic, digital, 

or computerized data compilations, emails, voicemails, phone records, drafts, translations, and 

non-identical copies.   

6. When referring to a person, to “identify” means to give, to the extent known, the 

person’s full name, present or last known address, and when referring to a natural person, 

additionally, the present or last known place of employment.   

7. When referring to documents, to “identify” means to give, to the extent known, 

the (i) type of document; (ii) general subject matter; (iii) date of the document; and (iv) author(s), 

addressee(s) and recipient(s).   

8. The term “including” means “including, but not limited to;” the term 

“concerning” means relating to, referring to, describing, evidencing, or constituting; the terms 

“all” and “each” shall be construed as “all and each;” the connectives “and” and “or” shall be 

construed either disjunctively or conjunctively as necessary to bring within the scope of the 

Request all documents that might otherwise be construed to be outside of its scope; and the use 

of the singular form of a word shall include the plural and vica versa. 

9. The term “HAVANA SOUL” refers to the trademark HAVANA SOUL as set out 
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in trademark Registration No. 3,207,740 in the United States Patent and Trademark Office 

(“USPTO”). 

10. The term “HABANA LEON” refers to the trademark HABANA LEON as set out 

in trademark Registration No. 3, 207,741 in the USPTO. 

11. The terms “mark HAVANA SOUL,” “mark HABANA LEON,” “HAVANA 

SOUL mark,” and “HABANA LEON mark” refer to the trademarks HAVANA SOUL and 

HABANA LEON as set forth above.  

12. The terms “HAVANA SOUL cigars” and “HABANA LEON cigars” refer to 

cigars currently or formerly produced, sold, distributed or promoted by Registrant bearing the 

trademarks HAVANA SOUL or HABANA LEON. 

 GENERAL INSTRUCTIONS  

The following General Instructions apply to each of the Interrogatories set forth herein: 

1. Each Interrogatory is to be answered separately and in order. 

2. These Interrogatories are continuing in character so as to require further and 

supplemental production if additional responsive information is obtained between the time of 

initial response and the close of briefing, and Registrant is reminded of the duty to supplement 

and/or correct any disclosures or responses as required by Rule 26(e) of the Federal Rules of 

Civil Procedure and Title 37 of the Code of Federal Regulations Section 2.120. 

3. If an Interrogatory cannot be answered in full after exercising due diligence to 

secure the necessary information to do so, please so state and answer the Interrogatory to the 

extent possible, specifying and stating whatever information or knowledge is presently available 

concerning the unanswered portion of said interrogatory.   

4. If an Interrogatory is objected to, the reason for the objection must be stated with 
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specificity in lieu of an answer.  If any part of an Interrogatory is objected to, any 

unobjectionable portion must be answered. 

5. If you contend that any requested information is subject to any privilege (such as 

attorney/client) or protection (such as attorney work-product) and you intend to assert such 

privilege or protection, provide the information required by Rule 26(b)(5) of the Federal Rules of 

Civil Procedure and Title 37 of the Code of Federal Regulations Section 2.120, including (i) the 

general subject matter of the information you claim to be privileged or protected; (ii) the nature 

of the privilege or protection being claimed; and (iii) the date, author and recipient of any 

allegedly privileged or protected communications or documents. 

INTERROGATORIES  

1. Identify each person who prepared or assisted in the preparation of any response 

to these Interrogatories, and identify which Interrogatories each person participated in preparing 

or answering.   

2. Identify each person who provided or collected documents or things in response 

to Petitioners’ First Request for Production of Documents and Things, and state the 

responsibilities of each person.   

3. Identify each person with information concerning Registrant’s adoption or 

selection of, or any application or registration proceedings at the USPTO for, the mark 

HAVANA SOUL used in connection with Registrant’s cigars, and state the reasons for adopting 

or selecting the mark.   

4. Identify each person with information concerning Registrant’s adoption or 

selection of, or any application or registration proceedings at the USPTO for, the mark 
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HABANA LEON used in connection with Registrant’s cigars, and state with particularity the 

reasons for adopting or selecting the mark.   

5. Identify each person with information concerning any communications between 

Registrant and the USPTO concerning the HAVANA SOUL or HABANA LEON marks, and 

state with particularity the contents of such communications. 

6. Identify each person with knowledge of any investigation, study, or analysis 

conducted by or on behalf of  Registrant on or before September 25, 2006 to verify its claim to 

the USPTO that Registrant’s HAVANA SOUL and HABANA LEON cigars are “made with 

Cuban seed tobacco.”  

7. Identify each person with knowledge of any investigation, study, or analysis 

conducted by or on behalf of Registrant after September 25, 2006 to verify its claim to the 

USPTO that Registrant’s HAVANA SOUL and HABANA LEON cigars are “made with Cuban 

seed tobacco.”  

8. State with particularity what Registrant meant by the terms “Cuban seed” or 

“Cuban seed tobacco” as used in its application and registration with the USPTO, when it 

amended it identifications of goods for the HAVANA SOUL and HAVANA LEON marks on 

September 25, 2006 from “Cigars” to “Cigars made with Cuban seed tobacco.” 

9. State whether Registrant uses “Cuban seed tobacco” in its HAVANA SOUL or 

HABANA LEON cigars, and identify each person with information concerning any claimed 

“Cuban seed tobacco” used in those cigars.  

10. If Registrant claims that it uses “Cuban seed tobacco” in its HAVANA SOUL or 

HABANA LEON cigars, then identify the person(s) from whom the “Cuban seed tobacco” is 

obtained and the persons who obtain and/or obtained the tobacco on behalf of Registrant, and 
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state with particularity the country(ies) of origin of that “Cuban seed tobacco,” the location in 

each country where that tobacco was grown, and the varietal of that tobacco.   

11. If Registrant claims that it uses “Cuban seed tobacco” in its HAVANA SOUL or 

HABANA LEON cigars, then identify the country of origin of the actual tobacco seeds used to 

grow that tobacco, and state: how many generations the “Cuban seed tobacco” is descended from 

the original seeds claimed to be taken from Cuba; when those original seeds came from Cuba; 

where in Cuba the tobacco was grown from which the original seeds were taken; and where the 

preceding generations of tobacco were grown, and by whom. 

12. Identify each variety, frontmark, vitola, size, or type of Registrant’s HAVANA 

SOUL and HABANA LEON cigars. 

13. For each item identified in response to Interrogatory 12:  

a) describe with particularity the blend used, including the binder, filler, and 

wrapper, including the country and region of origin of same; 

b) state the percentage of “Cuban seed tobacco” used in that blend; 

c) identify the place of manufacture; 

d) identify all countries in which the tobacco is grown, including in what region of 

that country the tobacco is grown; and 

e) identify the suppliers of any tobacco or tobacco seeds used, and all persons with 

whom Registrant has consulted, negotiated or contracted to supply tobacco or 

tobacco seeds, or to manufacture HAVANA SOUL or HABANA LEON cigars. 

14. Identify each person with information concerning any design, development, or 

creation of the design, lettering, text, packaging or trade dress used by Registrant in connection 

with the marks HAVANA SOUL or HABANA LEON. 
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15. Identify each person with information concerning any advertising, promotion, 

marketing strategy, consumer preferences, and sales solicitation by Registrant of the marks 

HAVANA SOUL or HABANA LEON.   

16. Identify each person with knowledge of any actual or planned survey, study, test, 

market research, or analysis concerning the perceived country of origin of Registrant’s 

HAVANA SOUL or HABANA LEON cigars, any perceived geographic association with 

Registrant’s HAVANA SOUL or HABANA LEON cigars, or any association by consumers or 

potential consumers between Registrant’s HAVANA SOUL or HABANA LEON cigars and 

Cuba or Havana, Cuba, or Petitioners.  

17. Identify each person with knowledge of the facts concerning Registrant’s 

Affirmative Defense of genericness. 

18. Identify each person with knowledge of the facts concerning Registrant’s 

Affirmative Defense of trademark misuse/unclean hands. 

19. Identify each person with knowledge of the facts concerning Registrant’s 

Affirmative Defense of laches, and state with particularity all such facts. 

20. Identify each person with knowledge of the facts concerning Registrant’s 

Affirmative Defense of estoppel, and state with particularity all such facts. 
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Dated: New York, New York 
 September 16, 2011 
  

RABINOWITZ, BOUDIN, STANDARD, 
KRINSKY & LIEBERMAN, P.C. 
 
By:   /David B. Goldstein/   

DAVID B. GOLDSTEIN 
DANIEL S. REICH 
45 Broadway, Suite 1700 
New York, New York 10006 
(212) 254-1111 
dgoldstein@rbskl.com 
dreich@rbskl.com 
Attorneys for Petitioners Corporacion Habanos, 
S.A. and Empresa Cubana del Tabaco 

 
 

The undersigned certifies that a true and correct copy of the foregoing PETITIONERS’ 

FIRST SET OF INTERROGATORIES TO REGISTRANT was served on Registrant by mailing 

via U.S. first-class mail, postage prepaid, said copy on September 16, 2011, to: 

CERTIFICATE OF SERVICE  

Frank Herrera 
H NEW MEDIA 
1749 NE Miami Court, Suite 308 
Miami, Florida 33132  
Counsel for Cigar King, Ltd. 
 

 /Daniel S. Reich/  
Daniel S. Reich 
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	4. The term “use” means “use” or “intended to be used.”
	5. The term “document” is defined to be synonymous in meaning and equal in scope to the usage of this term in Fed. R. Civ. P. 34(a), including, without limitation, electronic, digital, or computerized data compilations, emails, voicemails, phone records, d�
	6. The term “including” means “including, but not limited to;” the term “concerning” means relating to, referring to, describing, evidencing, or constituting; the terms “all” and “each” shall be construed as “all and each;” the connectives “and” and “or” s�
	7. The term “HAVANA SOUL” refers to the trademark HAVANA SOUL as set out in trademark Registration No. 3,207,740 in the United States Patent and Trademark Office (“USPTO”).
	8. The term “HABANA LEON” refers to the trademark HABANA LEON as set out in trademark Registration No. 3, 207,741 in the USPTO
	9. The terms “mark HAVANA SOUL,” “mark HABANA LEON,” “HAVANA SOUL mark,” and “HABANA LEON mark” refer to the trademarks HAVANA SOUL and HABANA LEON as set forth above.
	10. The terms “HAVANA SOUL cigars” and “HABANA LEON cigars” refer to cigars currently or formerly produced, sold, distributed or promoted by Registrant bearing the trademarks HAVANA SOUL or HABANA LEON.
	UGENERAL INSTRUCTIONS
	The following General Instructions apply to each of the document production requests (hereinafter “Request(s)”) set forth herein:
	1. In responding to the following Requests, you are required to furnish all documents that are available to you, including documents in the possession, custody or control of your current and former attorneys, accountants, agents, advertising agencies, desi�
	2. If any document requested is withheld because you claim that such document is privileged, provide the information for such document required by Rule 26(b)(5) of the Federal Rules of Civil Procedure and Title 37 of the Code of Federal Regulations Section�
	3. If you object to any Request on grounds other than privilege, state the precise grounds upon which your objection is based.
	4. Each Request is to be answered separately and in order.
	5. If any documents responsive to the following Requests have been lost, destroyed, transferred voluntarily or involuntarily to others not subject to the control of Registrant, or otherwise disposed of, or if any documents responsive to the following Reque�
	6. If a document is produced in redacted form, state with particularity the reason(s) it was not produced in full, and describe generally those portions of the document that are not being produced in a manner sufficient to identify the document for purpose�
	7. If production of any requested document is objected to on the ground that it is burdensome and oppressive, identify:  (i) the precise reason why production poses a special burden; (ii) the approximate number of documents/pages that have been called for;�
	8. Pursuant to Rule 34(b) of the Federal Rules of Civil Procedure, the documents produced shall be produced as they are kept in the ordinary course of business or shall be organized and labeled to correspond to the specific paragraph(s) of this Request to �
	9. If, after providing the requested information, you obtain or become aware of any further information or documents responsive to these Requests, you are required to produce to Petitioners such additional information or documents as required by Fed R. Civ�
	UREQUESTS FOR PRODUCTION
	1. All documents concerning Registrant’s adoption or selection of the marks HAVANA SOUL and HABANA LEON for use in connection with cigars.
	2. All documents concerning the use, design, or development and creation of any design, lettering, text, trade dress, or packaging, used or considered for use by Registrant in connection with the marks HAVANA SOUL or HABANA LEON.
	3. All documents concerning the meaning of “Habana” or “Havana,” including as those terms relate to cigars.
	4. All documents concerning the meaning of “Havana Soul” or “Habana Leon.”
	5. All documents concerning Registrant’s application for the mark HAVANA SOUL in the USPTO (Serial Number 78705672), including all documents prepared, reviewed, or submitted in support of that trademark application and all documents concerning any subseque�
	6. All documents concerning Registrant’s application for the mark HABANA LEON in the USPTO (Serial Number 78705677), including all documents prepared, reviewed, or submitted in support of that trademark application and all documents concerning any subseque�
	7. Documents sufficient to show Registrant’s use in commerce of the marks HAVANA SOUL and HABANA LEON for “cigars” at the time Registrant filed its applications for the marks on September 1, 2005.
	8. All documents concerning Registrant’s amendments to its identifications of goods for the marks HAVANA SOUL and HABANA LEON on or about September 25, 2006, amending “Cigars” to “Cigars made with Cuban seed tobacco,” including all documents reviewed, cons�
	9. All documents concerning any investigation, study or analysis conducted by or on behalf of Registrant on or before September 25, 2006, concerning its claims to the USPTO at that time that the cigars sold under the marks HAVANA SOUL or HABANA LEON are “m�
	10. All documents concerning any investigation, study or analysis conducted by or on behalf of Registrant after amendment of the identifications of goods on September 25, 2006 concerning its claims that its HAVANA SOUL and HABANA LEON cigars are “made with�
	11. All documents concerning Registrant’s claims that Registrant’s HAVANA SOUL and HABANA LEON cigars are “made with Cuban seed tobacco,” including at the time Registrant amended its goods on September 25, 2006.
	12. All documents concerning what Registrant meant by the terms “Cuban seed,” “Cuban seed tobacco,” and “made with Cuban seed tobacco” at the time it amended its identifications of goods on or about September 25, 2006.
	13. All documents concerning “Cuban seed tobacco,” including the use of that term in relation to Registrant’s HAVANA SOUL or HABANA LEON cigars, or in the United States cigar industry.
	14. All documents concerning the seeds that are used to grow any tobacco used in Registrant’s HAVANA SOUL or HABANA LEON cigars that Registrant claims is grown from “Cuban seed,” including all documents concerning the country of origin of the seeds, how su�
	15. All documents concerning when, or if, the “Cuban seeds,” or the “Cuban seed” progenitors of the seeds, used to grow any claimed “Cuban seed tobacco” used in Registrant’s HAVANA SOUL or HABANA LEON cigars came from Cuba.
	16. All documents concerning how many generations the seeds used to grow the claimed “Cuban seed tobacco” used in Registrant’s HAVANA SOUL or HABANA LEON cigars are descended from the original seeds Registrant claims were taken from Cuba.
	17. All documents, including marketing reports, business plans, and internal memoranda, concerning Registrant’s actual or intended market, customers and users for Registrant’s HAVANA SOUL or HABANA LEON cigars.
	18. Documents sufficient to show the channels of trade through which Registrant has sold its HAVANA SOUL or HABANA LEON cigars, including documents sufficient to identify the persons, including retail entities, to which Registrant’s HAVANA SOUL or HABANA L�
	19. All documents concerning Registrant’s or third parties’ marketing, promotion or advertisement of Registrant’s HAVANA SOUL or HABANA LEON cigars, including examples or copies of each and every advertisement, display and item of promotional material, inc�
	20. All documents concerning the Habana Leones baseball team, including all documents concerning any claimed connection or association between Cigar King, or any of Cigar King’s products, and the Habana Leones baseball team, and any reference by Cigar King�
	21. Documents concerning the manufacture by or on behalf of Registrant of its HAVANA SOUL or HABANA LEON cigars, sufficient to identify all former or current manufacturers and places of manufacture of any such cigars.
	22. Documents sufficient to identify the characteristics, varietal, location and country of origin, and region of origin within that country, of any tobacco used in Registrant’s HAVANA SOUL or HABANA LEON cigars, including whether any of the identified tob�
	23. Documents sufficient to show the blend used in Registrant’s HAVANA SOUL or HABANA LEON cigars by frontmark, vitola, size or type of cigar, including the country and region of origin of the binder, filler, and wrapper, and any changes to the blend at an�
	24. All documents concerning any product of Cuban origin claimed to be used as an ingredient or component of Registrant’s HAVANA SOUL or HABANA LEON cigars.
	25. All documents concerning any alleged connection or association between Registrant’s HAVANA SOUL or HABANA LEON cigars and Cuba or Havana, Cuba.
	26. Documents sufficient to show the quantity and percentage of Registrant’s HAVANA SOUL and HABANA LEON cigars sold by or for Registrant by the following channels: (a) retail store; (b) internet; and (c) mail order catalog, respectively, for the last five�
	27. All documents concerning consumers’ or potential consumers’ perceived country of origin of Registrant’s HAVANA SOUL or HABANA LEON cigars, any perceived geographic association with Registrant’s HAVANA SOUL or HABANA LEON cigars, or any association by c�
	28. Documents sufficient to disclose any tobacco products that Registrant purchases, produces, distributes, or sells under marks or names that include the name of a geographic location in addition to products under the HAVANA SOUL and HABANA LEON mark...
	29. One sample of each of Registrant’s products that is packaged or has ever been packaged using the mark HAVANA SOUL, including one sample of each of the packaging or shipping materials, trade dress, text, labels, cigar bands, and boxes or containers.
	30. One sample of each of Registrant’s products that is packaged or has ever been packaged using the mark HABANA LEON, including one sample of each of the packaging or shipping materials, trade dress, text, labels, cigar bands, and boxes or containers.
	31. One sample of each cigar, by frontmark, vitola, size, or type produced, sold or promoted by Registrant bearing the mark HAVANA SOUL, and a copy of all trade dress or packaging used in connection with each frontmark, vitola, size, or type of cigar.
	32. One sample of each cigar, by frontmark, vitola, size, or type produced, sold or promoted by Registrant bearing the mark HABANA LEON, and a copy of all trade dress or packaging used in connection with each frontmark, vitola, size, or type of cigar.
	33. Samples of the “Cuban seed tobacco” that Registrant uses in its HAVANA SOUL Cigars, and samples of the “Cuban seed tobacco” that Registrant uses in its HABANA LEON cigars.
	34. Samples of the “Cuban seeds” that are used to grow the “Cuban seed tobacco” that Registrant uses in its HAVANA SOUL cigars, and samples of the “Cuban seeds” that are used to grow the “Cuban seed tobacco” that Registrant uses in its HABANA LEON cig...
	35. All reviews, reports and mentions in any publication or media, including on the Internet, or by any third party of Registrant’s HAVANA SOUL or HABANA LEON cigars.
	36. All documents concerning Registrant’s Affirmative Defense of genericness.
	37. All documents concerning Registrant’s Affirmative Defense of trademark misuse/unclean hands.
	38. All documents concerning Registrant’s Affirmative Defense of laches, including all documents concerning any alleged prejudice to Registrant as a result of any alleged action or inaction of Petitioners.
	39. All documents concerning Registrant’s Affirmative Defense of estoppel.
	40. All documents concerning Registrant’s Affirmative Defense of “the Registrations are Consistent with USPTO Records.”
	41. All documents concerning Registrant’s denials and other allegations set forth in paragraphs 17, 19, 21-25, 31-32, 35, 38-45, 47, 49 of Registrant’s Answer.
	Dated: New York, New York
	September 16, 2011
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	IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
	PETITIONERS’ FIRST SET OF INTERROGATORIES TO REGISTRANT
	1. “Petitioners” means Corporation Habanos, S.A. and Empresa Cubana del Tabaco d.b.a. Cubatabaco.
	2. “Registrant” or “you” means Cigar King, its current and former affiliates, subsidiaries, parents, predecessors and successors in interest, and each of their present and former principals, partners, officers, directors, executives, employees, agents, att
	3. The term “communication” means the transmittal of information in the form of facts, ideas, inquiries or otherwise.
	4. The term “use” means “use” or “intended to be used.”
	5. The term “document” is defined to be synonymous in meaning and equal in scope to the usage of this term in Fed. R. Civ. P. 34(a), including, without limitation, electronic, digital, or computerized data compilations, emails, voicemails, phone records, d�
	6. When referring to a person, to “identify” means to give, to the extent known, the person’s full name, present or last known address, and when referring to a natural person, additionally, the present or last known place of employment.
	7. When referring to documents, to “identify” means to give, to the extent known, the (i) type of document; (ii) general subject matter; (iii) date of the document; and (iv) author(s), addressee(s) and recipient(s).
	8. The term “including” means “including, but not limited to;” the term “concerning” means relating to, referring to, describing, evidencing, or constituting; the terms “all” and “each” shall be construed as “all and each;” the connectives “and” and “or” s�
	9. The term “HAVANA SOUL” refers to the trademark HAVANA SOUL as set out in trademark Registration No. 3,207,740 in the United States Patent and Trademark Office (“USPTO”).
	10. The term “HABANA LEON” refers to the trademark HABANA LEON as set out in trademark Registration No. 3, 207,741 in the USPTO.
	11. The terms “mark HAVANA SOUL,” “mark HABANA LEON,” “HAVANA SOUL mark,” and “HABANA LEON mark” refer to the trademarks HAVANA SOUL and HABANA LEON as set forth above.
	12. The terms “HAVANA SOUL cigars” and “HABANA LEON cigars” refer to cigars currently or formerly produced, sold, distributed or promoted by Registrant bearing the trademarks HAVANA SOUL or HABANA LEON.
	1. Each Interrogatory is to be answered separately and in order.
	2. These Interrogatories are continuing in character so as to require further and supplemental production if additional responsive information is obtained between the time of initial response and the close of briefing, and Registrant is reminded of the dut�
	3. If an Interrogatory cannot be answered in full after exercising due diligence to secure the necessary information to do so, please so state and answer the Interrogatory to the extent possible, specifying and stating whatever information or knowledge is �
	4. If an Interrogatory is objected to, the reason for the objection must be stated with specificity in lieu of an answer.  If any part of an Interrogatory is objected to, any unobjectionable portion must be answered.
	5. If you contend that any requested information is subject to any privilege (such as attorney/client) or protection (such as attorney work-product) and you intend to assert such privilege or protection, provide the information required by Rule 26(b)(5) of�
	INTERROGATORIES
	1. Identify each person who prepared or assisted in the preparation of any response to these Interrogatories, and identify which Interrogatories each person participated in preparing or answering.
	2. Identify each person who provided or collected documents or things in response to Petitioners’ First Request for Production of Documents and Things, and state the responsibilities of each person.
	5. Identify each person with information concerning any communications between Registrant and the USPTO concerning the HAVANA SOUL or HABANA LEON marks, and state with particularity the contents of such communications.
	6. Identify each person with knowledge of any investigation, study, or analysis conducted by or on behalf of  Registrant on or before September 25, 2006 to verify its claim to the USPTO that Registrant’s HAVANA SOUL and HABANA LEON cigars are “made with Cu�
	7. Identify each person with knowledge of any investigation, study, or analysis conducted by or on behalf of Registrant after September 25, 2006 to verify its claim to the USPTO that Registrant’s HAVANA SOUL and HABANA LEON cigars are “made with Cuban seed�
	8. State with particularity what Registrant meant by the terms “Cuban seed” or “Cuban seed tobacco” as used in its application and registration with the USPTO, when it amended it identifications of goods for the HAVANA SOUL and HAVANA LEON marks on Septemb�
	9. State whether Registrant uses “Cuban seed tobacco” in its HAVANA SOUL or HABANA LEON cigars, and identify each person with information concerning any claimed “Cuban seed tobacco” used in those cigars.
	10. If Registrant claims that it uses “Cuban seed tobacco” in its HAVANA SOUL or HABANA LEON cigars, then identify the person(s) from whom the “Cuban seed tobacco” is obtained and the persons who obtain and/or obtained the tobacco on behalf of Registrant, �
	11. If Registrant claims that it uses “Cuban seed tobacco” in its HAVANA SOUL or HABANA LEON cigars, then identify the country of origin of the actual tobacco seeds used to grow that tobacco, and state: how many generations the “Cuban seed tobacco” is desc�
	12. Identify each variety, frontmark, vitola, size, or type of Registrant’s HAVANA SOUL and HABANA LEON cigars.
	13. For each item identified in response to Interrogatory 12:
	a) describe with particularity the blend used, including the binder, filler, and wrapper, including the country and region of origin of same;
	b) state the percentage of “Cuban seed tobacco” used in that blend;
	c) identify the place of manufacture;
	d) identify all countries in which the tobacco is grown, including in what region of that country the tobacco is grown; and
	e) identify the suppliers of any tobacco or tobacco seeds used, and all persons with whom Registrant has consulted, negotiated or contracted to supply tobacco or tobacco seeds, or to manufacture HAVANA SOUL or HABANA LEON cigars.
	16. Identify each person with knowledge of any actual or planned survey, study, test, market research, or analysis concerning the perceived country of origin of Registrant’s HAVANA SOUL or HABANA LEON cigars, any perceived geographic association with Regis�
	17. Identify each person with knowledge of the facts concerning Registrant’s Affirmative Defense of genericness.
	18. Identify each person with knowledge of the facts concerning Registrant’s Affirmative Defense of trademark misuse/unclean hands.
	19. Identify each person with knowledge of the facts concerning Registrant’s Affirmative Defense of laches, and state with particularity all such facts.
	20. Identify each person with knowledge of the facts concerning Registrant’s Affirmative Defense of estoppel, and state with particularity all such facts.
	Dated: New York, New York
	September 16, 2011


