Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA417789

Filing date: 07/05/2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92053245

Party Plaintiff
Corporacion Habanos, S.A. and Empresa Cubana del Tabaco, dba Cubatabaco

Correspondence DAVID B GOLDSTEIN

Address RABINOWITZ BOUDIN STANDARD KRINSKY ET AL
45 BROADWAY , SUITE 1700

NEW YORK, NY 10006-3791

UNITED STATES

dgoldstein@rbskl.com

Submission Reply in Support of Motion

Filer's Name David B. Goldstein

Filer's e-mail dgoldstein@rbskl.com, dreich@rbskl.com
Signature /David B. Goldstein/

Date 07/05/2011

Attachments H. Leon Reply MTD.pdf ( 9 pages )(523293 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CORPORACION HABANOS, S.A., and EMPRESA
CUBANA DEL TABACO, d.b.a. CUBATABACO,

Petitioners,

CIGAR KING, LTD.,

)
)
)
)
)
V. ) Cancellation No. 92053245
)
)
)
Registrant. )

)

PETITIONER CUBATABACO’S REPLY BRIEF IN SUPPORT OF MOTION TO
DISMISS COUNTERCLAIMS

Petitioner Empresa Cubana Del Tabaco (“Cubatabaco™ or “Petitioner”), by and through
its undersigned attorneys, hereby submits this Reply Brief in further support of its motion to
dismiss the two counterclaims brought by Cigar King, Ltd. (“Cigar King”), which seek to cancel
the registration of Cubatabaco’s mark LA CASA DEL HABANO & DESIGN, U.S. Reg. No.
1,970,911 (“LA CASA DEL HABANO & DESIGN,” or the “Mark™), for cigars and related
tobacco products and accessories, registered since 1996.

INTRODUCTION

In its opening brief, Cubatabaco showed that Cigar King’s first counterclaim, based on
mere descriptiveness, must be dismissed as time-barred because the Mark has been registered for
more than five years, and that, in any event, Cigar King had failed to plead, as it must, that the
entire composite mark is merely descriptive. Petitioner’s Brief (“Pet. Br.”) at 4-7. Cigar King
does not dispute either of these grounds for dismissal.

Cubatabaco also showed that Cigar King’s second counterclaim based on genericness is

time-barred, because Cigar King did not allege that the entire mark had become generic for the



goods — cigars and other tobacco products and accessories — an absurd proposition in any event,
and further, that it would be impossible to plead the entire mark had become or was generic for
cigars and related tobacco products and accessories. Pet. Br. at 7-10. Again, Cigar King fails to
dispute either of these grounds for dismissal.

Instead, Cigar King requests leave to amend to make the irrelevant and hence futile, as
well as absurd, claim that the Mark has become generic “for retail store services,” Cigar King
Brief (*“CK Br.”) at 3; see also id. at 2, which, of course, are not the goods identified by the
Mark. Without any explanation of what it would plead, or why it would apply, Cigar King also
requests leave to plead Article 8 of the General Inter-American Convention for Trade Mark and
Commercial Protection, 46 Stat. 2907 (“IAC™). Article 8, however, has no application here, as it
only applies under the particular circumstances described therein, which is to protect a party that
has prior rights in a mark in one Contracting State, and then is prevented from obtaining a
registration in another Contracting State by an interfering, i.e., a similar, mark, and only when
the claimant of the interfering mark was aware of the prior rights in another Contracting State.
None of the criteria for an Article 8 claim are applicable here, and Cigar King makes no
allegation or assertion to the contrary. Because its proposed amendments would be futile, indeed
frivolous, if not outright sanctionable, the two counterclaims should be dismissed with prejudice.

ARGUMENT

I. CIGAR KING HAS FAILED TO STATE A CLAIM ALLEGING MERE
DESCRIPTIVENESS

Cigar King makes no argument that the Mark, which has been registered since 1996, has
not been registered for more than five years, or that a claim based on mere descriptiveness can be

brought after five years. Therefore, the first counterclaim is time-barred and must be dismissed.

See Pet. Br. at 4-6.



Cigar King also makes no claim that it has pled that the entire composite mark — words
plus design — is descriptive of the identified goods, as it must. Although extremely unclear, to
the extent it is claiming it should be permitted to plead the entire mark is descriptive, the
pleading would be futile. First, such a pleading cannot overcome the five-year bar. | Second,
Cigar King’s assertion that Cubatabaco disclaimed the entire phrase “LLA CASA DEL
HABANO? at the time of registration, CK Br. at 2, is false. In fact, Cubatabaco disclaimed only
the English translation of a part of the Mark, the words “Cuban cigars.” See Registration File.
Third, Cigar King never asserts in its brief that the Mark is descriptive of the goods sold under
the Mark, but rather only makes the irrelevant (and patently false) assertion that the mark is
descriptive for “a retail store that sells cigars,” or for “retail store services.” CK Br. at 2-3.
Finally, any claim that the entire Mark is descriptive of the goods identified by the Mark would
be plainly frivolous. Indeed, the absurdity is proved by Cigar King’s failure to plead it in the
first instance, its failure to assert it in its brief, or its failure to assert any facts that might make
the claim even remotely plausible. See Ashcroft v. Igbal, 129 S. Ct. 1937, 1949-50 (2009); Zoba
Int’l Corp. v. DVD/Format Licensing Corp., Cancellation No. 92051821, at 2 (TTAB March 10,
2011) (to survive a motibn to dismiss for failure to state a claim, a complaint or counterclaim
“must contain sufficient factual matter, accepted as true, to state a claim to relief that is plausible
on its face™) (quoting Igbal, 129 S.Ct. at 1949-50).

IL. CIGAR KING HAS FAILED TO STATE A CLAIM OF GENERICNESS

Cigar King does not challenge Cubatabaco’s showing that it failed to allege that the entire

Mark is generic, and that it alleged only that the Mark should be cancelled on grounds that it is

generic because “[t]he term ‘habano’ when used in the context of the cigar industry merely refers

" To the extent Cigar King purports to rely on Article 8 of the IAC to overcome the five vear bar, we
address that point below.



to cigars.” Counterclaim 99 13, 15; see Pet. Br. at 7. Moreover, Cigar King does not contest
Cubatabaco’s showing that a claim that a portion of a mark is generic is time-barred unless
brought within five years. Therefore, the Second Counterclaim, based on an allegation that a
portion of the Mark is generic, must be dismissed as time-barred.

Faced with these facts; Cigar King now asserts that the entire LA CASA DEL HABANO
& DESIGN mark “is generic for services offered thereunder” and that the mark denotes “a retail
store that sells cigars.” CK Br. at 2; id. at 3 (“the primary significance of the registered mark
[LA CASA DEL HABANO & DESIGN] to the relevant U.S. cigar consuming public is the
generic name for retail store services (and like services listed in the registration)”). However, the
challenged Mark is registered for cigars and related tobacco products and accessories, not retail
stores, or any other type of services. See Registration File. In any event, the notion that the
entire mark LA CASA DEL HABANO & DESIGN is generic for cigars is so patently absurd
that Cigar King has not only not pled it, but has not even requested leave to plead it, and, of
course, has not pled or asserted any facts that might make the claim plausible. See Igbal, 129 S.
Ct. at 1949-50. Plainly, it would be absurd to claim that LA CASA DEL HABANO & DESIGN
has become the exclusive descriptor of cigars so that sellers of competing brands, or owners of
competing stores, cannot compete effectively without using these terms. See Pet. Br. at 9-10.
Thus, Cigar King cannot plead even the most basic allegations necessary to state a claim that the
Mark is generic for cigars. Likewise, any amendment regarding retail store services would be
irrelevant, and hence, futile. Finally, Cubatabaco notes that an allegation that the challenged LA
CASA DEL HABANO & DESIGN mark has become generic in the U.S. for retail store services
for cigars is not only completely irrelevant here, but is itself so absurd, and so clearly in bad

faith, as would subject a pleader, both party and counsel, to sanctions.



Cigar King’s reliance on Montecash LLC v. Anzar Enters., Inc., 95 USPQ2d 1060, 1063
(TTAB 2010) is misplaced and unexplained. CK Br. at 2. Montecas;z states that a party cannot
bring a claim for cancellation of a composite mark on the ground that a portion of the mark is
generic when that mark has been registered for more than five years. In that case, the Board
held, where the word “Montepio” means pawnshop in Spanish, that “[i]t is clear that
respondent’s mark, composed of a design element combined with the term MONTEPIO, is not
generic as a whole.” Id. at 1062-63 (emphasis added). As applied here, Monrecash directly
supports Cubatabaco’s argument that Cigar King cannot demonstrate that the mark LA CASA
DEL HABANO & DESIGN “as a whole is generic.” Id. at 1063; see Pet. Br. at 7-8.2

III. CIGAR KING CANNOT STATE A CLAIM BASED ON ARTICLE 8 OF THE
IAC, AND LEAVE TO AMEND ON THAT BASIS WOULD BE FUTILE

Cigar King now asserts Article 8 of the IAC as the basis for a new proposed counterclaim
for cancellation of the LA CASA DEL HABANO & DESIGN mark. Article 8, however, which
only addresses a situation in which a party already owns a mark in one Contracting State® and is
blocked from registering that mark in another Contracting State (here the U.S.) by an interfering
mark, is completely irrelevant here, and it would be impossible for Cigar King to state a claim
for cancellation against Cubatabaco’s Mark on that basis.

Cigar King does not — and cannot — allege any of the elements necessary to state a claim

pursuant to Article 8 of the IAC. Article 8 states as follows:

2 Cigar King’s reference to the file history for HOJA DE HABANO, which has not been made of record
here, has no conceivable relevance to this case. Moreover, assuming the file is considered, the Examiner
required a disclaimer of the wording “Hoja de Habano™ on the ground that the Examiner believed the
mark is merely descriptive and geographically descriptive of the goods (in fact, it is geographically
misdescriptive), not because it is generic. As to the LA CASA DEL HABANO & DESIGN mark at issue
here, the Examiner required only a disclaimer of “Cuban cigar,” and there is nothing in that file that
suggests the disclaimer was based on a concern of genericness. See Registration File.

? The Contracting States are Columbia, Cuba, Guatemala, Haiti, Honduras, Nicaragua, Panama, Paraguay,
Peru, and the U.S. See http://www.inta.org/TrademarkBasics/FactSheets/Pages/International Treaties.aspx.




When the owner of a mark seeks the registration or deposit of the mark in a
Contracting State other than that of origin of the mark and such registration or
deposit is refused because of the previous registration or deposit of an interfering
mark, he shall havc the right to apply for and obtain the cancellation or annulment
of the interfering mark upon proving, in accordance with the legal procedure of
the country in which cancellation is sought, the stipulations in Paragraph (a) and
those of either Paragraph (b) or (c) below:

(a) That he enjoyed legal protection for his mark in another of the Contracting
States prior to the date of the application for the registration or deposit which he
seeks to cancel; and

(b) That the claimant of the interfering mark, the cancellation of which is sought,
had knowledge of the use, employment, registration or deposit in any of the
Contracting States of the mark for the specific goods to which said interfering
mark is applied, prior to adoption and use thereof or prior to the filing of the
application or deposit of the mark which is sought to be cancelled; or

(¢) That the owner of the mark who seeks cancellation based on a prior right to
the ownership and use of such mark, has traded or trades with or in the country in
which cancellation is sought; and that goods designated by his mark have
circulated and circulate in said country from a date prior to the filing of the
application for registration or deposit for the mark, the cancellation of which is
claimed, or prior to the adoption and use of the same.

46 Stat. 2907 (emphasis added); see British-Am. Tobacco Co. v. Philip Morris Inc., 55 USPQ2d
1585, 1588 (TTAB 2000) (quoting Article 8 in full). Thus, as the Board stated in British-Am.
Tobacco, at 1589, Article 8 permits:

the owner of a mark, having its origin in one State and seeking registration in

another, to obtain cancellation or annulment of an interfering mark which stands

in the way of the registration sought, upon proving priority of right as stated.

Cigar King cannot state, and does not claim it can state, any of the requisite elements of
an Article 8 claim for cancellation of the Mark:

(1) Cigar King makes no claim that it owns the mark HAVANA SOUL or the mark
HABANA LEON (“HAVANA Marks”) in a Contracting State other than the United States;

(2) Cigar King makes no claim that it now seeks the registration of the HAVANA marks

in the United States (in fact the marks are already registered here);



(3) Cigar King makes no claim that the USPTO has refused registration of the HAVANA
marks in the United States (the Havana Marks were in fact registered);

(4) Cigar King makes no claim that registration was refused because of the previous
registration of the “interfering mark™ LA CASA DEL HABANO & DESIGN, and in fact makes
no claim that the LA CASA DEL HABANO & DESIGN mark is an “interfering mark,” that is, it
has blocked the registration of Cigar King’s marks on the ground that the marks are confusingly
similar. See Diaz v. Servicios De Franquicia Pardo’s S.A.C., 83 USPQ2d 1320 (TTAB 2007)
(“interfering mark” under IAC Article 7 where “services are identical,” “the literal elements of
the parties’ respective marks are the same,” and “stylization clearly is identical”); Corporation
Cimex, S.A. v. DM Enterprises & Distributors Inc., Opposition No. 91178943, at 11-12 (TTAB
Nov. 17, 2008) (“interfering mark™ under Article 7 of the IAC where “the respective marks
prominently display the identical term...in the same stylized lettering, set against virtually the
same background dési gn of horizontal lines™).

(5) Cigar King does not allege that it enjoyed legal protection of its HAVANA Marks in
another of the Contracting States (that is, a State other than the United States) prior to the
application date in the U.S. of the mark it seeks to cancel, here September 22, 1994, the date of
Cubatabaco’s application for the LA CASA DEL HABANO & DESIGN mark, see Registration
File (in fact, Cigar King only alleges first use anywhere of its HAVANA Marks on June 30,
2005, over a decade later); and

(6) Even if Cigar King had rights in its HAVANA Marks in a Contracting State other
than the United States, which it never claims, Cigar King makes no claim that Cubatabaco had
any knowledge of Cigar King’s use, employment, registration or deposit in any of the

Contracting States other than the U.S. of the HAVANA Marks for cigars prior to September 22,



1994, or that cigars designated by Cigar King’s HAVANA Marks have circulated in the United
States from a date prior to September 22, 1994.

Thus, Cigar King’s request for leave to file an amended counterclaim to assert a claim
under Article 8 should be denied as futile. See Leatherwood Scopes International Inc. v.
Leatherwood, 63 USPQ2d 1699, 1702 (TTAB 2002) (denying leave to amend where proposed
amendment would be futile); Phonak Holding AG v. ReSound GmbH, 56 USPQ2d 1057 (TTAB
2000) (motion to add counterclaim denied where amended allegation is insufficient to state
claim); CBS Inc. v. Mercandante, 23 USPQ2d 1784 (TTAB 1992); TBMP § 507.02 (*where the
moving party seeks to add a new claim or defense, and the proposed pleading thereof is legally
insufficient, or would serve no useful purpose, the Board normally will deny the motion for leave
to amend™); see also TBMP § 507.02(b) (“if grounds for the counterclaim are known to the
defendant when its answer to the complaint is filed, the counterclaim should be pleaded with or
as part of the answer™) (citing 37 CFR § 2.1 14(b)(2)(i)).4

CONCLUSION
For the reasons stated herein, and on all the prior papers and proceedings had herein,

Petitioner Cubatabaco’s Motion To Dismiss Cigar King’s Counterclaims should be granted.

* Cigar King erroneously relies on TBMP § 307.04 to argue that granting this Rule 12(b)(6) motion to
dismiss on grounds that the counterclaims are untimely would be without prejudice. Dismissals under R.
12(b)(6), including on statute of limitations grounds, are on the merits. See Plaut v. Spendthrift Farm,
Inc. 514 U.S. 211, 228 (1995) (*'The rules of finality ... treat a dismissal on statute-of-limitations grounds
... as a judgment on the merits.”); Federated Dep 1. Stores v. Moitie (1981) 452 U.S. 394, 399 n.3 (“The
dismissal for failure to state a claim under Fed. Rule Civ. Proc. 12(b)(6) is a judgment on the merits™)
(internal quotations omitted); Trade Specialties, Inc. v. Bugatti Int’l S.A., Cancellation No. 92043680, at
5-6 (TTAB Sept. 14, 2005) (“A dismissal under Fed. R. Civ. P. 12(b)(6) operates as a judgment on the
merits.”). By its terms, TBMP § 307.04, applies only when the Board sua sponte rejects at the outset the
filing of a petition to cancel and returns the fee, on the basis of untimeliness of the stated grounds for
cancellation. As is clear from its April 28, 2011 Order, the Board did not ab initio reject the filing of the
counterclaims, and TBMP § 307.04 is irrelevant here.



Dated: July 5, 2011

By:__ /David B. Goldstein/
DAVID B. GOLDSTEIN
DANIEL S. REICH
RABINOWITZ, BOUDIN, STANDARD,

KRINSKY & LIEBERMAN, P.C.

45 Broadway — Suite 1700
New York, New York 10006-1901
212-254-1111
dgoldstein(@wrbskl.com
dreich(@rbskl.com
Attorneys for Petitioner Empresa Cubana del Tabaco
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The undersigned certifies that a true and correct copy of the foregoing Petitioner
Cubatabaco’s Reply Brief in Support of Motion To Dismiss Counterclaims was served on Cigar
King by mailing, postage prepaid, said copy on July 5, 2011, via U.S. first-class mail, to:

Frank Herrera

H NEW MEDIA

1749 N.E. Miami Court, Suite 308
Miami, Florida 33132
fherrera@hnewmedia.com
Counsel for Cigar King, Ltd.
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