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J914-355

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 1,761,450
For the mark LOGO ATHLETIC

___________________________________ X
New Brand Development Group, LLC, ;
Petitioner,
= Cancellation No. 92053102

V. ,

Reebok International Ltd.,
Registrant. :
___________________________________ X

REGISTRANT’S MOTION FOR LEAVE TO AMEND REGISTRANT’S ANSWER

Reebok International Ltd. (“‘Registrant”) hereby respectfully moves for leave to
amend its answer to the Petition To Cancel in accordance with Fed. R. Civ. P. 15(a), 37
C.F.R.§2.107, and TBMP §§ 315 and 507". The proposed amended answer is attached

hereto as Exhibit A. It contains affirmative defenses not set forth in the original answer.

. STATEMENT OF FACTS
The Petition To Cancel was filed on October 6, 2010 and Registrant served and filed
its original answer on November 16, 2010.
The proceedings were suspended on consent from June 3, 2011 to September 14,
2011 while the parties discussed a possible settlement. Discovery opened on December

16, 2010 and is presently scheduled to close on October 28, 2011.

'Registrant requested Petitioner’'s consent to the proposed amendment, but
Petitioner has declined.



The original answer did not include any affirmative defenses.

At the time that the original answer was filed, the Registrant was unaware of certain
relevant facts which provide the basis for the affirmative defenses. Because the facts
came into Registrant's possession after the filing of the answer, Registrant was unable to
allege related affirmative defenses in the original answer.

The affirmative defenses are necessary to the Registrant’s defense to the Petition

To Cancel and, therefore, the amendment sought is in the interests of justice.

IIl. ARGUMENT
Fed. R. Civ. P. 15(a) provides, in pertinent part, that leave to amend pleadings “shall
be freely given when justice so requires.” In interpreting this provision, the Supreme Court
has observed:
In the absence of any apparent or declared reason—such as
undue delay, bad faith or dilatory motive on the part of the
movant, repeated failure to cure deficiencies by amendments
previously allowed, undue prejudice to the opposing party by
virtue of allowance of the amendment, futility of amendment,
etc.—the leave sought should, as the rules require, be “freely
given.”
Foman v. Davis, 371 U.S. 178,182 (1962).
Consistent therewith, the Board has recognized that the policy of granting leave is
a liberal one, and that leave ordinarily should be granted whenever doing so will not unduly
delay trial of the case or prejudice the other party. Microsoft Corp. v. Quantel Business
Systems, Inc. 16 USPQ2d 1732, 1733 (TTAB).
It has been generally held that amendments to pleadings

should be allowed with great liberality at any stage of the
proceeding where necessary to bring about a furtherance of



justice unless it is shown that entry of the amendment would
violate settled law or be prejudicial to the rights of any
opposing parties.

American Optical Corp. v. American Olean Tile Co., Inc. 168 USPQ 471,473
(TTAB 1970) (emphasis added)

Notably, the issue presented on a motion to amend is not whether the evidence
ultimately will support the claim sought to be added, but whether the moving party should
be permitted to assert the claim at trial or on summary judgment. The question of whether
the moving party can prove the allegations is a matter to be determined after the
introduction of evidence at trial or in connection with a motion for summary judgment.
Flatley v. Trump, 11 USPQ2d 1284, 1286 (TTAB) 1989).

In the present case, the sole purpose of the proposed amendment is to add
affirmative defenses pleading that Petitioner does not have a bona fide intent to use the
mark in its pleaded intent-to-use application, application no. 85/106,355; that Petitioner is
trafficking in the trademark LOGO ATHLETIC and does not have a bona fide intention to
use LOGO ATHLETIC as a trademark before and as of the date of the filing of the petition
to cancel; and that the Petitioner lacks standing to seek cancellation of Registrant’s
registered mark.

The issue of the need to amend an answer to assert affirmative defenses similarly
arose in the case of Kaplan v. Brady, 98USPQ2d 1830 (TTAB 2011) (non-precedential).
In Kaplan, the respondent had not plead an affirmative defense that petitioner lacked
standing because he lacked a bona fide intent-to-use the mark in his pleaded intent-to-use
application. Nevertheless, in considering cross-motions for summary judgment, the Board

stated that, for purposes of the cross-motions only, the Board would consider respondent’s



answer as amended to assert such a defense, but also noted:
If respondent wishes to rely at trial upon an affirmative defense
that petitioner lacks standing to maintain this proceeding
because he did not have a bona fide intent to use his pleaded
mark when he filed the intent-to-use application to register that
mark, he must seek leave to file an amended answer in which
he includes such an affirmative defense.

Id. at 1834, N.7, citing Fed. R. Civ. P. 15(a) and TBMP Section 507.02.

However, in contrast, in the case of Blackhorse v. Pro Football, Inc., the Board held
that standing was not an affirmative defense:

Lack of standing is not an affirmative defense. Standing is an
element of petitioners’ claim. Petitioners must prove standing
as part of their case. In view of the foregoing, the second
affirmative defense is stricken. See Harjo v. Pro Football Inc.,
30 USPQ2d at 1830.

98 USPQ2d 1633, 1637 (TTAB 2011).

The Petitioner has objected to all of the discovery propounded by the Registrant on
grounds that the Registrant has not asserted affirmative defenses.?

In view of the position taken by the Petitioner, and the guidance provided by the
cases cited above, amendment of Registrant’'s Answer will obviate potential discovery
disputes and clarify Registrant’s basis for its defense to the Petition To Cancel.

Registrant respectfully submits that it has not unduly delayed in seeking to amend
its answer and the information upon which the amendment is based was not known when

the original answer was filed.

The proposed amendment will not prejudice the Petitioner as it only raises

? Registrant is concurrently filing a motion to compel, and a motion to determine
the sufficiency of Petitioner’s objection, in respect of interrogatories and document
requests, and requests for admission, respectively.

4



affirmative defenses.

Affirmative defenses do “. . . not negate the elements of a cause of action” but,
instead, are “. . . an explanation that bars the claims.” /d. Inasmuch as the case is still in
the discovery stage, Petitioner will not be prejudiced by allowance of the proposed
amendment. Should Petitioner need time to explore the defenses, the short extension of
time requested in the concurrently-filed motion to compel should provide it with an ample
opportunity to undertake any necessary discovery.

Registrant also respectfully submits that the interests of justice and public policy
require that the affirmative defenses be considered in this proceeding. The Congressional
policy underlying intent-to-use provisions of the Trademark Act is the prevention of
trafficking in marks to prevent abuse of the intent-to-use system. See, e.g., S. Rep. No.
100-515 at 25 (1988) (indicating that anti-assignment provision “will prevent utilization of

the intent-to-use system to traffic in marks”).

Ill. CONCLUSION
Accordingly, for the reasons set forth herein, Registrant respectfully requests that
its motion for leave to amend Registrant’s answer be granted.

Dated: October 20, 2011 Respectfully submitted,

Angelo”Notaro
anotaro@notaromichalos.com
John Zaccaria
jzaccaria@notaromichalos.com
Notaro, Michalos & Zaccaria P.C.
100 Dutch Hill Road
Orangeburg, New York 10962
Tel: (845) 359-7700

Attorneys for Registrant
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J914-355

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 1,761,450
For the mark LOGO ATHLETIC

___________________________________ X
New Brand Development Group, LLC,
Petitioner,
: Cancellation No. 92053102

V. :

Reebok International Ltd.,
Registrant. :
___________________________________ X

REGISTRANT’S FIRST AMENDED ANSWER

Reebok International Ltd. (“Registrant”), through its undersigned counsel, in answer

to the Petition for Cancellation, responds as follows:

1.

Registrant admits that it is a Massachusetts corporation and that it owns U.S.
trademark registration 1,761,450 and, on information and belief, admits that the
application for said registration was originally filed by Logo 7, Inc., and is without
knowledge or information sufficient to form a belief as to the remaining allegations
of Paragraph 1 of the Petition for Cancellation.

Registrant admits the allegations of Paragraph 2 of the Petition for Cancellation.
Registrant admits the allegations of Paragraph 3 of the Petition for Cancellation
except is without knowledge or information sufficient to form a belief as to the
allegations that the application for registration 1,761,450 was filed in class 39.

Registrant is without knowledge or information sufficient to form a belief as to the



10.

Yi

12,

allegations of Paragraph 4 of the Petition for Cancellation.

Registrant denies the allegations of Paragraph 5 of the Petition for Cancellation.
Registrant denies that it has abandoned use of LOGO ATHLETIC, is without
knowledge or information sufficient to form a belief as to the remaining allegations
of Paragraph 6 of the Petition for Cancellation and refers to Exhibit A attached to
the Petition for Cancellation for the contents thereof.

Registrant is without knowledge or information sufficient to form a belief as to the
allegations of Paragraph 7 of the Petition for Cancellation.

Registrant is without knowledge or information sufficient to form a belief as to the
allegations of Paragraph 8 of the Petition for Cancellation.

Registrant is without knowledge or information sufficient to form a belief as to the
allegations of Paragraph 9 of the Petition for Cancellation.

Registrant is without knowledge or information sufficient to form a belief as to the
allegations of Paragraph 10 of the Petition for Cancellation.

Registrant denies the allegations of Paragraph 11 of the Petition for Cancellation.

First Affirmative Defense

The intent-to-use application, application no. 85/106,355, pleaded by Petitioner in
support of Petitioner’s claim is invalid because Petitioner, at the time the application
was filed, lacked the requisite bona fide intention to use the LOGO ATHLETIC mark

on the goods identified in the application.



Second Affirmative Defense

13.  Petitioner is trafficking in the trademark LOGO ATHLETIC and did and does not
have a bona fide intention to use LOGO ATHLETIC as a trademark before and as

of the date of the filing of the petition to cancel.

Third Affirmative Defense

14.  Petitioner lacks standing to seek cancellation of Registrant’s registered mark.

WHEREFORE, Registrant demands judgment dismissing the Petition for

Cancellation.
Dated: October ¢, 2011 Respectfully submitted,
(st n]e fpo
Angelo Notaro

anotaro@notaromichalos.com
John Zaccaria
jzaccaria@notaromichalos.com
Notaro, Michalos & Zaccaria P.C.
100 Dutch Hill Road
Orangeburg, New York 10962
Tel: (845) 359-7700

Attorneys for Registrant



CERTIFICATE OF SERVICE

It is hereby certified that a copy of the foregoing REGISTRANT’S MOTION FOR
LEAVE TO AMEND REGISTRANT’S ANSWER and EXHIBIT A has been served by
causing a copy thereof to be sent first class mail, postage prepaid, on October 20, 2011
to:

Brett M. Toplin, Esq.
Toplin & Partners, PC
11 S. LaSalle Street, Suite 2900
Chicago, lllinois 60603

/

Kristin Tetro



