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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
) Opposition Nos:
The Smiley Company SPRL )
Opposer, ) 91195201
) 91185409
V. ) 91186653
) 91196707
Harvey Ball Smile Limited, ) 91201490
Applicant )
) Cancellation No.
)

92052829

THE SMILEY COMPANY SPRL’S
MOTION TO CONSOLIDATE PROCEEDINGS

Pursuant to Fed. R. Civ. P. 42(a), as made applicable by Trademark Rule 2.116(a), and for the
reasons set forth in the accompanying Memorandum, The Smiley Company SPRL (collectively, with
its predecessors, “TSC”) hereby moves the Trademark Trial and Appeal Board to consolidate
Opposition Nos. 91195201, 91185409, 91186653, 91196707, 91201490 and Cancellation No.
92052829; designate Opposition No. 91195201 as the “parent” case in which all papers shall be filed,
adopting the trial and deadline schedule of Opposition No. 91195201; grant TSC leave to amend the
pending Notices of Testimonial Depositions on Written Questions to include questions applicable to all
Oppositions and the Cancellation and continue suspension of the consolidated proceedings until

completion of the pending depositions upon written questions pursuant to Trademark Rule 2.124(d)(2).

Dated: May 3, 2013 Respectfully submitted,

Steven L. Baron THE SMILEY COMPANY SPRL
Natalie A. Harris

Mandell Menkes LLC By: /s/ Natalie A. Harris

1 N. Franklin St., Ste. 3600 One of its attorneys

Chicago, Illinois 60606
Tel: (312) 251-1000



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant
Cancellation No.

)
) Opposition Nos:
The Smiley Company SPRL )
Opposer, ) 91195201
) 91185409
V. ) 91186653
) 91196707
Harvey Ball Smile Limited, ) 91201490
)
)
)

92052829

THE SMILEY COMPANY SPRL’S
MEMORANDUM IN SUPPORT OF
MOTION TO CONSOLIDATE PROCEEDINGS

INTRODUCTION

Pursuant to Fed. R. Civ. P. 42(a), as made applicable by Trademark Rule 2.116(a), The Smiley
Company SPRL (collectively, with its predecessors, “TSC”) hereby requests that the Trademark Trial
and Appeal Board consolidate Opposition Nos. 91195201, 91185409, 91186653, 91196707, 91201490
and Cancellation No. 92052829; designate Opposition No. 91195201 as the “parent” case in which all
papers shall be filed, adopting the trial and deadline schedule of Opposition No. 91195201; grant TSC
leave to amend the pending Notices of Testimonial Depositions on Written Questions to include
questions applicable to all Oppositions and the Cancellation and continue suspension of the
consolidated proceedings until completion of the pending depositions upon written questions pursuant

to Trademark Rule 2.124(d)(2).



FACTUAL BACKGROUND

TSC’s History And United States SMILEY Marks

v
In the early 1970s Franklin Loufrani created the SMILEY icon @ (“SMILEY”) and
established the original Smiley World company to sell and license SMILEY marks in the United
Kingdom and Europe. 2. Mr. Loufrani also established The Smiley Licensing Corporation, Ltd. as his
exclusive master licensee to sell and sublicense SMILEY marks on a variety of goods and services
worldwide.! Subsequently, Mr. Loufrani assigned his trademark rights to TSC. TSC now owns the
trademark registrations for the SMILEY marks in over 80 countries worldwide. A representative list
of TSC’s United States trademark applications and registrations for the SMILEY marks is attached
hereto as Ex. A (the “TSC Subject Marks”).

Harvey Ball Licenses TSC SMILEY Marks

Harvey Ball is a Japanese company that, together with its licensing entity JASS International,
licenses various smiley face designs for use on products. Between 2000 and 2004, TSC, through its
master licensee Smiley World, licensed certain SMILEY marks to Harvey Ball (through JASS
International) for use in Harvey Ball’s licensing business.

Harvey Ball Seeks To Register Confusingly Similar SMILEY Marks In The United States

In 2007, following the termination of TSC and Harvey Ball’s SMILEY mark licensing

agreement, Harvey Ball embarked on a campaign to register hundreds of confusingly similar smiley
VN

face designs (e.g. \/) ) for similar goods with the United States Patent and Trademark Office. A

"'In 2001, Smiley Licensing changed its name to Smiley World Limited (“Smiley World”).
3



representative list of Harvey Ball’s United States trademark applications and registrations for
confusingly similar smiley face designs is attached as Ex. B (“Harvey Ball Subject Marks”).
PROCEDURAL BACKGROUND

Since 2008, TSC has filed seven Opposition proceedings against twelve Harvey Ball Subject
Mark applications alleging, among other things, that (1) the Harvey Ball Subject Marks will create a
likelihood of confusion with the prior TSC Subject Marks; (2) Harvey Ball fraudulently represented to
the USPTO that it had the right to apply for registration of the Harvey Ball Subject Marks and (3)
Harvey Ball is abusing the trademark system by essentially engaging in a “land grab” to bank or
warehouse hundreds of similar smiley designs so that it can then attempt to extract a licensing fee from
sellers of products or services which bear one of its hundreds of stolen designs. The seven Opposition
proceedings include: Opp. No. 91185409 (‘409); Opp. No. 91186562 (¢562)% Opp. No. 91186510
(‘510); Opp. No. 91186653 (‘653)°; 91195201 (*201); Opp. No. 91196707 (*707) and Opp. No.
91201490 (‘490) (collectively, the Oppositions). TSC filed Cancellation No. 92052829 (*829) against
ten Harvey Ball Subject Mark registrations also alleging likelihood of confusion, fraud on the USPTO
and bad faith abuse of the trademark system.

TSC and Harvey Ball have engaged in extensive settlement negotiations and were on the verge
of executing a settlement agreement at the end of 2011 when the parties reached an impasse.
Settlement negotiations resumed in 2012 and the parties filed numerous stipulations to suspend the
Oppositions and Cancellation based on their ongoing settlement negotiations. The parties continued to
exchange settlement correspondence through September 2012 but were unable to reach an agreement.

The Opposition and Cancellation trial schedules resumed following multiple suspensions for
settlement negotiations. The Opp. No. 201 trial schedule resumed first, followed by the remaining

Oppositions and the Cancellation. Pursuant to the re-set trial schedule for Opp. No. ‘201, on October

2 Opp. Nos. ‘562 and ‘409 have been consolidated under parent Opposition ‘409.
3 Opp. Nos. “510 and ‘653 were consolidated and ‘510 has since been terminated.
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18,2012 TSC prepared and served Notices of Testimonial Depositions On Written Questions for
Harvey Ball President Koji Yamashita and JASS International President Isao Takahashi, both of whom
are located in Tokyo, Japan.* On November 23, 2012, the TTAB suspended Opp. No. ‘201 for the
taking of the testimonial depositions on written questions.

ARGUMENT

The Oppositions and Cancellation should be consolidated because the parties are identical, the

'
subject marks all include a variation of SMILEY or @ and common issues of fact and law
predominate. Where proceedings before the board involve identical parties, similar marks and related
or identical issues, the Board may order consolidation of the cases. Dating DNA LLC v. Imagini
Holdings Ltd., 94 USPQ 2d 1889, 1893 (TTAB 2010); TBMP §511. Assuming there are common
questions of fact or law, this procedure can establish significant economies by providing for the same
testimony periods and a single, brief, hearing and decision. FRCP 42(a); TBMP §511; Regatta Sport

Ltd. v.Telux-Pioneer Inc, 20 USPQ 2d 1154, 1156 (TTAB 1991).

A. The parties are identical.

TSC is the Opposer in each of the Oppositions and Harvey Ball is the Applicant. TSC is also
the Petitioner in the Cancellation and Harvey Ball is the Respondent. Accordingly, all parties in all the

subject proceedings are identical and this factor weighs in favor of consolidation.

B. The marks, goods and services are very similar.

All of the fourteen TSC Subject Marks and the twenty-one Harvey Ball Subject Marks include

t
either the SMILEY word mark or some variation of TSC’s @ SMILEY design. Furthermore,

4 At the time of service, the first available deposition date available at the American Embassy in Tokyo, Japan was in May
2013. TSC requested the witnesses’ availability for the months of May, June and July 2013 for the purposes of scheduling
the deposition but as of the date of filing, have not yet received confirmation regarding the witnesses availability.
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there is significant overlap in the subject goods and services as well, particularly in International Class
25 (e.g. t-shirts, caps, coats, footwear, gloves, hats, neckties, pants, scarves, shorts, socks, sweaters and
underwear) and International Class 16 (e.g. magazines, books, cards, envelopes, pens, pencils, glue, gift
wrap, albums, decorations, rulers and paper bags). The similarity of the subject marks as well as
overlapping goods also weighs in favor of consolidation
C. Proceedings involve common questions of fact and law
The Oppositions and Cancellation involve common questions of fact and law, specifically: (1)
whether Harvey Ball Subject Marks will create a likelihood of confusion with the prior TSC Subject
Marks; (2) whether Harvey Ball fraudulently represented to the USPTO that it had the right to apply
for registration of the Harvey Ball Subject Marks and (3) whether Harvey Ball is abusing the
trademark system by essentially engaging in a “land grab” to bank or warehouse hundreds of similar
smiley designs so that it can then attempt to extract a licensing fee from sellers of products or services
which bear one of its hundreds of stolen designs. The similarity of facts and law involved weigh in
favor of consolidation.
D. Consolidating Testimony Periods Will Provide Significant Economy
Procuring testimony on written questions in Tokyo, Japan requires significant expenditure of
time and resources. In addition, the strict procedural rules governing United States deposition
proceedings at the American Embassy in Tokyo require months of advanced planning to secure the
appropriate visas, commissions and deposition room space. Accordingly, consolidating the
Oppositions and Cancellation for the purposes of taking testimonial depositions will streamline the
process and avoid the unnecessary expense associated with multiple trips to Japan over several months.
CONCLUSION
For the reasons set forth herein, The Smiley Company SPRL hereby requests that the

Trademark Trial and Appeal Board (1) consolidate Opposition Nos. 91195201, 91185409, 91186653,



91196707, 91201490 and Cancellation No. 92052829; (2) designate Opposition No. 91195201 as the
“parent” case in which all papers shall be filed, adopting the trial and deadline schedule of Opposition
No. 91195201; (3) grant TSC leave to amend the pending Notices of Testimonial Depositions on
Written Questions to include questions applicable to all Oppositions and the Cancellation and (4)
continue suspension of the consolidated proceedings until completion of the depositions upon written

questions pursuant to Trademark Rule 2.124(d)(2).

Respectfully submitted,

THE SMILEY COMPANY SPRL

Dated: May 3, 2013 By:__ /s/ Natalie A. Harris
One of its attorneys

Steven L. Baron

Natalie A. Harris

Mandell Menkes LLC

I N. Franklin St., Ste. 3600

Chicago, Illinois 60606

Tel: (312) 251-1000

Attorneys for The Smiley Company SPRL



CERTIFICATE OF SERVICE

The undersigned, an attorney, hereby certifies that she caused to be served The Smiley
Company SPRL’s Motion To Consolidate Proceedings and supporting Memorandum via e-mail
and U.S. Mail on May 3, 2013 upon:

Mr. Koji Yamashita

President, Harvey Ball Smile Ltd.
#832 Minamimeguroen Bldg 4-6-16
Kamiosaki Shinagawa-ku

Tokyo, Japan, 141-0021

E-mail: jassinter.inc-jp@dream.com

/s/ Natalie A. Harris




100000-V LIGIHX3

67875076
X X ON ‘[2duE)) 10, SPUNO.IL)
06¥10716
X X o) "ddQ 10y spunois)
LOLY6T16
X X ‘oN "ddQ 0] spunoan
10256116
X X o) ‘ddQ 104 spunoan
(01598116,) £5998116
X X X X X oN ‘ddQ 104 spunoin
8661/T/L 8661/L/L 8661/01/6 6661/87/9 ¥00T/0£/9 6007/9/1 010T/€1/¥ aeq 3uipy
26/0€/9 2)e( 2212UTUI0)) U] IS(] ISI]
TL61/1/1 3je(f JIAYH 98] 841
8€'ce WIT6£8€°9¢
TEOE6T'8T | 8E°6ETEVE6T SEpeeeT
LTSTYTIT | STLTSTYT1T € 1€°0€67°8T°LT9T
‘0T'81°91°%1 0T°81°91°p1 sT1T
'6°8°9°C°¢ ‘'6‘8°9°C‘E ST'81 9702 I PI01°6'8°9°S'P'E | ST 81 91 54 SIsSE]) [EUOBEULNU]
san sd1gvd SNVAL ()
AOd ATTIANS AdTINS AdTINS AdTINS MIVIA
“ON [ElI3S
OLLTISSL C6SV1SSL £V60SSSL £EEOTLSL $966659L 9PSELO6L | SYETIOSS uoyedrddy ylewapea | S}
SNOILVOI'TddV LDAr4dNS

TddS ANVAINOD ATTIAS JHL




Z00000-V LI19IHX3

60vS8116 ON

X X X X X -ddQ 10 spunoin

(015981165)

£€5998116 "ON

X X X X X X X ‘ddQ J10 spunein

v00T/1/9 | v00T/€T/T | YOOT/ET/T | 000T/S1/T | 000T/01/S | €00C/1¢£/01 66/07/01 aeq Suijy

e NIPWWO)

800T/¥/T1 000¢C/L 0007/TI 8861/91/S 0L61 1007/97/C 1002/97/T u] as) sy

800¢/v/T1 000C/L 0007/T1 8861/91/¢ 0L61 1002/9/T 1002/92/T je(q JIAY 38(] 3841

¥T 81 6 6 8¢C ST € £ SISSEL) [BuORBUIIU]

A TIOM

AdTINS ATTINS AdTINS AJTINS AdTINS AdTINS AdTIAS MAVIA

*ON UONRIISIZIY

6E8LLSE $66701¢ 0Ey910¢ 67599¢T 67S108¢ §S00L67 819LYLT yrewped ] 'S}
SNOLLVYLSIONA 1LO0dArdNs

TddS ANVAINOD AT TIINS




100000-9 LIgIHX3

60¥S8I16
X X oN "ddQ JO 322(qng

06710716 "ON
X X X X -ddQ jO 12lqng

LOL96116 "ON
X X X -ddQ jO 19fqng

107S6116 ON
X “dd JO yo9lqng

(01598116,)
£5998116 "ON
X *ddQ jO 199lqng

LO/S1/8 LO/eT/Tl 1107/8/€ 0102/8/9 0107/8/9 [ 010T/01/9 01/eT/1 01/€7/1 or/eT/1 60/£C/L L0/6/C1 ape( Suljy

dje N.pUWwWo)
uj as() ¥s14

dje(] 12AT 9S[] ISAL]

It ‘8¢ € Sasse[D)
91 | 0€ ¥T91'v1 144 §T §C 114 0T 81 14! §¢C 154 Jeuonenu]

NIy TIVE AIAUYH

,Kl.\ \ 1& /. . .. \ ,-. /\/.H/.\

e tog-patjddy

ON
[eleg uonedddy

SLYISTLL YrS98TLL SE0650S8 | 01645058 | 8€69S0S8 | 1¥T6S0S8 | O8LSI6LL | 8BLLBIGLL | €LLBIGLL | 009L8LLL VO9LYELL JHEUWRPRL], °S'()

SNOILVII'TddV 1OArdNs
JALIALT HTIIAS 1TTVE AJAYVH



200000-9 LIgIHX3

67875076 ON
X X X X X X X X X x | [eoue) jo algng
80/60/11 80/6/11 80/60/1% | 80/01/11 | 80/01/11 60/87/1 | 80/v1/Cl | 8O/LI/TL 800T/6/11 80/01/11 e sulig
e (] IPUIWO0))
60/LT/T 60/L2/T 60/L7/T 60/LT/T 60/LT/T 60/LT/T 60/LT/T 60/LT/T 60/LT/T | 60/LT/T0 ujy asq) 3say
aeq
60/LT/T 60/LT/T 60/L2/C 60/LT/T 60/LT/T 60/LT/T 60/LT/T 60/L7/C 60/L/T 60/LT/T0 JIAY 3S[] IS4
SIssE[)
§C §C Y4 §¢ §T §¢ §¢ 114 ST Y4 JeuoneulRu]
\\ I \ )/ \\./ \\ )r /, \/ \ \\‘//
EYIANY .\..Jsv J o) LY AR RN
// \ //<\ t\\ /.O //x\\ . - s e /. . /. ]
SIRA] PAI33SIZoY
CCTOILE |  8STOILE| T9TOILE | 99T0ILE | 09€L89¢ | LSPOILE | S88TLLE | SVISBLE 8L100LE | O6LI0OLE "ON UoLBI)SIZY
Niewdpel] S
SNOILLVILSIOAY LOArd1s

AALDATT ATIAS TTVE AJAUYVH




