
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA431962
Filing date: 09/22/2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92052572

Party Plaintiff
Alco Electronics Limited

Correspondence
Address

JERRY S PODKOPACZ
LARKIN HOFFMAN DALY & LINDGREN LTD
7900 XERXES AVENUE SOUTH, 1500 WELLS FARGO PLAZA
MINNEAPOLIS, MN 55431
UNITED STATES
ipgroup@larkinhoffman.com

Submission Reply in Support of Motion

Filer's Name Jerry S. Podkopacz

Filer's e-mail ipgroup@larkinhoffman.com, jerryp@larkinhoffman.com

Signature /Jerry S. Podkopacz/

Date 09/22/2011

Attachments Alco_Reply.pdf ( 9 pages )(143543 bytes )

http://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

ALCO ELECTRONICS 
LIMITED, 

  Petitioner,  

 v. 

ROLF STROTHMANN, 

  Respondent. 

Cancellation No.  92052572 

 
PETITIONER'S REPLY T O 
TGURQPFGPVÓU"QRRQUKVION TO 
PETITION GTÓU"OQVKQP"HQT"
SUMMARY JUDGMENT  

 

I. INTRODUCTION 
 
Tgurqpfgpv"Tqnh"Uvtqvjocpp"*ÐUvtqvjocppÑ+"jcu"pgxgt"wugf"vjg"G-MOTION mark in 

commerce in the United States in connection with shopping carts, mail delivery carts, industrial 

trucks, baby carriages, hand trucks, bicycles, wheel chairs, rikshaws or carts for suitcases (the 

ÐGzvtc"IqqfuÑ+.  In his opposition, Strothmann makes no attempt to refute this fact.   

During his eight years of non-use, Strothmann did not have an intent to resume use, or 

more accurately, to begin use, of the E-MOTION mark with the Extra Goods.  In his opposition 

dtkgh"*ÐStrothmann Resp.Ñ+, Strothmann does not identify any evidence disclosed in his 

fkueqxgt{"tgurqpugu"vjcv"fgoqpuvtcvgu"qt"gxgp"uwiiguvu"cp"Ðkpvgpv"vq"wugÑ"vjg"octm"fwtkpi"vhe 

nonuse period.  In fact, UvtqvjocppÓu"fkueqxgt{"tgurqpugu"guvcdnkuj"vjg"cdugpeg of his intent to 

resume use.  In his opposition, Strothmann attempts to downplay his own discovery responses by 

uvcvkpi"vjcv"vjg"Ðgxkfgpeg"tgnkgf"wrqp"d{"Rgvkvkqpgt"qp"vjg"kssue of intent to abandon is [in] only a 

uocnn"pwodgt"qh"]UvtqvjocppÓu_"fkueqxgt{"tgurqpugu0Ñ  Strothmann Resp. p. 6.  Rather than 

relying upon the evidence in the record, Strothmann relies upon unidentified evidence that he 
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might present at a future date, as well as a few unsupported self-serving statements in an effort to 

continue warehousing the mark.  Neither approach creates a genuine issue of material fact 

tgictfkpi"UvtqvjocppÓu"ncem"qh"kpvgpv"vq"tguwog"wug"qh"vjg"G-MOTION mark in commerce on the 

Extra Goods.  

Strothmann cannot establish a genuine issue of material fact regarding his abandonment.  

Accordingly, he should not be allowed to continue warehousing the E-MOTION mark, and the 

Vtcfgoctm"Vtkcn"cpf"Crrgcn"Dqctf"*vjg"ÐDqctfÑ+"should enter summary judgment striking the 

Extra Goods from W0U0"Tgi0"Pq0"4.922.834."*vjg"ÐUvtqvjocpp"TgikuvtcvkqpÑ+. 

 

II.  ARGUMENT   

A. Strothmann Has Abandoned the E-MOTION mark for the Extra Goods 

1. Vjgtg"ku"Pq"Ocvgtkcn"Fkurwvg"Tgictfkpi"UvtqvjocppÓu"Hcknwtg"vq"Wug"
the E-MOTION Mark with the Extra Goods . 

Strothmann does not dispute (or even address) the fact that he has never used in 

commerce the E-MOTION mark with the Extra Goods, despite obtaining the Strothmann 

Registration in 2003.  See Strothmann Resp.  Consequently, there is no material dispute 

tgictfkpi"UvtqvjocppÓu"pqpwug"qh"vjg"octm"hqt"oqtg"vjcp"gkijv"{gctu0""Vjwu."Petitioner Alco 

Gngevtqpkeu"Nkokvgf"*ÐCneqÑ+" has established a prima facie ecug"qh"UvtqvjocppÓu"cdcpfqpogpv."

yjkej"ujkhvu"vjg"dwtfgp"vq"Uvtqvjocpp"vq"rtgugpv"Ðgxidence showing an intent to resume 

meaningful commercial-uecng"wug"qh"vjg"octmÑ"fwtkpi"vjg"rgtkqf"qh"pqpwug0""4"J. THOMAS 

MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §17.21 (4th ed. 2008).  
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2. There Is No Material Dispute Tgictfkpi"UvtqvjocppÓu"Hcilure To 
Establish His Intent To Resume Meaningful Commercial-Scale Use 
During the Eight Years of Nonuse. 

 UvtqvjocppÓu"eight years of nonuse creates a presumption of intent not to resume use.  

Advance Publishers Magazine, Inc. v. Leach, 466 F. Supp.2d 628, 81 USPQ2d 1871, 1878 (D. 

Md. 2006) (citation omitted).  In order to overcome the presumption, Strothmann must satisfy his 

burden by presenting evidence showing an intent to resume meaningful commercial-scale use of 

the mark during his eight years of nonuse.  There is no material dispute regarding StrothmannÓu"

failure to do so.   

 In sworn responses to Interrogatories, Strothmann identified only one activity as evidence 

of his intent to use the E-MOTION mark on the Extra Goods: a May 2008 meeting in Germany 

that Strothmann had with his wife and another individual, during which they had a vague and 

inchoate discussion regarding some indeterminate possible future use of his technology.  CneqÓu"

Oqvkqp"hqt"Uwooct{"Lwfiogpv"*ÐCneq"OqvkqpÑ+ p.13, Podkopacz Decl. Exs. N, Q.  There is no 

evidence of any follow-up action items from the meeting, such as subsequent planning or 

strategy meetings, market analysis, or any other actions that would even suggest an intent to 

resume meaningful commercial-scale use.  Id.  

In his responses to document requests, Strothmann confirmed the absence of evidence of 

his intent to use the E-MOTION mark outside of the single, isolated meeting in 2008:    

REQUEST NO. 25. 
 

Gcej"fqewogpv"vjcv"gxkfgpegu"UvtqvjocppÓu"kpvgpv"vq"wug"kp"eqoogteg."vjg E-MOTION 
Mark in the United States in connection with each of the Extra Goods. 

 
            RESPONSE 
 

Respondent refers to documents bearing production numbers 000001, and 
000004 - 000006. 

 
 



4. 

REQUEST NO. 41. 
 

Each document transmitted between Strothmann and any third party relating to 
UvtqvjocppÓu"kptent to use in commerce, the E-MOTION Mark in the United States. 

 
            RESPONSE 
 

Respondent refers to documents bearing production numbers 000001, and 
000004 - 000006. 

 

Alco Motion, Podkopacz Decl. Ex. O at Req. Nos. 25, 41.  The documents identified and 

produced by Strothmann consist solely of a one page email in 2008 referencing the naming of a 

company, and a summary of a vague and inchoate discussion regarding some indeterminate 

possible future use the mark, also in 2008.  That is the only evidence qh"UvtqvjocppÓu"rwtrqtvgf"

intent that has been produced in this proceeding.  As discussed in AlcoÓu opening brief, the 

meager evidence produced by Strothmann fqgu"pqv"ucvkuh{"UvtqvjocppÓu"dwtfgp."does not create 

a material issue of fact regarding his lack of intent to resume meaningful commercial-scale use 

of the mark, and does not overcome the presumption of abandonment.  See Cerveceria Modelo 

A.A. de C.V. v. R.B. Marco & Sons Inc. 55 U.S.P.Q.2d 1298 (TTAB 2000) (finding respondent 

did not rebut the prima facie case of abandonment where there were no indications goods were 

manufactured, no evidence of any attempts to market or advertise, no invoices, and no financial 

records); Rivard v. Linville, 133 F.3d 1446, 45 U.S.P.Q.2d 1374, 1376 (Fed. Cir. 1998) (finding 

tgurqpfgpvÓu"urqtcfke"vtkru"vq"vjg"Wpkvgf"Uvcvgu"vq"ocmg"ewtuqt{"kpxguvkicvkqpu"qh"rqvgpvkcn"

business sites and half-hearted attempts to initiate business relationships over a five year period 

insufficient to rebut the presumption of abandonment).   

In his opposition, Strothmann does not even bother to argue that the evidence he 

produced in discovery establishes his intent to resume meaningful commercial-scale use.  See 

Strothmann Resp.  Instead of pointing to the meager evidence in the record, Strothmann relies 
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entirely upon unidentified evidence that he may submit at a future date, and upon a few 

conclusory self-serving statements.  Neither vjg"j{rqvjgvkecn"ÐgxkfgpegÑ"pqt"the self-serving 

statements create a ocvgtkcn"kuuwg"qh"hcev"tgictfkpi"UvtqvjocppÓu"cdcpfqpogpv0 

a. UvtqvjocppÓu"Tghgtgpeg"Vq"ÐOther EvidenceÑ"Ku"Merely 
Speculative And Is Not In The Record.   

Strothmann argues that during the testimony period kp"vjku"rtqeggfkpi."Ðhe would have 

the opportuniv{"vq"vcmg"vguvkoqp{"cpf"rtgugpv"qvjgt"gxkfgpegÑ"and that he has Ðnot abandoned the 

mark with respect to the Extra Goods and at all relevant times intended to use the mark.Ñ  

Strothmann Resp. p.2.  Unfortunately, Strothmann does not identify precisely what evidence he 

would provide.  Indeed, Strothmann does not even commit to providing any evidence.  Rather he 

merely states that Ðhe would have the qrrqtvwpkv{"È vq"rtgugpv"qvjgt"gxkfgpeg0Ñ  Id.  This 

nebulous conjecture is not sufficient to create an issue of material fact. 

Moreover, Strothmann has already had ample opportunity to present any evidence that he 

may have.  Indeed, this Board has ordered Strothmann to produce full and complete responses to 

AlcoÓu"eqortgjgpukxg"fkueqxgt{"tgswguvu."kpenwfkpi"vjqug"uggmkpi"gxkfgpeg"qh"UvtqvjocppÓu"

intent to use the E-MOTION mark with respect to the Extra Goods.  The Board also informed 

Uvtqvjocpp"vjcv"jg"yqwnf"dg"Ðdcttgf"htqo"tgn{kpi"wrqp"qt"ncvgt"rtqfwekpi"fqewogpvu"qt"hcevu0Ñ""

June 3, 2011 Order, citing Fed. R. Civ. P. 37(c)(1). 1 

                                                 
1  In his opposition, Strothmann introduces new information regarding U.S. Patents that he did 
not identify or produce in his Board-ordered discovery responses.  It is unclear why Strothmann 
now includes the previously withheld information insofar as the patents do not reference the E-
MOTION trademark or the Extra Goods.  At most, the patent portfolio establishes that 
Strothmann for many years has owned technology, some of which may have been used in golf 
carts but never in the Extra Goods.  Consequently, even if UvtqvjocppÓu"owuele/motor power 
drive patents are allowed in this proceeding, the introduction of such information first raised in 
UvtqvjocppÓu"tgurqpug"dtkgh"fqgu"pqv"etgcvg"c"igpwkpg"kuuwg"qh"ocvgtkcn"hcev, and does not 
qxgteqog"vjg"rtguworvkqp"qh"UvtqvjocppÓu"kpvgpv"pqv"vq"ÐtguwogÑ"wug of the E-MOTION mark 
on the Extra Goods.   
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b. UvtqvjocppÓu"Ugnh-Serving Statements of Intent to Use Have 
No Weight and Do Not Create a Genuine Issue of Material 
Fact. 

Unable to identify any evidence of his intent, Strothmann submits a Declaration in which 

he alleges that he has always intended to use the E-MOTION mark on all motor assisted vehicles 

that are in the Strothmann Registration.  Strothmann Resp. pp. 2, 7.  Strothmann argues that his 

statements should allow him to avoid summary judgment and continue warehousing the E-

MOTION mark for the Extra Goods.  Strothmann Resp. p.4.   

Strothmann is mistaken.  It ku"ygnn"ugvvngf"vjcv"Ðkp"eqppgevkqp"ykvj"oqvkqpu"hqt"uwooct{"

judgment, a conclusory statement on the ultimate issue does not create a genuine issue of fact0Ñ""

Imperial Tobacco Ltd. v. Philip Morris, Inc., 899 F.2d 1757, 14 U.S.P.Q.2d 1390, 1394 (Fed. 

Cir. 1990), citing Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1564, 4 USPQ2d 

1793, 1797 (Fed.Cir. 1987).  Under Rule 56 of the Federal Rules of Civil Procedure, Strothmann 

Ðowuv"rtqhhgt"oqtg"vjcp"eqpenwuqt{"vguvkoqp{"qt"chhkfcxkvu0Ñ"""Id0""UvtqvjocppÓu"uvcvgogpv"qh"jku"

intent to use the E-OQVKQP"octm"ku"Ðnkvvng"oqtg"vjcp"c"fgpkcn"kp"c"rngcfkpi."yjkej"ku"patently 

insufficient to preclude summary judgment on the ground the facts are disputed0Ñ""Id. (Emphasis 

added).  Vjg"Hgfgtcn"Ektewkv"jcu"uvcvgf"vjcv"Ð]k_p"gxgt{"eqpvguvgf"cdcpfqpogpv"ecug."vjg"

tgurqpfgpv"fgpkgu"cp"kpvgpvkqp"vq"cdcpfqp"kvu"octm="qvjgtykug"vjgtg"yqwnf"dg"pq"eqpvguv0Ñ""Id.    

Accordingly, the Board shoulf"ikxg"pq"ygkijv"vq"UvtqvjocppÓu"self-serving and 

unsupported statements of his intent to use the E-MOTION mark in commerce with the Extra 

Goods.  Rivard v. Linville."355"H05f"3668."67"WURS4f"3596."3598"*Hgf0"Ekt0"3;;:+"*ÐC"

tgikuvtcpvÓu"rtqencocvkqpu"qh"jks intent to resume or commence use in United States commerce 

fwtkpi"vjg"rgtkqf"qh"pqpwug"ctg"cyctfgf"nkvvng."kh"cp{."ygkijv0Ñ+0""Yjgp"qpg"tgoqxgu"

UvtqvjocppÓu"self-serving and conclusory statements, there is nothing left.  See 2 J. THOMAS 

MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §17.13 (4th ed. 2008) (the 
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Ðxciwg"cpf"pgdwnqwuÑ"uvcvgogpvu"qh"c"rctv{"Ðoc{"dg"qwvygkijgf"d{"jku"cevkqpu."yjkej"oc{"

urgcm"nqwfgt"vjcp"yqtfuÑ+0"" 

The foregoing conclusively demonstrates that Strothmann has abandoned the E-

MOTION mark for the Extra Goods and that he has not satisfied his burden of presenting 

Ðgxkfgpeg"ujqykpi"cp"kpvgpv"vq"tguwog"ogcpkpihwn"eqoogtekcn-uecng"wug"qh"vjg"octmÑ"fwtkpi"vjg"

period of nonuse, he has not overcome the presumption of abandonment, and he has not created a 

material issue of fact regarding his abandonment.   

B. UvtqvjocppÓu"Warehousing of the E-MOTION Mark is Contrary to Law   

Strothmann is in effect uggmkpi"vq"qdvckp"vjku"DqctfÓu"crrtqxcn"qh"jku"eqpvkpwgf"

warehousing of the E-MOTION mark for the Extra Gqqfu0""Kp"3;;9."Uvtqvjocpp"hkngf"cp"Ðkpvgpv"

vq"wugÑ"vtcfgoctm"crrnkecvkqp"hqt"vjg"G-MOTION mark for use with the Extra Goods and golf 

carts, all with auxiliary motors.  In 2003, the application matured into the Strothmann 

Registration based on alleged use in commerce in the United States.  In 2009, Strothmann 

maintained his registration by filing a declaration with the United States Patent & Trademark 

Office of continuous use in commerce of the E-MOTION mark on all of the goods in the 

Strothmann Registration.   

Strothmann now admits that he has never used the E-MOTION mark with the Extra 

Iqqfu0""Uvtqvjocpp"jcu."kp"guugpeg."ockpvckpgf"cp"Ðkpvgpv"vq"wugÑ"vtcfgoctm"hqt"vjg"G-MOTION 

mark on the Extra Goods for eleven years, and seeks to indefinitely maintain his unused mark.  

Vjg"Ncpjco"Cev"Ðycu"pqv"kpvgpfgf"vq"rtqxkfg"c"yctgjqwug"hqt"wpwugf"octmu0Ñ""Imperial 

Tobacco Ltd. v. Philip Morris, Inc., 899 F.2d 1757, 14 USPQ2d 1390, 1394 (Fed. Cir. 1990).  

ÐTkijvu"kp"c"vtcfgoctm"ctg"nquv"yjgp"vtcfgoctmu"ctg"Ðyctgjqwugf0Ñ""Major League Baseball 

Properties, Inc. v. Sed Non Olet Denarius Ltd. 817 F.Supp. 1103, 26 U.S.P.Q.2d 1731, 1750 

*U0F0"P["3;;5+0""UvtqvjocppÓu"cvvgorv"vq"yctgjqwug"vjg"E-MOTION mark should be rejected, 
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and the Extra Goods should be stricken from the Strothmann Registration.   

III.  CONCLUSION 

The evidence in this case is clear: Strothmann has never used the E-MOTION mark in 

connection with the Extra Goods, and UvtqvjocppÓu"qpn{"gxkfgpeg"qh"jku"intent to ÐtguwogÑ"wug"

of the E-MOTION mark with the Extra Goods is one meeting in Germany in 2008.  As a matter 

of law, Strothmann has abandoned the E-MOTION mark for the Extra Goods, and summary 

judgment should be entered striking the Extra Goods from Registration No. 2,700,612. 

 

    Respectfully submitted, 
Dated: September 22, 2011     /Jerry S. Podkopacz/   

Jerry S. Podkopacz 
Thomas J. Oppold  
Molly T. Eichten 
Larkin Hoffman Daly & Lindgren Ltd. 
1500 Wells Fargo Plaza 
7900 Xerxes Avenue South 
Minneapolis, Minnesota  55431-1194 
Tel.: (952) 835-3800 

    Attorneys for Alco Electronics Limited 
1371268.3  
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Certificate of Service 
 

I hereby certify that a true and correct copy of: 

(1) Rgvkvkqpgt)u"Tgrn{"Vq"TgurqpfgpvÓu"Qrrqukvkqp"Vq"RgvkvkqpgtÓu"Oqvkqp"hqr Summary 
Judgment 

filed in the above-captioned proceeding has been served via e-mail and by First Class Mail 

postage prepaid to: 

Peter J. Phillips (pjphillips@lmiplaw.com) 
Klaus P. Stoffel 
LUCAS & MERCANTI, LLP 
475 Park Avenue South 
New York, NY 10016 
 

 
 
Date:   September 22, 2011      /Jerry S. Podkopacz/     

Jerry S. Podkopacz, Esq. 
Attorney for Petitioner 
Alco Electronics Limited 
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