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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ALCO ELECTRONICS Cancellation No. 92052572
LIMITED,
Petitioner, PETITIONER'S REPLY T O
RESPONDENT’S OPPOSITION TO
\Z PETITION ER’S MOTION FOR
SUMMARY JUDGMENT
ROLF STROTHMANN,
Respondent.

INTRODUCTION

Respondent Rolf Strothmann (“Strothmann”) has never used the E-MOTION mark in
commerce in the United States in connection with shopping carts, mail delivery carts, industrial
trucks, baby carriages, hand trucks, bicycles, wheel chairs, rikshaws or carts for suitcases (the
“Extra Goods”). In hisopposition, Strothmann makes no attempt to refute this fact.

During his eight years of non-use, Strothmann did not have an intent to resume use, or
more accurately, to begin use, of the E-MOTION mark with the Extra Goods. In his opposition
brief (“Strothmann Resp.”), Strothmann does not identify any evidence disclosed in his
discovery responses that demonstrates or even suggests an “intent to use” the mark during the
nonuse period. In fact, Strothmann’s discovery responses establish the absence of hisintent to
resume use. In hisopposition, Strothmann attempts to downplay his own discovery responses by
stating that the “evidence relied upon by Petitioner on the issue of intent to abandon is[in] only a
small number of [Strothmann’s] discovery responses.” Strothmann Resp. p. 6. Rather than

relying upon the evidence in the record, Strothmann relies upon unidentified evidence that he



might present at afuture date, as well as afew unsupported self-serving statementsin an effort to
continue warehousing the mark. Neither approach creates a genuine issue of material fact
regarding Strothmann’s lack of intent to resume use of the E-MOTION mark in commerce on the
Extra Goods.

Strothmann cannot establish a genuine issue of material fact regarding his abandonment.
Accordingly, he should not be allowed to continue warehousing the E-MOTION mark, and the
Trademark Trial and Appeal Board (the “Board”) should enter summary judgment striking the

Extra Goods from U.S. Reg. No. 2,700,612, (the “Strothmann Registration”).

Il. ARGUMENT
A. Strothmann Has Abandoned the E-MOTION mark for the Extra Goods

1. There is No Material Dispute Regarding Strothmann’s Failure to Use
the E-MOTION Mark with the Extra Goods .

Strothmann does not dispute (or even address) the fact that he has never used in
commerce the E-MOTION mark with the Extra Goods, despite obtaining the Strothmann
Registration in 2003. See Strothmann Resp. Consequently, thereis no material dispute
regarding Strothmann’s nonuse of the mark for more than eight years. Thus, Petitioner Alco
Electronics Limited (“Alco”) has established a prima facie case of Strothmann’s abandonment,
which shifts the burden to Strothmann to present “evidence showing an intent to resume
meaningful commercial-scale use of the mark” during the period of nonuse. 2 J. THOMAS

MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION §17.21 (4th ed. 2008).



2. There Is No Material Dispute Regarding Strothmann’s Failure To
Establish His Intent To Resume Meaningful Commercial-Scale Use
During the Eight Years of Nonuse.

Strothmann’s eight years of nonuse creates a presumption of intent not to resume use.
Advance Publishers Magazine, Inc. v. Leach, 466 F. Supp.2d 628, 81 USPQ2d 1871, 1878 (D.
Md. 2006) (citation omitted). In order to overcome the presumption, Strothmann must satisfy his
burden by presenting evidence showing an intent to resume meaningful commercial-scale use of
the mark during his eight years of nonuse. There is no material dispute regarding Strothmann’s
failure to do so.

In sworn responses to Interrogatories, Strothmann identified only one activity as evidence
of hisintent to use the E-MOTION mark on the Extra Goods. a May 2008 meeting in Germany
that Strothmann had with his wife and another individual, during which they had a vague and
inchoate discussion regarding some indeterminate possible future use of histechnology. Alco’s
Motion for Summary Judgment (“Alco Motion”) p.13, Podkopacz Decl. Exs. N, Q. Thereisno
evidence of any follow-up action items from the meeting, such as subsequent planning or
strategy meetings, market analysis, or any other actions that would even suggest an intent to
resume meaningful commercial-scale use. Id.

In his responses to document requests, Strothmann confirmed the absence of evidence of
hisintent to use the E-MOTION mark outside of the single, isolated meeting in 2008:

REQUEST NO. 25.

Each document that evidences Strothmann’s intent to use in commerce, the E-MOTION
Mark in the United States in connection with each of the Extra Goods.

RESPONSE

Respondent refers to documents bearing production numbers 000001, and
000004 - 000006.



REQUEST NO. 41.

Each document transmitted between Strothmann and any third party relating to
Strothmann’s intent to use in commerce, the E-MOTION Mark in the United States.

RESPONSE

Respondent refers to documents bearing production numbers 000001, and
000004 - 000006.
Alco Motion, Podkopacz Decl. Ex. O at Reg. Nos. 25, 41. The documents identified and
produced by Strothmann consist solely of a one page email in 2008 referencing the naming of a
company, and a summary of avague and inchoate discussion regarding some indeterminate
possible future use the mark, also in 2008. That is the only evidence of Strothmann’s purported
intent that has been produced in this proceeding. Asdiscussed in Alco’s opening brief, the
meager evidence produced by Strothmann does not satisfy Strothmann’s burden, does not create
amaterial issue of fact regarding his lack of intent to resume meaningful commercial-scale use
of the mark, and does not overcome the presumption of abandonment. See Cerveceria Modelo
A.A.deC.V.v.RB. Marco & SonsInc. 55 U.S.P.Q.2d 1298 (TTAB 2000) (finding respondent
did not rebut the prima facie case of abandonment where there were no indications goods were
manufactured, no evidence of any attempts to market or advertise, no invoices, and no financial
records); Rivard v. Linville, 133 F.3d 1446, 45 U.S.P.Q.2d 1374, 1376 (Fed. Cir. 1998) (finding
respondent’s sporadic trips to the United States to make cursory investigations of potential
business sites and half-hearted attempts to initiate business relationships over afive year period
insufficient to rebut the presumption of abandonment).

In his opposition, Strothmann does not even bother to argue that the evidence he
produced in discovery establishes hisintent to resume meaningful commercial-scale use. See

Srothmann Resp. Instead of pointing to the meager evidence in the record, Strothmann relies

4.



entirely upon unidentified evidence that he may submit at a future date, and upon afew
conclusory self-serving statements. Neither the hypothetical “evidence” nor the self-serving
statements create a material issue of fact regarding Strothmann’s abandonment.

a. Strothmann’s Reference To “Other Evidence” Is Merely
Speculative And Is Not In The Record.

Strothmann argues that during the testimony period in this proceeding, “he would have
the opportunity to take testimony and present other evidence” and that he has “not abandoned the
mark with respect to the Extra Goods and at all relevant times intended to use the mark.”
Strothmann Resp. p.2. Unfortunately, Strothmann does not identify precisely what evidence he
would provide. Indeed, Strothmann does not even commit to providing any evidence. Rather he
merely states that “he would have the opportunity ... to present other evidence.” Id. This
nebulous conjecture is not sufficient to create an issue of material fact.

Moreover, Strothmann has already had ample opportunity to present any evidence that he
may have. Indeed, this Board has ordered Strothmann to produce full and complete responses to
Alco’s comprehensive discovery requests, including those seeking evidence of Strothmann’s
intent to use the E-MOTION mark with respect to the Extra Goods. The Board also informed
Strothmann that he would be “barred from relying upon or later producing documents or facts.”

June 3, 2011 Order, citing Fed. R. Civ. P. 37(c)(1). *

! In his opposition, Strothmann introduces new information regarding U.S. Patents that he did
not identify or produce in his Board-ordered discovery responses. It isunclear why Strothmann
now includes the previously withheld information insofar as the patents do not reference the E-
MOTION trademark or the Extra Goods. At most, the patent portfolio establishes that
Strothmann for many years has owned technology, some of which may have been used in golf
carts but never in the Extra Goods. Consequently, even if Strothmann’s muscle/motor power
drive patents are allowed in this proceeding, the introduction of such information first raised in
Strothmann’s response brief does not create a genuine issue of material fact, and does not
overcome the presumption of Strothmann’s intent not to “resume” use of the E-MOTION mark
on the Extra Goods.



b. Strothmann’s Self-Serving Statements of Intent to Use Have
No Weight and Do Not Create a Genuine Issue of Material
Fact.

Unableto identify any evidence of hisintent, Strothmann submits a Declaration in which
he aleges that he has always intended to use the E-MOTION mark on all motor assisted vehicles
that are in the Strothmann Registration. Strothmann Resp. pp. 2, 7. Strothmann argues that his
statements should alow him to avoid summary judgment and continue warehousing the E-
MOTION mark for the Extra Goods. Strothmann Resp. p.4.

Strothmann is mistaken. It is well settled that “in connection with motions for summary
judgment, a conclusory statement on the ultimate issue does not create a genuine issue of fact.”
Imperial Tobacco Ltd. v. Philip Morris, Inc., 899 F.2d 1757, 14 U.S.P.Q.2d 1390, 1394 (Fed.
Cir. 1990), citing Swveats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1564, 4 USPQ2d
1793, 1797 (Fed.Cir. 1987). Under Rule 56 of the Federal Rules of Civil Procedure, Strothmann
“must proffer more than conclusory testimony or affidavits.” 1d. Strothmann’s statement of his
intent to use the E-MOTION mark is “little more than a denial in a pleading, which is patently
insufficient to preclude summary judgment on the ground the facts are disputed.” Id. (Emphasis
added). The Federal Circuit has stated that “[i]n every contested abandonment case, the
respondent denies an intention to abandon its mark; otherwise there would be no contest.” Id.

Accordingly, the Board should give no weight to Strothmann’s self-serving and
unsupported statements of hisintent to use the E-MOTION mark in commerce with the Extra
Goods. Rivard v. Linville, 133 F.3d 1446, 45 USPQ2d 1374, 1376 (Fed. Cir. 1998) (“A
registrant’s proclamations of his intent to resume or commence use in United States commerce
during the period of nonuse are awarded little, if any, weight.”). When one removes
Strothmann’s self-serving and conclusory statements, thereis nothing left. See 2 J. THOMAS

MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 817.13 (4th ed. 2008) (the

6.



“vague and nebulous” statements of a party “may be outweighed by his actions, which may
speak louder than words™).

The foregoing conclusively demonstrates that Strothmann has abandoned the E-
MOTION mark for the Extra Goods and that he has not satisfied his burden of presenting
“evidence showing an intent to resume meaningful commercial-scale use of the mark™ during the
period of nonuse, he has not overcome the presumption of abandonment, and he has not created a
material issue of fact regarding his abandonment.

B. Strothmann’s Warehousing d the E-MOTION Mark is Contrary to Law

Strothmann isin effect seeking to obtain this Board’s approval of his continued
warehousing of the E-MOTION mark for the Extra Goods. In 1997, Strothmann filed an “intent
to use” trademark application for the E-MOTION mark for use with the Extra Goods and golf
carts, all with auxiliary motors. 1n 2003, the application matured into the Strothmann
Registration based on alleged use in commerce in the United States. 1n 2009, Strothmann
maintained his registration by filing a declaration with the United States Patent & Trademark
Office of continuous use in commerce of the E-MOTION mark on all of the goodsin the
Strothmann Registration.

Strothmann now admits that he has never used the E-MOTION mark with the Extra
Goods. Strothmann has, in essence, maintained an “intent to use” trademark for the E-MOTION
mark on the Extra Goods for eleven years, and seeks to indefinitely maintain his unused mark.
The Lanham Act “was not intended to provide a warehouse for unused marks.” Imperial
Tobacco Ltd. v. Philip Morris, Inc., 899 F.2d 1757, 14 USPQ2d 1390, 1394 (Fed. Cir. 1990).
“Rights in a trademark are lost when trademarks are “warehoused.” Major League Baseball
Properties, Inc. v. Sed Non Olet Denarius Ltd. 817 F.Supp. 1103, 26 U.S.P.Q.2d 1731, 1750

(S.D. NY 1993). Strothmann’s attempt to warehouse the E-MOTION mark should be rejected,
7.



and the Extra Goods should be stricken from the Strothmann Registration.

II. CONCLUSION

The evidence in this caseis clear: Strothmann has never used the E-MOTION mark in

connection with the Extra Goods, and Strothmann’s only evidence of his intent to “resume” use

of the E-MOTION mark with the Extra Goods is one meeting in Germany in 2008. As a matter

of law, Strothmann has abandoned the E-MOTION mark for the Extra Goods, and summary

judgment should be entered striking the Extra Goods from Registration No. 2,700,612.

Dated: September 22, 2011
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Respectfully submitted,

[Jerry S. Podkopacz/
Jerry S. Podkopacz
Thomas J. Oppold
Molly T. Eichten
Larkin Hoffman Daly & Lindgren Ltd.
1500 Wells Fargo Plaza
7900 Xerxes Avenue South
Minneapolis, Minnesota 55431-1194
Tel.: (952) 835-3800

Attorneys for Alco Electronics Limited
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