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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Alphaville Design, Inc.
Entity Corporation Citizenship Delaware
Address 41460 Christy Street

Fremont, CA 94538
UNITED STATES

Attorney Nate A. Garhart

information Coblentz, Patch, Duffy & Bass LLP

One Ferry Building Suite 200

San Francisco, CA 94111

UNITED STATES

nag@cpdb.com, amo@cpdb.com Phone:415 391-4800

Registration Subject to Cancellation

Registration No 2894980 | Registration date | 10/19/2004
Registrant Knoll, Inc.
1235 Water Street

East Greenville, PA 18041
UNITED STATES

Goods/Services Subject to Cancellation

Class 020. First Use: 1954/01/01 First Use In Commerce: 1954/01/01
All goods and services in the class are cancelled, namely: Couches

Grounds for Cancellation

The mark comprises matter that, as a whole, is Trademark Act section 2(e)(5)

functional

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Attachments 824000.PDF (12 pages )(385252 bytes ) |

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /nate a. garhart/
Name Nate A. Garhart
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Date 10/09/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark Registration No.: 2,894,980

For the mark: Couch Design
Application No.: 76/556,824
Date Registered: October 22, 2003

Alphaville Design, Inc.,
Petitioner,
V.
Knoll, Inc.
Respondent.

PETITION TO CANCEL

Alphaville Design, Inc., a corporation organized under the laws of the State of Delaware,
with an address of 41460 Christy St., Fremont, CA 94538, hereby petitions for cancellation of the

above registration, and states as follows:

Registrant and Its Mark

1. On information and belief, the current owner of the registration at issue is Knoll,
Inc., with an address of 1235 Water Street, East Greenville, PA 18041 ("Registrant™).

2. Registrant is the owner of U.S. Trademark Registration No. 2,894,980 (the
"Registration"), the subject matter of which is described as "a configuration of a couch with a
metal frame supporting a leather cushion" (the "Mark") The drawing submitted by Registrant in
connection with its application to register the Mark is depicted on Exhibit A hereto. |

Petitioner and Its Furniture

3. Petitioner is a furniture manufacturer and distributor.
4. For a number of years, Petitioner, along with various other furniture manufacturers,
has manufactured and distributed couches identical to the appearance and configuration of the

couch design depicted in the Registration.
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5. Petitioner is in a position to manufacture and sell such couches in the United States
both now and in the future and, therefore, has a direct commercial interest in such activities.

6. Petitioner has imported to the United States and sold to customers in the United
States couches identical to the couch design depicted in the Registration.

7.~ Because the Registration gives Registrant the prima facie exclusive right to sell use
the configuration of such couches in the United States, Petitioner is currently and will continue to

be damaged by the Registration.

The Registration Should be Cancelled on the
Basis that it is Merely Functional -

8. Petitioner hereby incorporates by reference Paragraphs 1 through 7, above as
though fully set forth herein.

9. The configuration of a couch with a metal base and a leather cushion as depicted in
the Registration is merely functional. |

10.  Upon information and belief, the couch depicted in the Registration is the subject
of at least one international utility patents, and likely others (collectively, the "Patents").

1. The Patents evidence that the design is primarily functional

12.  The Registration should be cancelled pursuant to Section 2(e)(5) and 14 of the
Lanham Act, 15 U.S.C. §§1052(e)(5) and 1064.

Registrant's Mark Should be Cancelled on the

Basis that it has no Acquired Distinctivenesg

13.  Petitioner hereby incorporates by reference Paragraphs 1 through 12, above as
though fully set forth herein. |

4. On information and belief, the evidence submitted by Registrant in support of its
application to register the Mark was insufﬁcient to demonstrate acquired distinctiveness necessary
for the registration of a product configuration.

15.  On information and belief, at the time the Registration was granted by the Patent
and Trademark Office, Registrant was not the exclusive seller of the couches of the product design

identified in the Registration. In fact, in addition to Petitioner, at least six (6) other companies
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offered nearly identical products in 1968, and dozens more offered such products by 2003.
16.  On information and belief, at the time of the Registration was granted by the Patent
and Trademark Office, the Mark had not acquired distinctiveness as required for registration.
17. The Registration should be cancelled pursuant to Sections 2(e)(1), 2(f), and 14 of
the Lanham Act, 15 U.S.C. §§1052(e)(1), 1052(f), and 1064.
Registrant's Registration Should be Cancelled on the

Basis that It Was Procured Through Fraudulent Means

18.  Petitioner hereby incorporates by reference Paragraphs 1 through 17, above as
though fully set forth herein.

I19.  In connection with the application to register the trademark, on September 30,
2003, Mr. Carl Magnusson, Executive Vice President and Director of Design of Knoll, Inc.
representing Registrant, declared to the Patent and Trademark Office that "the design of the
[subject couch] is not subject to any patent protection or application." Declaration of Carl
Magnusson submitted in support of the application to register the Mark (the "Magnusson Decl."),
at f15. A copy of the Magnusson Decl. is attached hereto as Exhibit B.

20. On information and belief, in addition to being aware of the Patents, Mr.
Magnusson was a contributing auth’or to the book, “Mies van der Rohe Architecture and Désign in
Stuttgart, Barcelona, Brno.” That book thoroughly depicts and discusses patents held by Mies van
der Rohe on his furniture designs (which designs include the design at issue), and, as such, Mr.
Magnusson was necessarily aware of the existence of such patents.

21.  Oninformation and belief, Magnusson himself owned patents for the subject
design and assigned them to Knoll, which owned other patents covering the design.

22, Oninformation and belief, Registrant was aware of the falsity of its statements at
the time they were made, and made these false statements with the intention of defrauding the
Patent and Trademark Office.

23.  Registration of the mark which is the subject of U.S. Trademark Registration No.
2,894,979 will cause damage to Petitioner because, by virtue of such registration, Registrant

wrongfully acquired the prima facie exclusive right to use the configuration of a couch with a
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metal frame supporting a leather cushion.

24.  The Registration should be cancelled pursuant to Section 14(3) of the Lanham Act,
15 U.S.C. §1064(3).

WHEREFORE, Petitioner believes that it is likely to be damaged by said Registration and

prays that this Petition be granted and that Registration No. 2,894,980 be cancelled in its entirety.

DATED: October 9, 2009 Respectfully submitted,

By: m

Nate A. Garhart

Coblentz, Patch, Duffy & Bass LLP
Attorneys for Petitioner,

Alphaville Design, Inc.
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EXHIBIT A

Int. CL.: 20

Prior U.S. Clis.: 2, 13, 22, 25, 32 and 50

Reg. No. 2,894,980
United States Patent and Trademark Office  Registered Oct. 19, 2004

TRADEMARK
PRINCIPAL REGISTER

KNOLL. INC. (DELAWARE CORPORATION) THE MARK CONSISTS OF A CONFIGURATION
1235 WATER STREET OF A COUCH WITH A METAL FRAME SUPPORT-
EAST GREENVILLE. PA 1804] ING A LEATHER CUSHION.
n
FOR: COUCHLS, IN CLASS 20 (U.S. CLS. 2, 13. 22, SEC. 2(F).
25.32AND D). - SER. NO. 76-336.824, FILED 10-22.2003.

FIRST USE 1-1-1954 IN COMMERCE 1-1-1954. THEODORE MCBRIDE. EXAMINING ATTORNEY



EXHIBIT B

DECLARATION AND POWER OF AT TORNEY

|, the undersigned, hereby declare that | am authorized to execute this
daclaration on behalf of the applicant; that the applicant has adopted and is using the
mark sought to be registered that is shown in the accompanying drawing and that tha
applicant believes it is the owner of such mark, or, if this application {or any portion
thereof) is being filed under 15 U.S.C. §1051(b) and /or 15 U.S.C. §1126, that the
applicant believes it is entitled to use, and has a bona fide intention to use, such mark
in commerce in connection with the specified goods and/or services; that to the best of
my knowledge and belief, no other person, firm, corporation or association has the right
to use said mark in commerce, either in the identical form or in such near resemblance
théretd as may be likely, when applied to the goods and/or services of such other
person, firm, corporation or assoclation, to cause confusion, or to cause mistake, or to
deceive; that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and further that
these staterments were made with the knowledge that willful false statements and the
like so made are pUnishable by fine or imprisonment, or both, under Section 1001 of
' Title 18 of the United States Code (18 U.S.C. § 1001), and that such willful false
statements may jeopardize the validity of the application or document or any registration
rasulting therefrom.

Applicant hereby appoints GOTTLIEB, RACKMAN & REISMAN, P.C.,
located at 270 Madison Avenue, New York, New York 1001 6, a firm composed of
George Gottlieb, Michael I. Rackman, James Reisman, Barry A. Cooper, David S.

Kashman, Allen I. Rubenstein, Jeffrey M. Kaden, Amy B. Goldsmith, Tiberiu Waelsz,



Donna Mirman Broome, Maria A. Savio, Barbara H. Loewenthal, Marc P. Misthal,
Frank D. Decoivenaere, Raymond B. Churchill, Jr., Richard S. Schurin, Steven Stern
and Anna Erenburg, each a rﬁember of the Bar of the State of New York, as its
attorneys to file this application, with full power of substitution and revocation, to
transact all business in the Patent and Trademark Office in connection therewith and to
receive the certificate of registration.

Applicant: KNOLL, INC.

By:

Name&Carl G. Magfiusson
Title: } ice President and Director of



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICANT : Knoll, Inc.

MARK ] : MISCELLANEOUS DESIGN (Barcelona
Couch)

INTERNATIONAL CLASS : 20

DECLARATION OF CARL G. MAGNUSSON

CARL G. MAGNUSSON declares as follows:

1. | am the Executive Vice President and Director of Design of Knoll, inc.
and have been employed in that capagcity since August 2003 and prior to that | was the
Senior Vice President and Director of Design of Knoll, Inc. | have been employed by
Knoll, Inc. and its predecessors in interest since 1976. The information in this
declaration is based upon my knowledge of the design as well as the advertising and
promotional activities of Knoll, Inc. and its predecessars In interest, and a review of
Knoll, Inc.’s files and historical records. Knoll, Inc.’s headquanrters are at 1235 Water
Street, East Greenville, Pennsyivania 18041.

2. | submit this declaration in support of Knoll, Inc.'s application to register
the above trademark, namely an ornamental and sculptural couch design (hereinafter
the “Barcelona Couch”) designed by the word-famous architect Mies van der Rohe.

3. Among Mies van der Rohe's more well-known architectural works are the
Seagram Building in New York City; the Lakeshore Drive Apartments in Chicago,
Ilinois; the German pavilion for the 1929 Barcelona International Exhibition; and the

Tugendhat House, in Brno, Czech Republic.



4, In 1930, Mies van der Rohe designed a couch that later gained fame
when he featured it in the Farnsworth House, which he designed in 1948 for Dr. Edith
Farnsworth. The public has come to refer to this couch as the “Barcelona Couch”.

5. By an agreement dated November 1, 1965, Mies van der Rohé assigned
all rights, title and interest in and to the design of the Barcelona Couch to Knoll
Associates, Inc., one of Knoll,‘ Inc.’s predecessors in interest as to the rights herein
involved.

6. Knoll, Inc. and its predecessors in interest as to the rights herein involved
have been continuously manufacturing, displaying, promoting and selling the Barcelona
Couch since at least as aarly as January 1, 1954,

7. Attached as Exhibits A through C are catalogs from Knoll, Inc. and its
predecessors in interest as to the rights herein involved offering the Barcelona Couch
for sale, as follows:

Excerpts from Knoll Associates, Inc.’'s 1965 price list in which the
Barcelona Couch was offered for sale are attached as Exhibit A.

Attached as Exhibit B are excerpts from Knoll International's 1979 price
list offering the Barcelona Couch for sale.

Exhibit C consists of excerpts from Knoll, Inc.'s 2003 price list in which the
Barcelona Couch is offered for sale.

All of these catalogs identify Knoll, inc. or its predecessors in interest as 1o the rights
herein involved as the source of the Barcelona Couch,

8. From 1998 through June 2003. Knoll, Inc. has sold in excess of 449 units
of the Barcelona Couch, resulting in sales in excess of $2.7 million.

9. The Barcelona Couch is part of the collection of numerous museums

around the world, and has been featured in a number of museum exhibitions.



10.  In particutar, the Barcelona Couch has been a part of the Museum of
Modern Art's permanent collection in New York City since 1976 and it has been
displayed there many times.

11. When the Museum of Modem Art exhibits or refers to the Barcqlona
Couch, it always identifies Mies van der Rohe as the designer of the Barcelona Couch
and Knoll. Inc. as the source and manufacturer of the Barcelona Couch.

12. The Barcelona Couch has also been the subject of much third party
commantary. Attached as Exhibits D through G are third party materials identifying the
couch as the Barcelona Couch and identifying Knoll, Inc. (or its predecessors in interest
as to the rights herein involved) as the source of the couch:

Attached as Exhibit D is an article from the October 186, 1964 issue of the

New York Herald Tribune featuring a photograph of the Barcelona Couch

and identifying one of Knoll, Inc.'s predecessors in interest as to the rights
herein involved as the source of the Barcelona Couch.

Exhibil E fealures an arlicle flom the October 16, 1964 issus of the New
York Times (ealuring a photograph of the Barcelona Couch and identifying
one of Knoll, Inc.'s predacessors in interest as to the rights herein
involved as the source of the Barcelona Couch.

Exhibit F consists ot an excerpt trom Mi : '

Design in Stuttgart, Barcelona and Bing, published by Vitra Design
Museum identifying ane of Knoll, Inc.'s predecessors in interest as to the
rights herein involved as the source of the Barcelona Couch.

Exhibit G is an article entitied “Analyzing the Analyst's Couch” from the
March 19, 1992 issue of the New York Times identifying ona of Knoll,
Inc.’s predecessors in interest as to the rights herein involved as the
source of the Barcelona Couch. ‘
13.  Given the number of works featuring or referring to the Barcelona Couch, -
itis evident and it is my opinion that the Barcelona Couch is well known to the public

interested in furniture of modern design and that such public continues to recognize the



Barcelona Couch as designed by Mies van der Rohe and manufactured by Knoll, Inc.
In other words, such public has come to identify Knoll, Iinc. and its predecessors in
interest as to the rights herein involved as the source of the Barcelona Couch.

14, Alternative couch designs are available to the public. These alternative
designs are equally as efficient for use as a couch. These designs are not more costly -
to produce than the design which is the subject of the prasent trademark
application—indeed, these alternative designs sell for considerably less than the $7,000-
$8,000 retail price of the Barcelona Couch. Examples of some less expensive
alternative couch designs are attached as Exhibits H through i.

15.  The design of the Barcelona Couch is not subject to any patent protection

or application.



I, Nancy Gallagher, certify that on this 9th da

CERTIFICATE OF SERVICE

overnight courier a copy of the enclosed “Petition to Cancel” to the
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Knoll, Inc.
1235 Water Street
East Greenville, PA 18041

Carla J. Vrsansky

George Gottlieb

Gottlieb, Rackman & Reisman, P.C.
270 Madison Avenue

New York, NY 10016

.~ ,‘z/
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y of October, 2009, I caused to be mailed by

following:
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Nancy J. Gallagter ~ !
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