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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AMERICAN RACING EQUIPMENT, LLC,
Petitioner,
VS, Cancellation No. 92/051,458

LIQUID METAL MOTORSPORTS, INC,,

Respondent.

RESPONDENT’S OPPOSITION TO PETITIONER’S MOTION FOR

JUDGMENT ON THE PLEADINGS AND

MOTION TO SUSPEND




I
RESPONDENT’S PLEADING AND STATUS OF PROCEEDINGS

A. Answer of Respondent.

In response to the Petition for Cancellation, Respondent’s Answer was
filed and served on September 21, 2009. In response to Petitioner’s allegations that the marks
relied on are well-known, are used as identifiers of the source of vehicle wheels and related
products and that Respondent’s registration of the AMERICAN OUTLAW trademark created a
likelihood of confusion with Petitioner’s trademarks, Respondent denied each and every allega-
tion. Respondent admitted only that:

1. It had knowledge of Petitioner’s use of the AMERICAN RACING
trademark and the OUTLAW trademark prior to adopting and seeking registration of the
AMERICAN OUTLAW trademark; and

2. The Petitioner was identified as the owner of specific Certificates
of Registration relied on in this proceeding.

Each and every other material allegation was unequivocally denied, including but not limited to
the allegation that the AMERICAN OUTLAW trademark creates a likelihood of customer
confusion with the trademarks relied on by Petitioner.

The Answer includes four Affirmative Defenses. The First Affirmative Defense
alleges only there is no likelihood of confusion between Petitioner’s Marks and the AMERICAN
OUTLAW mark because they are not sufficiently or confusingly similar. The Second Affirma-
tive Defense alleges there is no likelihood of confusion on the basis that Petitioner has long
acquiesced to the use and registration of trademarks that are used for vehicles and vehicle
accessories that include the word AMERICAN or the word OUTLAW. Although the term “third
party” was used, it is submitted the Second Affirmative Defense includes Respondent. The Third
Affirmative Defenses alleges that Petitioner be estopped from obtaining the relief sought on the

basis Petitioner permitted third parties to use and register trademarks to identify vehicles and
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vehicle accessories that include the word AMERICAN and the word OUTLAW. The Fourth
Affirmative Defense alleges that the word OUTLAW has become generic of the relevant classes

of goods.

B. Status of Proceeding.

On or about November 24, 2009 a Discovery Conference was conducted
in which Andrew P. Baxley, the Interlocutory Attorney for this case, actively participated. On
the issue of the Second and Third Affirmative Defenses, Respondent was advised it may not
invoke these defenses in the absence of a showing that Respondent is in privity with these third
parties. As stated hereinabove, it is submitted the alleged activities of the Petitioner are directed
to all third parties, a group that would include the Respondent. In clarification, Respondent’s
counsel commented that the Second and Third Affirmative Defenses essentially allege the
existence of similar trademarks for related goods thereby precluding a likelihood of customer
confusion.

Il
A MOTION FOR JUDGMENT ON THE PLEADINGS IS

INAPPROPRIATE TO GRANT THE RELIEF

SOUGHT BY PETITIONER

A motion for judgment on the pleadings is a test solely of the undisputed facts
appearing in all the pleadings, supplemented by any facts of which the Board may take judicial

notice. The Scotch Whiskey Association v. United States Distilled Products Co., 13 U.S.P.Q2d

1711, 1714, n.1 (TTAB, 1989); TBMP, §504.02. For the purposes of a motion for judgment on

the pleadings, all well-pleaded factual allegations of the non-moving party must be accepted as
true, while those allegations of the moving party which have been denied are deemed false.

Baroid Drilling Fluids, Inc. v. Sun Drilling Products, 24 U.S.P.Q.2d 1048 (TTAB, 1992). A

motion for judgment on the pleadings, which is provided for under Rule 12(c), F.R.Civ.P., will
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be granted only if the moving party clearly establishes that no material issue of fact remains to be
resolved and that it is entitled to judgment as a matter of law. /d.

In the report of the Interlocutory Attorney, he stated that:

“Respondent, in its Answer, denied ‘the salient allegations’ of the

Petition for Cancellation.” Report of Interlocutory Attorney,

November 24, 2009, p.3, Ins.6-10.

The fundamental allegation asserted in the Petition for Cancellation is that Respondent’s registra-
tion of the AMERICAN OUTLAW trademark creates a likelihood of confusion with trademarks
that are relied on by Petitioner. Irrespective of the affirmative defenses, the fundamental
allegation of the Petition for Cancellation has been unequivocally denied. Pursuant to TBMP,
§504.02, the allegations of the Petitioner that have been denied are presumed to be false for the
purpose of determining a motion for judgment on the pleadings.

Petitioner’s Motion is addressed solely to affirmative defenses and not to any
claim for relief. Pursuant to Rule 54(a), F.R.Civ.P., the term “judgment” as used in the Federal
Rules of Civil Procedure, comprises a decree and an order from which an appeal may be taken.
Petitioner seeks an order to strike affirmative defenses. This is not an appealable order. Irrespec-
tive of the affirmative defenses, under the standard for determining a motion for judgment on the
pleadings, Respondent’s denial that its mark creates a likelihood of confusion with the trade-
marks relied on by Petitioner creates a material issue of fact to be resolved. It is therefore
submitted the relief sought by Petitioner’s Motion is not available under the Rule 12(c),
F.R.Civ.P. On this basis, Petitioner’s Motion should be denied in its entirety.

1
THE RELIEF SOUGHT BY PETITIONER IS AVAILABLE
BY A MOTION TO STRIKE

Upon a motion to strike, or upon its own initiative, the Board may order stricken

from a pleading any insufficient defense or any redundant, immaterial, impertinent or scandalous
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matter. Rule 12(f), F.R.Civ.P.; TBMP, §506.01. The remedy sought by Petitioner is to strike
affirmative defenses from the Answer on precisely the ground covered by a motion to strike
matter from a pleading. TBMP, §506.01. However, since a motion for judgment on the
pleadings is considered to be a potentially dispositive motion, Respondent has concurrently filed
a Motion to Amend the Answer. Respondent’s Motion under Rule 15(a), F.R.Civ.P., is
recognized to be “germane” to a potentially dispositive motion and is therefore allowed under 37
C.F.R. §2.127(d). Most importantly, the Board has the discretion to rule on Respondent’s
Motion to Amend the Answer before considering Petitioner’s Motion for Judgment on the

Pleadings. International Finance Corp. v. Bravo Co., 64 U.S.P.Q.2d 1597, 1603-04 (TTAB,

2002). It is therefore submitted that, if the Board exercises its discretion and elects to rule on
Respondent’s Motion to Amend the Answer before considering Petitioner’s Motion for Judgment
on the Pleadings, Petitioner’s Motion to Suspend the proceeding should be denied.
v
CONCLUSION

Based on the foregoing, it is respectfully submitted that Petitioner’s Motion for
Judgment on the Pleadings should be denied in its entirety.
Respectfully submitted,
ISAACMAN, KAUFMAN & PAINTER, P.C.

A

By: ) g / f/f? \w/
Michael A. Painter
Attorneys for Respondent

MAP:src

Dated: December §, 2009

8484 Wilshire Boulevard, Suite 850
Beverly Hills, California 90211
(323) 782-7700
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CERTIFICATE OF SERVICE

The undersigned declares under the penalty of perjury the within
RESPONDENT’S OPPOSITION TO PETITIONER’S MOTION FOR JUDGMENT ON THE
PLEADINGS AND MOTION TO SUSPEND was forwarded to counsel for Petitioner, Rochelle
D. Alpert, Esq., Morgan, Lewis & Bockius LLP, One Market, Spear Street Tower, San Francisco,
California 94105 via first class mail, postage prepaid, and via electronic mail at
ralpert@morganlewis.com this 8" day of December, 2009. /?/

SHERY:L f CONAWAY //
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