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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AMERICAN RACING EQUIPMENT, LLC,
Petitioner,

VSs. Cancellation No. 92/051,458

LIQUID METAL MOTORSPORTS, INC.,

Respondent.

Rl i S R e N

REPLY MEMORANDUM IN SUPPORT OF

RESPONDENT’S MOTION TO ALLOW DISCOVERY TO RESPOND

TO PETITIONER’S MOTION FOR SUMMARY

JUDGMENT PURSUANT TO RULE 56(d), F.R.Civ.P.

RESPONDENT’S MOTION IS TO DEPOSE A DECLARANT

NOT TO REOPEN DISCOVERY

A. Need for Respondent’s Motion.

The original deposition testimony of Kevin Fitzgerald totally supported the
defenses asserted by Respondent to Petitioner’s claims. Supplemental Painter Declaration, 2.
In the opposition to Respondent’s Motion, Petitioner states:

“At the deposition, Respondent showed little con-

cern that it would receive the transcript and any

corrections thereto after the close of the discovery
period.”
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The operative word in the statement is “corrections.” It is submitted that materially altering
testimony that is considered to be adverse to the position of the Petitioner can scarcely be
characterized as mere “corrections.”

At the time the “Deposition Correction Sheet” was received, the only relief
Respondent could immediately consider was a motion to reopen time in accordance with TBMP,
§509.01(b)(1). However, a motion to reopen time requires that it meet the standard of excusable
neglect. Excusable neglect has been defined as:

“[A] failure to take the proper steps at the proper

time, not in consequence of the party’s own care-

lessness, inattention or willful disregard of the pro-

cess of the court, but in consequence of some un-

expected or unavoidable hindrance or accident, or

reliance on the care and vigilance of his counsel or

on promise made by the adverse party.”

Although it was and is the position of the Respondent that the changes made to Mr. Fitzgerald’s
deposition testimony cast great doubt on the credibility of Mr. Fitzgerald, there was concern
whether the definition of excusable neglect would cover a situation where purported corrections
were made to a discovery deposition. If the Motion for Summary Judgment had not been filed,
the alternative was to notice the testimonial deposition of Mr. Fitzgerald as an adverse witness
during which the issues raised by the alteration of the discovery deposition could be raised.
Supplemental Painter Declaration, 6. Petitioner’s testimony period was scheduled to open on
January 6, 2011. Petitioner’s Pretrial Disclosures were served on or about December 21, 2010.
Painter Declaration, 46; Exhibit 1.

Pursuant to 37 C.F.R. §2.121(e), no later than 15 days prior to the opening
of a testimony period the party scheduled to present evidence must identify “each witness from
whom it intends to take testimony, or may take testimony.” Petitioner’s Pretrial Disclosures were
served 16 days prior to the start of the Petitioner’s testimony period and disclosed the names of

the witness from whom Petitioner intended to take testimony or may take testimony. It also

disclosed that Petitioner intended to offer into evidence the altered deposition transcript of Kevin
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Fitzgerald. Receipt of Petitioner’s Pretrial Disclosures terminated all thought of a motion to
reopen time. Supplemental Painter Declaration, 6. Because offering the altered deposition
testimony of Mr. Fitzgerald into evidence would conflict with 37 C.F.R. §2.120(j), on December
27, 2010 Petitioner’s counsel, Rochelle Alpert, Esq., was advised of the error. Petitioner’s
counsel was also advised Respondent intended to notice the testimonial deposition of Kevin
Fitzgerald as an adverse witness and requested Petitioner’s counsel to advise whether Mr.
Fitzgerald would voluntarily appear for a testimonial deposition as an adverse party or if a
subpoena was required. Petitioner’s counsel did not respond. Painter Declaration , 6, Exhibit
2. The first communication Respondent received was the Motion for Summary Judgment.

[t was and is the position of the Respondent that the material changes
made to the deposition transcript raise significant questions with regard to the credibility of Mr.
Fitzgerald’s testimony. Petitioner’s counsel repeatedly states that Respondent did not express
any concern regarding the so-called corrections made to the deposition testimony of Kevin
Fitzgerald. Respondent considered the original, unaltered deposition testimony of Kevin
Fitzgerald to fully support the defenses of Respondent. Supplemental Painter Declaration, 2.
However, the changes made to the deposition testimony of Kevin Fitzgerald were intended to
materially alter the testimony and thereby mitigate the damage to Petitioner that could be caused
by the original deposition testimony. Supplemental Painter Declaration, §92-6; Exhibits 4, 5.
Irrespective of Respondent’s concern, once the Motion for Summary Judgment was filed,
Respondent’s ability to effectively respond to the Declaration of Mr. Fitzgerald is based on the
present Motion.

The primary support for Petitioner’s Motion for Summary Judgment is
provided by the Declaration of Kevin Fitzgerald. The Motion for Summary Judgment clearly
identifies the significance of the material changes that were made to the deposition testimony of
Kevin Fitzgerald. As stated hereinabove, before receiving notice of the filing of the Motion for

Summary Judgment on January 5, 2011, based on Petitioner’s Pretrial Disclosures, Respondent
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had concluded it would take the testimonial deposition of Mr. Fitzgerald as an adverse witness
and at that time propound questions intended to impeach his credibility in general and attack the
material alterations made to the deposition transcript and the conflicts between the sworn
deposition testimony and the Declaration in particular. Supplemental Painter Declaration, 96.
Respondent has no alternative but to conclude that the filing of the Motion for Summary
Judgment was intended to prevent Respondent from questioning Mr. Fitzgerald regarding the
material changes made to his deposition testimony.

Both the original deposition testimony of Kevin Fitzgerald and the
alterations made thereto were made under penalty of perjury. Likewise, the declaration filed in
support of Petitioner’s Motion for Summary Judgment is made under penalty of perjury. As set
forth in detail hereinbelow, there is a direct conflict between the original deposition testimony of
Mr. Fitzgerald and statements in Paragraphs 5 and 38 of the Declaration. As a result of Peti-
tioner’s Opposition to Respondent’s Motion, Petitioner makes it clear that it wants its Motion for
Summary Judgment decided on the basis the material alterations that were made to Mr.
Fitzgerald’s deposition testimony will not be contested. Unless Respondent is granted the right
to question Mr. Fitzgerald on the changes made to the deposition testimony and the conflicts
between the original deposition testimony and the Declaration filed in support of the Motion for
Summary Judgment, Respondent will be denied the right to effectively respond to the statements
set forth in Mr. Fitzgerald’s Declaration and the Motion for Summary Judgment.

B. Paragraphs S and 38 of the Deposition Testimony of Kevin Fitzgerald

Are in Conflict With the Original Discovery Deposition Testimony of Mr. Fitzgerald.
Petitioner contends that Respondent failed to identify the alleged discrep-

ancies between Paragraphs 5 and 38 of Mr. Fitzgerald’s Declaration and the deposition testimony
of Mr. Fitzgerald because “the deposition testimony would reveal that Respondent had the
opportunity to ask questions regarding these matters but failed to do so or ask them incom-

pletely.” Petitioner’s accusations are without merit. Plaintiff’s Motion for Summary Judgment

-4 -
MAP-LMMS-2358



contends there are no genuine issues of fact for trial. This would require findings that Petitioner
had used the OUTLAW mark in a manner analogous to a trademark and that through such use
the consuming public recognized the association between the OUTLAW mark and Petitioner. It
is submitted that these are findings that would require the Declaration of Mr. Fitzgerald to go
uncontested.

Respondent has attached hereto Pages 29, 30, 38 and 39 and 63 - 67,
inclusive, of the discovery transcript of the deposition of Mr. Fitzgerald. Supplemental Painter
Declaration, 43; Exhibit 4. Respondent has also attached hereto a copy of the “Deposition
Correction Sheet” signed by Mr. Fitzgerald on November 16, 2010. Supplemental Painter
Declaration, §4; Exhibit 5. In Paragraph 5 of Mr. Fitzgerald’s Declaration, he states that
American Racing “has continuously promoted, advertised and offered for sale the OUTLAW
wheels, both through American Racing’s print catalogs and price lists ...” He further states that
“American Racing has long made information about its vehicle wheels available directly to the
consuming public ...” Yet, when shown a catalog that is part of the evidence filed in support of
the Motion for Summary Judgment, Mr. Fitzgerald testified in his deposition that the catalog
“primarily goes to our wholesale distributors and retail stores.” At pages 28 and 29 of Exhibit 4,
Mr, Fitzgerald testified that, in a response to a request to provide documents for his deposition,
he could find no documents that evidence any labels, tags, containers, packaging or point-of-
purchase displays that display use of the term OUTLAW in connection with the vehicle wheels.
With regard to material changes that are made to the deposition testimony, commencing at page
63, line 11 through page 65, line 12 of Exhibit 4, Mr. Fitzgerald originally testified in detail and
with first hand knowledge of the transaction wherein Ultra Wheel acquired the unrestricted right
to use the marks OUTLAW I and OUTLAW II on its vehicle wheels. As can be seen from
Exhibits 4 and 5, testimony that supports Respondent’s defenses regarding third-party use of the
OUTLAW mark is removed from the record and replaced with Mr. Fitzgerald’s statements that

he doesn’t know the answers. Respondent seeks only the right to question Mr. Fitzgerald with
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respect to the material changes made to the deposition testimony and the discrepancies between
statements in the Declaration and answers to questions that were propounded in the discovery
deposition.

C. Respondent’s Motion Seeks Relief Under Rule 56(d), F.R.Civ.P.

Respondent’s Motion and the Declarations filed in support thereof seek an
order that will permit it to depose Kevin Fitzgerald specifically on issues raised by the Declara-
tion filed in support of Petitioner’s Motion for Summary Judgment. As set forth in TBMP,
§528.05(b), when faced with an affidavit or declaration filed in support of a motion for summary
judgment:

“[A]n adverse party may have an opportunity for

direct examination of the affiant, if a Fed.R.Civ.P.

56(f) motion to take the discovery deposition of the

affiant is made and granted.”

Respondent’s Motion has been made pursuant to TBMP, §528.06 which sets forth the standard
that must be met if Respondent is to be granted the right to depose Mr. Fitzgerald in order to
respond to a motion for summary judgment. It is therefore submitted that Respondent’s Motion
clearly seeks relief under Rule 56(d), F.R.Civ.P.; it is not a motion to reopen time.

I
RESPONDENT’S MOTION TO BE ALLOWED TO

CONDUCT DISCOVERY PURSUANT TO RULE 56(d),

F.R.Civ.P. IS NOT SUBJECT TO THE STANDARD

OF EXCUSABLE NEGLECT

Substantially the entire Opposition to Respondent’s Motion is based on the
conclusion that the Respondent’s Motion is to be determined by the standard of excusable
neglect used to determine a motion to reopen time. TBMP, §509.01(b)(1) provides the standard

to determine a motion to reopen time, stating:

MAP-LMMS-2358



“Where the time for taking required action, as originally set or as

previously reset has expired, a party desiring to take the required

action must file a motion to reopen the time for taking that action.

The movant must show that its failure to act during the time pre-

viously allotted therefor was the result of excusable neglect.”

In fact, Petitioner’s erroneous conclusion is illustrated by the authority relied on by Petitioner. In
its Opposition to Respondent’s Motion, Petitioner contends:

“Where a party files a motion for summary judgment after the

close of discovery, the Board applies the excusable neglect stan-

dard in its determination of any request for additional discovery in

connection with the summary judgment motion.”

As authority for this proposition, Petitioner relies on the Board’s decision in the case of Baron
Philippe de Rothschild S.A. v. Styl-Right Optical Mfg. Co., 55 U.S.P.Q.2d 1848, 2000 TTAB
Lexis 467 (TTAB 2000). It is submitted that Petitioner’s conclusion is wrong and its reliance on
the Rothschild decision is misplaced. The Rothschild decision has absolutely nothing to do with a
motion to be allowed to conduct discovery to respond to a motion for summary judgment. To the
contrary, the relevant portion of the Rothschild decision relates to an applicant’s motion to
reopen its time to respond to an opposer’s motion for summary judgment on the basis the time
was needed as a result of docketing errors. Baron Philippe de Rothschild S.A. v. Styl-Right
Optical Mfg. Co., supra, 2000 TTAB Lexis 467 at **12, 13. The motion decided by the Board
sought to reopen the period to respond to a motion for summary judgment pursuant to the
standard set by TBMP, §509. The Rothschild case does not involve a motion seeking permis-
sion to conduct discovery under Rule 56(d), F.R.Civ.P.

The standard to be used in connection with the Motion brought by the Respondent
is provided for in TBMP, §526.06. A request for discovery under Rule 56(f), F.R.Civ.P. [now
Rule 56(d)] must be supported by a showing of need. Keebler Co. v. Murray Bakery Product,
866 F.2d 1386, 1389, 9 U.S.P.Q. 2d 1736, 1739 (Fed. Cir., 1989). It is submitted the original
and Supplemental Declarations of Michael A. Painter filed in support of Respondent’s Motion

meet all requirements of TBMP, §528.06. Discovery is being sought only with respect to

MAP-LMMS-2358



material changes that were made to the deposition testimony of Kevin Fitzgerald and conflicts
between the supporting Declaration of Kevin Fitzgerald and prior deposition testimony con-
ducted under penalty of perjury. It is submitted that Respondent has met all requirements set by
the Federal Circuit and the Board necessary to allow discovery to respond to Petitioner’s Motion
for Summary Judgment.
1
CONCLUSION

Based on the foregoing, it is submitted that Respondent’s Motion to Allow
Discovery to Respond the Motion for Summary Judgment should be granted and the date for
response to the Motion for Summary Judgment be reset accordingly, or in the alternative,

Petitioner’s Motion for Summary Judgment should be denied pursuant to Rule 56(d)(1),

F.R.Civ.P.
Respectfully submitted,
ISAACMAN, KAUFMAN & PAINTER, P.C.
Michael A. Painter
Attorneys for Respondent
MAP:src

Dated: February 10, 2011

10250 Constellation Boulevard, Suite 2900
Los Angeles, California 90067

(310) 881-6800

painter@ikplaw.com
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CERTIFICATE OF SERVICE

The undersigned declares under the penalty of perjury the within REPLY
MEMORANDUM IN SUPPORT OF RESPONDENT’S MOTION TO ALLOW DISCOV-
ERY TO RESPOND TO PETITIONER’S MOTION FOR SUMMARY JUDGMENT PUR-
SUANT TO RULE 56(d), F.R.Civ.P. was forwarded to counsel for Petitioner, Leigha Wilbur,
Esq., Morgan, Lewis & Bockius LLP, One Market, Spear Street Tower, San Francisco,
California 94105 via first class mail, postage prepaid, this 10" day of February, 2011,

? e 7

SHERYL Rﬁ)NAWAY '/
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