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1 

Pursuant to Federal Rule of Civil Procedure 56 and TBMP §528, American 

Racing hereby moves the Board for summary judgment in its favor and against 

Respondent Liquid Metal Motorsports, Inc. (“Respondent”).  Simply stated, after the 

close of discovery in this proceeding, there are no material facts in dispute as to 

American Racing’s controlling prior rights in its use of and rights in the registered marks 

AMERICAN® and design, AMERICAN RACING®, and rights in the common law 

marks AMERICAN RACING OUTLAW, AMERICAN OUTLAW, and OUTLAW 

marks for vehicle wheels (“AMERICAN and OUTLAW Marks”).  Furthermore, after the 

close of discovery in this proceeding, there are no material facts in dispute as to the 

likelihood of confusion between American Racing’s AMERICAN and OUTLAW Marks, 

on the one hand, and the AMERICAN OUTLAW designation Respondent has sought to 

protect for its exclusive use, which is the subject of this cancellation proceeding, on the 

other hand. 

During discovery, Respondent admitted not only that American Racing has prior 

rights in these marks, but also that Respondent before selecting and filing its application 

to register the AMERICAN OUTLAW designation for vehicle wheels was well aware of 

American Racing’s use and rights in its AMERICAN and OUTLAW Marks.  Notably, 

the founder of Respondent worked at American Racing immediately prior to founding 

Respondent, and admitted that he had knowledge of the vehicle wheels American Racing 

offered for sale and sold, including OUTLAW wheels.  Further, Respondent admitted 

that Liquid Metal is American Racing’s competitor and that Respondent uses the 

AMERICAN OUTLAW designation for goods offered through the same channels of 
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trade to the same types of consumers as the vehicle wheels American Racing sells under 

its marks. 

Thus, as a matter of law, Respondent’s registration for AMERICAN OUTLAW 

for “vehicle wheels” in International Class 12 is likely to cause confusion with American 

Racing’s long-existing, prior use and registration of AMERICAN® and AMERICAN 

RACING® for vehicle wheels, and longstanding prior use at common law of American 

Racing’s AMERICAN and OUTLAW Marks.   

I.  UNDISPUTED MATERIAL FACTS 

A. American Racing’s Longstanding Trademark Rights and Use. 

American Racing has an established reputation in the aftermarket vehicle wheel 

industry.  Decl. of Kevin Fitzgerald (“Fitzgerald Decl.”) ¶ 2.  American Racing, directly 

and through its predecessor in interest, has been offering and selling vehicle wheels for 

nearly 50 years using the AMERICAN and AMERICAN RACING house brands.  Id.  

The company produces and sells more than one million vehicle wheels per year.  Id.  

American Racing, directly and through its predecessors in interest, has long 

owned and used a federal registration for the AMERICAN® and design mark (Reg. 

No. 868,913) for wheels and hub caps for motor vehicles.  This registration has long been 

registered — since May 6, 1969  — and, thus, has become incontestable.  Declaration of 

Leigha E. Wilbur (“Wilbur Decl.”) Exh. F.  The AMERICAN® and design mark was first 

used in interstate commerce at least as early as December 8, 1962, nearly fifty years ago.  

Id.   

American Racing, directly and through its predecessors in interest, also has 

owned and uses federal registrations for the mark AMERICAN RACING® (Reg. Nos. 

1,147,598 (the ‘598 Registration”) and 3,243,101) for motor vehicle wheels and 
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accessories.  Id. Exhs. G, H.  These AMERICAN RACING® marks registered on 

February 24, 1981 and May 15, 2007, respectively.  Indeed, American Racing’s ‘598 

Registration is incontestable, having been in continuous use in interstate commerce for 

vehicle wheels, since at least as early as November 8, 1962.  Id. Exh. G. 

In addition, American Racing, directly and through its predecessors in interest, 

has continuously offered vehicle wheels under the OUTLAW mark, since at least as early 

as 1983.  Fitzgerald Decl. ¶¶ 4-5, 8, Exh. 1-29.  Over the years, American Racing has 

used the marks OUTLAW, AMERICAN OUTLAW and AMERICAN RACING 

OUTLAW for vehicle wheels in its catalogs and otherwise (“OUTLAW Marks”).  For 

example, in its 1983 price schedule American Racing refers to its “AMERICAN 

OUTLAW SERIES” of wheels.  Id. Exh. 4.  From 2005-2009 alone, American Racing 

sold more than 300,000 OUTLAW wheels.  Fitzgerald Decl. ¶ 6.  During this same time, 

the company spent millions of dollars advertising its products and services, including its 

OUTLAW wheels.  Fitzgerald Decl. ¶ 7.   

American Racing uses its OUTLAW Marks in the same manner that it uses other 

of its trademarks, including its registered trademark TORQ THRUST®.  Id.  Over the 

years, American Racing has at times referenced its TORQ THRUST wheels or its 

OUTLAW wheels only with those marks, while at other times it uses its house mark as 

well, referencing its vehicle wheels as AMERICAN RACING TORQ THRUST wheels, 

AMERICAN TORQ THRUST wheels, AMERICAN RACING OUTLAW wheels or 

AMERICAN OUTLAW wheels.  Id.  In all events, American Racing has been using 

these marks for the sale of vehicle wheels for an extended period of time.  Through this 
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use, American Racing has established that consumers associate these marks with 

American Racing’s vehicle wheels, regardless of the formative. 

Based on its registrations and its common law trademark rights, American Racing 

filed this cancellation proceeding on September 15, 2009, shortly after learning of the 

registration of the AMERICAN OUTLAW by Respondent.   In its Amended Answer to 

American Racing’s Cancellation, Respondent admitted that American Racing owns 

registrations for AMERICAN® and design, and AMERICAN RACING,® and did not 

challenge the validity of American Racing’s registrations.  Amended Answer ¶ 4.  

Respondent further admitted that “American Racing has been using OUTLAW for 

vehicles [sic] wheels.”  Id. ¶ 3.  Respondent also “admits that before adopting and/or 

filing an application to register the AMERICAN OUTLAW trademark, Registrant had 

knowledge of American Racing’s use of the AMERICAN RACING trademark and the 

OUTLAW trademark.” Id. ¶ 8.  Moreover, during discovery in this proceeding, 

Respondent admitted that it was not aware of any third parties that use a mark that 

includes any combination of the wording “AMERICAN” and “OUTLAW” for vehicle 

wheels.  Id. Exh. D, p. 3. 

B. Liquid Metal’s Use and Registration of AMERICAN OUTLAW for 
Vehicle Wheels. 

More than forty five (45) years after American Racing first began using its 

AMERICAN® and design and AMERICAN RACING® marks for vehicle wheels and 

more than twenty five (25) years after American Racing began using American Racing’s 

OUTLAW Marks for vehicle wheels, Applicant, unbeknownst to American Racing, filed 

an intent-to-use application on April 9, 2009 for the word mark AMERICAN OUTLAW 

for vehicle wheels, among other goods, without disclaiming the terms “AMERICAN” or 
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“OUTLAW,” or even advising the United States Patent and Trademark Office 

(“USPTO”) that American Racing, or for that matter any other party, used the wording, 

AMERICAN RACING OUTLAW, AMERICAN OUTLAW and/or OUTLAW for 

vehicle wheels.  TEAS Plus New Application and other documents filed on the TDR site 

for Registration No. 3,661,725. 

During discovery, Respondent further acknowledged that at the time of the filing 

of Respondent’s intent-to-use trademark application for AMERICAN OUTLAW, 

Respondent knew American Racing offered vehicle wheels named OUTLAW I and 

OUTLAW II. Wilbur Decl. Exh. C, pp. 9, 10 (“Respondent had knowledge that in 

advertising and promoting the sale of its goods American Racing used OUTLAW I and 

OUTLAW II to refer to specific styles of its AR61 series and AR62 series of vehicle 

wheels.”); Exh. I.  Indeed, the founder of Respondent is a former employee of American 

Racing.  Id. Exh. I, pp. 9-10.  Respondent further acknowledged that it began using the 

AMERICAN OUTLAW mark for vehicle wheels on November 1, 2008, which was well 

after American Racing began using its AMERICAN® and design, AMERICAN 

RACING®, and OUTLAW Marks for vehicle wheels.  Id. Exh. C, p. 5. 

Applicant, however, never even attempted to advise the United States Patent and 

Trademark Office (“USPTO”) during the prosecution of its application, that anyone, let 

alone American Racing, used “Outlaw” or “American Outlaw” for vehicle wheels.  

TEAS Plus New Application and other documents filed on the TDR site for Registration 

No. 3,661,725. See also Amended Answer ¶ 8; Wilbur Decl. Exh. D, p. 3.   

Respondent’s registration expressly covers “vehicle wheels,” which are the very 

same goods for which American Racing has long used its marks.  As a result, 
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Respondent’s registration for AMERICAN OUTLAW for “vehicle wheels” on its face 

overlaps and directly competes with the products for which American Racing uses its 

marks.   

Conveniently, Respondent in its Amended Answer attempted to argue that third 

party uses of brands using AMERICAN and OUTLAW render American Racing’s 

AMERICAN and design mark, AMERICAN RACING® mark and OUTLAW Marks too 

weak to form grounds for seeking to cancel Respondent’s registration for AMERICAN 

OUTLAW for identical goods.  Amended Answer ¶ 16.  Yet, during discovery, 

Respondent properly acknowledged that there is no third party that uses any combination 

of the wording “AMERICAN” and “OUTLAW” for vehicle wheels.  Wilbur Decl. 

Exh. D, p. 4.  Moreover, despite Respondent’s allegations that so-called third party use 

allegedly weakens American Racing’s rights, Respondent conveniently did not seek to 

disclaim all or even a portion of its AMERICAN OUTLAW designation during the 

registration process, although it plainly had the opportunity to do so.  TEAS Plus New 

Application and other documents filed on the TDR site for Registration No. 3,661,725.   

Accordingly, based on the undisputable evidence of record as to the well-accepted 

factors for determining priority and likelihood of confusion, Respondent’s registration 

should be cancelled. 

II.  ARGUMENT   

A. Standard for Summary Judgment. 

Summary judgment is appropriate where there is no genuine issue of material fact 

and the moving party is entitled to judgment as a matter of law.  Fed. R. Civ. P. 56(c).  

The purpose of summary judgment is to save the time and expense of trial where no 

genuine issues of material fact remain and more evidence could not reasonably be 
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expected to change the result.  See, e.g., Pure Gold, Inc. v. Syntex (U.S.A.) Inc., 739 F.2d 

624, 626 (Fed. Cir. 1984).  A motion for summary judgment is considered “a salutary 

method of disposition,” and the Board does not hesitate to dispose of cases on summary 

judgment when appropriate.  See, e.g., Sweats Fashions Inc. v. Pannill Knitting Co., 833 

F.2d 1560, 1562 (Fed. Cir. 1987); Blansett Pharmaceutical Co. v. Carmrick Labs., Inc., 

25 U.S.P.Q. 2d 1473, 1476 (T.T.A.B. 1992).  Likelihood of confusion is an issue of law, 

which can properly be resolved by the Board on a motion for summary judgment.  See 

Fram Trak Indus. Inc. v. WireTracks LLC, 77 U.S.P.Q.2d 2000 (T.T.A.B. 2006) 

(granting summary judgment to petitioner in cancellation proceeding on the basis of 

likelihood of confusion); Weatherford/Lamb, Inc. v. C&J Energy Services, Inc., 96 

U.S.P.Q.2d 1834 (T.T.A.B. 2010) (granting summary judgment to petitioner in 

cancellation proceeding on the basis of likelihood of confusion); Sweats Fashions, 833 

F.2d at 565. 

As the moving party, American Racing must establish that there is no genuine 

dispute that: (1) American Racing has standing to maintain this proceeding; (2) American 

Racing is the prior user of each of the pleaded marks; and (3) contemporaneous use of the 

parties’ marks for their respective goods is likely to cause confusion, mistake or to 

deceive consumers.  Hornblower & Weeks, Inc. v. Hornblower & Weeks, Inc., 60 

U.S.P.Q.2d 1733, 1735 (T.T.A.B. 2001).   

This proceeding presents an appropriate case for summary judgment for American 

Racing because Respondent has admitted that: (1) American Racing has prior rights in 

AMERICAN® and design, AMERICAN RACING® and in OUTLAW for vehicle 

wheels; (2) Respondent had actual knowledge of American Racing’s trademark use of its 
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AMERICAN RACING® and OUTLAW Marks for vehicle wheels before it selected, 

used or applied to register its virtually identical AMERICAN OUTLAW mark, but failed 

to advise the USPTO of the known prior use and/or even attempt to disclaim all or any 

portion of the applied-for mark; (3) American Racing and Respondent are competitors;  

and (4) American Racing and Respondent offer identical goods, to the same customers 

through identical channels of trade using their respective trademarks. 

B. American Racing Has Standing to Bring This Proceeding. 

There is no genuine issue of material fact as to whether American Racing has 

standing to maintain this proceeding.  American Racing’s standing has not been 

challenged by Respondent, and even if it had been challenged, American Racing’s 

evidence of its use of the AMERICAN® and Design, AMERICAN RACING® and 

OUTLAW Marks alone suffices to establish standing.  See Venture Out Properties LLC 

v. Wynn Resorts Holdings, LL, 81 U.S.P.Q.2d 1887, 1891 (T.T.A.B. 2007) (evidence of 

use of similar mark suffices to establish standing). 

C. Respondent’s Registration Should be Cancelled Because American 
Racing Has Clear and Undisputed Priority of Use. 

In order to establish trademark infringement, a trademark owner must establish 

priority of use by establishing that it owns “a mark or trade name previously used in the 

United States… and not abandoned…”  15 U.S.C. §1052; Fram Trak Indus., 77 

U.S.P.Q.2d at 2005.  “The prior use may, but need not, be technical trademark use.”  

Weatherford/Lamb, 96 U.S.P.Q.2d at 1838; see also Shalom Children’s Wear Inc. v. In-

Wear A/S, 26 U.S.P.Q.2d 1516, 1519 (T.T.A.B. 1993).  Prior rights are established 

through actual use or use analogous to trademark use, such as use in catalogs or use on 
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Internet web sites that create a consumer awareness of the designation.  Fram Trak 

Indus., 77 U.S.P.Q.2d at 2005.   

Respondent filed its application to register the AMERICAN OUTLAW 

designation for vehicle wheels on April 9, 2008 and allegedly first began using its mark 

for vehicle wheels on November 1, 2008.  Wilbur Decl. Exh. C, p. 5.  Thus, in order to 

establish priority, American Racing must demonstrate that it used its pleaded marks 

before April 9, 2008.  15 U.S.C. §1057(c) (in the absence of evidence of earlier use, the 

earliest date upon which respondent may rely is the filing date of the application).  Here 

the date is not even close.  American Racing has used its AMERICAN and OUTLAW 

Marks for decades before Respondent filed its ill-conceived application at issue in this 

proceeding. 

Respondent has conceded American Racing’s prior rights by admitting that 

“before adopting and/or filing an application to register the AMERICAN OUTLAW 

trademark, Registrant had knowledge of American Racing’s use of the AMERICAN 

RACING trademark and the OUTLAW trademark.”  Amended Answer ¶ 8.  Thus, 

Respondent not only concedes that American Racing has prior trademark rights in 

AMERICAN RACING® and OUTLAW for vehicle wheels, but also has admitted that 

Respondent knew of American Racing’s prior rights before it adopted its confusingly 

similar designation.  Id.  Respondent has further admitted that “Respondent had 

knowledge that in advertising and promoting the sale of its goods Petitioner used 

OUTLAW I and OUTLAW II…” as early as 1992, sixteen years before Respondent 

applied to register its AMERICAN OUTLAW designation.  Wilbur Decl. Exh. C, pp. 9, 

10.  Respondent also has admitted that before it adopted or filed an application to register 
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the AMERICAN OUTLAW designation, it knew “[t]he artistic form of AMERICAN 

RACING was being used on Petitioner’s Internet site, in Petitioner’s catalogs and on 

vehicle wheels sold by Petitioner to the public.” Id. Exh. C, p. 10. 

If there were any remaining doubt  as to American Racing’s priority, American 

Racing’s trademark registrations for AMERICAN® and design and AMERICAN 

RACING® for vehicle wheels provide presumptive evidence of its prior rights in both 

marks for vehicle wheels (Wilbur Decl. Exhs. F-H).  Indeed, certain of its registered 

marks are incontestable.  Id. Exhs. F, G.  Similarly, American Racing has more than 

established prior trademark use of American Racing’s OUTLAW Marks, including 

OUTLAW, AMERICAN RACING OUTLAW, and AMERICAN OUTLAW, dating 

back at least as early as 1983, which clearly predates the April 9, 2008 filing date of 

Respondent’s application.  Fitzgerald Decl. ¶¶ 2-7, 38, Exhs. 1-29; Wilbur Decl. Exhs. A, 

B.1  This evidence demonstrates use of American Racing’s OUTLAW Marks in 

traditional catalogs, online catalogs and on distributor web sites.  Id.  The marks also 

appear and are featured in third party articles, which further confirm American Racing’s 

prior trademark rights and consumer recognition of American Racing’s OUTLAW 

Marks.  See 15 U.S.C. § 1052(d); Fram Trak Indus., 77 U.S.P.Q.2d at 2002, 2005.   

Thus, the evidence of record indisputably establishes that it has continuously used 

AMERICAN® and design, AMERICAN RACING®, and American Racing’s OUTLAW 

Marks for vehicle wheels for decades before Respondent filed its application to register 

the AMERICAN OUTLAW designation for identical goods in April, 2008.  Further, the 

                                                 
1 Exhibits 3-29 of the Fitzgerald Declaration provide the relevant pages from American Racing’s catalogs 

and price lists to demonstrate use of American Racing’s OUTLAW Marks from 1983 through the present.  
Full and complete copies of these catalogs and price lists were provided to Respondent during discovery 
and can be provided to the Board upon request.  The limited version has been submitted to allow the 
Board to focus more readily on the catalog pages most relevant to this proceeding. 
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record substantiates that American Racing’s AMERICAN and OUTLAW Marks have 

been identified in the marketplace with American Racing. 

D. Likelihood of Confusion Appears on the Face of the Registration. 

In order to succeed in its cancellation proceeding, American Racing also must 

establish that a likelihood of confusion exists between American Racing’s use of its 

pleaded marks and Respondent’s use of its AMERICAN OUTLAW mark using the 

factors set forth in In re E. I. DuPont Nemours & Co., 476 F.2d 1357 (C.C.P.A. 1973).  

No one factor is determinative and “[e]ach may from case to case play a dominant role.”  

Id.  The Board is only required to consider those factors relevant based on the particular 

facts of each case.  On-Line Careline Inc. v. Am. Online Inc., 56 U.S.P.Q.2d 1471, 1474 

(Fed. Cir. 2000).   

The Board has noted that “two key factors are the degree of similarity of the 

parties’ marks and the degree of similarity of their respective goods.”  Fram Trak Indus., 

77 U.S.P.Q.2d at 2006; see also In re SL&E Training Stable, Inc., 88 U.S.P.Q.2d 1216 

(T.T.A.B. 2008).  Where, as here, the marks are identical or nearly identical, and cover 

identical goods, the only possible conclusion is that there is a likelihood of confusion 

between the marks.  Nonetheless, in the current proceeding, the following DuPont factors 

are pertinent to this proceeding:  (1) the similarity of the marks; (2) the identity and 

similarity of the goods; (3) shared consumers and trade channels; (4) American Racing’s 

long and prior rights; (5) Respondent’s intent in its selection of the AMERICAN 

OUTLAW mark; and (6) the lack of third party use of marks combining AMERICAN 

and OUTLAW for vehicle wheels.  Each of the pertinent factors supports the grant of 

summary judgment to American Racing based on its prior rights and use of its 
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AMERICAN and OUTLAW Marks for identical goods, which Respondent has admitted 

in its Answer and during discovery in this proceeding.   

1. The Marks Are Confusingly Similar. 

Under In re E. I. DuPont de Nemours & Co., 476 F.2d at 1361, the first factor 

requires an examination of “the similarity or dissimilarity of the marks in their entireties 

as to appearance, sound, connotation and commercial impression.”  The test for 

likelihood of confusion is not whether the marks can be distinguished when subjected to a 

side-by-side comparison, but whether the marks are sufficiently similar that there is a 

likelihood of confusion as to the source of the goods.  In evaluating the similarities 

between marks, “emphasis must be placed on the recollection of the average purchaser, 

who normally retains a general rather than specific impression of them.”  In re Appetito 

Provisions Co. Inc., 3 U.S.P.Q.2d 1553, 1554 (T.T.A.B. 1987) (finding APPETITO and 

design for Italian sausage confusingly similar to A APPETTITO’S and A APPETITO’S 

INC. and design for restaurant services); In re M. Serman & Company, Inc., 223 U.S.P.Q. 

52 (T.T.A.B. 1984) (CITY WOMAN held likely to be confused with CITY GIRL, both 

for clothing); Gastown Inc. of Delaware v. Gas City, Ltd., 187 U.S.P.Q. 760 (T.T.A.B. 

1975) (GAS CITY (with “GAS” disclaimed) held likely to be confused with 

GASTOWN, both for gasoline); Watercare Corp. v. Midwesco-Enterprise, Inc., 171 

U.S.P.Q. 696 (T.T.A.B. 1971) (AQUA-CARE (stylized) held likely to be confused with 

WATERCARE (stylized), both for water conditioning products).  Here, since American 

Racing’s wheels have long been known as OUTLAW wheels, AMERICAN OUTLAW 

wheels and AMERICAN RACING OUTLAW wheels, there can be no question about the 

identical nature of the marks at issue. 
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It is well established that merely adding or deleting a descriptive or suggestive 

term to a registered mark does not suffice to overcome likelihood of confusion under 

Section 2(d).  See In re Riddle, 225 U.S.P.Q. 630 (T.T.A.B. 1985) (ACCUTUNE for 

automotive testing equipment and RICHARD PETTY’S ACCU TUNE for automotive 

services found confusingly similar); In re United States Shoe Corp., 229  U.S.P.Q. 707 

(T.T.A.B. 1985) (CAREER IMAGE for women’s clothing and CREST CAREER 

IMAGES for clothing including uniforms found confusingly similar); Lilly Pullitzer, Inc. 

v. Lilli Ann Corp., 376 F.2d 324 (C.C.P.A. 1967) (THE LILLY and LILLI ANN both for 

women’s clothing found confusingly similar); In re Cosmetic Labs., Inc., 202 U.S.P.Q. 

842 (T.T.A.B. 1979) (HEAD START for men’s after-shave and HEAD START 

COSMETIC for hair shampoo and conditioner found confusingly similar); Coca-Cola 

Bottling Co. v. Joseph & Seagram & Sons, Inc., 526 F.2d 556 (C.C.P.A. 1975) 

(BENGAL for alcoholic beverages and BENGAL LANCER for non-alcoholic beverages 

found confusingly similar); In re El Torito Restaurants, Inc., 9 U.S.P.Q. 2d 2002 

(T.T.A.B. 1988) (MACHO for sandwich and MACHO COMBOS for food service 

offering found confusingly similar); In re Corning Glass Works, 229 U.S.P.Q. 65 

(T.T.A.B. 1985) (CONFIRM and CONFIRMCELLS both for laboratory equipment 

related to blood found confusingly similar).   

Comparing Respondent’s AMERICAN OUTLAW designation to American 

Racing’s AMERICAN and OUTLAW Marks, which include OUTLAW, AMERICAN 

RACING OUTLAW and AMERICAN OUTLAW, reveals that Respondent’s 

AMERICAN OUTLAW mark is identical or virtually identical to Applicant’s pleaded 

marks.  For example, if you delete the descriptive term RACING from American 
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Racing’s AMERICAN RACING OUTLAW mark and/or add the term RACING to 

Respondent’s AMERICAN OUTLAW mark, the marks are identical.  Racing is 

necessarily descriptive of the goods covered by Respondent’s registration, which covers 

“vehicle wheels,” including wheels for racing vehicles, so the addition or omission of the 

descriptive term RACING is not of import.  Moreover, one of the companies that offers 

AMERICAN OUTLAW wheels is Vivid Racing, a further indication that the term 

“racing” is commonly used in connection with vehicle wheels, including Respondent’s 

AMERICAN OUTLAW wheels.  Wilbur Decl. Exh. C, p. 6.  Indeed, American Racing 

itself disclaimed the word RACING in its AMERICAN RACING® trademark 

registrations for wheels.  Id. Exhs. G, H.   

From an alternative perspective, Respondent’s AMERICAN OUTLAW 

designation is identical to American Racing’s OUTLAW Marks, except that 

Respondent’s mark adds the descriptive term AMERICAN.  The addition of 

AMERICAN to OUTLAW similarly does not suffice to eliminate the likelihood of 

confusion between the marks, as Respondent acknowledges that it uses the term 

AMERICAN descriptively to show that “[t]he source of Respondent’s vehicle wheels is 

based in the United States of America.”  Wilbur Decl. Exh. E, p. 5.  Another way to view 

the AMERICAN OUTLAW mark is as a mere combination of the word portion of 

American Racing’s AMERICAN® and Design registration with American Racing’s 

OUTLAW trademark. 

Thus, neither the addition of the term AMERICAN to American Racing’s 

OUTLAW Marks, nor the subtraction of the term RACING from American Racing’s 

AMERICAN RACING OUTLAW mark sufficiently alters the meaning of Respondent’s 
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AMERICAN OUTLAW designation, nor does it change the connotation or commercial 

impression of the marks sufficiently to avoid a likelihood of confusion.  Consumers 

seeing the AMERICAN OUTLAW designation will readily and falsely associate it with 

American Racing and its vehicle wheels, which are known as AMERICAN RACING®, 

OUTLAW, AMERICAN OUTLAW and AMERICAN RACING OUTLAW wheels, 

leading consumers to falsely believe that the vehicle wheels of Respondent are offered or 

approved by American Racing when they are not.  See In re J.M. Originals Inc., 6 

U.S.P.Q. 2d 1393 (T.T.A.B. 1987) (JM ORIGINALS for apparel held likely to be 

confused with JM COLLECTABLES for apparel).   

Ultimately, whatever way you view the Respondent’s AMERICAN OUTLAW 

mark, you reach the same conclusion — the designation at issue is identical or virtually 

identical to American Racing’s pleaded marks. 

2. The Marks Are Used for Identical Goods. 

Not only is the designation at issue virtually identical to American Racing’s 

marks, but Respondent also has registered the designation for identical goods.  The nature 

and scope of a party’s goods or services is determined on the basis of the goods or 

services recited in the application or registration.  Hewlett-Packard Co. v. Packard Press 

Inc., 281 F.3d 1261 (Fed. Cir. 2002).  The portion of Respondent’s AMERICAN 

OUTLAW designation that is the subject of this cancellation proceeding is “vehicle 

wheels.”  Respondent’s mark covers the identical goods for which American Racing has 

registered and uses its AMERICAN® and Design and AMERICAN RACING® marks 

and for which American Racing has long used its OUTLAW Marks.  Fitzgerald Decl. 

¶¶ 2-7, 38, Exhs. 1-29; Wilbur Decl. Exhs. A-B, F-H.   
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Moreover, Respondent has admitted that it competes with American Racing in the 

sale of wheels.  Wilbur Decl. Exh. C, p. 9.  Thus, there can be no disputed issue of 

material fact that Respondent’s identification of its goods encompasses the goods 

American Racing has long offered under its virtually identical pleaded marks, including 

OUTLAW, AMERICAN RACING OUTLAW, AMERICAN OUTLAW and 

AMERICAN RACING.  As a result, consumers who encounter AMERICAN OUTLAW 

vehicle wheels would likely wrongly believe that American Racing endorsed or was in 

some way associated with Respondent’s vehicle wheels when that is not the case.   

3. Respondent is American Racing’s Competitor and Sells its 
Vehicle Wheels to the Same Customers through the Same 
Channels of Trade. 

With respect to channels of trade and customers, Respondent acknowledges that it 

is American Racing’s competitor in the sale of vehicle wheels and that it sells its 

AMERICAN OUTLAW wheels to the same type of customers through the same channels 

of trade through which American Racing sells its wheels.  Wilbur Decl. Exh. C, p. 9; 

Exh. D, pp. 15, 17.  Nor is there any difference in the conditions under which the 

products are offered to consumers, as both companies sell their wheels through the same 

or similar distributors.  Wilbur Decl. Exh. C, p. 6.  Thus, this factor strongly favors 

American Racing and, when combined with the similarity of the marks and the identical 

goods, provides indisputable grounds for granting summary judgment here in favor of 

American Racing.  See, e.g., Venture Out Properties, 81 U.S.P.Q.2d at 1891 (basing 

grant of summary judgment to opposer on three DuPont factors — similarity of the 

marks, related nature of services and similarity of trade channels). 
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4. American Racing Has Used its Marks for Decades. 

American Racing’s longstanding use of its marks favors a finding of likelihood of 

confusion between American Racing’s established marks and Respondent’s recent 

registration of its AMERICAN OUTLAW designation.  In re DuPont at 1361.  

Respondent, as the newcomer, had the obligation to avoid confusion with American 

Racing’s long established marks.  Hewlett-Packard, 281 F.3d at 1265 (“the newcomer 

has the opportunity and obligation to avoid confusion with existing marks.”); W.R. Grace 

& Co. v. Herbert J. Meyer Indus., Inc., 190 U.S.P.Q. 308 (T.T.A.B. 1976) (one who 

adopts a marks similar to the mark of another for the same goods does so at his own 

peril).  Instead, Respondent chose a mark that is virtually identical to American Racing’s 

marks when American Racing has used its AMERICAN and Design, and AMERICAN 

RACING® marks for vehicle wheels for more than 48 years.  Fitzgerald Decl. ¶¶ 2-3, 38; 

Wilbur Decl. Exhs. F-H.  American Racing also has established that it has used American 

Racing’s OUTLAW Marks for vehicle wheels for decades before the filing of the 

application for the designation at issue in this proceeding.  Fitzgerald Decl. ¶4-7, 38, 

Exhs. 1-29; Wilbur Decl. Exhs. A-B.  Thus, this factor also supports a finding of 

likelihood of confusion. 

5. Respondent’s Intent Supports a Finding of Likelihood of 
Confusion. 

Intent is also relevant to the likelihood of confusion determination.  Indeed, the 

Board has explicitly recognized that “when there is evidence of an applicant’s intent to 

adopt a mark that suggests to purchasers a successful mark already in use by another, the 

Board may, and ought to, take into account that intent when resolving the issue of 

likelihood of confusion…”  First Int’l Serv. Corp. v. Chuckles Inc., 5 U.S.P.Q.2d 1628, 
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1633 (T.T.A.B. 1988); see also Official Airline Guides, Inc. v. Goss, 6 F.3d 1385, 1394 

(9th Cir. 1993) (“when an alleged infringer knowingly adopts a mark similar to another’s, 

courts will presume an intent to deceive the public.”); Beer Nuts, Inc. v. Clover Club 

Foods Co., 805 F.2d 920, 927 (10th Cir. 1986) (citations omitted) (“One who adopts a 

mark similar to another already established in the marketplace does so at its peril, 

because the court presumes he ‘can accomplish his purpose: that is, that the public will be 

deceived.’”). 

American Racing’s AMERICAN RACING® and OUTLAW Marks are well-

established in the industry, having been in use by American Racing and its predecessors-

in-interest since at least as early as 1962 and 1983, respectively.  Fitzgerald Decl. ¶¶ 2-7, 

38, Exhs. 1-29; Wilbur Decl. Exhs. A-B, F-H.  Respondent meanwhile, is a relative 

newcomer to the industry that was founded by a former employee at American Racing, 

who left American Racing to form his own company.  Wilbur Decl. Exh. I, pp. 9-10.  

Thus, it is not surprising that Respondent considers American Racing to be its competitor 

(Wilbur Decl. Exh. D, p. 9) or that Respondent was aware of American Racing’s use of 

AMERICAN RACING® and OUTLAW as trademarks before filing its AMERICAN 

OUTLAW application.  Wilbur Decl. Exh. C, p. 9.  What is incomprehensible is that 

despite this knowledge, Respondent filed its application without advising the USPTO of 

these facts.  This alone demonstrates Respondent’s bad faith.  Thus, this factor further 

supports summary judgment in American Racing’s favor. 

6. The Number and Nature of Similar Marks Used on Similar 
Goods Supports a Finding of Likelihood of Confusion.  

Respondent has admitted that there are no third parties that use any mark that 

combines the terms AMERICAN and OUTLAW for vehicle wheels. Wilbur Decl. 
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Exh. D, p. 4.  The unique combination of AMERICAN and OUTLAW is particularly 

confusing because it combines the first part of American Racing’s trade name and house 

brand with American Racing’s OUTLAW mark.  Moreover, Respondent failed to advise 

the USPTO that any third parties use AMERICAN or OUTLAW for vehicle wheels.  

TEAS Plus New Application and other documents filed on the TDR site for Registration 

No. 3,661,725.  Thus, this factor supports American Racing.  

7. The Fact That Respondent Is Not Aware of Actual Confusion 
is Not Determinative. 

This is not a case where one would expect there to be evidence of actual 

confusion.  Indeed, when asked to produce any consumer communications about its 

AMERICAN OUTLAW wheels, Respondent had no documents whatsoever to produce.  

Wilbur Decl. Exh. J, p. 6.  Thus, Respondent, who does not sell directly to consumers, 

would not be in a position to know about any consumer confusion that exists in the 

marketplace.  Rather, it is entirely likely that consumers would assume an association 

with American Racing, particularly because Respondent sells through some of the very 

same resellers as American Racing, without any knowledge by anyone about this 

misconception.  Wilbur Decl. Exh. C, p. 6. 

8. Overall, Considering the Relevant Likelihood of Confusion 
Factors, American Racing is Entitled to Summary Judgment. 

Overall, the relevant DuPont factors all support American Racing’s motion and 

demonstrate that there is an absence of disputed material facts in this proceeding.  

Respondent’s AMERICAN OUTLAW registration for vehicle wheels creates a 

likelihood of confusion with American Racing’s long-registered AMERICAN RACING® 

marks and its long used AMERICAN OUTLAW, AMERICAN RACING OUTLAW and 
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OUTLAW formative marks for identical, competing goods sold through the same 

channels of trade to the same customers.  While Respondent appears in its Answer to 

claim that this cancellation should fail somehow because of third party uses, the fact is 

that Respondent has admitted that no third party uses a combination of the words 

AMERICAN and OUTLAW for vehicle wheels.  Wilbur Decl. Exh. D, p. 4.  Under these 

circumstances, these other uses, to the extent Respondent can demonstrate any, cannot 

bear on this proceeding.  By definition, those uses differ from American Racing’s marks 

and the designation at issue in this proceeding.   

III.  CONCLUSION 

Regardless of how you slice or dice Respondent’s arguments that the marks at 

issue are not confusingly similar although used for identical goods sold through identical 

channels of trade, the arguments fail as a matter of law.  Based on Respondent’s 

admissions and other information produced during discovery, the undisputable evidence 

of record confirms that Respondent’s Registration should be cancelled.  Respondent 

knowingly in effect copied American Racing’s marks and did not advise the USPTO 

about that copying and/or even about American Racing’s OUTLAW wheels. 

For each of the foregoing reasons, American Racing respectfully requests that its 

Motion for Summary Judgment be granted and that its opposition be sustained as a matter 

of law. 

// 

// 

// 

// 
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