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Pursuant to Federal Rule of CifAfocedure 56 and TBMP §528, American
Racing hereby moves the Board for summadgment in its favor and against
Respondent Liquid Metal Motorsports, IncR€spondent”). Simply stated, after the
close of discovery in this proceeding, thereravenaterial facts in disputas to
American Racing’s controlling for rights in its use of andghts in the registered marks
AMERICAN® and design, AMERICAN RAQNIG®, and rights in the common law
marks AMERICAN RACING OUTLAW,AMERICAN OUTLAW, and OUTLAW
marks for vehicle wheels (“AMERICAN and OUTLAW Marks”). Furthermore, after the
close of discovery in this proceeding, thereravenaterial facts in disputas to the
likelihood of confusion between Americ&acing’s AMERICAN and OUTLAW Marks,
on the one hand, and the AMERICAN OUTLA¢signation Respondent has sought to
protect for its exclusive use, which is thabject of this cancellation proceeding, on the
other hand.

During discovery, Respondent admitted not only that American Racing has prior
rights in these marks, but also that Respontefure selecting and filing its application
to register the AMERICAN OUTLAW designati for vehicle wheels was well aware of
American Racing’s use and rights inAMERICAN and OUTLAW Marks. Notably,
the founder of Respondent worked at Ar@n Racing immediately prior to founding
Respondent, and admitted that he had knowleddfee vehicle wheels American Racing
offered for sale and sold, including OUTWAwheels. Further, Respondent admitted
that Liquid Metal is Amerian Racing’s competitoma that Respondent uses the

AMERICAN OUTLAW designation for goods offered through the same channels of



trade to the same types of consumers avéhicle wheels American Racing sells under
its marks.

Thus, as a matter of law, Respondengistration for AMERICAN OUTLAW
for “vehicle wheels” in International Class K2likely to cause confusion with American
Racing’s long-existing, prior esand registration of AMERICARIiand AMERICAN
RACING® for vehicle wheels, and longstandingopruse at common law of American
Racing’s AMERICAN and OUTLAW Marks.

l. UNDISPUTED MATERIAL FACTS
A. American Racing’s LongstandingTrademark Rights and Use.

American Racing has an elligshed reputation in thaftermarket vehicle wheel
industry. Decl. of Kevin Fitzgerald (“FitzgddaDecl.”) § 2. American Racing, directly
and through its predecessoititerest, has been offering and selling vehicle wheels for
nearly 50 years using the AMERICA&d AMERICAN RACING house brandsd.

The company produces and sells more than one million vehicle wheels peldyear.

American Racing, directly and through jigedecessors in interest, has long
owned and used a federal registration for the AMERIEANd design mark (Reg.

No. 868,913) for wheels and hub caps for motoraleki This registration has long been
registered — since May 6, 1969 — and, thus, hbecome incontestable. Declaration of
Leigha E. Wilbur (“WilburDecl.”) Exh. F. The AMERICAR and design mark was first

used in interstate commerce at least aly earDecember 8, 1962, nearly fifty years ago.
Id.

American Racing, directly and through jteedecessors in interest, also has
owned and uses federal regiswas for the mark AMERICAN RACING (Reg. Nos.

1,147,598 (the ‘598 Registration”) and 3,243,101) for motor vehicle wheels and

2
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accessoriesld. Exhs. G, H. These AMERICAN RACINGmarks registered on
February 24, 1981 and May 15, 2007, respegtiveideed, American Racing’s ‘598
Registration is incontestable, having b@enontinuous use in interstate commerce for
vehicle wheels, since at least early as November 8, 1962. Exh. G.

In addition, American Racing, directly atftrough its predessors in interest,
has continuously offered vehicle wheels untdlerOUTLAW mark, since at least as early
as 1983. Fitzgerald Decl. 11 4-5, 8, Exh. 1-@&er the years, American Racing has
used the marks OUTLAW, AMERICAN OUTLAW and AMERICAN RACING
OUTLAW for vehicle wheels in its catalogéd otherwise (“OUTAW Marks”). For
example, in its 1983 price schedule Aman Racing refers to its “AMERICAN
OUTLAW SERIES” of wheels.ld. Exh. 4. From 2005-2009 alone, American Racing
sold more than 300,000 OUTLAW wheels. Fitzdggfaecl. 6. During this same time,
the company spent millions of dollars advertising its products and services, including its
OUTLAW wheels. Fitzgerald Decl. 1 7.

American Racing uses its OUTLAW Marksthlne same manner that it uses other
of its trademarks, including its resgered trademark TORQ THRUST@d. Over the
years, American Racing has at times mefieed its TORQ THRUST wheels or its
OUTLAW wheels only with those marks, whig other times it uses its house mark as
well, referencing its vehicle wheels AMMERICAN RACING TORQ THRUST wheels,
AMERICAN TORQ THRUST wheels, AMERICAN RACING OUTLAW wheels or
AMERICAN OUTLAW wheels. Id. In all events, American Racing has been using

these marks for the sale of vehicle wheelsaio extended period of time. Through this
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use, American Racing has established that consumers associate these marks with
American Racing’s vehicle wheels, regardless of the formative.

Based on its registrations and its comrtemm trademark rights, American Racing
filed this cancellation proceeding on Sapber 15, 2009, shortly after learning of the
registration of the AMERIBN OUTLAW by Respondent. lits Amended Answer to
American Racing’s Cancellation, Respondadmitted that American Racing owns
registrations for AMERICAN and design, and AMERICAN RACINGand did not
challenge the validity of American Racisg'egistrations. Amended Answer { 4.
Respondent further admitted that “Antamn Racing has been using OUTLAW for
vehicles [sic] wheels.ld. § 3. Respondent also “adniitst before adopting and/or
filing an application to register tAkMERICAN OUTLAW trademark, Registrant had
knowledge of American Racing’s usetbé AMERICAN RACING trademark and the
OUTLAW trademark.”ld. § 8. Moreover, during discovery in this proceeding,
Respondent admitted that it was not awaranyf third parties that use a mark that
includes any combination of the wording “AMERICAN” and “OUTLAW” for vehicle
wheels. Id. Exh. D, p. 3.

B. Liquid Metal's Use and Registration of AMERICAN OUTLAW for
Vehicle Wheels.

More than forty five (45) yeamsfter American Racing first began using its

AMERICAN® and design and AMERICAN RACINGmarks for vehicle wheels and

more than twenty five (25) yeaaster American Racing began using American Racing’s

OUTLAW Marks for vehicle wheels, Applicarunbeknownst to American Racing, filed
an intent-to-use application on Ap@j 2009 for the word mark AMERICAN OUTLAW

for vehicle wheels, among other goods hwiit disclaiming the terms “AMERICAN” or
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“OUTLAW,” or even advising the UniteBtates Patent and Trademark Office
(“USPTQ”) that American Racing, or for thatatter any other party, used the wording,
AMERICAN RACING OUTLAW, AMERICAN OUTLAW andbr OUTLAW for

vehicle wheels. TEAS Plus New Applicatiand other documents filed on the TDR site
for Registration No. 3,661,725.

During discovery, Respondent further acknalgied that at the time of the filing
of Respondent’s intent-to-use trademapplication for AMERICAN OUTLAW,
Respondent knew American Racing offitkehicle wheels named OUTLAW | and
OUTLAW II. Wilbur Decl. Exh. C, pp. 910 (“Respondent had knowledge that in
advertising and promoting the sale ofgtsods American Racing used OUTLAW | and
OUTLAW Il to refer to specific styles afs AR61 series and ARG62 series of vehicle
wheels.”); Exh. I. Indeed, the founder of Besdent is a former employee of American
Racing. Id. Exh. |, pp. 9-10. Respondent furtlaeknowledged that began using the
AMERICAN OUTLAW mark for vehicle wieels on November 1, 2008, which was well
after American Racing began usitg AMERICAN® and design, AMERICAN
RACING®, and OUTLAW Marks for vehicle wheel$d. Exh. C, p. 5.

Applicant, however, never even attempted to advise the United States Patent and
Trademark Office (“USPTQ”) during the prosé¢iom of its applicéion, that anyone, let

alone American Racing, used “Outlaw”*@&merican Outlaw” for vehicle wheels.
TEAS Plus New Application and other docurntsefiled on the TDR site for Registration
No. 3,661,725Seealso Amended Answer  8; Wilbur Decl. Exh. D, p. 3.

Respondent’s registration expressly coveehicle wheels,” which are the very

same goods for which American Racing has long used its marks. As a result,

DB2/22077250.2



Respondent’s registration for AMERICAN OUAMV for “vehicle wheels” on its face
overlaps and directly competes with thedscts for which American Racing uses its
marks.

Conveniently, Respondent in its Amendedsiver attempted to argue that third
party uses of brands using AMERAN and OUTLAW render American Racing’s
AMERICAN and design mark, AMERICARACING® mark and OUTLAW Marks too
weak to form grounds for seeking to cahRespondent’s regjration for AMERICAN
OUTLAW for identical goods. Amended Awer § 16. Yet, during discovery,
Respondent properly ackntegiged that there 1o third party that uses any combination
of the wording “AMERICAN” and “OUTLAW?” for vehicle wheels. Wilbur Decl.

Exh. D, p. 4. Moreover, despite Respondealisgations that so-called third party use
allegedly weakens American Racing’s rigliRgspondent conveniently did not seek to
disclaim all or even a portion oSIAMERICAN OUTLAW designation during the

registration process, althoudlplainly had the opportunity to do so. TEAS Plus New
Application and other documents filed the TDR site for Registration No. 3,661,725.

Accordingly, based on the undisputable evide of record as to the well-accepted
factors for determining priority and likkood of confusion, Rgendent’s registration
should be cancelled.

. ARGUMENT
A. Standard for Summary Judgment.

Summary judgment is appropigawhere there is no genuirssue of material fact
and the moving party is entitled to judgmentasatter of law. Fed. R. Civ. P. 56(c).
The purpose of summary judgment is to sinetime and expense of trial where no

genuine issues of materfalct remain and more ewdce could not reasonably be

6
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expected to change the resuiee, e.g., Pure Gold, Inc. v. Syntex (U.S.A.) 1139,F.2d
624, 626 (Fed. Cir. 1984). A motion for sumgnardgment is considered “a salutary
method of disposition,” and the Board does Imegitate to dispose of cases on summary
judgment when appropriat&ee, e.g., Sweats Fashions Inc. v. Pannill Knitting €38,
F.2d 1560, 1562 (Fed. Cir. 198BJlansett Pharmaceutical Co. v. Carmrick Labs., Inc.,
25 U.S.P.Q. 2d 1473, 1476 (T.T.A.B. 1992). Likeld of confusion is an issue of law,
which can properly be resolved by theaBd on a motion for summary judgmeigee
Fram Trak Indus. Inc. v. WireTracks&.C, 77 U.S.P.Q.2d 2000 (T.T.A.B. 2006)
(granting summary judgment to petitionercancellation proceeding on the basis of
likelihood of confusion)Weatherford/Lamb, Inc. v. C&J Energy Services,,|86.
U.S.P.Q.2d 1834 (T.T.A.B. 2010) (grantisgmmary judgment to petitioner in
cancellation proceeding on the basidikelihood of confusion)Sweats Fashion833
F.2d at 565.

As the moving party, American Racing mestablish that there is no genuine
dispute that: (1) American Racing has standongaintain this proceeding; (2) American
Racing is the prior user of eaohthe pleaded marks; and (3) contemporaneous use of the
parties’ marks for their respective goods$iksly to cause confusion, mistake or to
deceive consumerddornblower & Weeks, Inc. Hornblower & Weeks, Inc60
U.S.P.Q.2d 1733, 1735 (T.T.A.B. 2001).

This proceeding presents an appropréase for summary judgment for American
Racing because Respondent has admitted(tjakmerican Racing has prior rights in
AMERICAN® and design, AMERICAN RAQNIG® and in OUTLAW for vehicle

wheels; (2) Respondent had at¢tkrrowledge of American &ing’s trademark use of its
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AMERICAN RACING® and OUTLAW Marks fowvehicle wheels before it selected,

used or applied to register its virtyaitlentical AMERICANOUTLAW mark, but failed

to advise the USPTO of the known prior usd/aneven attempt tdisclaim all or any
portion of the applied-for mark; (3) American Racing and Respondent are competitors;
and (4) American Racing and Respondentratfentical goods, to the same customers
through identical channels of trade using their respective trademarks.

B. American Racing Has Standing to Bring This Proceeding.

There is no genuine issuerfterial fact as to whether American Racing has
standing to maintain this proceedingmerican Racing’s standing has not been
challenged by Respondent, and eventifid been challenged, American Racing’s
evidence of its use of the AMERMN® and Design, AMERICAN RACING® and
OUTLAW Marks alone suffices to establish standiigge Venture Out Properties LLC
v. Wynn Resorts Holdings, L8] U.S.P.Q.2d 1887, 1891 (T.TB\ 2007) (evidence of
use of similar mark sufficet® establish standing).

C. Respondent’s Registration Should be Cancelled Because American
Racing Has Clear and Undisputed Priority of Use.

In order to establish trademark infrimgent, a trademark owner must establish
priority of use by establishing that it ownsrterk or trade name previously used in the
United States... and notaidoned...” 15 U.S.C. 8105Bram Trak Indus.77
U.S.P.Q.2d at 2005. “The prior use may, but need not, be technical trademark use.”
Weatherford/Lam®6 U.S.P.Q.2d at 1838ge als&Shalom Children’s Wear Inc. v. In-
Wear A/$26 U.S.P.Q.2d 1516, 1519 (T.T.A.B. 199®)rior rights are established

through actual use or use analogous to tradeos#, such as use in catalogs or use on
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Internet web sites that create a agner awareness of the designatiémam Trak
Indus.,77 U.S.P.Q.2d at 2005.

Respondent filed its applicatida register the AMERICAN OUTLAW
designation for vehicle wheeds April 9, 2008 and allegedly first began using its mark
for vehicle wheels on November 1, 2008. Wilkgcl. Exh. C, p. 5. Thus, in order to
establish priority, American Racing mushaenstrate that it used its pleaded marks
before April 9, 2008. 15 U.S.C. 81057(c) (i thbsence of evidence of earlier use, the
earliest date upon which respondent may retiiesfiling date of the application). Here
the date is not even close. Ameridaacing has used its AMERICAN and OUTLAW
Marks for decades before Respondent filedl#sonceived application at issue in this
proceeding.

Respondent has conceded AmericaciRg’s prior rights by admitting that
“before adopting and/or filing an appditton to register the AMERICAN OUTLAW
trademark, Registrant had knowledge oféinan Racing’s usef the AMERICAN
RACING trademark and the OUTLAW trademark.” Amended Answer 1 8. Thus,
Respondent not only concedes that AweamiRacing has prior trademark rights in
AMERICAN RACING® and OUTLAWN for vehicle wheels, but also has admitted that
Respondent knew of American Racing’s prights before it dopted its confusingly
similar designationld. Respondent has further admitted that “Respondent had
knowledge that in advertising and promgtithe sale of its goods Petitioner used
OUTLAW | and OUTLAW II...” as early as 1993jxteen yearbefore Respondent
applied to register its AMERICAN OUTLAWesignation. Wilbur Decl. Exh. C, pp. 9,

10. Respondent also has admitted that bef@@apted or filed an application to register
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the AMERICAN OUTLAW designation, it kneWt]he artistic faom of AMERICAN
RACING was being used on Petitioner’s Intetrsite, in Petitioner’s catalogs and on
vehicle wheels sold by Petitioner to the publid."Exh. C, p. 10.

If there were any remaining doubt asfimerican Racing’s priority, American
Racing’s trademark registrations AMERICAN® and design and AMERICAN
RACING® for vehicle wheels provide presutive evidence of its prior rights in both
marks for vehicle wheels (Wilbur Decl. ExltsH). Indeed, certain of its registered
marks are incontestabléd. Exhs. F, G. Similarly, American Racing has more than
established prior trademause of American Racing’s OUTLAW Marks, including
OUTLAW, AMERICAN RACING OUTLAW, and AMERICAN OUTLAW, dating
back at least as early as 1983, which cleprédates the AprB, 2008 filing date of
Respondent’s application. Fitzgerald Dgd.2-7, 38, Exhs. 1-29; Wilbur Decl. Exhs. A,
B.! This evidence demonstrates use of American Racing’s OUTLAW Marks in
traditional catalogs, online catalogs and on distributor web didesThe marks also
appear and are featured in third party agclwhich further confin American Racing’s
prior trademark rights ahconsumer recognition &merican Racing’s OUTLAW
Marks. Seel5 U.S.C. 8 1052(df;ram Trak Indus.77 U.S.P.Q.2d at 2002, 2005.

Thus, the evidence of record indisputabsgablishes that it has continuously used
AMERICAN® and design, AMERICAN RAQNIG®, and American Racing’s OUTLAW
Marks for vehicle wheels for decades before Respondent filed its application to register

the AMERICAN OUTLAW designation for identicgloods in April, 2008. Further, the

! Exhibits 3-29 of the Fitzgerald Declaration pravithe relevant pages from American Racing’s catalogs
and price lists to demonstrate use of AmericanRpEiOUTLAW Marks from 1983 through the present.
Full and complete copies of these catalogs and price lists were provided to Respondedtshariegy
and can be provided to the Board upon request. The limited version has been submitted to allow the
Board to focus more readibn the catalog pages moskeseant to this proceeding.

10
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record substantiates that Ameridaacing’'s AMERICAN and OUTLAW Marks have
been identified in the marketplace with American Racing.

D. Likelihood of Confusion Appears on the Face of the Registration.

In order to succeed in its cancellatipmoceeding, American Racing also must
establish that a likelihood @bnfusion exists between American Racing’s use of its
pleaded marks and Respondent’s uskis)dAMERICAN OUTLAW mark using the
factors set forth imn re E. I. DuPont Nemours & Co476 F.2d 1357 (C.C.P.A. 1973).
No one factor is determinative and “[e]ach may from casede piay a dominant role.”
Id. The Board is only required tmnsider those factors releddased on the particular
facts of each casédn-Line Careline Inc. vAm. Online InG.56 U.S.P.Q.2d 1471, 1474
(Fed. Cir. 2000).

The Board has noted that “two key factors are the degree of similarity of the
parties’ marks and the degree of gamity of their respective goods.Fram Trak Indus.,
77 U.S.P.Q.2d at 2006¢e also In re SL&E Training Stable, In88 U.S.P.Q.2d 1216
(T.T.A.B. 2008). Where, as here, the maaks identical or nearly identical, and cover
identical goods, the only possgbtonclusion is that there a likelihood of confusion
between the marks. Nonethelesshia current proceeding, the followibgiPontfactors
are pertinent to this proceeding: (1) thmifarity of the marks; (2) the identity and
similarity of the goods; (3) shared consumand trade channels; (4) American Racing’s
long and prior rights; (5) Respondent’sant in its selection of the AMERICAN
OUTLAW mark; and (6) the lack of thingarty use of marks combining AMERICAN
and OUTLAW for vehicle wheels. Each oktpertinent factorsupports the grant of

summary judgment to American Racing lzhse its prior riglts and use of its
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AMERICAN and OUTLAW Marks for identical goods, which Respondent has admitted
in its Answer and during disgery in this proceeding.

1. The Marks Are Confusingly Similar.

Underin re E. I. DuPont de Nemours & C@76 F.2d at 1361, the first factor
requires an examination of “the similarity or dissimilarity of the marks in their entireties
as to appearance, sound, connotationcamamercial impression.” The test for
likelihood of confusion is not whether the msudan be distinguished when subjected to a
side-by-side comparison, but whether the marte sufficiently similar that there is a
likelihood of confusion as to the sourcetloé goods. In evaluating the similarities
between marks, “emphasis must be placethemecollection of the average purchaser,
who normally retains a general rathearttspecific impression of themlh re Appetito
Provisions Co. In¢.3 U.S.P.Q.2d 1553, 1554 (T.T.A.BA87) (finding APPETITO and
design for Italian sausage confusingly mto A APPETTITO’S and A APPETITO’S
INC. and design for restaurant servicés);e M. Serman & Company, In@23 U.S.P.Q.
52 (T.T.A.B. 1984) (CITY WOMAN held likelyo be confused with CITY GIRL, both
for clothing); Gastown Inc. of Delaware v. Gas City, Litl87 U.S.P.Q. 760 (T.T.A.B.
1975) (GAS CITY (with “GAS” disclaimejdheld likely to be confused with
GASTOWN, both for gasolineWatercare Corp. v. Midwesco-Enterprise, .\nt71
U.S.P.Q. 696 (T.T.A.B. 1971) (AQUA-CARE ($ized) held likely to be confused with
WATERCARE (stylized), both for water condihing products). Here, since American
Racing’s wheels have long been knoas\OUTLAW wheelsAMERICAN OUTLAW
wheels and AMERICAN RACING OUTLAW wheelsiere can be no question about the

identical nature of the marks at issue.
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It is well established that merely addior deleting a descriptive or suggestive
term to a registered mark does not suffice to overcome likelihood of confusion under
Section 2(d).See In re Riddle225 U.S.P.Q. 630 (T.T.A.B. 1985) (ACCUTUNE for
automotive testing equipment and RICHBRETTY’'S ACCU TUNE for automotive
services found confusingly similat)) re United States Shoe Corp29 U.S.P.Q. 707
(T.T.A.B. 1985) (CAREER IMAGE for women'’s clothing and CREST CAREER
IMAGES for clothing including unifans found confusingly similar);illy Pullitzer, Inc.
v. Lilli Ann Corp, 376 F.2d 324 (C.C.P.A. 1967) (THE LILLY and LILLI ANN both for
women’s clothing found confusingly similatji re Cosmetic Labs., Inc202 U.S.P.Q.
842 (T.T.A.B. 1979) (HEAD START fomen’s after-shave and HEAD START
COSMETIC for hair shampoo and conditioner found confusingly simizga-Cola
Bottling Co. v. Joseph & Seagram & Sons, |B26 F.2d 556 (C.C.P.A. 1975)
(BENGAL for alcoholic beverages and BEIL LANCER for non-atoholic beverages
found confusingly similar)tn re El Torito Restaurants, Inc9 U.S.P.Q. 2d 2002
(T.T.A.B. 1988) (MACHO for sandwicand MACHO COMBOS for food service
offering found confusingly similar)n re Corning Glass Work229 U.S.P.Q. 65
(T.T.A.B. 1985) (CONFIRM and CONFIMRCELLS both for laboratory equipment
related to blood found confusingly similar).

Comparing Respondent’'s AMERICARUTLAW designation to American
Racing’s AMERICAN and OUTLAW Marksyhich include OUTLAW, AMERICAN
RACING OUTLAW and AMERICAN OUTLAW, reveals that Respondent’s
AMERICAN OUTLAW mark is identical or vitually identical to Applicant’s pleaded

marks. For example, if you delete thescriptive term RACING from American
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Racing’'s AMERICAN RACING OUTLAW marlkand/or add the term RACING to
Respondent's AMERICAN OUTLAW mark, ¢hmarks are identical. Racing is
necessarily descriptive tthe goods covered by Respondent’s registration, which covers
“vehicle wheels,” including wheels foacing vehicles, so the addition or omission of the
descriptive term RACING is natf import. Moreover, one of the companies that offers
AMERICAN OUTLAW wheels is Vivid Racig, a further indicatin that the term
“racing” is commonly used inonnection with vehicle weels, including Respondent’s
AMERICAN OUTLAW wheels. Wilbur DeclExh. C, p. 6. Indeed, American Racing
itself disclaimed the word RACING in its AMERICAN RACING® trademark
registrations for wheeldd. Exhs. G, H.

From an alternative perspeaiRespondent's AMERICAN OUTLAW
designation is identical to Americ&uacing’s OUTLAW Marks, except that
Respondent’s mark adds the descrptierm AMERICAN. The addition of
AMERICAN to OUTLAW similarly does not suffice to eliminate the likelihood of
confusion between the marks, as Respohdeknowledges th@tuses the term
AMERICAN descriptively to Bow that “[t]he source of Rpondent’s vehicle wheels is
based in the United States of America.” Wil Decl. Exh. E, p. 5. Another way to view
the AMERICAN OUTLAW mark is as a memmbination of the word portion of
American Racing’s AMERICAN® and Desiggegistration with American Racing’s
OUTLAW trademark.

Thus, neither the addition of the term AMERICAN to American Racing’s
OUTLAW Marks, nor the subtraction of@élterm RACING from American Racing’s

AMERICAN RACING OUTLAW mark sufficientlyalters the meaning of Respondent’s
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AMERICAN OUTLAW designation, nor does it ahge the connotation or commercial
impression of the marks sufficiently tead a likelihood of confusion. Consumers
seeing the AMERICAN OUTLAW designation will readily and falsely associate it with
American Racing and its vehicle wheeigich are known as AMERICAN RACING
OUTLAW, AMERICAN OUTLAW and AMERICAN RACING OUTLAW wheels,
leading consumers to falsely believe that wehicle wheels of Respondent are offered or
approved by American Racing when they are 18#e In re J.M. Originals Inc6
U.S.P.Q. 2d 1393 (T.T.A.B. 1987) (JM ORIGINALS for apparel held likely to be
confused with JM COLLECTABLES for apparel).

Ultimately, whatever way you viethe Respondent’'s AMERICAN OUTLAW
mark, you reach the same conclusion — thegiedion at issue is identical or virtually
identical to American Racing’s pleaded marks.

2. The Marks Are Used fa ldentical Goods.

Not only is the designation at issue wally identical to American Racing’s
marks, but Respondent also has registerediésignation for identical goods. The nature
and scope of a party’s goods or servicegeiermined on the basis of the goods or
services recited in the piication or registrationHewlett-Packard Co. v. Packard Press
Inc., 281 F.3d 1261 (Fed. Cir. 2002). Tpartion of Respondent’s AMERICAN
OUTLAW designation that is the subjecttbfs cancellation proceeding is “vehicle
wheels.” Respondent’s mark covers thenitical goods for which American Racing has
registered and uses its AMERICAN#d Design and AMERICAN RACING® marks
and for which American Racing has long ugsdOUTLAW Marks. Fitzgerald Decl.

19 2-7, 38, Exhs. 1-29; Wilbwecl. Exhs. A-B, F-H.
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Moreover, Respondent has admitted that it competes with American Racing in the

sale of wheels. Wilbur Decl. Exh. C, p. Bhus, there can be no disputed issue of
material fact that Respondent’s ideittftion of its goods encompasses the goods
American Racing has long offered under itsuatly identical pleaded marks, including
OUTLAW, AMERICAN RACING OUTLAW, AMERICAN OUTLAW and
AMERICAN RACING. As a result,ansumers who encounter AMERICAN OUTLAW
vehicle wheels would likely wrongly believeathAmerican Racing endorsed or was in
some way associated with Respondent’'salelwheels when that is not the case.

3. Respondent is American Racing’s Competitor and Sells its

Vehicle Wheels to the Same Customers through the Same
Channels of Trade.

With respect to channels of trade an$tomers, Respondent acknowledges that it
is American Racing’s competitor in the safevehicle wheels and that it sells its
AMERICAN OUTLAW wheels to the same type of customers through the same channels
of trade through which AmericaRacing sells its wheeldVilbur Decl. Exh. C, p. 9;

Exh. D, pp. 15, 17. Nor is there any diface in the conditions under which the
products are offered to consumers, as lbothpanies sell their véels through the same
or similar distributors. Wilbur Decl. EXIC, p. 6. Thus, this factor strongly favors
American Racing and, when combined with simailarity of the marks and the identical
goods, provides indisputable grounds for granammary judgment here in favor of
American Racing.See, e.g., Venture Out Properti@4 U.S.P.Q.2d at 1891 (basing
grant of summary judgment to opposer on ttda@ontfactors — similarity of the

marks, related nature of services and similarity of trade channels).
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4, American Racing Has Used its Marks for Decades.

American Racing’s longstaling use of its marks favors a finding of likelihood of
confusion between American Racing’sadsished marks and Respondent’s recent
registration of its AMERCAN OUTLAW designation.In re DuPontat 1361.
Respondent, as the newcomer, had the dibig&o avoid confusion with American
Racing’s long established markidewlett-Packargd281 F.3d at 1265 (“the newcomer
has the opportunity and obligation teoéd confusion with existing marks.”YV.R. Grace
& Co. v. Herbert J. Meyer Indus., Ind.90 U.S.P.Q. 308 (T.T.A.B. 1976) (one who
adopts a marks similar to the mark of dutfor the same goods does so at his own
peril). Instead, Respondent chose a markighattually identical to American Racing’s
marks when American Racing has ugscAMERICAN and Design, and AMERICAN
RACING® marks for vehicle wheels for moreath48 years. Fitzgerald Decl. {1 2-3, 38;
Wilbur Decl. Exhs. F-H. American Racing alsas established that it has used American
Racing’s OUTLAW Marks for vehicle wheels for decades before the filing of the
application for the designation at issue in this proceeding. Fitzgerald Decl. 14-7, 38,
Exhs. 1-29; Wilbur Decl. Exhs. A-B. Thuthis factor alssupports a finding of
likelihood of confusion.

5. Respondent’s Intent Supports a Finding of Likelihood of
Confusion.

Intent is also relevant to the likelind@f confusion determination. Indeed, the
Board has explicitly recognizedah“when there is evidence ah applicant’s intent to
adopt a mark that suggests to purchassrgaessful mark already in use by another, the
Board may, and ought to, take into accouat thtent when resolving the issue of

likelihood of confusion...”First Int'l Serv. Corp. v. Chuckles In& U.S.P.Q.2d 1628,
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1633 (T.T.A.B. 1988)see alsdfficial Airline Guides, Inc. v. Gos$ F.3d 1385, 1394
(9th Cir. 1993) (“when an alleged infringlemowingly adopts a mark similar to another’s,
courts will presume an intent to deceive the publi®&8er Nuts, Inc. v. Clover Club
Foods Ca.805 F.2d 920, 927 (10Cir. 1986) (citations omitted) (“One who adopts a
mark similar to another already establisirethe marketplace dseso at its peril,

because the court presumes he ‘can accomipisspurpose: that is, that the public will be
deceived.™).

American Racing’s AMERICAN RACING® and OUTLAW Marks are well-
established in the industry,\nag been in use by Americ&acing and its predecessors-
in-interest since at least aarly as 1962 and 1983, respectively. Fitzgerald Decl. 1 2-7,
38, Exhs. 1-29; Wilbur Decl. Exhs. A-B,H- Respondent meanwhile, is a relative
newcomer to the industry that was fountgda former employee at American Racing,
who left American Racing to form his omcompany. Wilbur Decl. Exh. I, pp. 9-10.

Thus, it is not surprising that Respondent considers American Racing to be its competitor
(Wilbur Decl. Exh. D, p. 9) or that Respondent was aware of American Racing’s use of
AMERICAN RACING® and OUTLAW as tragimarks before filing its AMERICAN
OUTLAW application. Wilbur Decl. Exh. C, 9. What is incomprehensible is that

despite this knowledge, Respondent filed fiplecation without adwing the USPTO of

these facts. This alone demonstrates Respisdead faith. Thus, this factor further
supports summary judgment in American Racing’s favor.

6. The Number and Nature of Similar Marks Used on Similar
Goods Supports a Finding of Lkelihood of Confusion.

Respondent has admitted that there arthind parties that use any mark that

combines the terms AMERICAN and OUTMAfor vehicle wheels. Wilbur Decl.
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Exh. D, p. 4. The unique combinationAYERICAN and OUTLAW is particularly
confusing because it combines the first phrAmerican Racing’s trade name and house
brand with American Racing’s OUTLAW markvioreover, Respondent failed to advise
the USPTO that any third parties use BRICAN or OUTLAW for vehicle wheels.
TEAS Plus New Application and other docurntsefiled on the TDR site for Registration
No. 3,661,725. Thus, this factor supports American Racing.

7. The Fact That Respondent Is Not Aware of Actual Confusion
is Not Determinative.

This is not a case where one would estthere to be evidence of actual
confusion. Indeed, when asked to proglany consumer communications about its
AMERICAN OUTLAW wheels, Repondent had no documents whatsoever to produce.
Wilbur Decl. Exh. J, p. 6. Thus, Respondevtip does not sell directly to consumers,
would not be in a position to know about ammnsumer confusion that exists in the
marketplace. Rather, it is entirely likelyat consumers would assume an association
with American Racing, particularly becauBespondent sells through some of the very
same resellers as American Racinghwout any knowledge by anyone about this

misconception. Wilbur Decl. Exh. C, p. 6.

8. Overall, Considering the Relevant Likelihood of Confusion
Factors, American Racing is Entitled to Summary Judgment.

Overall, the relevaribuPontfactors all support Amaran Racing’s motion and
demonstrate that there is an absencesguded material facts in this proceeding.
Respondent’'s AMERICAN OULAW registration for vehicle wheels creates a
likelihood of confusion with AmericaRacing'’s long-registered AMERICAN RACING
marks and its long used AMERICAQUTLAW, AMERICAN RACING OUTLAW and
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OUTLAW formative marks for identicabompeting goods sold through the same
channels of trade to the same custom&¥hile Respondent appears in its Answer to
claim that this cancellation should fail somehio@cause of third party uses, the fact is
that Respondent has admitted that no third party uses a combination of the words
AMERICAN and OUTLAW for vehicle wheelsWilbur Decl. Exh. D, p. 4. Under these
circumstances, these other uses, to then¢Respondent canmenstrate any, cannot
bear on this proceeding. By definition, teasses differ from American Racing’s marks
and the designation at issue in this proceeding.

II. CONCLUSION

Regardless of how you slice dice Respondent’s arguments that the marks at
issue are not confusingly similar although ugmddentical goods sold through identical
channels of trade, the arguments faihasatter of law. Based on Respondent’s
admissions and other information produdeding discovery, thendisputable evidence
of record confirms that Respondent’sgi&ration should beancelled. Respondent
knowingly in effect copied American Rag’'s marks and did not advise the USPTO
about that copying and/or even abdunerican Racing’s OUTLAW wheels.

For each of the foregoing reasons, American Racing respectfully requests that its
Motion for Summary Judgent be granted and that its opposition be sustained as a matter
of law.

1
1
1

I
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Dated: January 5, 2011 Respectfully submitted,
MORGAN, LEWIS & BOCKIUS LLP

By: /sl Leigha E. Wilbur
Leigha E. Wilbur
Attorneys for American Racing
American Racing Equipment, LLC

Rochelle D. Alpert

Leigha E. Wilbur

Morgan, Lewis & Bockius LLP

One Market, Spear Street Tower

San Francisco, CA 94105

Telephone: (415) 442-1326

Facsimile: (415) 442-1001

Email: ralpert@morganlewis.com
Iwilbur@morganlewis.com

21
DB2/22077250.2



TRADEMARK
Docket No. 067705.01-9060

CERTIFICATE OF SERVICE

I, Yelena Lolua, declare that I am and was at the time of the service mentioned in this
declaration, employed in the County of San Francisco, California. I am over the age of
18 years and not a party to this cause. My business address is Spear Street Tower, One
Market, San Francisco, CA 94105.

On ,hmm{ry 5. 2011, I'served a copy(ies) of the following document(s)

AMERICAN RACING’S MOTION FOR SUMMARY JUDGMENT OR
ALTERNATIVELY FOR SUMMARY ADJUDICATION ON PRIORITY
OF USE '

fully prepaid, in the United States mail at San Francisco, California addressed as
set forth below. I am readily familiar with the firm’s practice of collection and
processing correspondence for mailing. Under that practice it would be deposited
with the U.S. Postal Service on that same day with postage thereon fully prepaid in
the ordinary course of business. 1 am aware that on motion of the party served,
service is presumed invalid if postal cancellation date or postage meter date s
more than one day after date of deposit for mailing in affidavit.

y by placing the document(s) listed above in a sealed envelope with postage thereon

Michael A, Painter

ISAACMAN, KAUFMAN & PAINTER

10256 Constellation Boulevard, Suite 2900

Los Angeles, CA 90067
painter@ikplaw.com

I declare under penalty of perjury under the laws of the State of California and the United

States of America that the foregoing is true and correct, and that this declaration was
cxecuted on January 5, 2011, at San Francisco, California.
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