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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 3,661,725
Filed on April 9, 2008
For the mark AMERICAN OUTLAW
Registered on July 28, 2009

American Racing Equipment, LLC
Petitioner, ' Cancellation No: 92,051,458

V.

Liquid Metal Motorsports, Inc.,

Respondent.

DECLARATION OF LEIGHA E. WILBUR
IN SUPPORT OF OPPOSITION TO MOTION TO COMPEL

I, Leigha E. Wilbur, hereby declare as follows:

1. I am an associate at the law firm of Morgan, Lewis & Bockius LLP, and I am one
of the counsel of record for Petitioner, Americant Racing Equipment, LLC (“American Racing”),
in the above referenced proceeding. I have personal knowledge of the matters set forth in this
Declaration and could testify thereto if called as a witness.

2. On or around December 10, 2010, my office received Respondent’s First Set of
Interrogatories and First Set of Requests for Production. I reviewed Respondents interrogatories
and found them to be compound and complex, with some containing on their face at least twelve

subparts. Nonetheless, on January 14, 2010, I caused American Racing’s responses to
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Respondent’s First Set of Interrogatories and Respondent’s First Set of Requests for Production
to be timely served on Respondent’s counsel.

3. On February 1, 2010, I caused a CD-ROM to be served on Respondent’s counsel
containing digital copies of responsive documents to Respondent’s First Set of Interrogatories
and First Set of Requests for Production.

4. On February 2, 2010, I received a communication from Respondent’s counsel in
which he stated that American Racing had failed to meet its discovery obligations because it had
not identified by Bates Numbers which of the documents it provided responded to each
document request. That same day I responded to the communication by informing Respondent’s
counsel that American Racing had complied with the Federal Rules of Civil Procedure and the
TBMP by sending written responses to Respondent’s document requests and by producing
responsive documents as they are kept in the usual course of business. I also offered to meet and
confer with Respondent’s counsel regarding this issue and the issues raised by Respondent’s
counsel with respect to American Racing’s interrogatory responses. A true and correct copy of
this correspondence is attached hereto as Exhibit 1.

5. Respondent’s counsel has not responded to my offer to meet and confer. Instead
Respondent informed me that he believed American Racing should have provided hard copies of
its responsive documents, rather than producing the documents on a CD-ROM. A true and
correct copy of this correspondence is attached hereto as Exhibit 2.

6. On February 1, 2010 I caused additional responsive documents to be served on
Respondent’s counsel, including as provided for in the TBMP, advertising and sales figures on

an annual basis.
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The undersigned, being hereby warned that willful, false statements and the like so made
are punishable by fine or imprisonment or both, under Section 1001 of Title 18 of the United
States Code, and that such willful false statements may jeopardize the validity of the application
or any resulting registration, declares that the facts set forth in th.is declaration are true; all
statements made of her. own knowledge are true; and all state/m¢nts made on information and
belief are believed to be true.

A
Dated: March 1,2010 ,/ e

Ueha B Wit =
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Wilbur, Leigha E.

From: Michael Painter [Painter@ikplaw.com]

Sent: Tuesday, February 02, 2010 11:48 AM

To: Wilbur, Leigha E.

Subject: Responses to Liquid Metal's First Set of Requests for Production of Documents

Dear Ms. Wilbur:

1 have reviewed your correspondence dated February 1, 2010 and the CD-ROM of recorded documents that you
state are responsive to “the First Set of Requests for Production of Documents.” Although 1 understand you
will be providing actual or recorded copies of additional documents, I want to avoid any misunderstandings
regarding what we believe will be required to comply with 37 C.F.R. §2.120(d)(2) and Rule 34(b}(2),
F.R.Civ.P.

The CD-ROM contains documents that have been identified as Bates Nos. ARE 0000001 - ARE 0003456. 1 am
sure you recognize that Rule 34 requires that there be a written response to each Request and the documents are
to be labeled to correspond to the categories of the Request. The documents provided are in most cases merely
catalogs. Irrespective of that fact, the First Set of Requests for Production of Documents contains 16 Requests.
Based on the specific requirements of Rule 34, I will expect that you will provide me with a written response to
each Request for Production of Documents and identity by Bates Numbers which of the documents on the CD-
ROM are being provide in response to each Request. Since I presume this was understood when the documents
recorded on the CD-ROM were selected, 1 will expect by Friday, February 5, 2010.

Very truly yours,

Michael A. Painter

Isaacman, Kaufman & Painter

10250 Constellation Blvd., Suite 2900

Los Angeles, California 90067

{310) 881-6800 - Telephone

{310) 881-6801 - Facsimile

painter@ikplaw.com

This message and its attachment(s) may be being sent to you on behalf of a lawyer and may contain information that is confidential
and protected by privilege from disclosure. If you are not the intended recipient, you are prohibited from printing, copying,
forwarding or saving them. Please delete the message and attachments without printing, copying, forwarding or saving them, and
notify the sender immediately




Wilbur, Leigha E.

From: Wilbur, Leigha E.

Sent: Tuesday, February 02, 2010 1:12 PM

To: 'Michael Painter'

Subject: RE: Responses to Liguid Metal’s First Set of Requests for Production of Documents
Mr. Painter,

American Racing has complied with the Federal Rules and the TBMP by sending you written responses to your requests
for production of documents incorporating specific objections and producing the documents as set forth in the
responses as they are kept in the usual course of business.

In this regard, we note that Rule 34(b}{2)(EXi) states as follows:

"A party must produce documents as they are kept in the usual course of business or must organize and label
them to correspond to the categories in the reguest.”

The same procedure is reiterated in TBMP 406.04{b). Thus, the rule expressly allows for production in the way that
American Racing produced the documents.

Accordingly, we do not intend to identify by Bates Numbers which of the documents on the CD-ROM are being provided
in response to each Request. With the regards to the remainder of your concerns, including those concerns raised in
your email sent on January 27, we are available to meet and confer with you to attempt to resolve outstanding issues at
a mutually agreeable time. :

Best regards,
Leigha

Leigha E Wilbur

Morgan. Lewis & Bockius LLP

One Market, Spear Street Tower | San Francisco, CA 94105-1126
Direct: 415.442.1142 | Main: 415,442.1000 | Fax: 415.442.1001
Iwilbur@morganlewis.com | www.morganlewis.com

Assistant: Yelena Lolua | 415.442.1474 | ylolua@morganlewis.com

From: Michael Painter [mailto:Painter@ikplaw.com]

Sent: Tuesday, February 02, 2010 11:48 AM

To: Wilbur, Leigha E.

Subject: Responses to Liquid Metal's First Set of Requests for Production of Documents

Dear Ms. Wilbur:

I have reviewed your correspondence dated February 1, 2010 and the CD-ROM of recorded documents that you
state are responsive to “the First Set of Requests for Production of Documents.” Although I understand you
will be providing actual or recorded copies of additional documents, I want to avoid any misunderstandings
regarding what we believe will be required to comply with 37 C.F.R. §2.120(d)(2) and Rule 34(b)(2),
F.R.Civ.P.

The CD-ROM contains documents that have been identified as Bates Nos. ARE 0000001 - ARE 0003456. 1 am

sure you recognize that Rule 34 requires that there be a written response to each Request and the documents are

to be labeled to correspond to the categories of the Request. The documents provided are in most cases merely

catalogs. Irrespective of that fact, the First Set of Requests for Production of Documents contains 16 Requests.

Based on the specific requirements of Rule 34, I will expect that you will provide me with a written responsc to
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each Request for Production of Documents and identity by Bates Numbers which of the documents on the CD-
ROM are being provide in response to each Request. Since I presume this was understood when the documents
recorded on the CD-ROM were selected, I will expect by Friday, February 5, 2010.

Very truly yours,

Michael A. Painter

Isaacman, Kaufman & Painter

10250 Constellation Blvd., Suite 2900

Los Angeles, California 90067

(310) 881-6800 - Telephone

{310) 881-6801 - Facsimile

painter@ikplaw.com

This message and its attachment(s) may be being sent to you on behalf of a lawyer and may contain information that is confidential
and protected by privilege from disclosure. If you are not the intended recipient, you are prohibited from printing, copying,
forwarding or saving them. Please delete the message and attachments without printing, copying, forwarding or saving them, and
notify the sender immediately
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Wilbur, Leigha E.

From: Michael Painter [Painter@ikplaw.com]
Sent: Wednesday, February 03, 2010 9:08 AM
To: Wilbur, Leigha E.

Cc: Smith, Sharon R.

Subject: AMERICAN CUTLAW Cancellation

Dear Ms. Wilbur:

On several occasions during this proceeding I have tried to reach agreements with you and other counsel for
American Racing that [ believed would have simplified the procedure and, most importantly, prevented the
expenditure of unnecessary costs by counsel. I certainly concede that you have options in responding to
discovery, even if it makes discovery more time consuming and expensive.

You provided me with a CD-ROM on which 3,456 pages of documents are recorded. In you last e-mail you
have indicated you have no intention to advise us which of the documents are being provided in response to
specific requests. The result is that we do not know whether the documents you provided are responsive to any
or all of the 16 requests for production.

Irrespective of the response, [ want to advise you the form of the response violated an agreement I reached with
Sharon Smith, Esq. When the question arose about responses to the Requests for Production of Documents,
Ms. Smith proposed that “‘each party pays for its own production rather than billing the other party for copying
costs, etc. and sends the production by mail or Fed Ex to the other party.” I agreed. | would therefore submit
that you are responsible for the costs we will have to incur to print the pdf files stored on the CD-ROM. Either
that or you can provide us with copies of the documents at your cost in compliance with my agreement with Ms.
Smith.

I look forward to your response.

Very truly yours,

Michael A. Painter

Isaacman, Kaufman & Painter

10250 Constellation Blvd., Suite 2900

Los Angeles, California 90067

(310} 881-6800 - Telephone

(310} 881-6801 - Facsimile

painter@ikplaw.com

This message and its attachment(s) may be being sent to you on behalf of a lawyer and may contain information that is confidential
and protected by privilege from disclosure. If you are not the intended recipient, you are prohibited from printing, copying,
forwarding or saving them. Please delete the message and attachments without printing, copying, forwarding or saving them, and
notify the sender immediately




Wilbur, Leigha E.

From: Wilbur, Leigha E.
Sent: Thursday, February 04, 2010 11:20 AM
To: ‘Michae| Painter’
Ce: Smith, Sharon R.
Subject: RE: AMERICAN OUTLAW Cancellation

Dear Mr. Painter:

American Racing has complied with the agreement between you and Sharon Smith by paying for the scanning and
production of documents to you electronically. Since there are over 3,000 documents, providing you with electronic
copies was the most efficient way to proceed with the production and complies with the Federal Rules of Civil Procedure
and the TBMP.

Best regards,
Leigha

Leigha E Wilbur

Morgan, Lewis & Bockius LLP

One Market, Spear Street Tower | San Francisco, CA 94105-1126
Direct: 415.442.1142 | Main: 415.442.1000 | Fax: 415.442.1001
Iwilbur@morganlewis.com | www.morganlewis.com

Assistant: Yelena Lolua | 415.442.1474 | ylolua@morganlewis.com

From: Michael Painter {mailto: Painter@ikplaw.com]
Sent: Wednesday, February 03, 2010 9:08 AM

To: Wilbur, Leigha E.

Cc: Smith, Sharon R.

Subject: AMERICAN OUTLAW Cancellation

Dear Ms. Wilbur:

On several occasions during this proceeding I have tried to reach agreements with you and other counsel for
American Racing that I believed would have simplified the procedure and, most importantly, prevented the
expenditure of unnecessary costs by counsel. I certainly concede that you have options in responding to
discovery, even if it makes discovery more time consuming and expensive.

You provided me with a CD-ROM on which 3,456 pages of documents are recorded. In you last e-mail you
have indicated you have no intention to advise us which of the documents are being provided in response to
specific requests. The result is that we do not know whether the documents you provided are responsive to any
or all of the 16 requests for production.

Irrespective of the response, I want to advise you the form of the response violated an agreement | reached with
Sharon Smith, Esq. When the question arose about responses to the Requests for Production of Documents,
Ms. Smith proposed that “each party pays for its own production rather than billing the other party for copying
costs, etc. and sends the production by mail or Fed Ex to the other party.” Iagreed. I would therefore submit
that you are responsible for the costs we will have to incur to print the pdf files stored on the CD-ROM. Either
that or you can provide us with copies of the documents at your cost in compliance with my agreement with Ms.
Smith.

I look forward to your response.

Very truly yours,



Michael A. Painter

1saacman, Kaufman & Painter

10250 Constellation Blvd., Suite 2900

Los Angeles, California 90067

{310) 881-6800 - Telephone

(310) 881-6801 - Facsimile

painter@ikplaw.com

This message and its attachment{s} may be being sent to you on behalf of a lawyer and may contain information thatis confidential
and protected by privilege from disclosure. if you are not the intended recipient, you are prohibited from printing, copying,
forwarding or saving them. Please delete the message and attachments without printing, copying, forwarding or saving them, and
notify the sender immediately
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CERTIFICATE OF SERVICE

I, Yelena Lolua, declare that I am and was at the time of the service mentioned in this
declaration, employed in the County of San Francisco, California. I am over the age of 18 years
and not a party to this cause. My business address is Spear Street Tower, One Market, San
Francisco, CA 94105,

On March 1, 2010, I served a copy(ies) of the following document(s)

DECLARATION OF LEIGHA E. WILBUR IN SUPPORT OF OPPOSITION TO
MOTION TO COMPEL (EXHIBITS 1-2)

fully prepaid, in the United States mail at San Francisco, California addressed as
set forth below. T am readily familiar with the firm’s practice of collection and
processing correspondence for mailing. Under that practice it would be deposited
with the U.S. Postal Service on that same day with postage thereon fully prepaid in
the ordinary course of business. | am aware that on motion of the party served,
service is presumed invalid if postal cancellation date or postage meter date is
more than one day after date of deposit for mailing in affidavit.

K by placing the document(s) listed above in a sealed envelope with postage thereon

Michael A. Painter

ISAACMAN, KAUFMAN & PAINTER

10250 Constellation Boulevard, Suite 2900

Los Angeles, CA 90067
painter@ikplaw.com

I declare under penalty of perjury under the laws of the State of California and the United States
of America that the foregoing is true and correct, and that this declaration was executed on
March 1, 2010, at San Francisco, California.

Ye%a Lolua ~
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