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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AMERICAN RACING EQUIPMENT, LLC,
Petitioner,
vs. Cancellation No. 92/051,458

LIQUID METAL MOTORSPORTS, INC.,

Respondent.

DECLARATION OF MICHAEL A. PAINTER IN SUPPORT

OF RESPONDENT’S MOTION TO COMPEL

STATE OF CALIFORNIA )
COUNTY OF LOS ANGELES ; >

I, MICHAEL A. PAINTER, do declare and say that:

1. I am the attorney of record for the Respondent herein.

2. On December 10, 2009 I served the Petitioner by e-mail and first class
mail the Respondent’s First Set of Interrogatories and First Request for Production of Docu-
ments. On January 19, 2010, I received the Petitioner’s Responses to Respondent’s First Set of
Interrogatories and Respondent’s First Request for Production of Documents, copies of the
responses being attached hereto as Exhibits 1 and 2, respectively. Exhibit 1 sets forth each
interrogatory propounded by Respondent and the Objections and Responses thereto. Exhibit 2
illustrates each of Respondent’s 16 Requests for Production of Documents and the Objections
and Responses thereto.

3. I considered responses to some of the First Set of Interrogatories and First
Set of Request for Production of Documents to be totally improper or even non-existent. Prior to
filing this Motion, I communicated with counsel for Petitioner on numerous occasions and
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advised them of my objections to the Responses and the basis on which I had concluded that
Responses to selective Interrogatories and Request for Production of Documents were totally
inadequate. Finally, on January 27, 2010 I notified Petitioner’s counsel in writing that if the
Responses were not supplemented in response to my objections by no later than February 5,
2010, I would file a Motion to Compel discovery pursuant to 37 C.F.R. 2.120(e). As set forth
hereinbelow, upon counsel’s failure to address any of the objections asserted, I prepared and filed
the present Motion to Compel Discovery.

4. Following the receipt of Petitioner’s Responses to Respondent’s First Set
of Requests for Production of Documents, on January 19, 2010 I reached an agreement with one
of Petitioner’s counsel, Sharon Smith, Esq., regarding the obligations of each of the parties in
responding to document requests. I accepted Ms. Smith’s proposal that each party responding to
document requests would bear the costs to copy the documents and would forward the docu-
ments being provided by mail or Federal Express.

5. As can be seen in Exhibit 2, Petitioner’s Responses to Request for
Production of Document Nos. 1 - 16, inclusive, constitute objections and the statement that
“American Racing will produce a representative sample of documents sufficient to show” the
specific category of documents being in the specific Request. Most importantly, none of the
Responses to the Request for Production of Documents state or even infer that the documents
actually exist. On February 2, 2010, I received a CD-ROM from Petitioner’s counsel, Leigha
Wilbur, Esq. The CD-ROM contained electronically recorded data in the form of .pdf images of
3,456 pages of documents identified by Petitioner as Bates Nos. ARE0000001 - ARE0003456,
inclusive. The documents were organized in individual .pdf files categorized by year, a copy of
the files contained on the CD-ROM being attached hereto as Exhibit 3. On February 3, 2010 1
advised Ms. Wilbur that I considered the form of the Responses to be totally contrary to the
agreement I had reached with Sharon Smith, Esq. regarding the form of responses. Ms. Wilbur’s

excuse was that the CD-ROM complied with the agreement on the basis that providing
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Respondent “with electronic copies was the most efficient way to proceed with the production,” a
copy of Ms. Wilbur’s e-mail dated February 4, 2010 being attached hereto as Exhibit 4. Asa
result, Respondent was compelled to have all .pdf files printed in order to determine what, in
fact, had been provided. The entire body of documents identified as Bates Nos. ARE0000001 -
AREO0003456, inclusive, constitute only pages of print catalogs and price lists most of which are
not responsive in any aspect to most of the Requests for Production of Documents.

6. Respondent is seeking an Order to compel Petitioner to supplement the
Responses to Request for Production Nos. 6, 7, 8 and 10 - 16, inclusive. Request Nos. 6, 7, 8
and 10 request that Petitioner produce a representative sample of “specimen, (i.e., labels, tags,
containers and/or displays)” on which an identified mark or term had been used in connection
with Petitioner’s goods. Request No. 11 sought documents evidencing the annual sales and unit
volume for goods identified by the term OUTLAW or formatives thereof. Request No. 12 sought
documents evidencing advertising expenditures. Request No. 13 sought documents relating to
purported instances of actual or apparent confusion. Request Nos. 14, 15 and 16 sought docu-
ments that would support the Petitioner’s contention that the public associated use of specific
words on vehicle wheels exclusively with Petitioner. Not one of the 3,456 pages of documents
electrically stored on the CD-ROM provided by Petitioner are responsive to Request for
Production Nos. 6, 7, 8 and 10 - 16, inclusive.

7. Respondent is seeking an Order compelling Petitioner to supplement the
Responses to Interrogatory Nos. 2(d), 6(a) - (d), inclusive, 8(a) - (d), inclusive, 9, 11, 12, 13, 14,
20, 22 and 24. On January 27, 2010 I forwarded e-mail to counsel for Petitioner outlining the
inadequacy of each of the responses, a copy thereof being attached hereto as Exhibit 5. Each of
the Interrogatories identified in Exhibit 5 is identified as being non-responsive to the Interroga-
tory or where it was indicated the response would be in accordance with Rule 33(d), F.R.Civ.P.,

no documents were identified. I have never received a response to my demand that the Responses
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to the identified Interrogatories be supplemented in accordance with the Trademark Rules of
Practice and the Trademark Trial and Appeal Board Manual of Procedure.

8. The undersigned being hereby warned that willful false statements and the
like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001, and that
such willful false statements may jeopardize the validity of the registration or this opposition
proceeding.

Executed this 9" day of February, 2010 at Los Angeles, California.

MICHAEL A. PAINTER
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TRADEMARK
DOCKET NO. 067705.01.9060

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

RECEIVED
In the matter of Registration No. 3,661,725
Filed on April 9, 2008 JAN 19 2010
For the mark AMERICAN OUTLAW :
Registered on July 28, 2009 ISAACMAN, KAUFMAN & PAINTER
American Racing Equipment, LLC, Cancellation No. 92,051,458
Petitioner, PETITIONER’S RESPONSE TO
RESPONDENT’S FIRST SET OF
v. INTERROGATORIES

Liquid Metal Motorsports, Inc.,

Respondent.

PETITIONER’S RESPONSE TO RESPONDENT’S FIRST SET OF
INTERROGATORIES

- Pursuant to Federal Rule of Civil Procedure 33, Petitioner American Racing Equipment,
LLC, through its undersigned attorneys, hereby responds to the First Set of Interrogatories from
Respondent Liquid Metal Motorsports, Inc.

GENERAL OBJECTIONS

The following General Objections are incorporated by reference into American Racing’s
responses to each and every Interrogatory.

1. American Racing objects to each interrogatory to the extent that Respondent has
served interrogatories that call for answers that may be derived or ascertained from American
Racing’s business records pursuant to Federal Rule of Civil Procedure 33(d), and wherein the

burden of deriving the answers and finding the documents are substantially the same for both
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American Racing or publicly available to Respondent without burdening American Racing.

7. The responses given herein, or by supplementation, or the identification of
documents or tangible things by American Racing in response to any one or more of these
discovery requests, shall not be deemed to waive any claim of privilege or immunity American
Racing may have as to any response, document or thing, or any question or right of objection as
to competency, relevancy, materiality, or admissibility, or any objections American Racing may
have as to demand for further response to these or other discovery requests.

8. American Racing continues to investigate the issues in this proceeding and
reserves the right to supplement any response to any of these discovery requests, if and when
appropriate.

9. American Racing’s response herein to a particular discovery request that it will
produce information or documents shall mean that it will conduct a reasonable search through
those of its files or records believed likely to contain responsive, non-privileged documents or
documents reasonably responsive to the requests subject to the objections and limitations stated
herein. American Racing’s response that it will produce responsive documents is not to be taken
as a representation that such documents exist. Subject to the foregoing objections and
reservations, and without waiver thereof, American Racing will make available such documents
at a time and location to be agreed upon by counsel for both parties.

10.  American Racing objects to each of these interrogatories to the extent that the
interrogatory does not provide for any geographic limitation.

11.  American Racing objects to these interrogatories to the extent that the number of
interrogatories, when subparts are properly counted, exceeds the limit specified in the applicable

provisions of the TBMP.
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RESPONSES TO INTERROGATORIES

INTERROGATORY NO. 1:

Does Petitioner contend it has used the word OUTLAW, or any formative thereof, on or
in connection with Petitioner’s Goods in commerce in the form of labels, tags, containers for

Petitioner’s Goods or a display associated with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 1:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, compound and complex and duplicative of other interrogatories. This interrogatory,
which purports to be only one interrogatory, is actually af least two separate and more likely four
separate and distinctive interrogatories. American Racing reserves the right to limit its responses
to the first seventy-five interrogatories propounded by Respondent, regardless of how
Respondent may combine and enumerate them. Subject to and without waiving these objections,
American Racing responds as follows:

American Racing, directly and through its predecessors in interest (“American Racing”),
has long used the marks OUTLAW, OUTLAW I, OUTLAW II, AMERICAN RACING
OUTLAW, AMERICAN RACING OUTLAW II, AMERICAN OUTLAW I and AMERICAN
OUTLAW II (‘OUTLAW?” marks) in connection with its goods in commerce, including through

its web site catalog at www.americanracing.com.

INTERROGATORY NO. 2:

If the answer to Interrogatory No. 1 is anything but an unqualified no, please state:
(a) Each form of the word OUTLAW used;

(b)  The date of first use of each form of OUTLAW and whether it is still in use in

comimerce;

(c)  Identify the manner in which the word OUTLAW and all formatives thereof have
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been used on or in connection with Petitioner’s Goods;
(d) Identify all specimen (i.e., labels, tags, containers and displays) on which the
word OUTLAW, or formatives thereof, have been used in commerce in connection with

Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 2:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “manner,” “specimen” and
“form,” among other terms. American Racing further objects to this request to the extent that it
is duplicative of Respondent’s other interrogatories. Moreover, American Racing objects to this
request on the ground that it is compound and complex. This interrogatory, which purports to be
only one interrogatory, is actually ar least four separate and distinctive interrogatories and
combined with the subpart of the interrogatory referenced creates even more multiple subparts.
American Racing reserves the right to limit its responses to the first seventy-five interrogatories
propounded by Respondent, regardless of how Respondent may combine and enumerate them.
Subject to and without waiving these objections, American Racing responds as follows:

American Racing began using its various OUTLAW marks for vehicle wheels beginning
at least as early as 2001, well prior to the November 2008 first use date provided in connection
with Respondent’s AMERICAN OUTLAW trademark application. Respondent has
acknowledged it was aware of this use before filing the application to register the AMERICAN
OUTLAW registration at issue in this proceeding. American Racing continues to use its
OUTLAW marks in commerce as a source identifier for its vehicle wheels and will produce
relevant, non-privileged documents that evidence the manner in which American Racing uses its

OUTLAW marks in commerce. Moreover, American Racing directs Respondent to American

Racing’s web site catalogue at www.americanracing.com, where its vehicle wheels are featured.
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INTERROGATORY NO. 3:
Does Petitioner contend it has used the words AMERICAN RACING, or any formative

thereof, on or in connection with Petitioner’s Goods in commerce in the form of labels, tags,

containers for Petitioner’s Goods or a display associated with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 3:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, compound and complex, and duplicative of Respondent’s other interrogatories. This
interrogatory, which purports to be only one interrogatory, is actually at least two, and more
likely four, separate and distinctive interrogatories. American Racing reserves the right to limit
its responses to the first seventy-five interrogatories propounded by Respondent, regardless of
how Respondent may combine and enumerate them. Subject to and without waiving these
objections, American Racing responds as follows:

American Racing has long used its AMERICAN RACING mark in connection with its
goods in commerce, including but not limited to on its web site catalog at

www.americanracing.com where its vehicle wheels are featured.
INTERROGATORY NO. 4 :

If the answer to Interrogatory No. 3 is anything but an unqualified no, please state:

(a) Each form of the words AMERICAN RACING used;

(b)  The date of first use of each form of AMERICAN RACING and whether it is still
in use 1n commerce;

©) Identify the manner in which the words AMERICAN RACING and all formatives
thereof have been used on or in connection with Petitioner’s Goods;

(d) Identify all specimen (i.e., labels, tags, containers and displays) on which the

word AMERICAN RACING, or formatives thereof, have been used in commerce in connection
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with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 4:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “manner,” “form” and
“specimen,” among other terms. American Racing further objects to this request to the extent
that it is duplicative of Respondent’s other interrogatories. Moreover, American Racing objects
to this request on the ground that it is overly broad, unduly burdensome and calls for information
that is not relevant to the subject matter of the pending action and not reasonably calculated to
lead to the discovery of admissible evidence. American Racing uses AMERICAN RACING as
part of its corporate name and uses its AMERICAN RACING in connection with virtually every
vehicle wheel it offers or sells, only a few of which are relevant to this proceeding. American
Racing also objects that the interrogatory is compound and complex. This interrogatory, which
purports to be only one interrogatory, is actually af least four separate and distinctive
interrogatories. When combined with the compound and complex interrogatory on which it is
based, there are even more subparts. American Racing reserves the right to limit its responses to
the first seventy-five interrogatories propounded by Respondent, regardless of how Reépondent
may combine and enumerate them. Subject to and without waiving these objections, American
Racing responds as follows:

American Racing has long used its AMERICAN RACING, AMERICAN RACING
OUTLAW, AMERICAN RACING OUTLAW I, AMERICAN RACING OUTLAW II,
AMERICAN OUTLAW I and AMERICAN OUTLAW II marks in connection with its vehicle
wheels. American Racing also uses other AMERICAN RACING marks that it does not identify
here because they are not relevant to this proceeding. American Racing and its predecessors in

interest began using its various AMERICAN RACING marks for vehicle wheels beginning at
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least as early as November 8, 1962, well prior to the November 2008 first use date provided in
connection with Respondent’s AMERICAN OUTLAW trademark application. Respondent has
acknowledged that it was aware of the use prior to filing its application to register the
AMERICAN OUTLAW registration at issue in this proceeding. American Racing continues to
use its AMERICAN RACING marks in commerce as a source identifier for its vehicle wheels
and will produce relevant, non-privileged documents that evidence the manner in which
American Racing uses the marks. Moreover, American Racing directs Respondent to American
Racing’s web site catalog at www.americanracing.com, where its vehicle wheels are featured.

INTERROGATORY NO. §:

Does Petitioner contend it has used the words AMERICAN RACING OUTLAW, or any
formative thereof, on or in connection with Petitioner’s Goods in commerce in the form of

labels, tags, containers for Petitioner’s Goods or a display associated with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. §:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous and duplicative of Respondent’s other interrogatories. American Racing further
objects to this request on the ground that it is compound and complex. This interrogatory, which
purports to be only one interrogatory, is actually at least two, and more likely four, separate and
distinctive interrogatories. American Racing reserves the right to limit its responses to the first
seventy-five interrogatories propounded by Respondent, regardless of how Respondent may
combine and enumerate them. Subject to and without waiving these objections, American
Racing responds as follows:

American Racing has long used the AMERICAN RACING OUTLAW mark in
connection with its goods in commerce, including but not limited to use in its web site catalog at

www.americanracing.com.
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INTERROGATORY NO. 6:

If the answer to Interrogatory No. 5 is anything but an unqualified no, please state:

(a) Each form of the words AMERICAN RACING OUTLAW used,

(b)  The date of first use of each form of AMERICAN RACING OUTLAW and
whether it is still in use in commerce;

(c) Identify the manner in which the words AMERICAN RACING OUTLAW and all
formatives thereof have been used on or in connection with Petitioner’s Goods;

(d) /Identify all specimen (i.e., labels, tags, containers and displays) on which the
word AMERICAN RACING OUTLAW, or formatives thereof, have been used in commerce in

connection with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 6:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “manner,” “form” and
“specimen,” among other terms. American Racing further objects to thig request to the extent
that it is duplicative of Respondent’s other interrogatories and compound and complex. This
interrogatory, which purports to be only one interrogatory, is actually at least four separate and
distinctive interrogatories and combined with the multi part interrogatories on which it is based,
there are even more subparts. American Racing reserves the right to limit its responses to the
first seventy-five interrogatories propounded by Respondent, regardless of how Respondent may
combine and enumerate them. Subject to and without waiving these objections, American
Racing responds as follows:

American Racing has long used its AMERICAN RACING OUTLAW mark in
connection with its vehicle wheels. American Racing began using the AMERICAN RACING

marks for vehicle wheels beginning at least as early as November 8, 1962, well prior to the
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November 2008 first use date provided in connection with Respondent’s AMERICAN
OUTLAW trademark application. American Racing continues to use its AMERICAN RACING
mark in commerce as a source identifier for its vehicle wheels and will produce relevant, non-
privileged documents that evidence this use. In addition, American Racing has long used the

OUTLAW marks referenced in its response to Interrogatory No. 2. Moreover, American Racing

directs Respondent to American Racing’s web site catalog at www.americanracing.com, where

its vehicle wheels are featured.

INTERROGATORY NO. 7:
(@)  If there has ever been a period during which the use of the word OUTLAW, or a

formative thereof, has been discontinued by Petitioner, then state separately for each such period:

@) the inclusive dates of such discontinuance;

(ii)  whether the discontinuance was temporary, or permanent;

(iii)  the reason the alleged mark was not used;

(iv)  whether the discontinuance was involuntary and, if so, the reason;

W) identify all documents and records relating to such discontinuance; and

(vi)  identify the goods and/or services on which s;xch use was discontinued.

®) If Petitioner contends that the use of the word OUTLAW, and formatives thereof,
have been continuous since the date it was first used, identify all records and documents in the

possession, custody or control of Petitioner by which such continuous use may be established.

RESPONSE TO INTERROGATORY NO. 7:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous and overly broad and unduly burdensome because it calls for the identification of all
documents by which continuous use of American Racing’s OUTLAW mark can be established

when a more limited set would suffice. American Racing further objects to this request on the
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ground that it is compound and complex. This interrogatory, which purports to be only one
interrogatory, is actually on its face two separate interrogatories, each with multiple subparts.
American Racing reserves the right to limit its responses to the first seventy-five interrogatories
propounded by Respondent, regardless of how Respondent may combine and enumerate them.
Subject to and without waiving these objections, American Racing responds as follows:
American Racing is not aware of any period in which use of the word OUTLAW was
discontinued. American Racing will produce examples of relevant, non-privileged documents
that evidence that American Racing has continuously used its OUTLAW marks. In this regard,
American Racing directs Respondent to its web site catalog at www.americanracing.com.

INTERROGATORY NO. 8:

With respect to models of Petitioner’s Goods that Petitioner alleges the word OUTLAW,
or any formative thereof, has been used in commerce, please identify:

(a) the geographic area, by state, territory, or possession, in which the alleged
trademark was used on or in connection with each item of Petitioner’s Goods;

(b)  the channels of trade each of the products was distributed, including the manner in
which Petitioner’s Goods reached the ultimate consumer and the geographical reach of each of
the channels;

(c) the name, address and capacity of ten distributors, brokers, agents or customers to
whom each of the products or services was distributed since the date of first use of Petitioner’s
Marks;

(d)  the approximate annual sales and unit volume of each of the Petitioner’s Goods

that are identified by the word OUTLAW, or a formative thereof
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RESPONSE TO INTERROGATORY NO. 8:

American Racing objects to this interrogatory on the grounds that it is vague and

39 44

ambiguous, particularly because Respondent fails to define the term “models,” “manner” and
“specimen,” among other terms. American Racing further objects to this request to the extent
that it is duplicative of Respondent’s other interrogatories and because it requests confidential
information about American Racing’s customers and distributors. Moreover, American Racing
objects that the interrogatory is compound and complex. This interrogatory, which purports to
be only one interrogatory, consists of multiple interrogatories with separate and distinctive
subparts. Subject to and without waiving these objections, American Racing responds as
follows:

American Racing has long used its OUTLAW marks for vehicle wheels. American
Racing began using its OUTLAW marks for vehicle wheels beginning at least as early as 2001,
well prior to the November 2008 first use date provided in connection with Respondent’s
AMERICAN OUTLAW trademark application. American Racing promotes and sells its
OUTLAW vehicle wheels to customers throughout the United States and offers its products over
the Internet, as well as through distributors, who sell its vehicle wheels using the OUTLAW
marks both online and at their premises. American Racing will produce representative relevant,
non-privileged documents that identify its distributors and sales to the extent such documents are

available. Moreover, American Racing directs Respondent to its web site catalog at

www.americanracing.com.

INTERROGATORY NO. 9:

(a) On what dates and on what media did Petitioner initially advertise those items of
Petitioner’s Goods using the word OUTLAW, or any formative thereof, in relation to said

item(s) and to what class of potential customers was this initial advertising addressed?
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(b) Identify each publication (including but not limited to leaflets, road signs,
brochures, telephone directories and television or radio broadcasts) in which advertisements or
other information regarding the use of the word OUTLAW, or a formative thereof, were caused
to be published or otherwise distributed by Petitioner and give the date, volume and page
numbers or other identification as to whether each appears or where any record, transcript, tape
or other reproduction thereof appears or is otherwise available for inspection and copying.

(c) Identify all other advertisements and sales promotion, not heretofore identified,
referring to use by Petitioner of the word OUTLAW, or a formative thereof on Petitioner’s
Goods which have been published, released or approved by Petitioner for use in the United
States market, including but not limited to advertising in newspapers, magazines, radio,
television, catalogues, brochures, hang tags and point-of-sale pieces.

(d) For each publication, advertisement or sales promotion identified in Parts (b) and
(c) of this interrogatory state:

(i) The form of media of each.

(i)  The inclusive dates of each.

(i1i))  The geographic range of each.

(iv)  The amount spent per year for each.

(v)  The name and address of a person who has custody of the advertisement or

publication in which the subject mark appeared.

RESPONSE TO INTERROGATORY NO. 9:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “advertise” and“those
items,” among other terms. American Racing further objects to this request to the extent that it is

duplicative of Respondent’s other interrogatories. Moreover, American Racing objects that the
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interrogatory is overly broad, unduly burdensome and compound and complex. This
interrogatory, which purports to be only one interrogatory, is actually at least twelve separate
and distinctive interrogatories. American Racing reserves the right to limit its responses to the
first seventy-five interrogatories propounded by Respondent, regardless of how Respondent may
combine and enumerate them. Subject to and without waiving these objections, American
Racing responds as follows:

American Racing and its predecessors in interest have promoted and offered for sale its
vehicle wheels to customers in the United States using the OUTLAW marks since at least as
early as 2001, which is well prior to the November 2008 first use date provided in connection
with Respondent’s AMERICAN OUTLAW trademark application. Respondent has
acknowledged it was aware of this use before filing its application to register the AMERICAN
OUTLAW registration at issue in this proceeding. American Racing promotes and sells its
OUTLAW vehicle wheels to customers throughout the United States and offers its products over
the Internet, as well as through its distributors who sell its vehicle wheels using the OUTLAW
marks, both online and at their premises. American Racing will produce representative relevant,
non-privileged documents that identify the manner in which it advertises its products and
services. Moreover, American Racing directs Respondent to its web site catalog at

www.americanracing.com.

INTERROGATORY NO. 10:

Describe each and every event or occurrence of actual or apparent confusion, mistake or
misunderstanding known to Petitioner arising from Respondent’s use of the Respondent’s Mark.

RESPONSE TO INTERROGATORY NO. 10:

American Racing objects to this interrogatory on the grounds that it calls for legal

argument and is vague and ambiguous, particularly because Respondent fails to define the terms
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“confusion, “mistake” and “misunderstanding.” Moreover, American Racing objects that the
interrogatory is overly broad and unduly burdensome and calls for information that is not
relevant to the subject matter of the pending action, since the interrogatory is not limited to
consumer confusion as to whether the products Respondent offers under Respondent’s Mark are
associated or affiliated with American Racing’s OUTLAW formative marks and instead includes
all imaginable forms of confusion. Subject to and without waiving these objections, American
Racing responds as follows:

American Racing is aware Qf actual confusion on the Internet. American Racing would
not expect to know of any other forms of confusion by consumers, since its products are sold
through distributors and not directly by American Racing.

INTERROGATORY NO. 11:

For each and every instance of actual or apparent confusion, etc., described in response to

Interrogatory No. 10:

(a) explain the action or inaction taken by Petitioner in handling each such instance
of actual confusion; and
(b) identify each and every letter, memorandum, note and/or other document

containing or referring to each such instance of actual confusion.

RESPONSE TO INTERROGATORY NO. 11:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “confusion” and “etc.”
American Racing further objects that the interrogatory seeks information that is protected by the
attorney client privilege, attorney work product immunity, or any other applicable privilege,
protection or immunity. Moreover, American Racing objects that the interrogatory is overly

broad, unduly burdensome and compound and complex. This interrogatory, which purports to be
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only one interrogatory, is actually at least two separate and distinctive interrogatories. American
Racing reserves the right to limit its responses to the first seventy-five interrogatories
propounded by Respondent, regardless of how Respondent may combine and enumerate them.
Subject to and without waiving these objections, American Racing responds as follows:
American Racing wrote to Respondent requesting that it cease using the AMERICAN
OUTLAW designation because of confusion, but to no avail. Petitioner then brought this

Cancellation action.

INTERROGATORY NO. 12:

State Petitioner’s total expenditures for advertising and promotion of Petitioner’s Goods
under the terms AMERICAN RACING, AMERICAN RACING OUTLAW or OUTLAW, or a

formative thereof, separately for each of the past two years.

RESPONSE TO INTERROGATORY NO. 12:

American Racing objects to this interrogatory on the grounds that it is duplicative of
Respondent’s other interrogatories. Moreover, American Racing objects to this request on the
ground that it is overly broad, unduly burdensome and calls for information that is not relevant to
the subject matter of the pending action and not reasonably calculated to lead to the discovery of
admissible evidence. American Racing uses AMERICAN RACING as part of its corporate
name and uses its AMERICAN RACING mark in many different forms, only a few of which are
relevant to this proceeding. A party need not provide discovery with respect to those of its marks
that are not involved in the proceeding and have no relevance thereto. American Racing further
objects that the interrogatory is compound and complex. This interrogatory, which purports to
be only one interrogatory, is actually at least six separate and distinctive interrogatories.

American Racing reserves the right to limit its responses to the first seventy-five interrogatories
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propounded by Respondent, regardless of how Respondent may combine and enumerate them.
Subject to and without waiving these objections, American Racing responds as follows:
American Racing will produce relevant, non-privileged documents that evidence the
amount it spends on advertising, but it does not have such figures separated by mark. Moreover,
apart from what American Racing spends, its distributors also promote, market and advertise its

vehicle wheels.

INTERROGATORY NO. 13:

With the exception of Respondent, is Petitioner aware of a third-party using the word
OUTLAW, or formatives thereof, as a trademark to identify vehicle accessories.

RESPONSE TO INTERROGATORY NO. 13:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define “vehicle accessories.” American
Racing further objects that this interrogatory calls for information that is not relevant to the
subject matter of the pending action and not reasonably calculated to lead to the discovery of
admissible evidence, since both parties to this proceeding use their marks for vehicle wheels.

Subject to and without waving these objections, American Racing responds as follows:

American Racing is not aware of anyone who uses the words “American” and “Outlaw”

for vehicle wheels except Petitioner and Respondent.

INTERROGATORY NO. 14:

If the answer to Interrogatory No. 13 is anything but an unqualified no, for each third-

party please state:

(a) The identity of the third-party using the word OUTLAW, or a formative thereof,
to identify vehicle accessories;

(b) The trademark being used;
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©) The vehicle accessory(s) being identified;

(d) The date when Petitioner first became aware of the use of the word OUTLAW, or
a formative thereof, as a trademark to identify vehicle accessories;

(e) Identify all documents relating to the responses to Interrogatory Nos. 14(a) -
14(d), inclusive.

RESPONSE TO INTERROGATORY NO. 14:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define “vehicle accessories.” The
interrogatory is also overly broad, unduly burdensome and calls for information that is not
relevant to the subject matter of the pending action and not reasonably calculated to lead to the
discovery of admissible evidence, since both parties to this proceeding use their marks for
vehicle wheels. Moreover, American Racing objects that the interrogatory is compound and
complex. This interrogatory, which purports to be only one interrogatory, is actually at least
eight separate and distinctive interrogatories. American Racing reserves the right to limit its
responses to the first seventy-five interrogatories propounded by Respondent, regardless of how
Respondent may combine and enumerate them. Subject to and without waiving these objections,
American Racing responds as follows:

American Racing is not aware of anyone who uses the words “American” and “Outlaw”

for vehicle wheels except Petitioner and Respondent.

INTERROGATORY NO. 15:

Is Petitioner aware of any third parties using the term OUTLAW I in connection with

vehicle wheels?
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RESPONSE TO INTERROGATORY NO. 15:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous and duplicative of Respondent’s other interrogatory requests. Subject to and without
waiving these objections, American Racing responds as follows:

American Racing is not aware of any third parties using OUTLAW I for vehicle wheels,
other than its authorized resellers and third parties who use it to reference American Racing’s

vehicle wheels.

INTERROGATORY NO. 16:

If the answer to Interrogatory No. 15 is anything but an unqualified no, for each third-
party please state:

@ The identity of the third party using OUTLAW I in connection with vehicle
wheels;

(b)  The date when Petitioner first became aware of the third party’s use of OUTLAW
['in connection with vehicle wheels; and

(c) Identify all documents relating to the responses to Interrogatory Nos. 16(a) and
16(b). '
RESPONSE TO INTERROGATORY NO. 16:

American Racing objects to this interrogatory on the grounds that it is compound and
complex. This interrogatory, which purports to be only one interrogatory, is actually at least
four separate and distinctive interrogatories. American Racing reserves the right to limit its
responses to the first seventy-five interrogatories propounded by Respondent, regardless of how
Respondent may combine and enumerate them. Subject to and without waiving these objections,

American Racing responds as follows:
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American Racing is not aware of any third parties using OUTLAW I for vehicle wheels,
other than its authorized resellers and third parties who use OUTLAW I to reference American

Racing’s vehicle wheels.

INTERROGATORY NO. 17:

Is Petitioner aware of any third parties using the term OUTLAW II in connection with

vehicle wheels?

RESPONSE TO INTERROGATORY NO. 17:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous and duplicative of Respondent’s other interrogatory requests. Subject to and without
waiving these objections, American Racing responds as follows:

American Racing is not aware of any third parties using OUTLAW II for vehicle wheels,
other than its authorized resellers and third parties who use OUTLAW II to reference American

Racing’s vehicle wheels.

INTERROGATORY NO. 18:

If the answer to Interrogatory No. 17 is anything but an unqualified no, for each third-

party please state:

(a) The identity of the third party using OUTLAW II in connection with vehicle
wheels;

(b) The date when Petitioner first became aware of the third party’s use of OUTLAW
II in connection with vehicle wheels; and

(c) Identify all documents relating to the responses to Interrogatory Nos. 17(a) and

17(b).
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RESPONSE TO INTERROGATORY NO. 18:

American Racing objects to this interrogatory on the grounds that it is compound and
complex. This interrogatory, which purports to be only one interrogatory, is actually af least
four separate and distinctive interrogatories. American Racing reserves the right to limit its
responses to the first seventy-five interrogatories propounded by Respondent, regardless of how
Respondent may combine and enumerate them. Subject to and without waiving these objections,
American Racing responds as follows:

American Racing is not aware of any third parties using OUTLAW II for vehicle wheels,
other than its authorized resellers and third parties who use OUTLAW II to reference American

Racing’s vehicle wheels.

INTERROGATORY NO. 19:

Does Petitioner use QUTLAW I in connection with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 19:

American Racing objects to this interrogatory on the grounds that it is argumentative,
vague and ambiguous and duplicative of Respondent’s other interrogatories. Subject to and
without waiving these objections, American Racing responds as follows:

American Racing has long used OUTLAW [ for vehicle wheels.

INTERROGATORY NO. 20:

If the answer to Interrogatory No. 19 is anything but an unqualified no, please state:

(a) The manner in which OUTLAW 1 is used in connection with Petitioner’s Goods;

(b)  Isthe term OUTLAW I used only for a vehicle wheel promoted to be used for
trucks or sport utility vehicles;

(c) Is the term OUTLAW I used by Petitioner in connection with only a single design

of a vehicle wheel marketed for use on trucks or sport utility vehicles;
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(d) If the answer to Interrogatory No. 20(c) is anything but an unqualified yes, please
identify all designs in connection with which the term OUTLAW I is used.

RESPONSE TO INTERROGATORY NO. 20:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “manner” and “designs.”
American Racing further objects to this request to the extent that it is duplicative of
Respondent’s other interrogatories. Moreover, American Racing objects that the interrogatory is
compound and complex. This interrogatory, which purports to be only one interrogatory, is
actually af least four separate and distinctive interrogatories. American Racing reserves the right
to limit its responses to the first seventy-five interrogatories propounded by Respondent,
regardless of how Respondent may combine and enumerate them. Subject to and without
waiving these objections, American Racing responds as follows:

American Racing uses OUTLAW I for vehicle wheels as shown in its web site catalog at

www.americanracing.com.

INTERROGATORY NO. 21:

Does Petitioner use OUTLAW 11 in connection with Petitioner’s Goods.

RESPONSE TO INTERROGATORY NO. 21:

American Racing objects to this interrogatory on the grounds that it is argumentative,
vague and ambiguous and duplicative of Respondent’s other interrogatories. Subject to and
without waiving these objections, American Racing responds as follows:

American Racing has long used OUTLAW II for vehicle wheels.

INTERROGATORY NO. 22:

If the answer to Interrogatory No. 21 is anything but an unqualified no, please state:

(a) The manner in which OUTLAW I is used in connection with Petitioner’s Goods;
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(b)  Isthe term OUTLAW II used only for a vehicle wheel promoted to be used for
trucks or sport utility vehicles; ‘

(©) Is the term OUTLAW II used by Petitioner in connection with only a single
design of a vehicle wheel marketed for use on trucks or sport utility vehicles;

(d) If the answer to Interrogatory No. 21(c) is anything but an unqualified yes, please
identify all designs in connection with which the term OUTLAW Il is used.

RESPONSE TO INTERROGATORY NO. 22:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous, particularly because Respondent fails to define the terms “manner” and “designs.”
American Racing further objects to this request to the extent that it is duplicative of
Respondent’s other interrogatories. Moreover, American Racing objects that the interrogatory is
compound and complex. This interrogatory, which purports to be only one interrogatory, is
actually at least four separate and distinctive interrogatories. American Racing reserves the right
to limit its responses to the first seventy-five interrogatories propounded by Respondent,
regardless of how Respondent may combine and enumerate them. Subject to and without
waiving these objections, American Racing responds as follows:

American Racing has long used OUTLAW II for vehicle wheels as shown by American

Racing’s web site catalog at www.americanracing.com.

INTERROGATORY NO. 23:

Does Petitioner contend that the word OUTLAW, when used in connection with vehicle

wheels is exclusively associated with Petitioner?
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RESPONSE TO INTERROGATORY NO. 23:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous and duplicative of Respondent’s other interrogatories. Subject to and without
waiving these objections, American Racing responds as follows:

Apart from Respondent’s use, American Racing has long exclusively used OUTLAW as

a trademark for vehicle wheels.

INTERROGATORY NO. 24:

If the response to Interrogatory No. 23 is anything but an unqualified no, please state:

(a) All facts that support or tend to support the contention that use of the word
OUTLAW, when used in connection with vehicle wheels, is exclusively associated with
Petitioner;

(b)  All documents that support or tend to support the contention that use of the word
OUTLAW, when used in connection with vehicle wheels, is exclusively associated with
Petitioner;

(©) The identity of the person or persons having the most knowledge of the facts
identified in response to Interrogatory No. 24(a).

RESPONSE TO INTERROGATORY NO. 24:

American Racing objects to this interrogatory on the grounds that it is vague and
ambiguous and duplicative of Respondent’s other interrogatories. American Racing further
objects that the interrogatory seeks information that is protected by the attorney client privilege,
attorney work product immunity, or any other applicable privilege, protection or immunity.
Moreover, American Racing objects that the interrogatory is compound and complex. This
interrogatory, which purports to be only one interrogatory, is actually at leas three separate and

distinctive interrogatories. American Racing reserves the right to limit its responses to the first
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seventy-five interrogatories propounded by Respondent, regardless of how Respondent may
combine and enumerate them. Subject to and without waiving these objections, American
Racing responds as follows:

American Racing has long used the OUTLAW marks for vehicle wheels, which
Respondent has acknowledged. The OUTLAW mark has been in use by American Racing since
at least as early as 2001, well prior to the November 2008 first use date provided in connection
with Respondent’s AMERICAN OUTLAW trademark application. American Racing is not
aware of any other third parties that use OUTLAW as a trademark for vehicle wheels. American
Racing will also produce relevant, non-privileged documents that evidence that OUTLAW for
vehicle wheels is exclusively associated with American Racing.

American Racing identified the persons having the most knowledge of the facts identified
in response to Interrogatory No. 24(a) in its Initial Disclosures as Randall White, CEO of
American Racing Equipment, LLC and Kevin Fitzgerald, Marketing Manager of American

Racing Equipment, LLC.

Dated: January 14,2010 MORGAN, LEWIS & BOCKIUS LLP
Rochelle D. Alpert
Lelgha E Wllbur

By @ @%
Rochelle D. Alpert

Attorney for Petitioner
American Racing Equipment, LLC

Rochelle D. Alpert

Leigha E. Wilbur

Morgan, Lewis & Bockius LLP

One Market, Spear Street Tower

San Francisco, CA 94105

Direct Dial: (415) 442-1326

Facsimile: (415) 442-1001
RAlpert@MorganLewis.com
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VERIFICATION

I, Randall White, declare:

I am the Chief Executive Officer of American Racing Equipment, LLC and am
authorized to make this verification on behalf of American Racing Equipment, LLC.

I have reviewed Petitioner's Response to Respondent’s First Set of Interrogatories
in the AMERICAN OUTLAW cancellation proceeding. I am informed and believe that
this response is true and correct.

I declare under penalty of perjury under the laws of the United States of America
that the foregoing is true and correct.

Executed January /z , 2010 at Lakewood, Colorado.

%4}2‘%

Randall White
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TRADEMARK
Docket No. 067705.01-9060

CERTIFICATE OF SERVICE

I, Yelena Lolua, declare that I am and was at the time of the service mentioned in this
declaration, employed in the County of San Francisco, California. I am over the age of 18 years
and not a party to this cause. My business address is Spear Street Tower, One Market, San
Francisco, CA 94105.

On January 14, 2010, I served a copy(ies) of the following document(s)

PETITIONER’S RESPONSE TO RESPONDENT’S FIRST SET OF
INTERROGATORIES; VERIFICATION

A

by placing the document(s) listed above in a sealed envelope with postage thereon
fully prepaid, in the United States mail at San Francisco, California addressed as
set forth below. I am readily familiar with the firm’s practice of collection and
processing correspondence for mailing. Under that practice it would be deposited
with the U.S. Postal Service on that same day with postage thereon fully prepaid in
the ordinary course of business. I am aware that on motion of the party served,
service is presumed invalid if postal cancellation date or postage meter date is
more than one day after date of deposit for mailing in affidavit.

Michael A. Painter

ISAACMAN, KAUFMAN & PAINTER

10250 Constellation Boulevard, Suite 2900

Los Angeles, CA 90067
painter@ikplaw.com

I declare under penalty of perjury under the laws of the State of California and the United States
of America that the foregoing is true and correct, and that this declaration was executed on
January 14, 2010, at San Francisco, California.
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EXHIBIT 2



DOCKET NO. 067705.01-9060

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

RECEIVED
In the matter of Registration No. 3,661,725
Filed on April 9, 2008 JAN 19 2010
For the mark AMERICAN OUTLAW
Registered on July 28, 2009 ISAACMAN, KAUFMAN & PAINTER
American Racing Equipment, LLC, Cancellation No. 92,051,458
Petitioner, PETITIONER’S RESPONSE TO
/ RESPONDENT’S FIRST REQUEST
v. FOR PRODUCTION OF
DOCUMENTS
Liquid Metal Motorsports, Inc.,
Respondent.

Pursuant to Federal Rule of Civil Procedure 34, Petitioner American Racing Equipment,
LLC (“American Racing”) responds to Respondent Liquid Metal Motorsports, Inc.’s

(“Respondent’) First Request for Production of Documents.

GENERAL OBJECTIONS

1. American Racing objects to each and every definition and request to the extent
that they purport to impose any requirement or obligation cn American Racing other than those
provided for in the Federal Rules of Civil Procedure and/or the TBMP.

2. Ammerican Racing objects to the demand as to the timing of American Racing’s
produciion of documents as not being required by the Federal Rules of Civil Procedure or the
Rules of the Trademark Trial and Appeal Board and as unreasonable. In accordance with 37

C.F.R. § 2.120(d)(2), American Racing will produce documents and things at a time and place to

be agreed upon by counsel.
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3. American Racing objects to each and every definition and request to the extent
that it seeks information or documents protected by the attorney-client privilege, the work
product doctrine and/or any other applicable privilege, protection or immunity. The inadvertent
disclosure of any privileged information or documents shall be not be deemed or construed to
constitute a waiver of American Racing’s right to assert the applicable privilege or immunity
with respect to any such information or any other information or matter. If any privileged
information or documents are produced, such production is inadvertent and American Racing
demands the immediate return of any such privileged information or documents.

4, American Racing objects to each and every definition and request to the extent
that it calls for a legal conclusion. American Racing’s response shall not be construed as
providing a legal conclusion concerning the meaning or application of any terms used in
American Racing’s request.

5. American Racing’s investigation is ongoing. American Racing makes these
responses and objections subject to and without waiving;

A. the right to rely on any facts, documents or other evidence which may
develop or come to plaintiff’s attention subsequent hereto;

B. any objections to the admissibility as evidence of any information
disclosed; and

C. the right at any time to review, correct, supplement and/or clarify any of
the responses herein, consistent with the Federal Rules of Civil Procedure.

6. American Racing objects to the definition of “Petitioner” meaning American Racing
and its employees, agents, predecessors-in-interest and representatives as overbroad, seeking

information not reasonably calculated to lead to the discovery of relevant and admissible
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evidence, unduly burdensome, compound and complex. American Racing further objects to the
definition of “Petitioner” to the extent the definition is intended to include American Racing’s
counsel on the ground that the definition and requests seek information or documents protected
- by the attorney-client and/or work product privilege. As such, American Racing’s responses are
limited to and define the term “Petitioner” to mean American Racing North America, Inc., its
employees, agents or authorized representatives acting on its behalf excluding counsel.

7. American Racing objects to each Request to the extent that it seeks information or
documents that are not reasonably calculated to lead to the discovery of admissible evidence
concerning the issues in dispute raised in this proceeding.

8. American Racing objects to each Request as unduly burdensome to the extent it may
be construed as calling for information or documents not in the possession, custody or control of
American Racing or is publicly available to Respondent without burdening American Racing,

9. American Racing’s responses to any Request that it will produce information or
documents shall mean that it will conduct a reasonable search through its files or records

“believed likely to contain responsive documents and shall not be taken as a representation that
such documents exist.

10. American Racing objects to each Request to the extent that it does not provide for
any geographic limitation.

Subject to, and without waiving the foregoing objections, American Racing specifically

objects and responds as follows:

RESPONSES TO INTERROGATORIES

REQUEST FOR PRODUCTION NO. 1:

A representative sample of documents illustrating use of the word OUTLAW on

Petitioner’s Goods.
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RESPONSE TO REQUEST FOR PRODUCTION NO. 1:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show use of its marks comprised of or including
but not limited to OUTLAW, AMERICAN RACING OUTLAW and AMERICAN OUTLAW in
the United States. In this regard, American Racing directs Respondent to American Racing’s
web site catalogue at www.americanracing.com, where its vehicle wheels have long been and

continue to be featured.

REQUEST FOR PRODUCTION NO. 2:

A representative sample of documents illustrating use of the word OUTLAW lon

Petitioner’s Goods.

RESPONSE TO REQUEST FOR PRODUCTION NO. 2:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show use of its mark OUTLAW I in the United
States. In this regard, American Racing directs Respondent to American Racing’s web site

catalogue at www.americanracing com, where its vehicle wheels have long been and continue to

be featured.

REQUEST FOR PRODUCTION NO. 3:

A representative sample of documents illustrating use of the word OUTLAW Il on
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Petitioner’s Goods.

RESPONSE TO REQUEST FOR PRODUCTION NO. 3:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show use of its mark OUTLAW 11 in the United
States. In this regard, American Racing directs Respondent to American Racing’s web site
catalogue at www.americanracing.com, where its vehicle wheels have long been and continue to

be featured.

REQUEST FOR PRODUCTION NO. 4:

A representative sample of dacuments illustrating use of the word AMERICAN

RACING on Petitioner’s Goods.
'RESPONSE TO REQUEST FOR PRODUCTION NO. 4:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location.

Subject to, and without waiving any objections, American Racin g will produce a
representative sample of documents sufficient to show use of its marks AMERICAN RACING
OUTLAW, AMERICAN RACING OUTLAW I and AMERICAN RACING OUTLAW II in the
United States for vehicle wheels. In this regard, American Racing directs Respondent to
American Racing’s web site catalogue at www.americanracing.com, where its vehicle wheels

have long been and continue to be featured.
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REQUEST FOR PRODUCTION NO. 5:

A representative sample of documents illustrating use of the words AMERICAN

RACING OUTLAW on Petitioner’s Goods.
RESPONSE TO REQUEST FOR PRODUCTION NO. 5:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show use of its mark AMERICAN RACING
OUTLAW in the United States. In this regard, American Racing directs Respondent to
American Racing’s web site catalogue at www.americanracing.com, where its vehicle wheels

have long been and continue to be featured.

REQUEST FOR PRODUCTION NO. 6:

A representative sample of all specimen (i.e., labels, tags, containers and/or displays) on
which the word OUTLAW has been used in commerce in connection with Petitioner’s Goods.

RESPONSE TO REQUEST FOR PRODUCTION NO. 6:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to tin‘w or geographic
location. Further, the Interrogatory is compound and complex, argumentative and improper in its
use of the word “specimen” and duplicative of other Interrogatories.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show use of its marks comprised of or including

but not limited to OUTLAW in the United States. In this regard, American Racing directs
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Respondent to American Racing’s web site catalogue at www.americanracing.com, where its

vehicle wheels have long been and continue to be featured.

REQUEST FOR PRODUCTION NO. 7:

A representative sample of all specimen (i.e., labels, tags, containers and/or displays) on
which the word OUTLAW I has been used in commerce in connection with Petitioner’s Goods.

RESPONSE TO REQUEST FOR PRODUCTION NO. 7:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location. Further, the Interrogatory is compound and complex, argumentative and improper in its
use of the word “specimen” and duplicative of other Interrogatories.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show its use its marks comprised of or
including OUTLAW Il in the United States. In this regard, American Racing directs Respondent
to American Racing’s web site catalogue at www.americanracing.com, where its vehicle wheels

have long been and continue to be featured.

REQUEST FOR PRODUCTION NO. 8:

A representative sample of all specimen (i.c., labels, tags, containers and/or displays) on

which the words OUTLAW II have been used in commerce in connection with Petitioner’s

Goods.
RESPONSE TO REQUEST FOR PRODUCTION NO. 8:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location. Further, the Interrogatory is compound and complex, argumentative and improper in its

use of the word “specimen” and duplicative of other Interrogatories.
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Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show its use its marks comprised of or
including OUTLAW II in the United States. In this regard, American Racing directs Respondent
to American Racing’s web site catalogue at www.americanracing.com, where its vehicle wheels

have long been and continue to be featured.

REQUEST FOR PRODUCTION NO. 9:

A representative sample of all specimen (i.e., labels, tags, containers and/or displays) on
which the words AMERICAN RACING has been used in connection with Petitioner’s Goods.

RESPONSE TO REQUEST FOR PRODUCTION NO. 9:

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location. Further, the Interrogatory is compound and complex, argumentative and improper in its
use of the word “specimen” and duplicative of other Interrogaiories. American Racing further
. objects to this Request as seeking documents that are not likely to lead to discoverable
information in this proceeding in that it requests samples of use of AMERICAN RACING when
~ the issues in this proceeding concem the use of marks comprised of or including AMERICAN
RACING OUTLAW.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show its use of AMERICAN RACING
OUTLAW, AMERICAN RACING OUTLAW I and AMERICAN RACING OUTLAW II in the
United States. In this regard, American Racing directs Respondent to American Racing’s web
site catalogue at www.americanracing com, where its vehicle wheels have long been and

continue to be featured.
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REQUEST FOR PRODUCTION NO. 10 :

A representative sample of all specimen (i.e., labels, tags, containers and/or displays) on

which the words AMERICAN RACING OUTLAW have been used in commerce in connection

with Petitioner’s Goods.

RESPONSE TO REQUEST FOR PRODUCTION NO. 10 :

American Racing objects to this Request on the grounds that it is overbroad and unduly
burdensome and vague and ambiguous particularly in that it is unlimited as to time or geographic
location. Further, the Interrogatory is compound and complex, argumentative and improper in its
use of the word “specimen” and duplicative of other Interrogatories.

Subject to, and without waiving any objections, American Racing will produce a
representative sample of documents sufficient to show its use its marks comprised of or
including AMERICAN RACING OUTLAW II in the United States. In this regard, American
Racing directs Respondent to American Racing’s web site catalogue at
www.americanracing.com, where its vehicle wheels have long been and continue to be featured.

REQUEST FOR PRODUCTION NO. 11:

A representative sample of documents showing the annual sales and unit volume of each

of Petitioner’s Goods that are identified by the word OUTLAW, or a formative thereof, from the

date of first use to the present.

RESPONSE TO REQUEST FOR PRODUCTION NO. 11:

American Racing objects to this Request on the grounds that it is compound, complex,
overbroad and unduly burdensome and vague and ambiguous particularly in that it is unlimited
as to geographic location. American Racing further objects to this Request as the term

“representative sample” in relation to annual sales and unit volume documents is vague and

ambiguous.
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Subject to, and without waiving any objections, American Racing will produce
documents sufficient to show its annual sales revenue and units sold, stated in round figures, for
American Racing products using any mark comprised of or including OUTLAW in the United

States.

REQUEST FOR PRODUCTION NO. 12:

A representative sample of documents showing the advertising expenditures of each of

Petitioner’s Goods that are identified by the word OUTLAW, or a formative thereof, from the

date of first use to the present.

RESPONSE TO REQUEST FOR PRODUCTION NO. 12:

American Racing objects to this Request on the grounds that it is compound, complex,
overbroad and unduly burdensome and vague and ambiguous particularly in that it is unlimited
as to geographic location and in its use of “formative.” American Racing further objects to this
Request as the term “representative sample” in relation to advertising expenditure documents 1s
vague and ambiguous.

Subject to, and without waiving any objections, American Racing will produce
documents sufficient to show its advertising expenditures, stated in round figures, for each of
American Racing’s vehicle wheels using any mark comprised of or including OUTLAW in the
United States, to the extent any responsive documents exist, since American Racing does not

maintain such figures separated by mark.

REQUEST FOR PRODUCTION NO. 13:

All documents relating to events or occurrences of actual or apparent confusion arising

from Respondent’s use of the Respondent’s Mark.

DB2/21490710.1 10



RESPONSE TO REQUEST FOR PRODUCTION NO. 13:

American Racing objects to this Request as vague and ambiguous particularly as to its
use of the undefined terms “events or occurrences.” American Racing also objects to this
Request as compound and complex. American Racing further objects to this Request as
overbroad and unduly burdensome and calling for documents not relevant to this proceeding,
since the Request is not limited to consumer confusion as to whether the products Respondent
offers under Respondent’s Mark are associated or affiliated with American Racing’s OUTLAW
formative marks and instead includes all imaginable forms of confusion. American Racing
objects to this Request to the extent that it calls for information or documents protected by the
attorney-client and/or work product privilege.

Subject to, and without waiving any objections, American Racing will produce any non-
privileged responsive documents in its possession, custody or control, to the extent such
documents exist. American Racing would not expect to know of all consumer confusion, since
its products are sold to consumers through distributors and resellers and not directly by American
Racing.

REQUEST FOR PRODUCTION NO. 14:

All documents that support or tend to support the Petitioner’s contention that the public
associates use of the word OUTLAW on vehicle wheels exclusively with Petitioner.

RESPONSE TO REQUEST FOR PRODUCTION NO. 14:

American Racing objects to this Request as improperly seeking all documents American
Racing will introduce as evidence in this proceeding. See TBMP §414(7); see also British
Seagull Ltd. v. Brunswick Corp., 28 USPQ2d 1197, 1201 (TTAB 1993) (need not disclose
entirety of proposed evidence). American Racing further objects to this Request as calling for

information and documents not likely to lead to discoverable information relevant to this

DB2/21490710.1 11



proceeding in that American Racing is not required to prove this contention to obtain a judgment
in its favor in this proceeding. American Racing objects to this Request to the extent that it calls
for information or documents protected by the attorney-client and/or work product privilege.
Subject to, and without waiving any objections, American Racing will produce relevant,
non-privileged documents that evidence use of the mark OUTLAW for vehicle wheels is

exclusively associated with American Racing.

REQUEST FOR PRODUCTION NO. 15:

All documents that support or tend to support the Petitioner’s contention that the public
associates use of the word OUTLAW I on vehicle wheels exclusively with Petitioner.

RESPONSE TO REQUEST FOR PRODUCTION NO. 15:

American Racing objects to this Request as improperly seeking all documents American
Racing will introduce as evidence in this proceeding. See TBMP §414(7), see also British
Seagull Ltd. v. Brunswick Corp., 28 USPQ2d 1197, 1201 (TTAB 1993) (need not disclose
entirety of proposed evidence). American Racing further objects to this Request as calling for
information and documents not likely to lead to discoverable information relevant to this
proceeding in that American Racing is not required to prove this contention to obtain a judgment
in its favor in this proceeding. American Racing objects to this Request to the extent that it calls
for information or documents protected by the attorney-client and/or work product privilege.

Subject to, and without waiving any objections, American Racing will produce relevant,
non-privileged documents that evidence use of the mark OUTLAW for vehicle wheels is

exclusively associated with American Racing.

REQUEST FOR PRODUCTION NO. 16:

All documents that support or tend to support the Petitioner’s contention that the public

associates use of the word OUTLAW II on vehicle wheels exclusively with Petitioner.

DB2/21490710.1 12



RESPONSE TO REQUEST FOR PRODUCTION NO. 16:

American Racing objects to this Request as improperly seeking all documents American
Racing will introduce as evidence in this proceeding. See TBMP §414(7); see also British
Seagull Ltd. v. Brunswick Corp., 28 USPQ2d 1197, 1201 (TTAB 1993) (need not disclose
entirety of proposed evidence). American Racing further objects to this Request as calling for
information and documents not likely to lead to discoverable information relevant to this
proceeding in that American Racing is not required to prove this contention to obtain a judgment
in its favor in this proceeding. American Racing objects to this Request to the extent that it calls
for information or documents protected by the attorney-client énd/or work product privilege.

Subject to, and without waiving any objections, American Racing will produce relevant,
non-privileged documents that evidence use of the mark OUTLAW for vehicle wheels is

exclusively associated with American Racing.

Dated: January /“Z , 2009 MORGAN, LEWIS & BOCKIUS LLP
Rochelle D. Alpert
Leigha E. Wilbur

By

Rochelle D. Alpert
Attorney for Petitioner
American Racing Equipment, LLC

Rochelle D. Alpert

Leigha E. Wilbur

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco, CA 94105
Direct Dial: (415) 442-1326
Facsimile: (415) 442-1001
RAlpert@Morganl.ewis.com
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TRADEMARK
Docket No. 067705.01-9060

CERTIFICATE OF SERVICE

I, Yelena Lolua, declare that I am and was at the time of the service mentioned in this
declaration, employed in the County of San Francisco, California. 1 am over the age of 18 years
and not a party to this cause. My business address is Spear Strect Tower, One Market, San

Francisco, CA 94105.

On January 14, 2010, I served a copy(ies) of the following document(s)

PETITIONER’S RESPONSE TO RESPONDENT’S FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS

v

by placing the document(s) listed above in a sealed envelope with postage thereon
fully prepaid, in the United States mail at San Francisco, California addressed as
set forth below. Iam readily familiar with the firm’s practice of collection and
processing correspondence for mailing. Under that practice it would be deposited
with the U.S. Postal Service on that same day with postage thereon fully prepaid in
the ordinary course of business. I am aware that on motion of the party served,
service is presumed invalid if postal cancellation date or postage meter date is
more than one day after date of deposit for mailing in affidavit.

Michael A. Painter

ISAACMAN, KAUFMAN & PAINTER

10250 Constellation Boulevard, Suite 2900

Los Angeles, CA 90067
painter@ikplaw.com

I declare under penalty of perjury under the laws of the State of California and the United States
of America that the foregoing is true and correct, and that this declaration was executed on
January 14, 2010, at San Francisco, California.

DB2/21490710.1
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Sheryl Conaway

From: Wilbur, Leigha E. [lwilbur@morganlewis.com]
Sent: Thursday, February 04, 2010 11:20 AM

To: Michael Painter

Cc: Smith, Sharon R.

Subject: RE: AMERICAN OUTLAW Cancellation

Dear Mr. Painter:

American Racing has complied with the agreement between you and Sharon Smith by paying for the scanning and
production of documents to you electronically. Since there are over 3,000 documents, providing you with electronic
copies was the most efficient way to proceed with the production and complies with the Federal Rules of Civil Procedure

and the TBMP.

Best regards,
Leigha

Leigha E Wilbur

Morgan, Lewis & Bockius LLP

One Market, Spear Street Tower | San Francisco, CA 94105-1126
Direct: 415.442.1142 | Main: 415.442.1000 | Fax: 415.442.1001
wilbur@morganlewis.com | www.morganlewis.com

Assistant: Yelena Lolua | 415.442.1474 | ylolua@morganlewis.com

From: Michael Painter [mailto:Painter@ikplaw.com]
Sent: Wednesday, February 03, 2010 9:08 AM

To: Wilbur, Leigha E.

Cc: Smith, Sharon R,

Subject: AMERICAN OUTLAW Cancellation

Dear Ms. Wilbur;

On several occasions during this proceeding I have tried to reach agreements with you and other counsel for
American Racing that I believed would have simplified the procedure and, most importantly, prevented the
expenditure of unnecessary costs by counsel. I certainly concede that you have options in responding to
discovery, even if it makes discovery more time consuming and expensive.

You provided me with a CD-ROM on which 3,456 pages of documents are recorded. In you last e-mail you
have indicated you have no intention to advise us which of the documents are being provided in response to
specific requests. The result is that we do not know whether the documents you provided are responsive to any

or all of the 16 requests for production.

Irrespective of the response, I want to advise you the form of the response violated an agreement I reached with
Sharon Smith, Esq. When the question arose about responses to the Requests for Production of Documents,
Ms. Smith proposed that “each party pays for its own production rather than billing the other party for copying
costs, etc. and sends the production by mail or Fed Ex to the other party.” I agreed. I would therefore submit
that you are responsible for the costs we will have to incur to print the pdf files stored on the CD-ROM. Either
that or you can provide us with copies of the documents at your cost in compliance with my agreement with Ms.

Smith.
I look forward to your response.

Very truly yours,



Michael A. Painter

isaacman, Kaufman & Painter

10250 Constellation Blvd., Suite 2900
Los Angeles, California 90067

(310) 881-6800 - Telephone

(310) 881-6801 - Facsimile

painter@ikplaw.com
This message and its attachment(s) may be being sent to you on behalf of a lawyer and may contain information that is confidential

and protected by privilege from disclosure. If you are not the intended recipient, you are prohibited from printing, copying,
forwarding or saving them. Please delete the message and attachments without printing, copying, forwarding or saving them, and

notify the sender immediately

DISCLAIMER

This e-mail message is intended only for the personal

use of the recipient(s) named above. This message may

be an attorney-client communication and as such privileged
and confidential. If you are not an intended recipient,
you may not review, copy or distribute this message. If
you have received this communication in error, please
notify us immediately by e-mail and delete the original

message.
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Michael Painter

From: Michael! Painter

Sent: Wednesday, January 27, 2010 12:16 PM
To: 'srsmith@morganiewis.com’

Cc: ‘ralpert@morganiewis.com’

Subject: AMERICAN OUTLAW

Dear Ms. Smith:

On January 19, 2010, I advised you of objections that I had to your client’s responses to our First Request for
Production of Documents. I did not think it was appropriate to file a Motion to Compel responses until I see the
documents that are actually produced. However, I thought an agreement had been reached that each side would
bear the cost of copies being produced and would forward the copies to the opposing party by mail or by
facsimile transmission. I still have received nothing. Unless I receive the documents by the end of next week, I
will have no alternative but to make a Motion to the Board to compel production of the documents.

I'have now had the opportunity to review what purport to be your client’s responses to our First Set of
Interrogatories. One statement appears to permeate both the responses to the document requests as well as the
interrogatories. Rather than provide the information requested, it is consistently stated that the information
sought is “shown in its website catalog at www.americanracing.com.“ This is to advise you that your client’s
Internet catalog cannot be relied on for any information for one primary reason: since the inception of this
dispute your client has repeatedly modified the content of its Internet site to support its position. As a result, no
credible information can be obtained by viewing your client’s Internet site.

The following constitutes our position with respect to the responses to interrogatories:

Interrogatory No. 2 (d): The interrogatory seeks information on when and how your client purportedly uses
OUTLAW in connection with vehicle wheels. Subsection (d) merely requested that you identify specimen in
the form of labels, tags, containers and displays on which the word OUTLAW, or formatives thereof, have been
used in commerce in connection with vehicle wheels. No information whatsoever was provided in response to

Interrogatory No. 2(d).

Interrogatory Nos. 6(a) - (d), inclusive: Interrogatory No. 5 merely inquires as to whether your client contends
it employs the words AMERICAN RACING OUTLAW on labels, tags or containers or point of purchase
displays. Though evasive, I presume the answer to Interrogatory No. 5 is in the affirmative. Interrogatory Nos.
6(a) - (d), inclusive, merely request information on how and when use was made on labels, tags, containers and
point of purchase displays and to identify the specimen on which it was used. Other than merely repeat the
contention that AMERICAN RACING OUTLAW is used, there is no response whatsoever to the actual
questions propounded in Interrogatory Nos. 6(a) - (d).

Interrogatory Nos. 8(a) - (d). inclusive: The interrogatory requests information regarding geographic use,
channels of trade and sales of vehicle wheels on which the word OUTLAW was allegedly used. No
information whatsoever is included. The only responsive statement is that “American Racing will produce
representative relevant, non-privileged documents that identify its distributors and sales to the extent such
documents are available.” As with the document request, you have provided us with nothing.

Interrogatory No. 9: Interrogatory No. 9 merely requests information relating to the advertising of goods using
the word OUTLAW. Again, none of the information requested is provided. Although you indicated that your
client “will produce representative, relevant, non-privileged documents,” we have been provided with nothing.

1



Interrogatory No. 11: Interrogatory No. 11 requests information regarding instances of actual or apparent
confusion. Given that your client filed the Petition for Cancellation alleging confusion, the objections to the
interrogatory are frivolous. In addition, I consider the sole reference to a letter that your client send to Liquid
Metal Motorsports, Inc. to be non-responsive. If there were no instances of actual confusion, I would submit
the response to Interrogatory No. 11 should be supplemented to indicate so.

Interrogatory No. 12: In response to the request for advertising expenditures for the past two years using the
terms relied on in this proceeding, we were told a representative sample of relevant documents would be
provided. We have received nothing.

Interrogatory No. 13: The interrogatory requests a statement of your client’s knowledge regarding use of the
word OUTLAW, or formatives thereof, as a trademark to identify vehicle accessories. The response is that
Petitioner is not aware of anyone who “uses the words ‘AMERICAN’ and ‘OUTLAW’ for vehicle wheels
except for Petitioner and Respondent.” This is totally non-responsive. The question is an awareness of use of
OUTLAW, not AMERICAN OUTLAW and covers goods related to vehicle wheels. The answer to
Interrogatory No. 13 must be supplemented.

Interrogatory No. 14: The interrogatory relates only to information regarding third parties using OUTLAW, not
AMERICAN OUTLAW. Like Interrogatory No. 13, the answer is totally non-responsive. The response to
Interrogatory No. 14 must be supplemented.

Interrogatory No. 20: The interrogatory requests information as to how your client employs OUTLAW I with
respect to vehicle wheels. The only response was to refer us to the Internet site which, as stated, contains no
reliable information since the content has been repeatedly changed to support your client’s arguments. As such,
we consider the response to Interrogatory No. 20 to be totally inadequate.

Interrogatory No. 22: The response to Interrogatory No. 22 was exactly the same as the response to
Interrogatory No. 20. In effect, there is no response.

Interrogatory No. 24: Interrogatory No. 24 was to be answered only if the answer to Interrogatory No. 23 was
anything but an unqualified no. Interrogatory No. 23 merely inquired whether your client contends that the
word OUTLAW, when used in connection with vehicle wheels, is exclusively associated with your client.
Since it has been contended the mark has acquired secondary meaning, a response to Interrogatory No. 24 is
required. Interrogatory No. 24 requests the information that would support the contention the mark has
acquired secondary meaning. The response indicates you will produce relevant, non-privileged documents
pertaining to the interrogatory. As always, nothing has been provided.

I really hope you will review the responses that were provided and supplement the responses where necessary
and provide us with the documents that you indicated would be provided. I do not believe there is any reason
why the responses to interrogatories cannot be supplemented and the documents provided to by me no later than
February 5, 2010. However, unless the documents and information are received by February 5, 2010, this is to
advise you that we will file a Motion to Compel Discovery pursuant to 37 C.F.R. §2.120(e).

Very truly yours,

Michael A. Painter

Isaacman, Kaufman & Painter

10250 Constellation Blvd., Suite 2900
Los Angeles, California 90067

(310) 881-6800 - Telephone

(310) 881-6801 - Facsimile
painter@ikplaw.com




This message and its attachment(s) may be being sent to you on behalf of a lawyer and may contain information that is confidential
and protected by privilege from disclosure. If you are not the intended recipient, you are prohibited from printing, copying,
forwarding or saving them. Please delete the message and attachments without printing, copying, forwarding or saving them, and
notify the sender immediately



Michael Painter

From: postmaster@ikplaw.com

Sent: Wednesday, January 27, 2010 12:16 PM
To: Michael Painter

Subject: Delivery Status Notification (Relay)
Attachments: ATT329759.txt; AMERICAN OUTLAW

This is an automatically generated Delivery Status Notification.

Your message has been successfully relayed to the following recipients, but the requested
delivery status notifications may not be generated by the destination.

srsmith@morganlewis.com
ralpert@morganlewis.com




CERTIFICATE OF SERVICE

The undersigned declares under the penalty of perjury the within DECLARA-
TION OF MICHAEL A. PAINTER IN SUPPORT OF RESPONDENT’S MOTION TO
COMPEL was forwarded to counsel for Petitioner, Rochelle D. Alpert, Esq., Morgan, Lewis &
Bockius LLP, One Market, Spear Street Tower, San Francisco, California 94105 via first class
mail, postage prepaid, and via electronic mail at ralpert@morganlewis.com this 9 day of
February, 2010.

A
/ s
SHERYL 2{ CONAWAY

MAP-LMMS-2343



