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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
 

In re: Registration of 
 
Enigma Marketing & Travel Solutions, Inc. 
 
Registration No.: 3,539,936 
 
Registration Date: December 2, 2008 
 
Mark: EXCLUSIVELY FORE THOUGHT 
 
Cancellation No. 92051017 
 
 
Forethought Financial Services, Inc., 
                                    Petitioner 
 
v. 
 
Enigma Marketing & Travel Solutions, Inc. 
                                    Respondent 
 
 
 

MOTION FOR SUSPENSION OF CANCELLATION PROCEEDING 
 

 Respondent, Enigma Marketing & Travel Solutions, Inc. (“Enigma”), by counsel, hereby 

moves for suspension of this Cancellation Proceeding No. 92051017 (this “Proceeding”) pending 

outcome of the civil action initiated by Enigma against Petitioner, Forethought Financial 

Services, Inc. (“Forethought”), which is now pending in the United States District Court for the 

Southern District of Indiana, Indianapolis Division, Cause No. 1:09-CV-0473-DFH-JMS (the 

“District Court Case”), because the District Court Case may be dispositive of or otherwise have a 

bearing on this Proceeding.  See Trademark Rule 2.117(a).   

Furthermore, the District Court Case involves issues in common with those in this 

Proceeding that would be binding on the Trademark Trial and Appeal Board.   



In support of this Motion, Enigma states as follows: 

Procedural Background 

 1. On December 2, 2008, Enigma was granted Registration No. 3,539,936 (the 

“Registration”) for the mark EXCLUSIVELY FORE THOUGHT for “coordinating travel 

arrangements for individuals and for groups” in International Class 39 (the “Registered Mark”). 

 2. On March 17, 2009, Enigma filed a Verified Complaint for Injunctive Relief and 

Damages against Forethought in the Marion Superior Court, Marion County, Indiana, Cause No. 

49D02-09-03-PL-012448 (the “State Court Case”), asserting claims of Breach of Contract 

(Count I), Unjust Enrichment (Count II), and Trademark Infringement and Unfair Competition 

on account of Forethought’s use of the mark “Exclusively Forethought” (Count III).  A true and 

accurate copy of Enigma’s Complaint is attached hereto as Exhibit A

 3. On April 16, 2009, Forethought filed its Notice of Removal of the State Court 

Case to the United States District Court, Southern District of Indiana, Indianapolis Division, thus 

initiating the District Court Case. 

4. On May 22, 2009, Forethought filed its Answer and Counterclaim in the District 

Court Case, a true and accurate copy of which is attached hereto as Exhibit B, in which 

Forethought denied Enigma’s allegations of breach of contract, unjust enrichment, and trademark 

infringement and unfair competition on account of its use of “Exclusively Forethought,” and 

asserted some twenty affirmative defenses to Enigma’s claims and a Counterclaim against 

Enigma for: 

̇ Count I:  Unfair Competition and False Designation of Origin under 15 

U.S.C. § 1125(a) on account of Enigma’s use of its Registered Mark (which 

Forethought characterizes as the “Infringing Mark”); 
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̇ Count II:  Trademark Infringement under 15 U.S.C. § 1114(1) on account of 

Enigma’s use of its Registered Mark; 

̇ Count III:  Cancellation of the Registered Mark pursuant to 15 U.S.C. § 1119; 

̇ Count IV:  Unfair Competition and Common Law Trademark and Trade 

Name Infringement under Indiana Common Law on account of Enigma’s use 

of its Registered Mark; 

̇ Count V:  Unjust Enrichment on account of Enigma’s registration of its 

Registered Mark; and 

̇ Count VI:   Conversion on account of Enigma exercising control over its 

Registered Mark. 

5. In its Counterclaim, Forethought seeks a variety of relief from the District Court 

including, inter alia, a permanent injunction, treble damages, attorneys’ fees, “and all such other 

relief as the Court may deem just and proper.”  Forethought has also demanded a trial by jury in 

the District Court Case.   

6. Also on May 22, 2009, Forethought filed its Petition to Cancel the Registration 

for the Registered Mark, initiating this Proceeding before the Trademark Trial and Appeal Board 

(the “Board”). 

 7. Enigma filed its Answer and Affirmative Defenses to Forethought’s Counterclaim 

in the District Court Case on June 11, 2009. 

 8. On July 1, 2009, in compliance with 15 U.S.C. § 1116, the Clerk of the United 

States District Court, Southern District of Indiana, sent notices to the Director of the United 

States Patent and Trademark Office of the filing of the District Court Case, including therewith 

copies of Enigma’s Complaint and Forethought’s Answer and Counterclaim. 
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 9. On July 16, 2009, Forethought filed a motion in the District Court Case seeking a 

stay of that action pending the Board’s decision in this Proceeding.  A true and accurate copy of 

Forethought’s motion and its supporting memorandum are attached hereto as Exhibit C.1   

10. Concurrently with the filing of this motion to suspend this Proceeding, Enigma is 

filing its Response in Opposition to Forethought’s motion in the District Court Case to stay that 

action.  A true and accurate copy of Enigmas Response brief is attached hereto as Exhibit D.   

Argument 

This Proceeding should be suspended pending outcome of  the District Court Case, which may 

be dispositive of or have a bearing on this Proceeding and which involves issues in common 

with those herein that would be binding on the Board 

 
11. In this Proceeding, Forethought seeks to cancel Enigma’s Registration for the 

Registered Mark, EXCLUSIVELY FORE THOUGHT.  As an administrative tribunal of the 

United States Patent and Trademark Office, the Trademark Trial and Appeal Board is 

empowered to determine only the right to register a mark.  Trademark Trial and Appeal Board 

Manual of Procedure (TBMP) § 102.01.  As such, the Board may order the Registration to be 

cancelled or deny Forethought’s petition for its cancellation in this Proceeding, but it has no 

authority to make determinations as to any party’s right to use a mark or whether a particular use 

constitutes infringement or unfair competition. Id.  Likewise, the Board has no authority to order 

injunctive relief with respect to a party’s use of a mark, no authority to award damages, expenses 

or attorneys’ fees, and no authority to render declaratory judgments.  See TBMP § 502.05; Kelly 

Services, Inc. v. Greene’s Temporaries, Inc., 25 U.S.P.Q.2d 1460, 1464 (TTAB 1992).   

                                                 
1 Exhibit A to the Memorandum in Support of the Motion to Stay, comprising Forethought’s Petition to Cancel 
which is of record in this proceeding, is omitted from Exhibit C here. 
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12. Pursuant to Trademark Rule 2.117(a), whenever it comes to the attention of the 

Board that a party or parties to a case pending before it are involved in a civil action which may 

have a bearing on the Board case, proceedings before the Board may be suspended until final 

determination of the civil action.  37 CFR § 2.117(a); see also TBMP § 510.02(a). 

13. Moreover, to the extent that a civil action in a federal district court involves issues 

in common with those in a proceeding before the Board, the decision of the federal district court 

is often binding upon the Board, while the decision of the Board is not binding upon the court.  

Id. 

14. Ordinarily, the Board will suspend proceedings in the case before it if the final 

determination of the other proceeding will have a bearing on the issues before the Board.  Id.; 

see, e.g., General Motors Corp. v. Cadillac Club Fashions, Inc., 22 U.S.P.Q. 1933 (TTAB 1992) 

(relief sought in federal district court included an order directing the Trademark Office to cancel 

a registration involved in a cancellation proceeding). 

15. In the District Court Case, the parties have each asserted trademark-related claims 

that may have a bearing on this Proceeding.  More specifically, in its Complaint, Enigma has 

asserted a claim of trademark infringement and unfair competition on account of Forethought’s 

use of a mark identical or substantially identical to the Registered Mark at issue in this 

Proceeding.  See Exhibit A (Complaint, Count III).  In its Counterclaim, Forethought has 

asserted claims against Enigma for unfair competition, false designation of origin and trademark 

and trade name infringement.  See Exhibit B (Counterclaim, Counts I, II, IV).   

16. Moreover, as Forethought’s Counterclaim also asserts a claim for cancellation of 

the Registration (Counterclaim, Count III), the District Court Case involves issues in common 

with those in this Proceeding.  
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17. As such, a final determination in the District Court Case regarding the parties’ 

respective rights, if any, with respect to the Registered Mark will have a direct bearing on the 

issues before the Board in this Proceeding, and the determination in the District Court Case as to 

whether the Registration should be cancelled is a common issue that will be binding upon the 

Board. 

18. On the basis of the foregoing, the Board should suspend this Proceeding pending 

a final determination by the district court in the District Court Case as to the parties’ relative 

rights in the Registered Mark and the validity of the Registration. 

19. Suspension of a Board proceeding pending the final determination of another 

action is solely within the discretion of the Board.  Moreover, the court in which a civil action is 

pending has no power to suspend proceedings in a case before the Board.   TBMP § 510.02(a); 

see Opticians Association of America v. Independent Opticians of America, Inc., 734 F. Supp. 

1171, 14 U.S.P.Q.2d 2021 (D.N.J. 1990) (district court has no control over Board docket and no 

power to stay Board proceedings), rev’d on other grounds, 920 F.2d 187, 17 U.S.P.Q.2d 1117 

(3d Cir. 1990)). 

20. Although Forethought has moved the district court to stay the District Court Case 

pending the Board’s decision in this Proceeding, as more fully set out in Enigma’s Response in 

Opposition to that motion (see Exhibit D), Enigma has opposed such a stay on the grounds that it 

would unnecessarily and unreasonably delay adjudication of other matters at issue in that action 

(including, among other claims not related to trademark rights, broader issues of the parties’ 

respective trademark rights and alleged infringement) and would not serve judicial efficiency, in 

that the district courts determination of the parties’ trademark rights, including Enigma’s right to 

maintain the Registration at issue in this Proceeding, will be binding upon the Board. 
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21. In the event the district court should grant Forethought’s motion to stay the 

District Court Case pending a decision in this Proceeding, the Board may, at its discretion, order 

this Proceeding to be resumed upon notice of such action by the district court.  Accordingly, 

there is no procedural or other impediment to the Board acting to suspend this Proceeding at this 

time pursuant to this motion, subject to further action upon notice of subsequent developments in 

the District Court Case.             

22. Enigma’s answer or other response to Forethought’s Petition to Cancel is 

presently due on or before August 5, 2009.  Accordingly, Enigma requests an additional thirty 

(30) day extension of time from the date of the Board’s ruling on this Motion to Suspend or, if 

this Proceeding is suspended by the Board, resumption of this Proceeding following such 

suspension, in which to answer Forethought’s Petition to Cancel.  

         Respectfully submitted, 

   ENIGMA MARKETING 
 & TRAVEL SOLUTIONS, INC. 
 
By its attorneys of record: 

 
 
      _/David S. Klinestiver/_____________ 

David S. Klinestiver 
Peter S. French 
Sara R. Bradbury 

    Lewis & Kappes, P.C. 
    One American Square, Suite 2500 
    Indianapolis, IN  46282 

Date: July 29, 2009
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CERTIFICATE OF SERVICE 
 

 The undersigned hereby certifies that on July 29, 2009, a copy of the foregoing was 

served by depositing a true copy of same in a sealed envelope, first-class United States mail, 

postage prepaid, addressed to: 

Amie Peele Carter 
Louis T. Perry 
Baker & Daniels, LLP 
300 North Meridian Street, Suite 2700 
Indianapolis, IN  46204 

 
and by transmitting a true copy of same via electronic mail to the following: 
 

John R. Schaibley, III 
John.schaibley@bakerd.com
 
Amie Peele Carter 
Amie.peelecarter@bakerd.com
 
M. Kristen Glazner 
Kristin.glazner@bakerd.com
 
Louis T. Perry 
Louis.perry@bakerd.com
 

 
 
 
      _/David S. Klinestiver/_____________ 
      David S. Klinestiver 
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