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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
THINK COMPUTER CORPORATION 
 

Petitioner, 
 

v. 
 
FACEBOOK, INC., 
 

Respondent. 
 

 
 
 
Cancellation No. 92050675   
 
 
Mark: FACEBOOK 
Reg. No. 3,041,791 
Reg. Date: January 10, 2006 

 
 

RESPONDENT FACEBOOK , INC.’S RESPONSE TO MOTION FOR CONSOLIDATION  

In order to save time, effort and expense in nearly identical cancellation proceedings 

occurring between identical parties, Respondent Facebook, Inc. (“Facebook”) joins in Petitioner 

Think Computer Corporation’s (“Think”) request for consolidation of Cancellation Nos. 

92049206 and 92050675 (the “Cancellations”).  However, Facebook opposes Petitioner’s request 

that discovery “proceed separately” because Petitioner has made no showing to justify its request 

for two full sets of discovery.        

As Petitioner states in its motion, the Cancellations are based on the same operative facts 

and involve the same parties.  Petitioner Think Computer Corporation’s Motion for 

Consolidation (“Motion”) at 1.  Petitioner also raises the same grounds for cancellation of both 

registrations.  Id.  Indeed, both registrations claim the same mark – FACEBOOK – and share 

identical descriptions of goods and services.1  Because the Cancellations raise almost identical 

                                                 
1 Registration No. 3,041,791 was initially issued for the mark THEFACEBOOK.  This Registration was amended to 
FACEBOOK on October 10, 2006. 
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questions of law and fact, they would be most efficiently addressed in a consolidated proceeding 

involving a single discovery process.    

Petitioner’s sole argument offered in support of its request for two full sets of discovery is 

that consolidation of discovery would “severely undermine” its ability to serve interrogatories in the 

later-filed cancellation action.  This argument ignores the provisions of Trademark Trial and Appeal 

Board Manual of Procedure (“TBMP”) §405.03(c), which provide that interrogatories beyond 75 

are not generally allowed, even “in cases where more than one mark is pleaded and/or attacked by 

the plaintiff (whether in a single proceeding, or in consolidated proceedings), because in such cases, 

the propounding party may simply request that each interrogatory be answered with respect to each 

involved mark of the responding party, and the interrogatories will be counted the same as if they 

pertained to only one mark.” TBMP §405.03(c).  Despite being made aware of this provision during 

the meet and confer process preceding this motion, Petitioner makes no showing in its motion that 

the issues in the consolidated proceedings would involve “unusually numerous or complex issues” 

as contemplated by TBMP §405.03(c), nor could Petitioner make such a showing given that the two 

actions are based on the same set of facts and involve identical parties and identical marks.  See 

Declaration of Jeffrey T. Norberg in Support of Facebook’s Response to Motion to Consolidate 

(“Norberg Decl.”), Ex. A (April 24, 2009 letter from Jeffrey T. Norberg to Nicholas A. Carlin).  

Petitioner’s request for duplicate discovery should therefore be denied. 

Petitioner’s claim that it must be allowed a full set of interrogatories in the later filed action 

because it has already served 75 (or more) interrogatories in the earlier filed action is similarly 

meritless.  As Petitioner states in its motion, Facebook has not yet responded to any interrogatories 

in the earlier filed proceeding and has instead objected to those interrogatories on the ground that 

they exceed the numerical limits set by the TBMP.  In an effort to avoid needless motion practice 
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and to address Petitioner’s stated need to serve additional interrogatories directed at the registration 

at issue in the later filed proceeding, Facebook has repeatedly offered to allow Petitioner to 

withdraw its excessive interrogatories and re-serve a set that both complies with the numerical limits 

set by TBMP 405.03 and is directed to both registrations.  See Norberg Decl., Exhibit A.  

Facebook’s offers to allow a new set of interrogatories were consistent with the provisions of the 

TBMP that require the parties cooperate in discovery and stipulate to new sets of interrogatories 

when excessive sets are served rather than burden the Board with unnecessary motion practice.  See 

TBMP §405.03(e); 408.01.  Petitioner has rejected these offers and has instead decided to take the 

dispute to the Board. 

Facebook therefore requests that the Board grant Petitioner’s request for consolidation 

but deny Petitioner’s request for additional discovery.  It would be both a waste of resources and 

prejudicial to Facebook if Petitioner were allowed to issue 150 interrogatories and take 20 

depositions.  Much of the benefit of consolidation would be lost if the parties were allowed two 

full sets of discovery.   

Additionally, rather than adopting the schedule of the later filed proceeding as contemplated 

by TBMP §511, Facebook requests that the Board apply the schedule of the earlier filed proceeding 

to the consolidated proceedings.  Given that both cases are based on a substantially identical set of 

facts, Facebook believes that the parties can complete discovery and proceed to resolution of both  

/// 

/// 

/// 

/// 

/// 
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actions according to the schedule in place in the earlier filed proceeding, as modified by the 

consented requests of the parties.   

Dated: May 12, 2009 
 

 

 COOLEY GODWARD KRONISH LLP 
MICHAEL G. RHODES (116127) 
ANNE H. PECK (124790) 
JEFFREY T. NORBERG (215087) 
NOEL K. EGNATIOS (249142)  

By: /s/ Jeffrey T. Norberg 
Jeffrey T. Norberg (215087) 

Attorneys for Respondent 
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CERTIFICATE OF SERVICE  
 
 
I hereby certify that I caused a true and complete copy of the foregoing Respondent Facebook, 
Inc.’s Response to Motion for Consolidation and Declaration of Jeffrey T. Norberg In Support 
thereof to be served by electronic mail on the following  part(ies): 
     
     
    Think Computer Corporation 
    David M. Given, Esq. 
    Nicholas A. Carlin, Esq. 
    Meagan McKinley-Ball, Esq. 
    PHILLIPS, ERLEWINE &  GIVEN LLP 
    50 California Street, 35th Floor 
    San Francisco, CA 94111 
    T: (415) 398-0900 
    F: (415) 398-0911 
    Email: dmg@phillaw.com 
    Email: nac@phillaw.com 
    Email: mmb@phillaw.com 
    ATTORNEYS FOR PETITIONER, THINK COMPUTER CORPORATION 

 
 
 
 
Date: May 12, 2009 /s/ Jeffrey T. Norberg  
        Jeffrey T. Norberg (215087)  
 
 

 





 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT A 
































