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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Mad Will's Food Company, Inc.
Entity Corporation Citizenship California
Address 450 Gough Street
San Francisco, CA 94102
UNITED STATES
Attorney Karen S. Frank
information Coblentz, Patch, Duffy & Bass, LLP

One Ferry Building, Suite 200

San Francisco, CA 94111

UNITED STATES

tm@cpdb.com, ksf@cpdb.com Phone:415-391-4800

Registration Subject to Cancellation

Registration No

2999223 | Registration date | 09/20/2005

Registrant

Soy Vay Enterprises, Inc.
5969 Hillside Dr.

Felton, CA 95018
UNITED STATES

Goods/Services Subject to Cancellation

Class 030. First Use: 2003/11/20 First Use In Commerce: 2003/11/20
All goods and services in the class are cancelled, namely: sauces and marinades

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE

Word Mark GINGER WASABIYAKI

Goods/Services sauces

Attachments wasabiyakipetitiontocancel.PDF ( 4 pages )(144562 bytes )

gingerwasabiyakiapp.PDF ( 3 pages )(196872 bytes )



http://estta.uspto.gov

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature IKSF/
Name Karen S. Frank
Date 11/19/2008
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
In the matter of Trademark Registration No.: 2,999,223

For the Mark: WASABIYAKI & Design
Application No.: 78/393,595
Date Registered: September 20, 2005

Mad Will's Food Company, Inc.
Petitioner,
V.
Soy Vay Enterprises, Inc.

Respondent.

PETITION TO CANCEL

Mad Wills Food Company, Inc., a California corporation with an address of 450 Gough
Street, San Francisco, CA 94102 ("Petitioner"), believes that it is or will be damaged by
Registration No. 2,999,223 (the "Registration") and hereby petitions to cancel the same.

The Registration is for the mark WASABIYAKI (Stylized) ("Respondent's Mark"). On
March 30, 2004, Soy Vay Enterprises, Inc. ("Respondent") filed Application Serial No.
78/393,595 (the "Application") to register Respondent's Mark in Class 30 for "staple foods,
sauces, condiments." The Application was filed on the basis of Respondent's intent to use the
mark. On October 18, 2004, Respondent amended the Application to be for "sauces and
marinades." On July 14, 2005, Respondent submitted a Statement of Use for Respondent's Mark,
claiming first use and first use in commerce of November 1,2004. Registration No. 2,999,223
issued on September 20, 2005. On December 18, 2006, Respondent requested a "correction" of
the dates of first use to November 20, 2003.

As grounds of this Petition, it is alleged that:

1. Petitioner is the owner of the mark GINGER WASABIYAKI ("Petitioner's Mark"),

used in connection with sauces. Petitioner is the owner of Application Serial No. 77/617,752 for

13424.001.992113v1

PETITION TO CANCEL
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Petitioner's Mark, filed on November 19, 2008.

2. Petitioner has used GINGER WASABIYAKI on and in connection with the goods, in
commerce, since at least as early as January 18, 2004 and is now using the mark. Such use in
commerce has been valid and continuous since the date of first use and has not been abandoned.
Such use in commerce predated Respondent's trademark application and predated the date of first -
use submitted in Respondent's Statement of Use. In light of the similarity of the respective marks
and the related nature of the goods of the respective parties, Petitioner alleges that Respondent's
registered Mark so resembles Petitioner's Mark previously used in the United States and not
abandoned, as to be likely to cause confusion or to cause mistake or to deceive.

3. Respondent's registration was obtained fraudulently in that in an Application for
Correction of Registrant's First Use Date, dated December 18, 2006, Respondent stated that its
first use in commerce of Respondent's Mark was November 20, 2003. On information and belief,
such statement was false in that the true facts were that Respondent's mark was first used in
commerce on or around November 1, 2004, or some other date later than the date on which
Petitioner first used Petitioner's Mark in commerce. Respondent's false statement was made by an
authorized agent of Respondent with the knowledge and belief that the statement was false. Said
false statement was made with the intent to induce authorized agents of the U.S. Patent and
Trademark Office to revise Respondent's registration to reflect a first use date earlier than
Petitioner's first use date and, reasonably relying upon the truth of the false statements, the U.S.
Patent and Trademark Office did, in fact, grant revision to Respondent's Registration. Petitioner
was damaged by said false statements and the Registration revised in reliance thereon in that
Petitioner, since January 2004, has continuously used the Petitioner's Mark GINGER
WASABIYAKI on sauces in commerce and Petitioner's continued and legal use of the mark and
Petitioner's ability to register Petitioner's Mark will be impaired by the continued registration of
the Mark of Respondent.

/
//
I

13424.001.992113v1 2

PETITION TO CANCEL




A~ - B - A7 T U JC R N

NNNNNNNNN)—‘HMHHHHHHH
OO\IG\UIADJNHQ\DOO\IQNUIAMNHQ

On the foregoing grounds, Petitioner requests that U.S. Registration No. 2,999,223 be

cancelled and that this Petition for Cancellation be sustained in favor of Petitioner.

DATED: November 19, 2008 Respectfully submitted,

By: GKM s

Karen S. Frank

Jeffrey G. Knowles

Coblentz, Patch, Duffy & Bass LLP
Attorneys for Petitioner,

Carousel Productions, Inc.

13424.001.992113v1 3
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CERTIFICATE OF SERVICE

I, Nancy Gallagher, certify that on this B_ day of November, 2008, I caused to be mailed by
overnight courier a copy of the enclosed “Petition to Cancel” to the following:
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13424.001.992113v1

MITCH MILLER

Miller and Fanwick LLP

260 Sheridan Avenue, Suite 208
Palo Alto, CA 94306

Nancy Gallag

/
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Olson, Anna M.

From: teas@uspto.gov

Sent:  Wednesday, November 19, 2008 1:21 PM

To: Trademark; Frank, Karen

Subject: Received Your Trademark/Service Mark Application, Principal Register for serial number 77617752

MARK: GINGER WASABIYAKI (Standard Characters, mark.jpg)
The literal element of the mark consists of GINGER WASABIYAKI.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

We have received your application and assigned serial number '77617752" to your submission. The
summary of the application data, botrom below, serves as your official filing receipt. In
approximately 4-5 months, your application will be assigned to an examining attorney;
however, the critical date for determining registrability is your JSiling date, NOT the actual
examination date. You will not receive any further USPTO communications until examination.
At this point, your mark is not registered it is only a "pending" application. The overall process, from
the time of initial filing to final registration, can take 13-18 months, and even longer depending on
many factors, e.g., the correctness of the original filing, or the type of application filed.

If you discover an error in the application data, you may file a Preliminary Amendment, stating your
proposed correction, at http://www.uspto.gov/teas/e TEASpageB2.htm. Do not submit any proposed
amendment to TEAS@uspto.gov, because the technical team cannot make any changes to already-
filed data. NOTE: You cannot file a Preliminary Amendment until at least 15 days after the initial
filing of the application. Prior to that time, the serial number will not appear in the USPTO database
(even though the number was assigned at the time of filing), preventing the uploading of new data. If
you submit a Preliminary Amendment, the acceptability of that amendment will not be determined
until regular examination begins; i.e., the assigned examining attorney will decide at that time
whether the change proposed in the amendment is permissible--not all errors may be corrected. E.g.,
if you submitted the wrong mark, if the proposed correction would be considered a material alteration
to your original filing, this will not be accepted. Unfortunately, your only recourse in that event is to
re-file.

Since you have already submitted your application, do net contact TEAS@uspto.gov to request
cancellation. The USPTO will not cancel the filing or refund your fee, unless the application does not
meet minimum filing requirements; i.e., if the USPTO later determines that no filing date was
justified, we will return your submission, and refund the filing fee. You could then, if possible, cure
the deficiency, and re-file the application. Otherwise, the fee is a processing fee, which we do not
refund, even if we cannot issue a registration after our substantive review. The only way to "cancel"
an application is to file an Express Abandonment, at http://www.uspto.gov/teas/e TEASpageF htm,
waiting at least 15 days after the initial filing; however, you would not receive a fee refund under
those circumstances.

NOTE: The only "exception” to the above is if you inadvertently file duplicate applications, due to a
technical glitch, i.e., if you believe that the first filing did not go through, and immediately file again,
only to learn later that both filings were successful, then the support team at TEAS@uspto.gov can
mis-assign and refund one of the filings. This must be due to a technical problem (which we will
independently verify), and not a mere misunderstanding or mistake.

NOTE: To check status, please use http:/tarr.uspto.gov. Do not submit status requests to

11/19/2008
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TEAS@uspto.gov, as that mailbox is only for technical assistance. We recommend that you check
status at the 6-month point, and every two months thereafter to ensure that you know of any action
that the Office may have issued. Failure to respond timely to an action will result in abandonment of
your application. All incoming and outgoing correspondence can be viewed at
http://portal.uspto.gov/external/portal/tow. If your status check reveals an action has issued, but you
did not receive it, please immediately check the on-line site to view the action; filing deadlines are
not extended due to failures to receive USPTO mailings.

APPLICATION DATA: Trademark/Service Mark Application, Principal Register

The applicant, Mad Will's Food Company, Inc., a corporation of California, having an address of 450
Gough Street, Second Floor, San Francisco, California, United States, 94102, requests registration of
the trademark/service mark identified above in the United States Patent and Trademark Office on the
Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as
amended.

International Class 030: Sauces

Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company
or licensee is using the mark in commerce, or the applicant's predecessor in interest used the mark in
commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 105 1(a),
as amended.

In International Class 030, the mark was first used at least as early as 01/18/2004, and first used in
commerce at least as early as 01/18/2004, and is now in use in such commerce. The applicant is
submitting one specimen(s) showing the mark as used in commerce on or in connection with any
item in the class of listed goods and/or services, consisting of a(n) photograph of a sauce label and a
wholesale price list.

Specimen-1 [spec-693820945-16045631 1_._Ginger_Wasabiyaki_Sauce Label.pdf ]

Specimen-2 [spec-693820945-160456311 . _gingerwasabiyakispec.PDF ]

The applicant hereby appoints Karen S. Frank and Nate A. Garhart of Coblentz, Patch, Duffy & Bass,
LLP, One Ferry Building, Suite 200, San Francisco, California, United States, 94111 to submit this
application on behalf of the applicant. The attorney docket/reference number is 13424-002.

Correspondence Information: Karen S. Frank
One Ferry Building, Suite 200
San Francisco, California 94111
(415)391-4800(phone)
(415)989-1663(fax)
tm@cpdb.com (authorized)

A fee payment in the amount of $325 will be submitted with the application, representing payment
for 1 class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful

11/19/2008
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false statements, and the like, may jeopardize the validity of the application or any resulting
registration, declares that he/she is properly authorized to execute this application on behalf of the
applicant; he/she believes the applicant to be the owner of the trademark/service mark sought to be
registered, or, if the application is being filed under 15 U.S.C. Section 1051(b), he/she believes
applicant to be entitled to use such mark in commerce; to the best of his/her knowledge and belief no
other person, firm, corporation, or association has the right to use the mark in commerce, either in the
identical form thereof or in such near resemblance thereto as to be likely, when used on or in
connection with the goods/services of such other person, to cause confusion, or to cause mistake, or
to deceive; and that all statements made of his/her own knowledge are true; and that all statements
made on information and belief are believed to be true.

Declaration Signature
Signature: /KSF/ Date: 11/19/2008

Signatory's Name: Karen S. Frank
Signatory's Position: Attorney of Record

Thank you,

The TEAS support team

Wed Nov 19 16:21:06 EST 2008

STAMP: USPTO/BAS-69.38.209.45-20081119162105992871-77617752-
4001ee5f51bcd2f6ee644abb6aaadeda2d-DA-1741-20081119160456311605
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