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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration Nos. 3,005,595
3,234,089
3,329,817
3,336,431
3,349,665

FUTURE MEDIA ARCHITECTS, INC.,
Cancellation No. 92/048,869

Petitioner, :

VS. :
IDEASTREAM CONSUMER :
PRODUCTS, LLC, :
Respondent. :
______________________________________________________ X

PETITIONER’S OPPOSITION TO RESPONDENT’S MOTION TO SUSPEND, AND IN
THE ALTERNATIVE, MOTION TO SEVER

Petitioner, Future Media Architects, Inc. (the “FMA”), submits this memorandum of law
in opposition to Respondent IdeaStream Consumer Products, LLC’s (“IdeaStream”) motion to
suspend (the “Motion”) pending the final determination of a civil action between the parties (the
“Civil Action”). As explained below, only one of five of the registrations at issue in this
cancellation are at issue in the Civil Action. Accordingly, since this cancellation deals with four
registrations that are not at issue in the Civil Action, this cancellation can and should proceed
before the Trademark Trial and Appeal Board regardless of the pendency of the Civil Action.
Alternatively, Opposer respectfully requests that the Board sever the registration that is at issue
in the Civil Action and suspend it while allowing the Cancellation to proceed with respect to the

other four registrations.



I SUSPENSION IS UNWARRANTED BECAUSE THE CANCELLATION RAISES
ISSUES NOT ADDRESSED IN THE CIVIL ACTION

IdeaStream’s entire Motion consists of four sentences, with the second and fourth
sentences being verbatim statements that “copies of the pleadings are attached.” The only
support for the Motion is the mere assertion that the Civil Action “involves issues in common
with those in the instant cancellation proceeding.” We note that Opposer’s time to oppose
Applicant’s Motion to Suspend expires on October 15, 2008 (pursuant to T.B.M.P. §
502.02(b)—IdeaStream’s Motion was served by first class mail on September 25, 2008, giving
FMA 20 days to respond), however, on October 10, 2008, the Board granted the motion without
giving Opposer an opportunity to respond. Given the circumstances as outlined below, we
respectfully request that the Board consider Opposer’s timely opposition to the Motion.

While the Board may suspend a TTAB proceeding when informed that there is a pending
civil action which may decide the issues raised in a TTAB proceeding, such a suspension should
not be granted automatically, and Opposer should be given the opportunity to respond to
Applicant’s motion. T.B.M.P. § 510.02. The Board has ultimate discretion to control the
matters on its docket, and will look to the facts of the TTAB proceeding and the issues raised
before the civil court before granting a suspension request. See, e.g., Boyds Collection, Ltd. v.
Herrington & Co., 65 U.S.P.Q.2d 2017 (T.T.A.B. 2003). Here, the Cancellation and the Civil
Action are different, and numerous registrations raised in the Cancellation are unique to this
proceeding. The different registrations at issue in these two proceedings justify them both
proceeding independently.

A review of the pleadings attached to the Motion shows that the Civil Action is the result
of a Uniform Dispute Resolution Policy (“UDRP”) proceeding over the domain name

www.vaultz.com. The UDRP is a process established by the Internet Corporation for Assigned



Names and Numbers (“ICANN”) for the resolution of disputes regarding the registration of
internet domain names. The goal of the UDRP is to create a streamlined process for resolving
disputes over domain names. A party dissatisfied by a UDRP decision may challenge the
decision in a U.S. district court—which is exactly the situation here. The Civil Action is FMA’s
challenge to the UDRP decision over the domain name www.vaultz.com. Accordingly, the
primary issues involved in the Civil Action have nothing to do with the issues involved in this
Cancellation, and indeed are outside of the jurisdiction of the TTAB.

This Cancellation raises issues of fraud in connection with five of IdeaStream’s
registrations. While FMA has also sought cancellation of one of IdeaStream’s trademarks as an
additional claim in the Civil Action (U.S. Trademark Registration No. 3,349,665 for the mark
VAULTZ), this is the only similarity between the Civil Action and this cancellation. Therefore,
the cancellation of Registration Nos. 3,005,595, 3,234,089, 3,329,817 and 3,336,431 as a result
of fraud are only at issue in this proceeding before the TTAB." Suspending the entire proceeding
would unfairly prevent FMA from seeking resolution to the issues surrounding these four
registrations.

II. THE ISSUES UNIQUE TO THE CANCELLATION CAN AND SHOULD BE
SEVERED FROM ANY SUSPENDED ISSUES

FMA respectfully requests that in the event the Board maintains its Order to Suspend,
that the suspension order be more narrowly tailored to the single registration raised in the Civil
action: whether the *665 Registration was acquired by fraud. The Cancellation can continue on
the remaining issues either as a new proceeding or as part of the existing proceeding. See, e.g.,

Fed. R. Civ. P. 42(b). Suspending the entire Cancellation because of the Civil Action, in which

1 FMA notes that the operative complaint in the Civil Action is the Amended Complaint. The originally filed
Complaint does reference all five registrations, however, the Amended Complaint only contains a claim against the
’665 Registration. IdeaStream attaches both complaints to its Motion.



only one out of the five registrations at issue in the Cancellation are before the court would
prejudice FMA and only serve to allow IdeaStream to exploit Board procedure for a tactical
delay.

1. CONCLUSION

In view of the foregoing, FMA respectfully requests that the Board deny IdeaStream’s
Motion or alternatively that the suspension order be amended to severe the *665 Registration
from the remaining four registrations (Registration Nos. 3,005,595, 3,234,089, 3,329,817 and
3,336,431) not at issue in the Civil Action and the matter be allowed to proceed before the Board
without interruption.

Respectfully submitted,

KENYON & KENYON LLP

Dated: October 10, 2008 s/Michael Kelly
James E. Rosini
Michelle Mancino Marsh
Michael Kelly
One Broadway
New York, New York 10004
(212) 425-7200

Attorneys for Petitioner
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I hereby certify that on October 10, 2008, a copy of the PETITIONER’S OPPOSITION
TO RESPONDENT’S MOTION TO SUSPEND, AND IN THE ALTERNATIVE, MOTION TO
SEVER was sent via first class mail to the following counsel of record:

James R. Menker, Esq.
Holley Menker, P.A.

P.O. Box 331937
Atlantic Beach, FL. 32233

s/Michael Kelly
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