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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Zensual, Inc.
Entity Corporation Citizenship California
Address 9190 W. Olympic Blvd. Ste. 421
Beverly Hills, CA 90212
UNITED STATES
Correspondence Rachel Evey
information Chief Operating Officer
Zensual, Inc.
9190 W. Olympic Blvd. Ste. 421
Beverly Hills, CA 90212
UNITED STATES
info@zensual.com Phone:323-525-0675
Registrations Subject to Cancellation
Registration No 867259 Registration date | 03/25/1969
International NONE International NONE
Registration No. Registration Date
Registrant SHISEIDO COMPANY, LIMITED
3 GINZA-NISHI, 7-CHOME
CHUO-KU, TOKYO,
JAPAN

Goods/Services Subject to Cancellation

Class U051 (International Class 003, 005).

All goods and services in the class are cancelled, namely: MAKEUP FOUNDATION, FACE
POWDER, ROUGE, EYE SHADOW, EYE LINER, MASCARA, LIPSTICK, NAIL ENAMEL AND
POLISH, HAND AND SKIN MOISTURIZING CREAMS AND LOTIONS, SKIN CLEANSING CREAMS
AND LOTIONS, LUBRICATING NIGHT CREAMS AND LOTIONS, PERFUMES, EAU DE
COLOGNE, BATH OILS, DUSTING POWDER, HAIR GROOMING OILS, HAIR AND SCALP
CONDITIONING OILS, PERMANENT WAVE SOLUTIONS, HAIR DYES, HAIR LACQUER, HAIR
RINSE, DEPILATORIES, HAIR BLEACHES, PERSONAL DEODORANTS, AND DENTIFRICES

Class U052 (International Class 003).

All goods and services in the class are cancelled, namely: TOILET SOAPS

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud

808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Genericness

Trademark Act section 23

Abandonment

Trademark Act section 14

Registration No 2700904

Registration date | 03/25/2003



http://estta.uspto.gov

Registrant

Shiseido Company, Ltd.
7-5-5 Ginza, Chuo-ku
Tokyo, 104-8010
JAPAN

Goods/Services Subject to Cancellation

Class 003. First Use: 2000/10/00 First Use In Commerce: 2000/10/00

All goods and services in the class are cancelled, namely: PERFUMERIES AND COSMETICS,
NAMELY, SKIN SOAPS, DEODORANT SOAPS, SHOWER GEL, PERFUME, COLOGNE,
LIPSTICK, BLUSH, ROUGE AND MAKEUP; SKIN AND BODY CARE PREPARATIONS, NAMELY,
SKIN CREAMS, SKIN CONDITIONERS, BODY MASK CREAMS, BODY OILS AND BODY
POWDER; HAIR CARE PREPARATIONS, NAMELY, SHAMPOO AND CONDITIONER

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud

808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Genericness Trademark Act section 23
Abandonment Trademark Act section 14
Dilution Trademark Act section 43(c)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application 77305111 Application Date 10/16/2007

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark ZENSUAL

Design Mark

Description of
Mark

The mark consists of a half-shaded circle centered above the stylized letters
"zensual".

Goods/Services Class 003. First use:
(Based on Intent to Use) Soaps for body care; Body lotions; Non-medicated bath
preparations

Attachments 77305111#TMSN.jpeg ( 1 page )( bytes)
zen petition to cancel.pdf ( 6 pages )(214179 bytes )

Signature [rachelevey/

Name Rachel Evey

Date 10/24/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF FEDERAL TRADEMARK REGISTRATION NOS. 867,259 & 2,700,904

ZENSUAL, INC,, CANCELLATION NO.

a California corporation,

PETITIONER,

VSs. PETITION TO CANCEL

SHISEIDO COMPANY, LTD.,
a Japan corporation,

)
)
)
)
)
)
)
)
)
REGISTRANT. )
)

Petitioner, Zensual, Inc., a corporation organized under the laws of California, having
a business address of 9190 West Olympic Blvd., Ste. 421, Beverly Hills, California 90212,
USA (hereinafter “Petitioner”), believes that it is, or will be damaged by U.S. Trademark
Registration Nos. 867,259, for ZEN and 2,700,904 for ZEN (stylized), registered on March
25, 1969 and March 25, 2003, respectively, to Shiseido Company, Ltd., a company organized
under the laws of Japan having a place of business at 5-5, Ginza 7-chome Chuou-ku; Tokyo
104-8010, Japan (“Registrant™), and hereby petitions to cancel the same, pursuant to 37
C.F.R. §2.106, U.S. Trademark Act, § 14(3), and 15 U.S.C. § 1064.

As grounds for. cancellation, on information and belief, Petitioner hereby alleges as
follows:

1. Petitioner hereby petitions to cancel U.S. Registration Nos. 867,259 and 2,700,904,
(hereinafter “Subject Registrations™) for ZEN for “makeup foundation, face powder, rouge,

eye shadow, eye liner, mascara, lipstick, nail enamel and polish, hand and skin moisturizing



creams and lotions, skin cleansing creams and lotions, lubricating night creams and lotions,
perfumes, eau de cologne, bath oils, dusting powder, hair grooming oils, hair and scalp
conditioning oils, permanent wave solutions, hair dyes, hair lacquer, hair rinse, depilatories,
hair bleaches, personal deodorants, and dentifrices” in International Classes 003 & 005 and
“toilet soaps” in International Class 3, registered on March 25, 1969; and ZEN (Stylized) for
“perfumeries and cosmetics, namely, skin soaps, deodorant soaps, shower gel, perfume,
cologne, lipstick, blush, rouge and makeup; skin and body care preparations, namely, skin
creams, skin conditioners, body mask creams, body oils and body powder; hair care
preparations, namely, shampoo and conditioner” registered March 25, 2003, in International
Class 003 (collectively hereinafter referred to as the “Subject Marks”).

Petitioner’s grounds for cancellation are based upon, inter alia, that Registrant
abandoned its mark, that the Subject Marks are generic for the goods specified in the Subject
Registrations and are incapable or signifying origin.

2. On or about December 10, 2005, Petitioner’s predecessor-in-interest filed a
trademark application serial number 78/770,770, under Section 1(b) for ZENSUAL & Design
for “Personal care products, namely, shower and bath gel, hand and body and face lotion,
hand and body face soap, and bath salts” in International Class 003.

3. Registrant filed a Notice of Opposition against Petitioner’s initial application in
International Class 003 for the mark ZENSUAL & Design on the basis of U.S. Registrations

Nos. 867,259 and 2,700,904 for ZEN and ZEN (Stylized), respectively.



4, In the abundance of caution, Petitioner entered into an agreement with
Registrant whereby it withdrew its intent-to-use application in International Class 003 without
prejudice to subsequent re-filing.

5. Now, on or about October 16, 2007, Petitioner filed a trademark application
serial no. 77/305,111, under Section 1(b) of the Trademark Act for ZENSUAL & Design for
“soaps for body care; body lotions; non-medicated bath preparations” in International Class
003.

6. Based upon Registrant’s aforementioned opposition to Petitioner’s predecessor-
in-interest’s trademark application serial no. 78/770,770 for ZENSUAL & Design, Petitioner
has a reasonable expectation Registrant will try to prevent Petitioner from registering its
trademark application serial no. 77/305,111, under Section 1(b) of the Trademark Act for
ZENSUAL & Design.

7. U.S. Registration No. 867,259 covers “makeup foundation, face powder, rouge,
eye shadow, eye liner, mascara, lipstick, nail enamel and polish, hand and skin moisturizing
creams and lotions, skin cleansing creams and lotions, lubricating night creams and lotions,
perfumes, eau de cologne, bath oils, dusting powder, hair grooming oils, hair and scalp
conditioning oils, permanent wave solutions, hair dyes, hair lacquer, hair rinse, depilatories,
hair bleaches, personal deodorants, and dentifrices” in International Classes 003 & 005 and
“toilet soaps” in International Class 003.

8. U.S. Registration No. 2,700,904 covers “perfumeries and cosmetics, namely,
skin soaps, deodorant soaps, shower gel, perfume, cologne, lipstick, blush, rouge and makeup;

skin and body care preparations, namely, skin creams, skin conditioners, body mask creams,



body oils and body powder; hair care preparations, namely, shampoo and conditioner” in
International Class 003.

9. The beauty industry has used the term “zen” for many years to refer generally
to bath and beauty products. There currently is pervasive use of the term “zen” in the
marketplace to identify such products.

10.  Numerous manufacturers and retailer of beauty and bath products use the term
“zen” on their product labels.

11. Petitipner is informed and believes, and therefore alleges, that third-parties who
use the term “zen” on their product labels.

12. Upon information and belief, the third-parties have no relationship with
Registrant.

13.  Widespread use of the term “zen” or similar variations thereof, in such that the
Subject Marks are incapable of serving as trademarks, that any scope of protection, if any at
all, is very narrow, and that Registrant cannot claim exclusive right the term “zen”.

14.  Registrant has abandoned the Subject Marks due to non-use with intent not to
resume use and/or due to a course of conduct that has caused Subject Marks to lose all
significance as an indicator or source.

15.  Petitioner further alleges that the Subject Marks, whether by Registrant’s acts or
omissions, have lost their significance as marks in connection with the respective goods
specified in the Subject Registrations, such that the Subject Marks have become generic for the

goods specified in the Subject Regiétrations.



16.  Petitioner is informed and believes, and thereon alleges, that Registrant was
aware, at the time it filed its applications leading to the Subject Registrations, that any claim of
exclusiveness, distinctiveness, and non-genericness as to the term “zen” was lacking, that
Registrant is not the “owner” of the designation sought to be registered, and that any other
person, firm, or corporation, or association has, and had, the right to use the designation in
commerce.

17. Petitioner is informed and believes, and thereon alleges that Registrant made no
bona fide use of the mark in commerce prior to filing its use-based applications leading to the
Subject Registrations.

18.  Upon information and belief, Registrant was not using the Subject Marks for all
of the goods specified in the Subject Registrations as of its claimed dates of first use and first
use in commerce and/or at the time it filed the applications leading to the Subject Registrations.

19.  Upon information and belief, Registrant was not using the Subject Marks for all
the goods specified in the Subject Registrations as of its Application for Renewal of
Registrations.

20.  Upon information and belief, Registrant’s continued registration of the Subject
Marks should also be refused, because Registrant has committed fraud upon the Trademark
Office and/or has unclean hands, having made no use of the Subject Marks in connection with
some of the goods identified in the Subject Registrations as well as their corresponding
applications, having the knowledge or reasonable belief that the Subject Marks are not used in
connection with all the identified goods, having the intent to misrepresent the use of the Subject

Marks in connection with all the identified goods, having misrepresented the use of the Subject



Marks in connection with all of the identified goods as of the dates of first use with respect to
U.S. Trademark Registration Nos. 867,259 and 2,700,904, the date of first use in commerce
with respect to U.S. Trademark Registration Nos. 867,259 and 2,700,904, the application date
with respect to U.S. Trademark Registration Nos. 867,259 and 2,700,904, the registration date
with respect to U.S. Trademark Registration Nos. 867,259 and 2,700,904, the date of the
combined declarations of use and incontestability with respect to U.S. Trademark No.
867,259, and to the date of filing the declaration of use and renewal application with respect to
U.S. Trademark No. 867,259, and to date with U.S. Trademark Registration Nos. 867,259
and 2,700,904, wherein the Trademark Office has detrimentally relied on the Registrant’s

misrepresentation in issuing the Subject Registrations.

WHEREFORE, Petitioner/Petitioner prays that its petition to cancel U.S. Trademark
Registration Nos. 867,259 and 2,700,904 be sustained in its entirety and granted in favor of
Petitioner/Petitioner and that U.S. Trademark Registration Nos. 867,259 and 2,700,904 be

ordered cancelled. Petitioner encloses the required filing fee.

Respectfully submitted,

Dated: October 16, 2007 By:

Rachel E. Eved, Chief Operating Officer
ZENSUAL, INC.

9190 W. Olympic Blvd., Suite 421
Beverly Hills, CA 90212
Telephone: (323) 525-0675
Facsimile: (323) 525-0673



