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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Nat Sherman, Inc.
Entity Corporation Citizenship New York
Address 2200 Fletcher Avenue

Fort Lee, NJ 07024
UNITED STATES

Attorney Michael Cukor , Catherine M. Clayton

information Gibbons P.C.

One Gateway Center

Newark, NJ 07102

UNITED STATES

ipdocket@gibbonslaw.com Phone:(973) 596-4500

Registrations Subject to Cancellation

Registration No 2581723 | Registration date | 06/18/2002

Registrant Santa Fe Natural Tobacco Company, Inc.
1368 Cerrillos Road

Santa Fe, NM 87505

UNITED STATES

Goods/Services Subject to Cancellation

Class 034. First Use: 1994/00/00 First Use In Commerce: 1994/00/00
All goods and services in the class are cancelled, namely: Cigarettes

Grounds for Cancellation

The mark comprises matter that, as a whole, is Trademark Act section 2(e)(5)
functional

Registration No 2620467 Registration date | 09/17/2002
Registrant Santa Fe Natural Tobacco Company, Inc.

1368 Cerrillos Road
Santa Fe, NM 87505
UNITED STATES

Goods/Services Subject to Cancellation

Class 034. First Use: 1993/00/00 First Use In Commerce: 1993/00/00
All goods and services in the class are cancelled, namely: Cigarettes

Grounds for Cancellation

The mark comprises matter that, as a whole, is Trademark Act section 2(e)(5)
functional



http://estta.uspto.gov

The mark is merely descriptive

Trademark Act section 2(e)(1)

Registration No 2620465

Registration date | 09/17/2002

Registrant
1368 Cerrillos Road
Santa Fe, NM 87505
UNITED STATES

Santa Fe Natural Tobacco Company, Inc.

Goods/Services Subject to Cancellation

Class 034. First Use: 1998/01/00 First Use In Commerce: 1998/01/00
All goods and services in the class are cancelled, namely: Cigarettes

Grounds for Cancellation

The mark comprises matter that, as a whole, is
functional

Trademark Act section 2(e)(5)

The mark is merely descriptive

Trademark Act section 2(e)(1)

Registration No 2620466

Registration date | 09/17/2002

Registrant
1368 Cerrillos Road
Santa Fe, NM 87505
UNITED STATES

Santa Fe Natural Tobacco Company, Inc.

Goods/Services Subject to Cancellation

Class 034. First Use: 1993/00/00 First Use In Commerce: 1993/00/00
All goods and services in the class are cancelled, namely: Cigarettes

Grounds for Cancellation

The mark comprises matter that, as a whole, is
functional

Trademark Act section 2(e)(5)

The mark is merely descriptive

Trademark Act section 2(e)(1)

Related Santa Fe Natural Tobacco Company, Inc. v. Nat Sherman, Inc. Civ. Action No.

Proceedings 07-660; United States District Court, Middle District of North Carolina (Filed not
Served)

Attachments | NatShermancancel.pdf ( 9 pages )(170430 bytes )

Signature /lori b. cohen/

Name Michael Cukor , Catherine M. Clayton

Date 09/17/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
NAT SHERMAN, INC,,. : In the Matter of U.S. Trade Mark
: Registration No.: 2581723
Petitioner, : Registered: June 18, 2002
: Mark: NATURAL AMERICAN SPIRIT
V. : & Design - Green

SANTA FE NATURAL TOBACCO : Registration No.: 2620467
COMPANY, INC,, : Registered: September 17, 2002
: Mark: NATURAL AMERICAN SPIRIT
& Design - Brown
Registrant.

X Registration No.: 2620465
Registered: September 17, 2002
Mark: NATURAL AMERICAN SPIRIT
& Design - Yellow

Registration No.; 2620466

Registered: September 17, 2002

Mark: NATURAL AMERICAN SPIRIT
& Design - Turquoise

PETITION FOR CANCELLATION

Nat Sherman, Inc., a New York corporation, having a place of business at 2200 Fletcher
Avenue, Fort Lee, New Jersey 07024 (“Petitioner” and/or “Nat Sherman’), believes that it will
be damaged by the continued registration of U.S. Registration Nos.: 2581723 for NATURAL
AMERICAN SPIRIT & Design (Green) in International Class 34; 2620467 for the mark
NATURAL AMERICAN SPIRIT & Design (Brown) in Intemnational Class 34; 2620465 for the
mark NATURAL AMERICAN SPIRIT & Design (Yellow) in International Class 34 and
2620466 for NATURAL AMERICAN SPIRIT & Design (Turguoise) in International Class 34
(*The Registered Marks™) in the name of Santa Fe Natural Tobacco Company, Inc.
("Registrant”). Copies of the Registration Certificates for the Registered Marks are attached at

Exhibit A.
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Count I: Mere Descriptiveness

1. Petitioner is a world renowned manufacturer of high quality tobacco products and
in addition, is engaged in retail and online sale of fine tobacco products. Petitioner is known as

the “tobacconist to the world”.

2. On information and belief, in the tobacco industry, manufacturers commonly use
certain colors to convey information to consumers about the ingredients, qualities,

characteristics, functions, features, purposes or uses of tobacco products, including cigarettes.

3. On information and belief, the colors gold and yellow commonly are used in the
tobacco industry on cigarette packaging to identify to the consumer that the cigarettes in the

package are “light” cigarettes.

4. On information and belief, the color brown commonly is used in the tobacco
industry on cigarette packaging to identify to the consumer that the cigarettes in the package are

unfiltered cigarettes.

5. On information and belief, the color blue commoniy is used in the tobacco
industry on cigarette packaging to identify to the consumer that the cigarettes in the package are

“light” or “mild” cigarettes.

6. This petition is filed within five (5) years from the date of registration of
Registrations Nos. 26240465, 2620466 and 2620467, as required by Trademark Board Manual of

Procedure 307.04.
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7. The subject marks of registrations nos. 26240465, 2620466 and 2620467 are
merely descriptive of cigarettes in so far as they claim color as a feature of the respective subject

marks, and therefore are not entitled to registration on the Principal Register.

8. By virtue of the foregoing, Petitioner will be harmed by the continued registration

of Registrations Nos. 26240465, 2620466 and 2620467 .

Count II: Functionality

9. Petitioner repeats and realleges the allegations set forth in Paragraphs 1 - 8 above

as if fully set forth herein.

10. On information and belief, the color green commonly is used in the tobacco
industry on cigarette packaging to identify to the consumer that the cigarettes in the package are

“menthol” cigarettes.

11, The subject marks of the Registrations are merely functional in so far as they
claim color as a feature of the respective subject marks, and as such are not entitled to

registration.

12. By virtue of the foregoing, Petitioner will be harmed by the continued registration

of Registrations Nos. 2581723, 262404635, 2620466 and 2620467 .

WHEREFORE, Petitioner prays that this Petition for Cancellation be sustained and that

United States Registration Nos. 2581723, 2620467, 2620465 and 2620466 be cancelled.
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The Commissioner is hereby authorized to charge the filing fee of $1200.00 pursuant to
37T CF.R. §2.6(a)(17) and any additional fees which may be required, or credit any overpayment

to Deposit Account No. (3-3839.

Respectfully submitted,

b & La

Lort B. Cohen, Esq.

Attorney for Petitioner

Gibbons, P.C.

One Gateway Center

Newark, NJ 07102-5310

Phone: (212) 613-2045

Fax:  (212) 554-9673

email: TPDocket@ gibbonslaw.com

Dated: September 17, 2007
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EXHIBIT A



Int. Cl.: 34
Prior U.S. Cls.. 2,8,9 and 17

Umted States Patent and Trademark Office

Reg. No. 2,581,723
Registered June 18, 2002

TRADEMARK
PRINCIPAL REGISTER

aQ .

SANTA FE NATURAIL TOBACCO COMPANY,
INC. (NEW MEXJICO CORPORATION)

1368 CERRILLOS ROAD -

SANTA FE, NM 87505

FOR: CIGARETTES, IN CLASS 34 (U.8. CLS. 2,8,9
AND 173,

FIRST USE (-0-1994; IN COMMERCE 0-0-1994,

THE MARK CONSISTS OF THE STYLIZED
WORDS "NMATURAL AMERICAN SPIRIT' AND

T |

THE DESIGN OF AN INDIAN CHIEF ON A GREEN

BACK.GROUND. THE GREEN COLOR IS APPROXI-
MATELY PMS 329. COLOR IS CLAIMED AS A
FEATURE OF THE MARK.

SEC. 2(F) AS TO "NATURAL".
SER. NQ. 76-239,619, FILED 4-12-2001.

KATHY DE JONGE, EXAMINING ATTORNEY



Int. Cl.: 34
Prior US. (ls.: 2, 8, 9 and 17
Reg. No. 2,620,467

United States Patent and Trademark Office  Registered Sep. 17, 2002

TRADEMARK
PRINCIPAL REGISTER

SV |

SANTA FE NATURAL TOBACCO COMPANY, THE MARK CONSISTS OF THE STYLIZED

INC. (NEW MEXICO CORPORATION) WORDS NATURAL AMERICAN SPIRIT AND THE
1368 CERRILLOS ROAD DESIGN OF AN INDIAN CHIEF ON A BROWN
SANTA EE, NM 87505 BACKGROUND. THE BROWN COLOR IS AP-

PROXIMATELY PMS 465. COLOR IS CLAIMED AS
FOR: CIGARETTES, IN CLASS 34 (US. CLS, 2,8,9  ‘ FEATURE OF THE MARK.

AND 17). SEC. 2(F) AS TO "NATURAL",
FIRST USE -0-1993; IN COMMERCE 0-0-1993, SER. NO. 76-239,494, FILED 4£-12-2001,

OWNER OF U.S. REG. NOS. 1,759,227 AND  ELIZABETH PIGNATELLO, EXAMINING ATTOR-
2,081,507, NEY



Int. Cl.: 34
Prior U.S. Cls.: 2, 8,9 and 17
Reg. No. 2,620,465

United States Patent and Trademark Office  Registered Sep. 17, 2002

TRADEMARK
PRINCIPAL REGISTER

SANTA FE NATURAL TOBACCO COMPANY, THE MARK CONSISTS OF THE STYLIZED

INC. (NEW MEXICO CORPORATION; WORDS NATURAL AMERICAN SPIRIT AND THE
1368 CERRILLOS ROAD DESIGN OF AN INDIAN CHIEF ON A YELLOW
SANTA FE, NM §7565 BACKGROUND, THE YELLOW COLOR IS AP-

PROXIMATELY PMS 109, COLOR IS CLAIMED AS
FOR: CIGARETTES, IN CLASS 34 (US, CLS. 2,8,9 FEATURE OF THE MARK.

AND 17). SEC. 2(F) AS TO "NATURAL".
FIRST USE 1-0-1998; IN COMMERCE 1-0-1998. SER. NO. 76-239,492, FILED 4-12.2001.

OWNER OF U.8. REG. NOS. 1,756,227 AND  ELIZABETH PIGNATELLO, EXAMINING ATTOR-
2,081,507, NEY



Int. Cl.: 34

Prior US. Cls.: 2, 8, 9 and 17

Reg. No. 2,620,466
United States Patent and Trademark Office  Registered Sep. 17, 2002

TRADEMARK
PRINCIPAL REGISTER

SANTA FE NATURAL TOBACCO COMPANY,  THE MARK CONSISTS OF THE STYLIZED
INC, (NEW MEXICO CORPORATION) WORDS NATURAL AMERICAN SPIRIT AND THE
1368 CERRILLOS ROAD DESIGN OF AN INDIAN CEIEF ON A TURQUOISE
SANTA FE, NM 87505 BACKGROUND, THE TURQUOISE COLOR IS AP-
PROXIMATELY PMS 310. COLOR IS CLAIMED AS
FOR: CIGARETTES, IN CLASS 34 (US. CLS. 2,8,0 ‘* FEATURE OF THE MARK.
AND 17). SEC. 2(F) AS TO "NATURAL".

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. SER. NO. 76-239,493, FILED 4-12-2001.

OWNER OF U.S, REG. NOS. 1,759,227 AND  ELIZABETH PIGNATELLO, EXAMINING ATTOR-
2,081,507, NEY



