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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name El Universal Compania Periodistica Nacional S.A. DE C.V.
Entity Limited Liability Company Citizenship Mexico
Address Bucareli #8

Col. Centro, D.F. 06040

MEXICO
Attorney Jack D. Todd
information Morris, Manning & Martin, LLP

1600 Atlanta Financial Center 3343 Peachtree Road, N.E.
Atlanta, GA 30326-1044

UNITED STATES

trademark@mmmlaw.com Phone:404-233-7000

Registration Subject to Cancellation

Registration No 3110435 | Registration date | 06/27/2006

Registrant Marina, Evaristo

2800 S.W. 7th Street, #205
Miami, FL 33135

UNITED STATES

Goods/Services Class 016. First Use: 1992/12/18 , First Use In Commerce: 2006/01/01

Subject to Goods/Services: newspapers
Cancellation
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of U.S. Trademark Registration No. 3,110,435
For the mark: EL UNIVERSAL USA

Date registered:June 27, 2006

El Universal Compania Periodistica
Nacional S.A. DE C.V.

Cancellation No.
Petitioner,

V. PETITION TO CANCEL
Marina, Evaristo

Registrant.

L L S T S A T g g

PETITION TO CANCEL

El Universal Compania Periodistica Nacional S.A. DE C.V. (“Petitioner”), a
limited liability company under the laws of Mexico and having a place of business
at Bucareli #8, Col. Centro, Mexico, D.F. 0604, by and through the undersigned
counsel, believes that it has been and will continue to be damaged by the
registration of U.S. Trademark Registration No. 3,110,435 (the “’435 Registration”)
for the mark EL UNIVERSAL USA and hereby petitions to cancel the same pursuant
to 15 U.S.C. § 1064. The grounds for cancellation are as follows:

1. Petitioner is a Mexican limited liability company established on May 3,

1915, and having a place of business at Bucareli #8, Col. Centro, Mexico,

D.F. 0604.
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Upon information and belief, Registrant Evaristo Marina (“Registrant”) is
an individual residing at 2800 S.W. 7th Street, Miami, Florida, 33135.
Petitioner filed a U.S. trademark application for the mark EL UNIVERSAL
on July 6, 2006 (Serial No. 78 /923,708), for, inter alia, “ printed publications,
namely newspapers, classified directories, newsletters and magazines
featuring a wide variety of topics of general interest to the Spanish-
speaking community” in International Class 016 and “computer services,
namely providing on-line publications in the nature of newspapers,
classified directories, newsletters and magazines featuring a wide variety of
topics of general interest to the Spanish-speaking community” in
International Class 042.

Petitioner filed a U.S. trademark application for the mark EL UNIVERSAL
GRAFICO on July 6, 2006 (Serial No. 78/923,695), for, inter alia, “printed
publications, namely newspapers, classified directories, newsletters and
magazines featuring a wide variety of topics of general interest to the
Spanish-speaking community” in International Class 016 and “computer
services, namely providing on-line publications in the nature of
newspapers, classified directories, newsletters and magazines featuring a
wide variety of topics of general interest to the Spanish-speaking
community” in International Class 042.

Petitioner filed a U.S. trademark application for the mark EL UNIVERSAL
GRAFICO PRIMER PERIODICO MEXICANO PARA MEXICANOS EN
ESTADOS UNIDOS (and design) on July 11, 2006 (Serial No. 78/926,707),
for “printed publications, namely newspapers, classified directories,
newsletters and magazines featuring a wide variety of topics of general
interest to the Spanish-speaking community” in International Class 016

and “computer services, namely providing on-line publications in the
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10.

11.

nature of newspapers, classified directories, newsletters and magazines
featuring a wide variety of topics of general interest to the Spanish-
speaking community” in International Class 042.

On November 1, 2004, Registrant filed a U.S. trademark application for the
mark EL. UNIVERSAL USA and received a federal registration for said
mark in International Class 016 on June 27, 2006 (U.S. Trademark
Registration No. 3,110,435) for “newspapers.” Registrant alleges that the
first use of its mark was December 18, 1992, and that the first use of the
mark in commerce was January 1, 2006.

Petitioner has used its EL UNIVERSAL and similar marks in Mexico in
connection with newspapers and publications since October 1, 1916.
Based on Petitioner’s use of the EL UNIVERSAL mark for newspaper s and
publications for almost 100 years, Petitioner’s EL UNIVERSAL marks are
famous and well-known to the Spanish-speaking communities throughout
the world and in particular in North, Central, and South America,
including the United States.

Spanish-speaking residents in the United States, including those from
Mexico, are quite familiar with Petitioner’s goods and services offered
under the EL UNIVERSAL marks.

Since its inception, Petitioner’s EL UNIVERSAL newspapers and
publications have been a channel to transmit information for the U.S.
judicial system.

Individuals and companies in the United States have subscribed to and
received Petitioner’s EL UNIVERSAL newspapers and publications for
many years prior to Mr. Evaristo Marina’s first use of the EL UNIVERSAL
USA mark.
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15.

16.

17.

For many years prior to Mr. Evaristo Marina’s first use of the EL
UNIVERSAL USA mark, companies and individuals in the United States
have ordered and published advertisements in the EL UNIVERSAL
newspapers and publications for viewing and access by Spanish-speaking
residents in Mexico and in the United States.

Petitioner has been doing business with companies located in the United
States for many years prior to Mr. Evaristo Marina’s first use of the EL
UNIVERSAL USA mark.

Residents in the United States have been accessing the on-line publication
of Petitioner’s EL. UNIVERSAL newspaper well prior to Mr. Evaristo
Marina’s first use in commerce of the EL UNIVERSAL USA mark.

On December 13, 2006, the Trademark Examiner examining Petitioner’s EL
UNIVERSAL application issued an Office Action refusing registration of
Petitioner’s EL UNIVERAL mark on the grounds that there is a likelihood
of confusion under Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d),
between Petitioner’s famous EL UNIVERSAL marks and Registrant’s
recently-adopted but registered EL UNIVERSAL USA mark.

On December 18, 2006, the Trademark Examiner examining Petitioner’s EL
UNIVERSAL GRAFICO application issued an Office Action refusing
registration of Petitioner’s EL UNIVERAL GRAFICO mark on the grounds
that there is a likelihood of confusion under Section 2(d) of the Lanham Act,
15 U.S.C. §1052(d), between Petitioner’s famous EL. UNIVERSAL marks
and Registrant’s recently-adopted but registered EL UNIVERSAL USA
mark.

On December 18, 2006, the Trademark Examiner examining Petitioner’s EL
UNIVERSAL GRAFICO PRIMER PERIODICO MEXICANO PARA
MEXICANOS EN ESTADOS UNIDOS (and design) application issued an
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Office Action refusing registration of Petitioner’'s EL UNIVERSAL
GRAFICO PRIMER PERIODICO MEXICANO PARA MEXICANOS EN
ESTADOS UNIDOS (and design) mark on the grounds that there is a
likelihood of confusion under Section 2(d) of the Lanham Act, 15 U.S.C.
§1052(d), between Petitioner’'s famous EL UNIVERSAL marks and
Registrant’s recently-adopted but registered EL UNIVERSAL USA mark.
Petitioner has expended much time, money, and effort in advertising its
goods and services under its various EL UNIVERSAL marks and building
goodwill in its various EL UNIVERSAL marks throughout the world and
the Americas, including the United States.

Registrant’s mark EL UNIVERSAL USA is likely, when used in connection
with Registrant’s goods, to cause confusion, or to cause mistake, or to
deceive, and will damage Petitioner’s goodwill in its various EL
UNIVERSAL marks. Registrant’s continued use and registration of EL
UNIVERSAL USA will cause the public to mistakenly believe that
Registrant’s goods originate with, or are approved or licensed by Petitioner,
or are otherwise connected, affiliated, or associated with Petitioner or
Petitioner’s goods and services in violation of Section 2(d) of the Lanham
Act, 15 U.S.C. § 1052(d).

Further, Registrant’'s EL. UNIVERSAL USA registration is preventing
Petitioner from being able to obtain Federal registrations for its own, long-
used, and famous marks and preventing Petitioner from being able
effectively to protect its exclusive right to use and prevent other’s use of its
various EL. UNIVERSAL marks in the United States. Thus, Registrant’s

mark are causing damage to Petitioner.
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21. The foregoing grounds for cancellation are submitted without prejudice to
Petitioner’s right to assert that Registrant’s mark is dilutive of Petitioner's
famous mark.

WHEREFORE, Petitioner requests that this Petition for Cancellation be
granted and that Registrant’s registration for the EL UNIVERSAL USA mark be

cancelled.

The Petition to Cancel fee in the amount of $300.00 in one class is included

herewith.

Respectfully submitted this 13t day of June, 2007,

/jack d todd/
Jack D. Todd
Attorney for Petitioner

MORRIS, MANNING & MARTIN, LLP
1600 Atlanta Financial Center

3343 Peachtree Road, N.E.

Atlanta, Georgia 30326

(404) 233-7000

Docket: 18047-56383
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