
 
 
 
 
 
 

     Mailed:  August 8, 2008 
 
      Cancellation No. 92047674 
 

Concord Brands ULC 
 
        v. 
 

San Carlo Gruppo Alimentare  
S.p.A. 

 
M. Catherine Faint, 
Interlocutory Attorney: 
 
 
 This matter was suspended by the Board’s April 9, 2008 

order for consideration of petitioner’s motion for summary 

judgment filed April 3, 2008.  Before the Board are the 

following motions: 1) petitioner’s request to withdraw its 

motion for summary judgment filed April 9, 2008; 2) 

petitioner’s consented motion to resume proceedings, reopen 

discovery and reset trial dates also filed April 9, 2008; 3) 

petitioner’s motion to compel discovery filed May 19, 2008; 

and 4) petitioner’s motion to test the sufficiency of 

responses to admissions filed May 19, 2008.  Respondent 

filed on June 6, 2008 an opposition to the motions to compel 

and test sufficiency that it termed a “procedural reply.” 

On August 5, 2008 the Board held a telephone conference 

between Lisa Martin, counsel for Concord Brands ULC, Frank 
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Presta, counsel for San Carlo Gruppo Alimentare S.p.A., and 

Interlocutory attorney Catherine Faint, Board attorney 

responsible for resolving interlocutory matters in this 

case. 

The Board assumes the parties familiarity with the 

motions and does not repeat the facts and allegations here. 

Petitioner’s request to withdraw its motion for summary 

judgment is granted.  Petitioner’s motions to resume 

proceedings and reopen discovery are granted to the extent 

that proceedings are resumed with this teleconference, and 

discovery is reopened for FORTY-FIVE DAYS as set out below.  

Respondent is allowed THIRTY DAYS from today to respond to 

petitioner’s outstanding discovery requests.  During the 

teleconference Ms. Martin noted that if respondent needed 

additional time to respond to discovery, petitioner would be 

willing to allow additional time. 

The motions to compel and test sufficiency of responses 

were not considered as they were submitted while proceedings 

were otherwise suspended for the motion for summary 

judgment.  

The parties’ purported discovery disputes are the 

subject of proper motions to compel and test the sufficiency 

of responses only after the parties have made a good faith 

effort to resolve the dispute.  In that regard the parties 

are reminded that the purpose of discovery is to advance the 
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case so that it may proceed in an orderly manner within 

reasonable time constraints.  To that end the parties must 

adhere to the requirements set forth in Sentrol, Inc. v. 

Sentex Systems, Inc., 231 USPQ 666 (TTAB 1986): 

[E]ach party and its attorney has a duty not only 
to make a good faith effort to satisfy the 
discovery needs of its opponent but also to make a 
good faith effort to seek only such discovery as 
is proper and relevant to the specific issues 
involved in the case.  Moreover, where the parties 
disagree as to the propriety of certain requests 
for discovery, they are under an obligation to get 
together and attempt in good faith to resolve 
their differences and to present to the Board for 
resolution only those remaining requests for 
discovery, if any, upon which they have been 
unable, despite their best efforts, to reach an 
agreement. Inasmuch as the Board has neither the 
time nor the personnel to handle motions to compel 
involving substantial numbers of requests for 
discovery which require tedious examination, it is 
generally the policy of the Board to intervene in 
disputes concerning discovery, by determining 
motions to compel, only where it is clear that the 
parties have in fact followed the aforesaid 
process and have narrowed the amount of disputed 
requests for discovery, if any, down to a 
reasonable number. 

 
The parties are directed to work together, promptly, to 

resolve their discovery problems, in the spirit of good 

faith and cooperation which is required of all litigants in 

Board proceedings.  The Board believes that the parties 

should be able to resolve most, if not all, of their 

discovery disputes without Board intervention. 

 Discovery and trial dates are reset as set out below. 

PROCEEDINGS RESUME: August 5, 2008 
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DISCOVERY PERIOD TO CLOSE: September 19, 2008
  
30-day testimony period for party in  
position of plaintiff to close: December 18, 2008
  
30-day testimony period for party in  
position of defendant to close: February 16, 2009
  
15-day rebuttal testimony period for   
plaintiff to close: April 2, 2009
 

 In each instance, a copy of the transcript of testimony 

together with copies of documentary exhibits, must be served 

on the adverse party within thirty days after completion of 

the taking of testimony.  Trademark Rule 2.l25. 

 Briefs shall be filed in accordance with Trademark 

Rules 2.l28(a) and (b).  An oral hearing will be set only 

upon request filed as provided by Trademark Rule 2.l29. 

*** 

NEWS FROM THE TTAB: 
 
The USPTO published a notice of final rulemaking in the 
Federal Register on August 1, 2007, at 72 F.R. 42242.  By 
this notice, various rules governing Trademark Trial and 
Appeal Board inter partes proceedings are amended.  Certain 
amendments have an effective date of August 31, 2007, while 
most have an effective date of November 1, 2007.  For 
further information, the parties are referred to a reprint 
of the final rule and a chart summarizing the affected 
rules, their changes, and effective dates, both viewable on 
the USPTO website via these web addresses:  
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242.pdf    
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242_FinalR
uleChart.pdf 
 
By one rule change effective August 31, 2007, the Board's 
standard protective order is made applicable to all TTAB 
inter partes cases, whether already pending or commenced on 
or after that date.  However, as explained in the final rule 
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and chart, this change will not affect any case in which any 
protective order has already been approved or imposed by the 
Board.  Further, as explained in the final rule, parties are 
free to agree to a substitute protective order or to 
supplement or amend the standard order even after August 31, 
2007, subject to Board approval.  The standard protective 
order can be viewed using the following web address: 
http://www.uspto.gov/web/offices/dcom/ttab/tbmp/stndagmnt.htm 
 

 

 

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 


