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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Trademark Cancellation of

Mark: DESIGN ONLY Cancellation No. 92045815

e Date: September 14, 2006

Appln. No.:  76/383,772
Registration No.: 2,739,268
Registered: July 15, 2003
NorFab Corporation,

Petitioner,
vs.

PBI Performance Products, Inc.,

Registrant.

PETITIONER’S, NORFAB CORPORATION’S,
MOTION FOR PROTECTIVE ORDER

Petitioner, NorFab Corporation (“NorFab”), by and through its counsel,
moves the Trademark Trial and Appeal Board (the “Board”), move pursuant to 37
CF.R. § 2.120(f) and Fed.R.Civ.P. 26(c), for the entry of a protective order

preventing Registrant, PBI Performance Products, Inc. (“Registrant”) from seeking
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discovery in connection with fabric products marketed by NorFab under the
trademarks “OMNI-ELITE” and “OMNI 45”. NorFab’s fabrics are not in issue in
this cancellation proceeding, nor are they relevant to any issue before the Board in
this proceeding. Registrant’s seek to discover information solely to subject NorFab
to undue burden and expense.
I. BACKGROUND

The Petition to Cancel filed by NorFab is attached as Exhibit A. The issues
to be determined by the Board in this cancellation proceeding are: (1) the
functionality of the design that is the subject of the ‘268 Registration; (2) whether
the design that is the subject of Supplemental Registration No. 2,739,268 (the “268
Registration”) is capable of distinguishing Registrant’s goods as required by 15
U.S.C. § 1091, (3) Registrant’s fraud on the United States Patent and Trademark
Office (USPTO) in alleging that the design that is the subject of the ‘268
Registration was in use in commerce as of the date an Amendment to Allege Use
was filed; and, (4) the abandonment of the design that is the subject of the ‘268
Registration. (See Exhibit A).

Registrant has served NorFab with a first set of document requests, attached
as Exhibit B. As shown by Exhibit B, Document Requests Nos. 4, 6, 7, 11-27, 34-36,
all seek information related to NorFab’s “OMNI-ELITE” and “OMNI 45” fabrics.
Manifestly, the fabric offered by NorFab is irrelevant to any of the issues that will
be considered by the Board in this proceeding.

Registrant’s requests are all-embracing, and as shown by Exhibit B hereto,



seek, among other information:

Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s contention that NorFab’s OMNI-ELITE or
OMNTI 45 or any other NorFab product will likely cause consumer
confusion with the PBI Trademark. (Document Request No. 4).1

Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s first sale or promotion or public
disclosure of OMNI-Elite (or any predecessor of OMNI-ELITE).
(Document Request No. 6).

Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s first sale or promotion or public
disclosure of OMNI 45 (or any predecessor of OMNI 45). (Document
Request No. 6).

Produce all documents which record, refer to, or relate to the
conception, design, development of NorFab’s OMNI-ELITE (or any
predecessor to the OMNI-ELITE) including, without limitation,
drawings, sketches, conceptual drawings, laboratory notebooks,
specifications, parts lists, bills of materials, installation instructions,
test reports, engineering change orders, meeting notes, e-mail
messages, logs of hours expended, cost of prototypes, and/or
development and engineering studies. (Document Request No. 11).

Produce all documents which record, refer to, or relate to the
conception, design, development of NorFab’s OMNI 45 (or any
predecessor to the OMNI 45) including, without limitation, drawings,
sketches, conceptual drawings, laboratory notebooks, specifications,
parts lists, bills of materials, installation instructions, test reports,
engineering change orders, meeting notes, e-mail messages, logs of
hours expended, cost of prototypes, and/or development and
engineering studies. (Document Request No. 11).

Produce all communications and/or correspondence, including
all e-mail messages that refer or relate in any manner to NorFab’s
OMNI-ELITE. (Document Request No. 16).

Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s presentation to customers (or potential
purchasers of garments) at which NorFab has promoted any
product or service referred to as OMNI-ELITE (or any predecessor of
OMNI-ELITE) including, without limitation, all documents shown or
distributed at such presentation. (Document Request No. 24)

1 As the Board can readily discern, there is no issue of likelihood of confusion in this

proceeding.



The above-quoted requests are illustrative of the type of information sought
by Document Requests Nos. 4, 6, 7, 11-27, 34-36.
II. LEGAL STANDARD AND ARGUMENT

Trademark Rule 2.120(f) provides that, upon motion by a party from whom
discovery is sought, and for good cause shown, the Board may make any order
which justice requires to protect a party from annoyance, embarrassment,
oppression, undue burden or expense. 37 C.F.R. § 2.120(f); See Fed. R. Civ. P. 26(c);

Miss America Pageant v. Petite Productions Inc., 17 USPQ2d 1067 (T.T.A.B. 1990).

Registrant seeks to have NorFab collect virtually every document relating to
its “OMNI-ELITE” and “OMNI 45” brand fabrics. However, the grounds for
cancellation, as outlined in Petitioner’s Petition to Cancel (Exhibit A hereto), do not
raise any issues regarding NorFab’s fabrics. Rather, for each issue under
consideration, the focus is solely on Registrant’s fabric, and Registrant’s actions
before the USPTO.

It is apparent that Registrant’s enumerated document requests were
designed as a tool for discovering information regarding NorFab’s fabrics. These
requests, which are directed at issues not even before the Board, were served by
Registrant only to cause NorFab an undue burden and expense, as NorFab collects
every single document every created that refers, in any manner, to fabrics not at

issue in this proceeding.



Accordingly, NorFab respectfully requests that the Board issue an order
directing that NorFab is relieved from providing documents in response to

Registrant’s Document Requests Nos. 4, 6, 7, 11-27, 34-36.

Respectfully Submitted,

NORFAB CORPORATION,

Date: ?///L 2 By %/%

Ant/hony SA. olpe, E‘gquire
John J. O’'Malley, Esquire
Michael F. Snyder, Esquire
Volpe and Koenig, P.C.
United Plaza, Suite 1600
30 S. 17t Street
Philadelphia, PA 19103
Telephone: (215) 568-6400
Facsimile: (215) 568-6499
Attorneys for Petitioner
NorFab Corporation
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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Trademark Cancellation of

Mark: DESIGN ONLY Cancellation No.

Date: May 18, 2006

Appln. No.:  76/383,772
Registration No.: 2,739,268
Registered: July 15, 2003
NorFab Corporation,

Petitioner,
vs.

PBI Performance Products, Inc.,

Registrant.

PETITION TO CANCEL

In the matter of Registration No. 2,739,268 for the trademark "DESIGN ONLY"
(shown in the registration certificate of the prosecution history attached as Exhibit A,
"Registrant's Mark"), registered July 15, 2003 on the Supplemental Register, for "flame
resistant fabric, safety fabric, protective fabrie, fabric made with polybenzimidazole

fiber, and shell fabric all for use in the manufacture of protective and/or safety
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Petitioner: NorFab Corporation
Cancellation Number:

garments including fireman's turnout gear," in International Class 24:

NorFab Corporation, ("Petitioner"), a Pennsylvania corporation, having an
address at 1310 Stanbridge Street, Norristown Pennsylvania 19404, believes that it
will be damaged if such registration is permitted to subsist on the Supplemental
Register and, therefore, hereby gives notice of its intention to petition to cancel the
registration of said service mark.

Description of Registrant's Registration No. 2,739,268 (prosecution history
attached as Exhibit A):

Register: Supplemental.

Filed on March 14, 2002, registered (Supplemental Register) July 15, 2003.

Mark: DESIGN ONLY (“Registrant’s Mark.”)

Registrant’s Services: International Class 024, for “flame resistant fabric, safety
fabric, protective fabric, fabric made with polybenzimidazole fiber, and shell fabric all
for use in the manufacture of protective and/or safety garments including fireman's

turnout gear,” referred to as “Registrant’s Goods.”



Petitioner: NorFab Corporation
Cancellation Number:

As grounds of cancellation, it is alleged that:

1. Petitioner has manufactured industrial heat resistant textile products for
over twenty-six (26) years.

2. Petitioner’s products include high temperature fabrics for use in marine,
petroleum and power generation applications, safety clothing fabrics for fire service,
worker safety, and many other specialty applications.

3. Petitioner offers safety clothing fabric in several styles, including fabrics
with a known ripstop weave. Petitioner does not offer a ripstop fabric having a gold
background with a black checkered pattern.

4, On September 9, | l20‘05, Registrant, PBI Performance Products, Inc.,
brought an action against Petitioner herein in the United States District Court for the
Eastern District of Pennsylvania, Civil Action No. 05-cv-4836 (the “Civil Action®), for,
inter alia, trademark infringement and unfair competition in connection with
Registrant’s Mark. A copy of the Civil Action Complaint is attached as Exhibit B.

5. Upon information and belief, Registrant’s Mark is incapable of
distinguishing Registrant’s goods as required by 15 U.S.C. § 1091.

6. Upon information and belief, Registrant’s Mark is functional.

7. Upon information and belief, the appearance of Registrant’s Mark is a
function of a well known weave pattern, and the industry standard colors selected for

that weave.



Petitioner: NorFab Corporation
Cancellation Number:

8. Upon information and belief, the background color of Registrant’s Mark
(gold) has been long used and is currently used by third parties in connection with
flame resistant fabric, safety fabric, and/or protective fabric industry for goods
competing with Registrant’s Goods, and therefore Registrant’s Mark is incapable of
distinguishing Registrant’s goods as required by 15 U.S.C. § 1091.

9. Upon information and belief, the color gold has long been used and
currently is widely used by third parties in the flame resistant fabric, safety fabric,
and/or protective fabric industry for goods competing with Registrant’s Goods, and the
color gold is generic for such goods.

10.  Upon information and belief, a ripstop fabric appearance has long been
used and currently is widely used by third parties in the flame resistant fabric, safety
fabric, and/or protective fabric industry for goods competing with Registrant’s Goods,
and a ripstop fabric appearance is generic for such goods.

11, Upon information and belief, third parties in the flame resistant fabric,
safety fabric, and/or protective fabric industry offer or use a fabric having an
appearance similar to Registrant’s Mark for goods competing with Registrant’s Goods,
and therefore Registrant’s Mark is incapable of distinguishing Registrant’s goods as
required by 15 U.S.C. § 1091.

12. Registrant’s Mark is the subject of U.S. Patent No. 6,624,096, copy

attached Exhibit C. Upon information and belief, Registrant’s Mark is the same



Petitioner: NorFab Corporation
Cancellation Number:

functional subject matter as described in the ‘096 Patent.

13. Upon information and belief, Registrant’s Mark was not in use in
commerce, as that term is used in 15 U.S.C. § 1051 et seq., either as of Registrant’s
declared date of first use of Registrant’s Mark, or at the time of Registrant’s application
for registration of that mark.

14.  On March 2, 2006, Registrant submitted a February 27, 2006 Declaration
of Diane B. Hess, Registrant's Vice President of Technology, copy attached as Exhibit D
in support of “Plaintiff's Request for Settlement Conference” in the Civil Action. Ms.
Hess declares, at page 2, paragraph 15 of that document, that “PBI commercialized the
new fabric [the fabric shown in Registration No. 2,739,268] in April 2003.” (Emphasis
added.) That April 2003 date is subsequent to the August 24, 2001 date of first use
alleged in the March 12, 2002 Declaration of William L. Lawson, Registrant's
President, that accompanied the March 14, 2002 application resulting in Registration
No. 2,739,268.

15. Upon information and belief, Registrant’s Mark was not in use in
commerce, as that term is used in and throughout 15 U.S.C. § 1051 et seq., on the
claimed August 24, 2001 date of first use for at least some of the goods listed in
Registrant’s application for registration.

16.  Upon information and belief, the design shown by the specimen filed in
support of U.S. Registration No. 2,739,268 (see Exhibit A) as evidence of the use of

Registrant’s Mark in commerce, was not in use in commerce on Registrant’s declared
>



Petitioner: NorFab Corporation
Cancellation Number:

date of first use, nor as of the date of filing the application for registration, nor at this
time.

17. Upon information and belief, Registrant knowingly submitted false and
material representations of fact to the United States Patent and Trademark Office in
seeking registration of Registrant’s Mark by falsely claiming that Registrant’s Mark
was in use in commerce on Registrant’s declared date of first use.

18.  The registration of Registrant's Mark on the Supplemental Register will
continue to be damaging to Petitioner. Registrant's registration of "Registrant’s Mark"
on the Supplemental Register may be relied upon by Registrant in seeking registration
on the Principal Register for the same mark.

19.  Upon information and belief, if, arguendo, Registrant’s Mark was ever in
use in commerce, Registrant has not used, is not using, and has abandoned
Registrant’s Mark for “flame resistant fabric, safety fabric, protective fabric, fabric
made with polybenzimidazole fiber, and shell fabric all for use in the manufacture of
protective and/or safety garments including fireman's turnout gear.”

20.  For the reasons stated above, Petitioner believes that if Registrant is
permitted to maintain its registration for Registrant’s Mark, Registrant will continue
to rely upon such mark as a basis for bringing lawsuits against parties such as
Petitioner that sell competing fabrics having ripstop weaves.

21.  IfRegistrant is permitted to maintain Registration No. 2,739,268 for the

services identified therein, Registrant will rely upon such Supplemental Registration



Petitioner: NorFab Corporation
Cancellation Number:

in seeking registration on the Principal Register, and Registrant would retain thereby
atleast a prima facie exclusive right to use Registrant’s Mark. Such registration would
continue to be a source of damage and injury to Petitioner and to Petitioner's
customers.

22.  For the reasons stated above, Petitioner believes that if Registrant is
permitted to maintain its Registration 2,739,268 on the Supplemental Register, that
Registration will continue to be a source of damage and injury to Petitioner.

WHEREFORE, Petitioner prays that this Cancellation be sustained for
Petitioner and against Registrant, and that Registration 2,739,268 be cancelled.

Respectfully submitted,
NORFAB CORPORATION
By: %/[ /%d
Athonf S. Volpe 4
John J. O'Malley

Michael F. Snyder
Telephone: (215) 568-6400

Atlorneys for Petitioner

Volpe and Koenig, P.C.
United Plaza, Suite 1600
30 South 17tk Street
Philadelphia, PA 19103
Facsimile: (215) 568-6499
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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAIL AND APPEAL BOARD
ECEWED
Registration No.: 2,739,268 RECEIVE AR/
For Mark: Design Only .
Date Registered: July 15,2003 AUG 1 0 2006

PM

.......................... ; VOLPE & KOENIG, RC.
Norfab Corporation :

Petitioner, : Cancellation No. 92045815

V. : Date: August 8, 2006:

PBI Performance Products

Inc.

Registrant.

REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS

Pursuant to the provisions of the Trademark Trial and Appeal Board Practice and
Procedure (“TTABPP”) § 3:61 and §3:72, and according to Rule 34 of the Federal Rules
of Civil Procedure, Registrant PBI Performance Products, Inc., hereby submits its First
Requests for Production of Documents and Things to Petitioner NorFab Corporation, to
be responded to and complied with fully within 30 days of service hereof.
INSTRUCTIONS AND DEFINITIONS OF TERMS

A. As used herein, the terms “Petitioner” and “NorFab” refer to NorFab
Corporation, and include all other corporations or other business entities (whether or not
separate legal entities) subsidiary to, parent to, or affiliated with NorFab Corporation,
including, without limitation, all principals, officers, directors, trustees, employees, staff

members, agents and representatives, including counsel for defendant.
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B. The terms “Registrant” and “PBI” refer to PBI Performance Products, Inc.

C. The term “Answer and Affirmative Defenses” refers to PBI’s Answer and
Affirmative Defenses filed concurrently with this request.

D. The term “PBI trademark” as used herein refers to United States registered
Trademark Number 2,739,772 registered July 15, 2003.

E. The term “MATRIX” refers to the fabric marketed by PBI under the name
“MATRIX.”

F. The term “OMNI-ELITE” refers to the fabric marketed by NorFab under
the name “OMNI-ELITE” and to any predecessors of OMNI-ELITE.

G. The term “OMNI 45” refers to the fabric marketed by NorFab under the
name “OMNI 45 and to any predecessors of OMNI 45.

H. Documents “relating to” or which “relate to” any given matter mean
documents which constitute, contain, discuss, embody, comment upon, identify, refer to,
concern or are otherwise pertinent to that matter.

L. The terms “and” and “or” shall be construed both conjunctively and
disjunctively, as necessary, in order to bring within the scope of this discovery any
information, documents, or things that might otherwise be construed to be outside their
scope.

J. Whenever the terms “documents” or “all documents” are used herein,
these terms are meant to include all documents available to defendant and further to
include, without limitation, any written, recorded, graphic, or printed matter, in whatever
form, whether printed and/or produced by hand or any other process, specifically

including (1) all originals, copies or drafts and (2) originals, copies or drafts on which



appear any notes or writings placed thereon after the document was first printed, typed,
recorded, or made into graphic matter, however produced or reproduced, in the actual or
constructive possession of defendant, including, without limitation, any letters, telegrams,
memoranda, writings, circulars, monographs, bulletins, manuals, speeches, audio and
video tapes, drawings, blueprints, recordings, computer disks or tapes, computer
electronic or optical memory devices in readable form, computer printouts, computer
electronic messages, e-mail messages, notes, correspondence, communications of any
nature, summaries of records of conversations or conferences, information which can be
retrieved by any process, tests and/or analyses, reports and data sheets, specifications,
sketches, minutes or reports and/or summaries or interviews, reports and/or summaries of
investigations, prior art searches and results thereof, including discussions or analysis
thereof, opinions or reports of consultants or consulting engineers, agreements and
contracts, brochures, pamphlets, advertisements, letters to the trade, and including any
tangible things within the scope of Rule 34(a)(1), Federal Rules of Civil Procedure.

K. In the event NorFab Corporation wishes to assert either attorney-client
privilege or work-product exclusion, or both, as to any document for which identification
is requested by any of the following specific document requests, then as to each
document subject to such assertion, defendant is requested to provide such identification
to include: the nature of the document, the sender, the author, the recipient, the recipient
of each copy, the date, the name of each person to whom the original or any copy was
circulated, the names appearing on any circulation list of the defendant associated with
such document, a summary statement of the subject matter(s) of such document in

sufficient detail to prevent the court to conduct an analysis to reach a determination of



any claim or privilege or exclusion and separate indication of the basis for assertion of
privilege or the like for each such document.

L. The following requests shall be deemed to be continuing so as to require
further and supplemental production of documents by you in accordance with the
requirements of Fed. R. Civ. P. 26(e).

REQUESTS FOR PRODUCTION

1. Produce all documents which refer or relate in any manner to United

States trademark Registration No. 2,739,268 filed on March 14, 2002, or the PBI

Trademark.

Response:

2. Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s contention that the PBI Trademark is not distinctive because it

is not inherently distinctive or it has not acquired secondary meaning.

Response:

3. Produce all documents which refer to, relate to, or are in any way

concermed with NorFab’s contention that the PBI Trademark is functional.

Response:

4. Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s contention that NorFab’s OMNI-ELITE or OMNI 45 or any

other NorFab product will likely cause consumer confusion with the PBI Trademark.



Response:

b Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s contention that the PBI Trademark is not famous (famous being

defined in 15 U.S.C. 1125(c)(1)).

Response:

6. Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s first sale or promotion or public disclosure of OMNI-Elite (or

any predecessor of OMNI-ELITE).

Response:

7. Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s first sale or promotion or public disclosure of OMNI 45 (or any

predecessor of OMNI 45).

Response:

8. Produce all documents which record, refer to, or relate to any comparison

between PBI’s MATRIX, with any NorFab product.

Response:

9. Produce all documents that refer or relate in any manner to PBI’s

MATRIX.



Response:

10. Produce all documents that refer or relate in any manner to PBI and that

also refer or relate in any manner to PBI’s MATRIX.

Response:

11. Produce all documents which record, refer to, or relate to the conception,
design, development of NorFab’s OMNI-ELITE (or any predecessor to the OMNI-
ELITE) including, without limitation, drawings, sketches, conceptual drawings,
laboratory notebooks, specifications, parts lists, bills of materials, installation
instructions, test reports, engineering change orders, meeting notes, e-mail messages, logs

of hours expended, cost of prototypes, and/or development and engineering studies.

Response:

12. Produce all documents which record, refer to, or relate to the conception,
design, development of NorFab’s OMNI 45 (or any predecessor to the OMNI 45)
including, without limitation, drawings, sketches, conceptual drawings, laboratory
notebooks, specifications, parts lists, bills of materials, installation instructions, test
reports, engineering change orders, meeting notes, e-mail messages, logs of hours

expended, cost of prototypes, and/or development and engineering studies.

Response:



13. Produce all projections, budgets, call reports, sales reports, business plans,
strategic plans, marketing plans, marketing surveys, consumer surveys, and/or market
studies that refer or relate in any manner to NorFab’s OMNI-ELITE (or any predecessor

to OMNI-ELITE) and/or PBI’s MATRIX.

Response:

14. Produce all projections, budgets, call reports, sales reports, business plans,
strategic plans, marketing plans, marketing surveys, consumer surveys, and/or market
studies that refer or relate in any manner to NorFab’s OMNI 45 (or any predecessor to

OMNI 45).

Response:

15. Produce a copy of each piece of advertising or promotional material
relating or referring to NorFab’s OMNI-ELITE including, without limitation, press
releases, brochures, internet web pages, correspondence, catalogs, catalog sheets, price
lists, descriptive literature, articles in trade journals or other publications, materials
prepared for trade meetings, trade shows or trade conventions, or any other material
disseminated or otherwise made available to the public or to any actual, potential or

prospective customer.

Response:



16. Produce all communications and/or correspondence, including all e-mail

messages that refer or relate in any manner to NorFab’s OMNI-ELITE.

Response:

17.  Produce all communications and/or correspondence, including all e-mail

messages that refer or relate in any manner to NorFab’s OMNI 45.

Response:

18. Produce documents sufficient to identify the amount of NorFab’s OMNI-

ELITE sold, the sales price for each, and the customer of each.

Response:

19. Produce documents sufficient to identify the amount of NorFab’s OMNI

45 sold, the sales price for each, and the customer of each.

Response:

20. Produce all documents and/or computer databases which record, refer to,
or relate to the amount of profit earned by or on behalf of NorFab in connection with the
sale of each of NorFab’s OMNI-ELITE including, without limitation, the number of units

sold, sales figures, gross receipts, production costs, material costs, labor costs, storage



costs, overhead, shipping costs, general and administrative costs, fixed expenses and/or

variable expenses.

Response:

21. Produce all documents and/or computer databases which record, refer to,
or relate to the amount of profit earned by or on behalf of NorFab in connection with the
sale of each of NorFab’s OMNI 45 including, without limitation, the number of units
sold, sales figures, gross receipts, production costs, material costs, labor costs, storage
costs, overhead, shipping costs, general and administrative costs, fixed expenses and/or

variable expenses.

Response:

22. Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s attendance at any trade shows or conferences at which NorFab
has promoted any products or services referred to as OMNI-ELITE (or any predecessor
to OMNI-ELITE) including, without limitation, all documents displayed or distributed at

such trade shows or conferences.

Response:



23.  Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s attendance at any trade shows or conferences at which NorFab
has promoted any products or services referred to as OMNI 45 (or any predecessor to
OMNI 45) including, without limitation, all documents displayed or distributed at such

trade shows or conferences.

Response:

24, Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s presentation to customers (or potential purchasers of garments)
at which NorFab has promoted any product or service referred to as OMNI-ELITE (or
any predecessor of OMNI-ELITE) including, without limitation, all documents shown or

distributed at such presentation.

Response:

25. Produce all documents which refer to, relate to, or are in any way
concerned with NorFab’s presentation to customers (or potential purchasers of garments)
at which NorFab has promoted any product or service referred to as OMNI 45 (or any
predecessor of OMNI 45) including, without limitation, all documents shown or

distributed at such presentation.

Response:

10



26. Produce all documents which refer to, relate to, or are in any way
concerned with Norfab or Omni-Elite or Omni 45, which also mention or refer to PBI or
PBI Matrix or Registered Trademark 2,739,268, where an existing or potential customer,
has requested samples, material or made any inquires related to purchase, composition,
source of origin, general information, including any notes from Norfab's sales persons or

customer service representatives.

Response:

217. Produce all documents which refer to, relate to, or are in any way
concerned with Norfab or OMNI-ELITE or OMNI 45, which refer to their color prior to

dying or after dying or relate to dyes used by Norfab on OMNI-ELITE or OMNI 45.

Response:

28.  Produce all documents which refer to, relate to, or are in any way

concerned with rip-stop fabrics.

Response:

29. Produce all documents which refer to, relate to, or are in any way

concerned with rip-stop fabrics with the same or similar appearance to PBL

11



Response:

30. Produce all documents which refer to, relate to, or are in any way
concerned with rip-stop fabrics which show that they are widely used in fireman turn out
gear, were sold prior to filing of the PBI trademark, or support an allegation that rip-stop

fabrics are functional.

Response:

31. Produce all documents which refer to, relate to, or are in any way
concerned with use of the color gold by Norfab or any other producers of fireman turnout

gear or fabric for fireman turnout gear.

Response:

32. Produce all documents which refer to, relate to, or are in any way
concerned with petitioner's allegation that Registrant's mark has not been used as set forth

by Registrant, or that Registrant had committed fraud.

Response:
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33.  Produce all documents which refer to, relate to, or are in any way
concerned with petitioner's allegation that Registrant's is not using or has abandon the

PBI Trademark now, or at any time after registration of the PBI Trademark.

Response:

34.  Produce a sample of Norfab's OMNI-ELITE fabric which Petitioner had

been offering for sale which is at least 6 inches by 6 inches or larger.

Response:

35. Produce a sample of Norfab's OMNI 45 fabric which Petitioner is

currently offering for sale which is at least 6 inches by 6 inches or larger.

Response:
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36. Produce a sample of Norfab's OMNI 45 and OMNI-ELITE fabrics which

are at least 6 inches by 6 inches or larger and have not been dyed.

Response:

DATED: August 8, 2006 By: /%)/ﬂ %//

cott E. Hanf,VEsq. v
Hammer & Hanf, P.C.
3125 Springbank Lane
Suite G
Charlotte, NC 28226
(704) 927-0400 Phone
(704) 927-0485 Fax
Attorney for Registrant
PBI Performance Products, Inc.

GAFIRMDOCS\2006\090A\PBI 1st doc req.doc
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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAIL AND APPEAL BOARD

Registration No.: 2,739,268 ﬁg@ Vi
For Mark: Design Only - &l JE%% P
Date Registered: July 15, 2003 AUG 1
¢ 2008
.......................... \
Norfab Corporation : VOLPE & KOENG, Bc
Petitioner, : Cancellation No. 92045815 '
V. : Date: August 8, 2006:
PBI Performance Products
Inc.
Registrant.
CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the Registrant’s REQUEST FOR
PRODUCTION OF DOCUMENTS AND THINGS is being served via Certified Mail, Return
Receipt Requested, in the United States Post Office on the following parties as indicated below:

Anthony S. Volpe, Esquire
Volpe and Koenig, P.C.
United Plaza, Suite 1600

30 S. 17™ Street
Philadelphia, PA 19103
AVolpe@volpe-koenig.com

Respectfully Submitted,
Date: August 8, 2006 é '

cott E. Hanf &~ ¢
Attorney for the Plaintiff
Hammer & Hanf P.C.
3125 Springbank Lane, Suite G
Charlotte, NC 28226

H:\2006\090A\Discovery\CertificateService080806-req-prod-docs.doc



