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It has come to the Board’s attention that the parties
are engaged in civil litigation in the District Court for
the Eastern District of Pennsylvania, PBI Performance
Products, Inc. v. NorFab Corporation, Civil Action No. 05-
cv-4836. Respondent, who is in the position of plaintiff
in the civil suit, has brought claims of patent
infringement, unfair competition, and dilution against
petitioner, who is in the position of defendant in the
civil case.

With regard to suspension of a Board proceeding
pending other litigation, Trademark Rule 2.117(a) provides
as follows:

Whenever it shall come to the attention of the

Trademark Trial and Appeal Board that parties to
a pending case are engaged in a civil action



which may be dispositive of the case, proceedings

before the Board may be suspended until

determination of the civil action.

Suspension of a Board proceeding pending the
final determination of another proceeding is solely
within the discretion of the Board. See Martin
Beverage Co., Inc. v. Colita Beverage Corp., 169 USPQ
568 (TTAB 1971). To the extent that a civil action in
a federal district court involves issues in common
with those in a proceeding before the Board, the
decision of the Federal district court is binding upon
the Board, while the decision of the Board is not
binding upon the court. See, for example, Goya Foods
Inc. v. Tropicana Products Inc., 846 F.2d 848, 6
UspPQ2d 1950 (2d Cir.1988); and TBMP § 510.02(a).

After reviewing the pleading in the civil action
submitted with the petition for cancellation, the Board
finds that the civil action may well have a bearing on the
cancellation proceeding.

Accordingly, proceedings are sua sponte suspended
pending final disposition of the civil action between the
parties.

Within twenty (20) days after the final determination
of the civil action, the interested party should notify the

Board so that this case may be called up for appropriate



action. During the suspension period the Board should be
notified of any address changes for the parties or their
attorneys.

Determination of petitioner’s motion for protective
order filed September 14, 2006 and respondent’s motion to

compel filed November 9, 2006 is therefore deferred.



