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We would request that you sign the protective order we
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Once this document is in place we will send you the documents
you have requested pursuant to the stipulated protective order.
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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAIL AND APPEAL BOARD

Registration No.: 2,739,268
For Mark: Design Only
Date Registered: July 15, 2003

Norfab Corporation :

Petitioner, : Cancellation No. 92045815
V. : Date: October 16, 2006:
PBI Performance Products
Inc.

Registrant.

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the Registrant’s Answer to Petitioner's Motion for
a Protective Order is being filed online via ESTTA to: Trademark Trial and Appeal Board, P.O. Box

1451, Alexandria, VA 22313-1451, on October 16, 2006.

I hereby certify that a true and correct copy of the Registrant’s Response to Petitioner’s First Set
of Request for Production of Documents and Things is being served via Certified Mail, Return Receipt, in
the United States Post Office on the following parties as indicated below:

Anthony S. Volpe, Esquire
Volpe and Koenig, P.C.
United Plaza, Suite 1600
30 S. 17" Street
Philadelphia, PA 19103
Respectfully Submitted,

Date: October 16, 2006 %‘4
Scott E. Hanf &~ -

Attorney for the Plaintiff
Hammer & Hanf P.C.

3125 Springbank Lane, Suite G
Charlotte, NC 28226




TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAIL AND APPEAL BOARD

Registration No.: 2,739,268

For Mark: Design Only
Date Registered: July 15, 2003

Norfab Corporation
Petitioner, : Cancellation No. 92045815
V. : Date: October 16, 2006

PBI Performance Products
Inc.

Registrant.

REGISTRANT’S RESPONSE TO PETITIONER'’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS

Registrant, PBI Performance Products, Inc., by and through its counsel, hereby responds
to Petitioner’s, NorFab Corporation’s, First Set of Requests for Production of Documents and
Things as follows:

PRELIMINARY OBJECTIONS AND DEFINITIONS

A. PBI objects to NorFab’s Request for Documents and Things to the extent they
seek privileged attorney-client communications, attorney work product, or other information
otherwise protected from disclosure.

B. In providing responses to NorFab’s Requests for Production of Documents and

Things, PBI does not concede that such information is relevant or material.



C. The foregoing General Objections are hereby incorporated in, and made a part of,
PBI’s response to each NorFab’s request for Documents and Things.

F. The terms “ripstop fabric” or “ripstop weave” as used herein refers to a woven
fabric with ripstop yarns inserted into the warp and weft of the fabric at spaced intervals and the

ripstop yarn being two twisted spun yarns.

OBJECTIONS AND RESPONSES TO NORFAB”S REQUESTS FOR DOCUMENTS

AND THINGS

DOCUMENT REQUEST NO. 1.

All documents referring to, concerning, or commenting upon, or supporting paragraph 3
of the “Answer to Petition to Cancel” served on August 4, 2006 in this proceeding.
RESPONSE

PBI objects to this request as attempting to shift the burden of proof as to
Petitioner’s allegation of not offering a ripstop fabric having a gold background with a
black checkered pattern to Registrant. PBI objects to this request as overly broad or
burdensome to the extent that it requests documents in Petitioner’s possession, custody or
control. Subject to the foregoing and PBI’s Preliminary Objections, and without waiving
any objections, PBI will produce all documents referring to, concerning, or commenting
upon, or supporting paragraph 3 of the “Answer to Petition to Cancel” served on August 4,

2006 in this proceeding. Documents Bates Nos. To Be Determined (hereinafter TBD).

DOCUMENT REQUEST NO. 2.

All documents referring to, concerning, commenting upon, or supporting paragraph 14 of

the “Answer to Petition to Cancel” served on August 4, 2006 in this proceeding.



RESPONSE

PBI objects to this request as attempting to shift the burden of proof as to
Petitioner’s allegation of fraud on the patent office to Registrant. PBI objects to this
request as directed to subject matter immaterial to the extent that commercialization and
first use are non-synonymous making the Declaration of Diane B. Hess immaterial or
irrelevant to the issues in this case. Subject to the foregoing and PBI’s Preliminary
Objections, and without waiving any objections, PBI will produce all documents referring
to, concerning, commenting upon, or supporting paragraph 14 of the “Answer to Petition

to Cancel” served on August 4, 2006 in this proceeding. Documents Bates Nos. TBD.

DOCUMENT REQUEST NO. 3.

All documents referring to, concerning, commenting upon, supporting or forming the
basis of the averments set forth in paragraph 23 of the “Answer to Petition to Cancel” served on
August 4, 2006 in this proceeding,.

RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents referring to, concerning, commenting upon, supporting or
forming the basis of the averments set forth in paragraph 23 of the “Answer to Petition to

Cancel” served on August 4, 2006 in this proceeding. Documents Bates Nos. TBD.

DOCUMENT REQUEST NO. 4.

All documents referring to, concerning, commenting upon, supporting or forming the

basis of the averments set forth in paragraph 25 of the “Answer to Petition to Cancel” served on



August 4, 2006 in this proceeding.
RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents referring to, concerning, commenting upon, supporting or
forming the basis of the averments set forth in paragraph 25 of the “Answer to Petition to

Cancel” served on August 4, 2006 in this proceeding. Documents Bates Nos. TBD.

DOCUMENT REQUEST NO. 5.

All documents referring to, relating to, or concerning any ripstop fabric offered by any
third party.
RESPONSE

PBI objects to this request as attempting to shift the burden of proof of Petitioner’s
assertion of non-distinctiveness to Registrant. PBI objects to this Request as overly broad
and burdensome to the extent that ripstop fabrics do not have to incorporate a gold
background with a black checkered pattern. Subject to the foregoing and PBI’s
Preliminary Objections and without waiver thereof, PBI will produce all documents
referring to, relating to, or concerning any ripstop fabric offered by any third party. PBl is

not in possession of any relevant documents.

DOCUMENT REQUEST NO. 6.
All documents referring ;[0, relating to, or concerning any turnout gear offered by any
third party.
RESPONSE

PBI objects to this request as attempting to shift the burden of proof of Petitioner’s



assertion of non-distinctiveness to Registrant. PBI objects to this Request as overly broad
and burdensome to the extent that turnout gear offered by any third party does not have to
incorporate a gold background with a black checkered pattern. Subject to the foregoing
and PBI’s Preliminary Objections and without waiver thereof, PBI will produce all
documents referring to, relating to, or concerning any turnout gear offered by any third

party. PBI is not in possession of any relevant documents.

DOCUMENT REQUEST NO. 7.

All documents referring to, relating to, or concerning any turnout gear offered by any
third party other that includes a gold color.
RESPONSE

PBI objects to this request as attempting to shift the burden of proof of Petitioner’s
assertion of non-distinctiveness to Registrant. PBI objects to this Request as overly broad
and burdensome to the extent that turnout gear offered by any third party that includes a
gold color does not have to incorporate a gold background with a black checkered pattern.
Subject to the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI
will produce all documents referring to, relating to, or concerning any turnout gear offered
by any third party other that includes a gold color. PBI is not in possession of any relevant

documents.

DOCUMENT REQUEST NO. 8.

All documents which refer to, relate to, concern or comment upon the design shown and

described in U.S. Supplemental Trademark Registration No. 2,739,268.



RESPONSE

Subject to the foregoing and PBI’s Preliminary Objections, and without waiving
any objections, PBI will produce all documents which refer to, relate to, concern or
comment upon the design shown and described in U.S. Supplemental Trademark

Registration No. 2,739,268. Documents Bates Nos. TBD.

DOCUMENT REQUEST NO. 9.

All documents and things referring to, relating to, or concerning the filing and
prosecution of U.S. Supplemental Trademark Registration No. 2,739,268.
RESPONSE
Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents and things referring to, relating to, or concerning the filing and
prosecution of U.S. Supplemental Trademark Registration No. 2,739,268. Documents

Bates Nos. TBD.

DOCUMENT REQUEST NO. 10.

All documents and things referring to, relating to, or concerning the creation and
selection of the design shown and described in U.S. Supplemental Trademark Registration No.
2,739,268.

RESPONSE
PBI objects to this request as directed to subject matter immaterial or irrelevant as
the creation and selection of the design shown and described in U.S. Supplemental

Trademark Registration No. 2,739,268 is not material or relevant to the issues in this case.



Subject to the foregoing and PBI’s Preliminary Objections, and without waiving any

objections, PBI will produce all relevant documents. Documents Bates Nos. TBD.

DOCUMENT REQUEST NO. 11.

All documents and things referring to, relating to, or concerning Registrant’s use in
commerce of the design shown and described in U.S. Supplemental Trademark Registration No.
2,739,268.

RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents and things referring to, relating to, or concerning Registrant’s
use in commerce of the design shown and described in U.S. Supplemental Trademark

Registration No. 2,739,268. Document Bates Nos. TBD

DOCUMENT REQUEST NO. 12.

All documents and things referring to, relating to, or concerning the specimen used by

Registrant in applying for U.S. Supplemental Trademark Registration No. 2,739,268.

RESPONSE
Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents and things referring to, relating to, or concerning the specimen

used by Registrant in applying for U.S. Supplemental Trademark Registration No.

2,739,268. Document Bates Nos. TBD



DOCUMENT REQUEST NO. 13.

All documents and things referring to, relating to, or concerning the functionality or non-
functionality of the design shown and described in U.S. Supplemental Trademark Registration
No. 2,739,268.

RESPONSE

PBI objects to this Request as attempting to shift the burden of proof as to
Petitioner’s allegation of functionality to Registrant. Subject to the foregoing and PBI’s
Preliminary Objections and without waiver thereof, PBI will produce all documents and
things referring to, relating to, or concerning the functionality or non-functionality of the
design shown and described in U.S. Supplemental Trademark Registration No. 2,739,268.

Document Bates Nos. TBD

DOCUMENT REQUEST NO. 14.

All documents and things referring to, relating to, concerning or support a sale of any
fabric having, displaying, or embodying the design shown and described in U.S. Supplemental

Trademark Registration No. 2,739,268.

RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents and things referring to, relating to, concerning or support a sale
of any fabric having, displaying, or embodying the design shown and described in U.S.

Supplemental Trademark Registration No. 2,739,268. Document Bates Nos. TBD



DOCUMENT REQUEST NO. 15.

All documents referring to, concerning, or commenting upon Registrant’s sales,
marketing and promotion of the design shown and described in U.S. Supplemental Trademark
Registration No. 2,739,268.

RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents referring to, concerning, or commenting upon Registrant’s
sales, marketing and promotion of the design shown and described in U.S. Supplemental

Trademark Registration No. 2,739,268. Document Bates Nos. TBD

DOCUMENT REQUEST NO. 16.

All documents referring to, relating to, concerning, commenting upon, or supporting any
secondary meaning or acquired distinctiveness for the design shown and described in U.S.
Supplemental Trademark Registration No. 2,739,268.

RESPONSE

PBI objects to this Request as attempting to shift the burden of proof as to
Petitioner’s allegation of non-distinctiveness to Registrant. Subject to the foregoing and
PBI’s Preliminary Objections and without waiver thereof, PBI will produce all documents
referring to, relating to, concerning, commenting upon, or supporting any secondary
meaning or acquired distinctiveness for the design shown and described in U.S.

Supplemental Trademark Registration No. 2,739,268. Document Bates Nos. TBD

DOCUMENT REQUEST NO. 17.




All documents referring to, relating to, concerning, commenting upon, or supporting the
development of the design shown and described in U.S. Supplemental Trademark Registration
No. 2,739,268.

RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant as
the development of the design shown and described in U.S. Supplemental Trademark
Registration No. 2,739,268 is not material or relevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents and things referring to, relating to, concerning, commenting
upon, or supporting the development of the design shown and described in U.S.

Supplemental Trademark Registration No. 2,739,268. Documents Bates Nos. TBD

DOCUMENT REQUEST NO. 18.

All licensing agreements referring to, relating to, or concerning, the design shown and

described in U.S. Supplemental Trademark Registration No. 2,739,268.

RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant as
license agreements are not material or relevant to the issues in this case. Subject to the
foregoing and PBI’s Preliminary Objections, and without waiving any objections, PBI will
produce all licensing agreements referring to, relating to, or concerning, the design shown
and described in U.S. Supplemental Trademark Registration No. 2,739,268. Document

Bates Nos. TBD
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DOCUMENT REQUEST NO. 19.

All search reports, surveys, or investigation reports which refer to, relate to, concern or
comment upon the design shown and described in U.S. Supplemental Trademark Registration
No. 2,739,268.

RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all search reports, surveys, or investigation reports which refer to, relate to,
concern or comment upon the design shown and described in U.S. Supplemental

Trademark Registration No. 2,739,268. Document Bates Nos. TBD

DOCUMENT REQUEST NO. 20.

All documents and things referring to, relating to, or concerning any inquiries as to the
validity, availability, or registerability of the design shown and described in U.S. Supplemental

Trademark Registration No. 2,739,268.

RESPONSE

PBI objects to this request as attempting to shift the burden of proof as to
Petitioner’s allegation of non-validity to Registrant. Subject to the foregoing and PBI’s
Preliminary Objections, and without waiving any objections, PBI will produce documents
and things referring to, relating to, or concerning any inquiries as to the validity,
availability, or registerability of the design shown and described in U.S. Supplemental

Trademark Registration No. 2,739,268. Document Bates Nos. TBD
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DOCUMENT REQUEST NO. 21.

All documents and things referring to, relating to, or concerning any third-party fabrics
which Registrant believes to be similar to the design shown and described in U.S. Supplemental
Trademark Registration No. 2,739,268.

RESPONSE

PBI objects to this Request as attempting to shift the burden of proof as to
Petitioner’s allegation of non-distinctiveness to Registrant. Subject to the foregoing and
PBI’s Preliminary Objections and without waiver thereof, PBI will produce all documents
and things referring to, relating to, or concerning any third-party fabrics which Registrant
believes to be similar to the design shown and described in U.S. Supplemental Trademark

Registration No. 2,739,268. PBI is not in possession of any relevant documents.

DOCUMENT REQUEST NO. 22.

All documents submitted to the United States Patent and Trademark Office relating to
U.S. Supplemental Trademark Registration No. 2,739,268.
RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents submitted to the United States Patent and Trademark Office
relating to U.S. Supplemental Trademark Registration No. 2,739,268. Document Bates

Nos. TBD

DOCUMENT REQUEST NO. 23.

-12-



All documents and things referring to, relating to, or concerning any communications
with third parties asserting infringement of the design shown and described in U.S. Supplemental
Trademark Registration No. 2,739,268.

RESPONSE

Subject to PBI’s Preliminary Objections, and without waiving any objections, PBI
will produce all documents and things referring to, relating to, or concerning any
communications with third parties asserting infringement of the design shown and
described in U.S. Supplemental Trademark Registration No. 2,739,268. PBI is not in

possession of any relevant documents.

DOCUMENT REQUEST NO. 24.

All documents and things referring to, relating to, or concerning any consumer surveys,
pretests or other attempts to measure or determine consumer perception or recognition of the
design shown and described in U.S. Supplemental Trademark Reéistration No. 2,739,268.
RESPONSE

PBI objects to this Request as attempting to ship the burden as to Petitioner’s
assertion of non-distinctiveness to Registrant. Subject to the foregoing and PBI’s
Preliminary Objections, and without waiving any objections, PBI will produce all
documents and things referring to, relating to, or concerning any consumer surveys,
pretests or other attempts to measure or determine consumer perception or recognition of
the design shown and described in U.S. Supplemental Trademark Registration No.

2,739,268. Document Bates Nos. TBD
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DOCUMENT REQUEST NO. 25.

All documents and things referring to, relating to, or concerning the strength of the design
shown and described in U.S. Supplemental Trademark Registration No. 2,739,268.
RESPONSE

PBI objects to this Request as attempting to shift the burden of proof as to
Petitioner’s allegation of non-validity to Registrant. Subject to the foregoing and PBI’s
Preliminary Objections and without waiver thereof, PBI will produce all documents and
things referring to, relating to, or concerning the strength of the design shown and
described in U.S. Supplemental Trademark Registration No. 2,739,268. Document Bates

Nos. TBD

DOCUMENT REQUEST NO. 26.

All documents and things referring to, relating to, or concerning any of the colors of the
design shown and described in U.S. Supplemental Trademark Registration No. 2,739,268.
RESPONSE

PBI objects to this request as overly broad or burdensome to the extent that it
requests all docaments relating to the colors gold or black. Subject to the foregoing and
PBI’s Preliminary Objections, and without waiving any objections, PBI will produce all
documents and things referring to, relating to, or concerning any of the colors of the design
shown and described in U.S. Supplemental Trademark Registration No. 2,739,268.

Document Bates Nos. TBD

DOCUMENT REQUEST NO. 27.
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All documents and things referring to, relating to, or concerning the functionality or non-
functionality of the design shown and described in U.S. Supplemental Trademark Registration
No. 2,739,268.

RESPONSE

PBI objects to this Request as attempting to shift the burden of proof as to
Petitioner’s allegation of non-functionality to Registrant. Subject to the foregoing and
PBI’s Preliminary Objections and without waiver thereof, PBI will produce all documents
and things referring to, relating to, or concerning the functionality or non-functionality of
the design shown and described in U.S. Supplemental Trademark Registration No.

2,739,268. Document Bates Nos. TBD

DOCUMENT REQUEST NO. 28.

All documents and things reviewed, considered, or relied upon by Diane B. Hess in
connection with the preparation of the Declaration of Diane B. Hess in support of Plaintiff’s

Request for Settlement Conference submitted in the lawsuit PBI Performance Products, Inc. v.

NorFab Corporation, Civil Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D

to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will

produce all documents and things reviewed, considered, or relied upon by Diane B. Hess in
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connection with the preparation of the Declaration of Diane B. Hess in support of

Plaintiff’s Request for Settlement Conference submitted in the lawsuit PBI Performance

Products, Inc. v. NorFab Corporation, Civil Action No. 05-cv-4836-HB (E.D. Pa.

September 9, 2005). (Exhibit D to the Petition to Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 29.

All documents and things relating to, referring to, or supporting Paragraph 6 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 6 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 30.

All documents and things relating to, referring to, or supporting Paragraph 7 of the
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Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 7 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to
Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 31.

All documents and things relating to, referring to, or supporting Paragraph 8 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to

the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
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produce all documents and things relating to, referring to, or supporting Paragraph 8 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-¢v-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 32.

All documents and things relating to, referring to, or supporting Paragraph 9 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 9 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 33.
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All documents and things relating to, referring to, or supporting Paragraph 10 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products. Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 10 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 34.

All documents and things relating to, referring to, or supporting Paragraph 11 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE
PBI objects to this request as directed to subject matter immaterial or irrelevant to

the extent that commercialization and first use are non-synonymous making the
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Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 11 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, In¢. v. NorKFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 35.

All documents and things relating to, referring to, or supporting Paragraph 12 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBYI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 12 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD
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DOCUMENT REQUEST NO. 36.

All documents and things relating to, referring to, or supporting Paragraph 13 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 13 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-¢v-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 37.

All documents and things relating to, referring to, or supporting Paragraph 14 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).

RESPONSE
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PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 14 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the iawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 38.

All documents and things relating to, referring to, or supporting Paragraph 15 of the |
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 15 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil
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Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to

Cancel). Document Bates Nos. TBD

DOCUMENT REQUEST NO. 39.

All documents and things relating to, referring to, or supporting Paragraph 16 of the
Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil Action

No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to Cancel).
RESPONSE

PBI objects to this request as directed to subject matter immaterial or irrelevant to
the extent that commercialization and first use are non-synonymous making the
Declaration of Diane B. Hess immaterial or irrelevant to the issues in this case. Subject to
the foregoing and PBI’s Preliminary Objections and without waiver thereof, PBI will
produce all documents and things relating to, referring to, or supporting Paragraph 16 of
the Declaration of Diane B. Hess in support of Plaintiff’s Request for Settlement Conference

submitted in the lawsuit PBI Performance Products, Inc. v. NorFab Corporation, Civil

Action No. 05-cv-4836-HB (E.D. Pa. September 9, 2005). (Exhibit D to the Petition to
Cancel). Document Bates Nos. TBD

Respectfully submitted,

=

Date: Ochber | éi DOOé By g A

/ Séoft E. Hanf, Esquire
Hammer & Hanf, P.C.
3125 Springbank Lane
Suite G
Charlotte, NC 28226
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(704) 927-0400

(704) 927-0485 (fax)

Attorney for Plaintiff

PBI Performance Products, Inc.

H:\2006\090A\PBI Response to Ist Request for Documents!01606.doc
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HAMMER & HANF, P.C.

Attorneys At Law

3125 Springbank Lane 704-927-0400 phone
Suite G 704-927-0485 fax
Charlotte, NC 28226 www.hammerpatent.com

October 16, 2006

CERTIFIED MAIL
RETURN RECEIPT REQUESTED
Volpe & Koenig P.C.
United Plaza, Suilte 1600
30 South 17" Street
Philadelphia, PA 19103

Attn: Anthony S. Volpe, Esguire

Re: NorFab Corporation - PBI Performance Products, Inc.
Cancellation No.: 92045815
Before the Trademark Trial and Appeal Board
“"Response to Petitioner's First Set of Requests
for Production of Documents and Things to
Registrant”

Dear Mr. Volpe:

We are in receipt of Petitioner's First Set of Requests for
Production of Documents and Things to Registrant. As you must
know, §3:81 of the Trademark Trial and Appeal Board's manual for
Practice and Procedure states that the Board expects the parties
to avoid disputes by agreeing to a protective order with respect
to confidential information in advance of the necessity for the
filing of a motion to compel. 1In keeping with this practice I
provided you, on August 29, 2006, with a protective order in
advance of the due date of Registrant's discovery request. Your
Office received this protective order on August 31, 2006, as
evidenced by the return receipt card attached. You have been in
receipt of our Stipulated Protective Order for more than 10 days
prior to your filing of your request for Production of
Documents. As you should know from our litigation in the United
States District Court for the Eastern District of Pennsylvania,
Civil Action No. 05-cv-4836 that we cannot produce any documents
or things for you until the protective order is in place.

As you have had our stipulated protective order since well
before your filing of the Request for Production of Documents we
see any delay to be entirely of your own making.



